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EXPLANATION  OF  NOTES. 


The  Text  of  the  Optnlon. 

The  text  of  the  opinion  of  the  <^urt  is  taken  wholly  from  the  record,  and  not 
from  the  official  reporter.  The  reason  for  this  is  that  the  record  is  the  original 
source  from  which  the  reporter  himself  obtains  his  matter  ;  that  it  is  complete, 
no  cases  decided  by  the  court  being  omitted  therefrom  ;  that  on  application  to 
the  clerk  of  the  court  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinion  as  it  appears  in  the  record,  and  not  as  printed  in  the  official  report  that 
he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is  the  fact 
that  the  statement  of  the  case,  involving  all  those  facts  which  the  court  consid- 
ers material  to  the  understanding  of  its  opinion  is  made  by  the  court  itself, 
strictly  in  view  of  its  decision,  concisely  and  judicially,  whereas  the  official  re- 
porters, Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  court,  substituting  their  own,  or  have  so  amended  and  varied  the  court^s 
statement  as  to  make  it  practically  a  new  one.  The  case  of  Packing  Company 
Cases,  reported  in  volume  14  p.  49,  is  a  notable  example,  on  consulting  which 
the  foot-notes  appended  will  be  fotmd  to  point  out  the  variation  of  the  official 
reporter  from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  the 
cause  of  omitting  in  their  reports  the  introductory  part  of  the  opinion  as  given 
in  the  record,  supplying  it  from  their  own  point  of  view  and  actually  beginning 
the  report  of  the  opinion  at  an  intermediate  point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies  of  the 
record,  and  has  undeigone  a  second  comparison  while  in  type  before  printing, 
made  directly  with  the  original  record  in  the  Supreme  Court,  giving  an  assu- 
rance that  no  eilbrt  has  been  spared  to  secure  accuracy. 


It  has  farther  been  compared  with  the  officially  published  reports  and  'the 
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divergenoes  of  the  latter  from  the  record  pointed  out  in  foot-notes  to  each  case 
where  they  oocar,  in  justification  of  the  ooorae  pursued  by  the  editor,  and  for 
the  convenience  of  the  profession. 


The  Syllabi,  or  The  Head-Not4 


The  head-notes  have  been  prepared  with  care  and  considerable  elaboration, 
the  editor  deeming  it  more  convenient  to  the  profession  that  he  should  err  on  the 
side  of  too  great  minutia  in  calling  their  attention  even  to  what  may  be  re*- 
garded  as  dicta  of  the  court.  At  the  end  of  each  head-note  will  be  found,  lie- 
tween  brackets,  the  page  of  the  opinion  of  which  it  is  a  digest.  The  head-notes 
are  numbered  consecutively,  and  at  the  end  of  each  case  there  will  be  found  un- 
der the  corresponding  number  of  the  head-note  a  note  of  Supreme  Court  Patent 
Cases,  in  chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  endinic  of  Case. 

Notes  at  endinsr  of  case  are  of  three  kinds :  those  in  the  form  of  notes 
to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes.  These  consist  of  Supreme  Court  Patent  Cases, 
arranged  in  chronological  order,  in  which  the  substance  of  the  head-note  has 
been  restated,  affirmed,  or  applied,  as  the  case  may  be  ;  these  have  been  brought 
down  to  the  latest  decisions  of  the  court  accessible  at  the  date  of  printing  the 
volume. 


The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  suits  in  which  the  patent  has  been  in- 
volved. 


Citations  of  the  particular  opinion.  Then  follows  a  list  of  those  cases 
in  which  the  opinion  reported  has  been  cited.  This  list  includes  Federal,  State, 
and  Canadian  Cases,  opinions  of  the  Attorney-General,  and  of  the  Commissioner 
of  Patents,  and  the  latest  text-books,  Curtis,  4th  Edit. ,  Walker,  Merwin,  and 
Abbott. 


All  the  lists  arc  chronological  in  arrangement  and  in  the  list  of  citations  the 
dates  are  appended. 
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Additional  References,  Stc. 

To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  onl}'  is  the 
original  report  given,  bnt  also  volume  and  page  of  Robb,  Fisher,  Banning  and 
Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  aignments  the  role  has  been  followed  of  adding  the 
flames  to  cases  cited  by  page  and  volume  only,  these  additions  to  the  text  being 
included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each  case 
are  lefl  for  the  insertion  of  additional  citations  and  of  general  notes. 

Tables. 

There  are  added  a  number  of  tables  and  trvo  indexes  for  ready  reference. 
These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of  Patents  in  Suit, 
of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices,  of  Names  of  Counsel,  an 
Index  Digest,  and  a  Digest  of  Notes. 

Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the  Eng- 
lish cases  already  published  as  part  of  this  series,  wherever  they  occur. 

WOODBURY  LOWERY. 
Washington ,  D.  G. 
April  1,  1890. 
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ALPHABETICAL  TABLE  OF  CASES 

REPORTED  IN  THIS  VOLUME. 


Page. 
ANSONIA  BRASS  AND  COPPER  CO.,  WESTERN  ELECTRIC  MNFG. 

CO.  r 94 

ARTIFICIAL  STONE  PAVING  CO.     See  CALIFORNIA  ARTIFICIAL 
STONE  PAVING  CO 46» 

ATWATER  MNFG.  CO.,  BEECHER  MNFG.  CO.  r lOG 

BEECHER  MNFG.  CO.  r.  ATWATER  MNFG.  CO.  114  U.  S.  528-o24. 

Oct  Term,  1884 106 

[Bk.  29,  L.  ed.  232  ;  31  O.  G.  1306.] 

Reversing  Atwater  Mnfg.  Co.  v.  Beecher  Mnfg.  Co.,  8  Fed. 

Rep.  608. 
Particular  patent  cowstrued.     Reissue  far  matter  expressly  dis^ 

claimed.      Want  of  invention, 

BEECHER  MNFG.  CO.,  CLARK  v 120 

BROOKLYN  CROSS-TOWN  R.  R.  CO.,  STEPHENSON  t- 63 

BROOMALL,  EACHUS  v 176 

BROWN  r.  DAVIS.     116  U.  S.  287-252.    Oct  Term,  1885 212 

[Bk.  29,  L.  ed.  659  ;  34  O.  G.  435.] 
Reversing  Davis  v.  Brown,  19  Blatch.  263. 
Particular    reissued  patent.     Complete   invention.     Equivalent. 
**  Substantially  as  described. "     Construction  of  claim. 

BUTTERWORTH  v.  HILL.     114  U.  S.  128-188.    Oct  Term,  1884.  .     61 

[Bk.  29,  L.  ed.  119  ;  31  O.  G.  1043.] 

Service  of  process,  R.  8.  see.  739.     Commissioner  of  Patents- 

where  found.     Acceptance  of  service  which  is  not  a  consent 

to  jurisdiction. 

CALIFORNIA   ARTIFICIAL   STONE    PAVING  CO.  v.  SCHALICKE. 

119  U.  S.  401-407.    Oct  Term,  1886. ^ 469 

[Bk.  30,  L.  ed.  471  ;  38  O.  G.  329.] 
Particular  patent  construed  and  not  infringed. 

CANTRELL  v.  WALLICK.    117  U.  S.  689-606.    Oct  Term,  1885.  .    322 
[Bk.  29,  L.  ed.  1017 ;  35  O.  G.  871.] 
Affirming  Ibid,  12  Fed.  Rep.  790. 

Particular  patent  infringed.     Cdmbination.     Novelty.     Patenta- 
bility.   Improvement     Estoppel.     Prior  use,  haw  proven. 
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Paob. 
CARRIGAN,  SHEPARD  r 236 

CARTRIDGE  CO.   See  UNITED  STATES  RIFLE  AND  CARTRIDGE  CO. 

CLARK  V.   BEECHER   MNFG.  CO.     115  U.   S.  7»-87.    Oct   Term. 

18S4 120 

[Bk.  29,  L.  ed.  352 ;  31  O.  G.  1169.] 

Affirming  Ihid,  7  Fed.  Rep.  816. 

Particular  patent  etnuiruedj  limited,  and  not  infrimgei. 

CLARK  V.  WOOSTER.    119  U.  S.  822-^26.    Oct  Term*  1886.    ...    426 

[Bk.  30,  L.  ed.  392 ;  37  O.  G.  1477.] 

Affirming  Wooster  r.  Clark,  21  O.  G.  264. 

Patent  (dHnU  to  expire.  Equity  jurisdielion.  If^unction.  Orig- 
inal patent  in  evidence  in  suit  on  reissue.  License  fee. 
Measure  of  damages. 

CLARK  POMACE  HOLDER  CO.  r.  FERGUSON.     119  U.  S.  985^888. 
Oct  Term,  1880 441 

[Bk.  30,  L.  ed.  406 ;  37  O.  G.  1479.] 

Affirming  Ihid,  21  Blatch.  376. 

Particular  patent.     Absence  of  invention.     Mechanical  skill. 

COMMISSIONER  OF   PATENTS  r.    HILL.     See  BUTTERWORTH  v. 

HILL. 
CONSOLIDATED  SAFETY-VALVE  CO.  r.   KUNKLE.     119  U.  S.  45- 

4«.    Oct  Term,  1880. 391 

[Bk.  30,  L.  ed.  302 ;  37  O.  G.  1003.] 

Affirming  Ibid,  14  Fed.  Rep.  732. 

Particular  pafent  construed^  limited,  and  not  infringed. 

DAVIS,  BROWN  t» 212 

De  COMEAU,  field  v 204 

DUNBAR,  WHITE  v 397 

EACHUS  V.  BROOM  ALL.    115  U.  S.  429-489.    Oct.  Term,  1885.    .    176 

[Bk.  29  L.  ed.  419 ;  33  O.  G.  1265.] 

Identity  of  invention.  Admissible  evidence  of  prior  knowledge 
and  use.     Particular  reissued  patent. 

ELECTRIC  MNFG.  CO.     See  WESTERN   ELECTRIC   MNFG.  CO.   v. 
ANSONIA  BRASS  AND  COPPER  CO. 

ELECTRIC  RAILROAD  SIGNAL  CO.  r.   HALL  RAILWAY  SIGNAL 

CO.    114  U.  S.  87-108.    Oct  Term,  1884 i 

[Bk.  29,  L.  ed.  96 ;  31  O.  G.  515.  ] 

Affirming  Ibid,  6  Fed.  Rep.  603. 

Partictdar  patent  construed,  limited,  and  held  not  infringed. 

FERGUSON,  CLARK  POMACE  HOLDER  CO.  r 441 

FIELD  r.  De  COMEAU.    110  U.  S.  187-190.    Oct  Term,  1885.' ...    204 
[Bk.  29.  L.  ed.  596  ;  34  O.  G.  559.] 
Affirming  Ibid,  4  Ban.  &  Aid.  40. 
Particular  patent  construed  and  not  infringed. 
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Paqb. 
FOREE,  MILLER  v. 193 

FURST  &  BRADLEY  KNFQ.  00.,  NEWTON  v 450 

GARDNER  r.  HERZ.    118  U.  S.  180-1^.    Oct  Term,  1885.     ...    368 
[Bk.  30,  L.  ed.  158 ;  35  O.  G.  999.] 
Affirming  Ibid,  20  Blatch.  538. 

Particular  patent.     Absence  of  invention.     New  use.     Defences 
to  infringement.     ''  New  '^  B.  S.  sec.  4888. 

GRANT,  KEYESr .346 

GREENLEAF,  YALE  LOCK  MNFQ.  C50.  r. 303 

GRIER  V.  WILT.    120  U.  S.  412-480.    Oct.  Term,  1888 558 

[Bk.  30,  L.  ed.  712  ;  38  O.  G.  1365.] 

Reversing  Wilt  o.  Grier,  5  Fed.  Rep.  450. 

Particular  patent  not  infringed.     Mechanical  combination  is  not 

a  process.     Construction   of  claims.     State  of  the  art. 

Evidence. 

HALL  RAILWAY  SIGNAL   CO.,  ELECTRIC    RAILROAD    SIGNAL 
CO.  r 1 

HAPGOOD  V.  HEWITT.    119  U.  S.  226-284.    Oct.  Term,  1886.   .   .    412 

[Bk.  30,  L.  ed.  369 ;  37  O.  G.  1247.] 
Affirming  Ibid,  11  Bias.  184. 

Employer  and  employS — inventor.     License.    Injunction.  Equity 
relief. 

HARTSHORN  v.  SAGINAW  BARREL  CO.     119  U  S.  664-679.     Oct. 

Term,  1886. 530 

[Bk.  30,  L.  ed.  539 ;  38  O.  G.  540.] 

Particular  patents.     Void  reissue  claim.     Absence  of  invention. 
Mechanical  equivalents. 

HERZ,  GARDNER© 368 

HEWITT,  HAPGOOD  v 412 

HILL,  BUTTERWORTH  v. 51 

IVES  V.  SARGENT.    119  U.  S.  652-668.    Oct  Term,  1886 512 

[Bk.  30,  L.  ed.  544  ;  38  O.  G.  781.] 
Affirming  Ibid,  21  Blatch.  417. 

Particular  reissued  patent.    Reissue  with  broader  claims.     MiS' 
take  of  solicitor.     New  matter. 

KEYES  V.  GRANT.    118  U.  S.  26-87.    Oct  Term,  1885     ...:..    346 

[Bk.  30,  L.  ed.  54  ;  35  O.  G.  747.1 

Jury  trial.     Identity  of  patent  with  prior  publication.     When  a 
question  of  law  and  when  of  fact.     Evidence. 

KUNKLE,  CONSOLIDATED  SAFETY-VALVE  CO.  r 391 

MANARD,  PRESTON  v 249 

MANUFACTURING   CO.     See  BEECHER  MNFG.  CO.  v.  ATWATER 
MNFG.  CO. 
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Paob 
MANUFACTURING  CO.     See  WESTERN    ELECTRIC  MNFG.  CO.  r. 
.     ANSONIA  BRASS  AND  COPPER  CO. 

MANUFACTURING  CO.    See  YALE  LOCK  MNFG.  CO. 

MILLER  V.  FOREE.     116  U.  S.  22-28.    Oct  Term,  1885 193 

[Bk.  29,  L.  ed.  552  ;  33  O.  G.  1497.] 

Fariieularreiatted  patent.  Process,  What  is  not  an  abandoned 
experiment.     Prior  invention. 

NEWTON  V.  FURST  AND  BRADLEY  MNFG.  CO.     119  V.  S.  879-880. 

Oct  Term,  188« '     .  .    450 

[Bk.  30,  L.  ed.  442;    38  O.  G.  104.] 
Affirming  Ibid,  11  Bias.  405. 

Particular  reissued  patent.  Inadvertence  and  mistake.  Invalid 
reissue  claim. 

PAVING  CO.     See  CALIFORNIA  ARTIFICIAL  STONE  PAVING  CO. 

POMACE  HOLDER  CO.     See  CLARK  POMACE  HOLDER  CO. 

PRESTON  «.  MANARD.    116  U.  S.  661-664.    Oct  Term,  1886.  ...    249 
[Bk.  29,  L.  ed.  763;  34  O.  G.  1507.] 
Particular  reissued  patent.     Want  of  novelty.     Invention. 

RAILROAD  SIGNAL  CO.     See  ELECTRIC  RAILROAD  SIGNAL  CO.  v. 
HALL  RY.  SIGNAL  CO. 

REIHER,  WOLLENSAK  v 145 

REIHER,  WOLLENSAK  r 162 

RIESSNER,  SHARP  v 501 

RIFLE  AND  CARTRIDGE  CO.     See  UNITED  STATES  RIFLE   AND 
CARTRIDGE  CO. 

ROBINSON,  SUTTER  v 481 

SAFETY-VALVE  CO.     See  CONSOLIDATED  SAFETY-VALVE  CO. 

SAGINAW  BARREL  CO.,  HARTSHORN  r 530 

SARGENT,  IVES  r 512 

SARGENT,  YALE  LOCK  MNFG.  CO.  i.  .  -r 264 

SARGENT,  YALE  LOCK  MNFG.  CO.  r 275 

SCHALICKE,  CALIFORNIA  ARTIFICIAL  STONE  PAVING  00.  r.  .    .  469 

SHARP  V.  RIESSNER.     119  U.  S.  631-687.    Oct  Term,  1886.  ...    501 

[Bk.  30,  L.  ed.  507;  38  O.  G.  418.] 

Affirming  Ibid,  15  Fed.  Rep.  919. 

Particular  patent  construed,  limited,  and  not  infringed. 

8HEPARD  r.  CARRIGAN.     116  U.  S.  598-598.    Oct  Term,  1885.  .       235 
[Bk.  29,  L.  ed.  723;  34  O.  G.  1157.] 

Particular  patent.  Disclaimer.  File-wrapper  and  contents. 
Limitations  imposed  by  Patent  Office  prevent  reissue  with 
broader  claim.     Patentee  bound  by  his  claim. 
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SIGNAL  CO.    See  ELECTRIC  RAILROAD  SIGNAL  CO.  f.  HALL  RY. 
SIGNAL  CO. 

STEPHENSON  p.  BROOKLYN  CROSS-TOWN  R.  R.  CO.  lUU.  S.  149- 

158.    Oct.  Term,  1884 63 

[Bk.  29,  L.  ed.  58 ;  31  O.  G.  263.] 
Affirming  Ibid,  19  Blatch.  473. 

Particular  patents  construed.  Want  of  tnveniion.  Aggrega- 
tion.    Combination.     Patentability. 

STONE  PAVING  CO.    See  CALIFORNIA  ARTIFICIAL  STONE  PAV- 
ING CO. 
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ELECTRIC  RAILROAD  SIGNAL  COMPANY,  Composed 
of  Prank  L.  Pope,  Stephen  C.  Hendrickson  and 
James  D.  Lincoln,  Surviving  Partners,  APPELLANTS, 
0.  HALL  RAILWAY  SIGNAL  COMPANY.* 

114  U.  S.  87-lOa    Oct.  Term,  1884. 

.    [Bk.  29,  L.  ed.  96 ;  31  O.  G.  515.] 
Affirming  Ibidy  6  Fed.  Rep.  603. 
Argued  January  6,  7,  1886.     Decided  March  30,  1885. 

Particular  patent  construed,  Hmitedy  and  held  not  in/ringed. 

1.  Letters  patent,  No.  140,536,  issued  July  1,  1873,  to  F.  L.  Pope, 
for  an  Improvement  in  Circuits  for  Electric  Railroad  Signals, 
construed  to  be  a  patent  for  a  combination  in  which  all  the  ele- 
ments were  known  and  open  to  public  use.  Its  object  was  the 
accomplishment  of  a  particular  result — namely,  to  work  elec- 
tric signals  on  the  block  system.  But  the  thing  patented  was 
the  particular  means  devised  by  the  inventor  to  accomplish 
that  result,  and  to  constitute  in  this  case  identity  of  invention, 

*See  Explanation  of  Notes,  page  III. 


3  SIGNAL  CO.  V.  SIGNAL  00.  [Sup.  Ci. 

Syllabus. 

and  therefore  infringement,  the  result,  the  elements  or  their 
equivalents,  and  the  combination  must  be  the  same,  so  that 
each  element  shall  perform  the  same  function,     (p.  6.) 

2.  In  complainants'  patent  insulated  sections  of  the  rails  as  circuit - 

closers  constitute  an  essential  element  in  the  combinations,  the 
wheels  and  axles  of  the  train  forming  an  electrical  connection 
between  the  opposite  insulated  rails  at  appropriate  places,  and 
80  actuating  the. signal.  The  defendants  dispense  with  insu- 
lated sections  of  the  track  and  employ  a  separate  instrument 
placed  near  the  track  from  which  a  lever  connects  with  the 
track,  and  is  operated  by  the  passing  wheels  of  the  train,  (p. 
18.)* 

3.  In  complainants'  patent  a  single  battery  is  used  to  operate  an 

electric  circuit  of  considerable  length  by  means  of  two  wires 
or  other  metallic  conductors  attached  to  the  positive  and  neg- 
ative poles  of  the  battery  and  suitably  insulated  from  each 
other  and  from  the  earth.  The  defendant's  plan  does  not  in- 
clude such  a  metallic  circuit,  but  uses  a  circuit  composed  in 
part  of  the  earth.  In  this  case  the  evidence  shows  the  differ- 
ence is  more  than  a  mere  substitution  of  the  earth  for  one  of 
the  conducting- wires.  It  consists  in  the  use  of  new  elements, 
a  new  combination,  and  a  new  result.  On  the  ground  there- 
fore of  the  two  points  mentioned, the  defendants  do  not  in- 
fringe,    (p.  20.)  ■ 
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Vance  t?.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117.]  p.  19. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  Chas.  JE.  Perkins^  Oeo.  Christy^  and  F,  Cham- 
berlain^ for  appellants : 

An  examination  of  the  drawing  of  Pope's  exhibit  and  the 
apparatus  erected  by  the  defendants  and  claimed  to  be  an 
infringement,  makes  it  api)arent  that  they  are  alike  in  every 
particular  but  this,  viz :  The  positive  and  negative  conduc- 
tor shown  in  Pope's  drawing  are  of  continuous  wire,  so  that 
the  electric  current  travels  along  wires  through  the  whole  of 
both  circuits,  while  the  defendants  use  similar  positive  and 
negative  conductors  of  wire  but  not  continuously,  part  of 
the  circuit  is  formed  by  one  of  the  wires  or  conductors,  in 
this  case  the  negative  one,  being  connected  with  the  earth, 
so  that  the  earth  enters  into  and  forms  part  of  the  circuit. 

The  combination  shown  in  both  drawings  has  the  same 
elements,  and  works  in  the  same  way  in  actuating  the  sig- 
nals in  each,  but  it  is  claimed  by  the  defendants  that  this 
substitution  of  the  earth  for  a  part  of  the  wire,  makes  a 
new  and  different  invention  from  that  of  Pope. 

It  will  be  noticed  that  no  particular  kind  of  conductor  is 
claimed  in  Pope's  patent.  It  says,  "two  wires  or  other  con- 
ductoTS^  one  attached  to  the  positive  and  negative  poles  of 
the  battery  B." 

But  the  defendants  claim  that  they  are  using  a  different 
invention  from  Pope's  because  they  say  that  by  using  the 
earth  as  part  of  the  circuit,  the  resistances  of  the  different 
circuits  are  equalized  better  than  by  the  use  of  all  wire  as 
shown  in  Pope's  drawing.  That  is  to  say,  that  although 
they  u^e  the  whole  combination  that  Pope  patented,  yet  be- 
cause they  equalize  the  resistances  in  a  different  manner 
from  that  i)ointed  out  in  his  patent,  they  do  not  u^e  his  in- 
vention. 

Now  this  equalization  of  distances  is  no  part  of  Pope's 
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!  invention.     It  is  not  mentioned  or  referred  to  in  any  of  the 

^  claims.     It  is  only  a  matter  of  detail  in  the  adjustment  of 

i  the  several  circuits,  and  is  so  stated  in  his  specification. 

As  it  appears,  therefore,  that  the  defendants  use  exactly 
the  same  combinations  as  those  described  in  the  claims  of 
Pope's  patent,  and  that  the  only  differences  are  mere  mat- 
ters of  detail,  not  parts  of  the  invention,  it  is  clear  that  the 
defendants  infringe. 

Mr.  Simeon  E.  Baldwin^  for  appellee: 

The  defendant,  if  we  assume  the  patent.  No.  140,536,  to 
be  valid,  and  to  be  owned  by  the  plaintiff,  has  not  infringed 
the  combination  patented.  The  complainant's  system  was 
an  entire  metallic  circuit,  and  makes  insulated  sections  of 
the  rails  a  part  of  it ;  the  defendant' s  system  never  uses  the 
rails  as  part  of  the  circuit,  and  always  includes  the  earth. 
The  complainant's  system  closes  the  circuit  by  the  contact 
of  the  wheels  and  axle  of  a  passing  train,  pr  of  a  connect- 
ing rod  moved  by  a  switchman,  with  the  insulated  rails  on 
either  side  of  the  track.  The  defendant' s  system  closes  the 
circuit  by  causing  two  springs  outside  of  the  track  and  un- 
connected with  it,  to  be  brought  together  by  the  action  of  a 
lever  depressed  by  a  moving  train,  whereby  a  circuit  is  es- 
tablished through  wires  running  over  or  under  the  track. 

Mr.  Pope' s  patent  cannot  be  infringed  save  by  the  use 
of  every  one  of  the  necessary  elements  of  his  combination, 
or  their  known  equivalents.  The  circuit  formed  without 
rails  cannot  be  deemed  to  perform  "  the  same  function  in 
substantially  the  same  way ' '  as  the  circuit  formed  by  rails. 

''  The  same  result  may  be  reached  by  different  processes, 
each  of  them  patentable,  and  one  .process  is  not  infringed  by 
the  use  of  any  number  of  its  stages  less  tlian  all  of  them." 
Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.  222  [12  Am.  & 
Eng.  524.] 

Mr.  Pox)e  has  not  patented  the  idea  of  operating  a  series 
of  signals  by  the  use  of  a  single  battery.  "The  idea  he 
could  not  patent,  but  his  contrivance  to  make  it  practically 
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useful  he  could.  By  his  patent  he  appropriated  to  himself 
only  so  much  of  the  field  of  invention,  which  his  idea  em- 
braced, as  was  covered  by  the  machine,  described  in  his 
8i)ecification,  and  claimed  in  his  application."  Wicke  v.  Os- 
trum,  103  U.  S.  461  [13  Am.  &  Eng.  114.] 

No  one  can  infringe  his  rights  who  does  not  use  all  the 
parts  of  his  combination,  or  what  are  known  as  equivalents 
for  all  of  them.  Prouty  v.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng. 
351;]  McMurray  v.  Mallory,  111  U.  S.97  [15  Am.  &  Eng.  171.] 

It  is  not  open  to  him  now  to  say  that  conductor  Z  may 
be  dispensed  with,  and  his  patent  still  be  infringed.  Vance 
V,  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117.] 

"The  courts  of  this  country  cannot  always  indulge  the 
same  latitude  which  is  exercised  by  English  judges,  in  de- 
termining what  parts  of  a  machine  are  or  are  not  material. 
Our  law  requires  the  patentee  to  specify  particularly  what 
he  claims  to  be  new  ;  and  if  he  claims  a  combination  of  cer- 
tain elements  or  parts,  we  cannot  declare  that  any  one  of 
these  elements  is  immaterial.  The  patentee  makes  them  all 
material  by  the  restricted  form  of  his  claim."  Water- 
Meter  Co.  v.  Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380 ;] 
Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454  ;]  Bridge 
Co.  V.  Excelsior  Co.,  105  U.  S.  618  [14  Am.  &  Eng.  112;]  Pay 
V.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  1.] 

The  patentee  of  a  combination  of  old  elements  may  doubt- 
less invoke  the  doctrine  of  equivalents,  but  how  can  ground- 
ing a  wire  at  the  foot  of  a  battery,  in  order  to  equalize  the 
circuits  in  an  apparatus  for  operating  electric  railroad  sig- 
nals automatically  and  successively  by  the  use  of  one  bat- 
tery, be  deemed  to  have  been,  at  the  date  of  the  Pope  pat- 
ent *  *  well  known  as  a  proper  substitute ' '  for  continuing 
that  wire,  insulated  on  poles  or  otherwise,  so  arranged  as  to 
form  a  series  of  unequal  circuits,  for  a  distance  of  miles 
along  the  track  of  the  railroad.  Seymour  v,  Osborne,  1 1 
Wall.  616  [8  Am.  &  Eng.  290;]  Gould  v.  Rees,  15  Wall.  187 
[9  Am.  &  Eng.  39.] 

We  did  not  use  the  earth  simply  to  take  the  place  of  a 
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wire,  in  order  to  conduct  an  electric  force  from  one  point  tc 

another.     We  used  it  to  fulfil  a  function  which  that  wire 

^  could  never  fulfil,  namely,  to  make  every  electric  circuit  in 

i  the  whole  apparatus  exactly  equal  in  length,  and  therefore 

in  resistance. 

Mr.  Justice  Matt^hews  delivered  the  opinion  of  the 
court : 

This  is  a  bill  in  equity  for  an  injunction  to  restrain  the 
alleged  infringement  of  letters  patent,  No.  140,536,  for  an 
improvement  in  Circuits  for  Electric  Railroad  Signals,  issued 
July  1,  1873,  to  Prank  L.  Pope,  of  whom  the  appellants, 
who  were  complainants  below,  are  assignees.  On  final  hear- 
ing the  bill  was  dismissed  by  a  decree  now  brought  here  for 
review  by  this  appeal. 

The  drawing  which  accompanies  and  illustrates  the  patent 
is  as  follows : 

The  following  is  the  substantial  part  of  the  specification, 
together  with  the  claims : 

"My  invention  consists  in  a  peculiar  arrangement  of  elec- 
tric circuits,  in  combination  with  a  battery,  and  with  two  or 
more  circuit-closers  operated  by  moving  trains  or  otherwise, 
whereby  a  series  of  two  or  more  visual  or  audible  signals, 
situated  at  intervals  along  the  line  of  a  railroad,  may  be  op- 
erated by  currents  of  electricity  derived  from  a  single  bat- 
tery, thereby  obviating  the  inconvenience  and  expense  of 
employing,  as  heretofore,  one  or  more  separate  batteries 
situated  at  or  near  each  signal  for  the  purpose  of  actuating 
the  same. 

'*In  the  accompanying  drawing,  AA  represents  a  portion 
of  the  track  of  a  railroad.  At  intervals  of,  say  a  mile,  more 
or  less,  sections  of  said  tract,  a,  a\  a',  are  electrically  in- 
sulated from  the  remainder  in  a  manner  well  understood, 
and  therefore  requiring  no  detailed  description.  B  is  a  gal- 
vanic battery,  of  any  suitable  construction,  and  placed  in 
any  convenient  location  near  the  line  of  the  railroad.    Two 
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wires  or  other  conductors,  C  and  Z,  are  attached  to  the  posi- 
tive and  negative  poles,  respectively,  of  the  battery,  B,  and 
extended  to  any  required  distance  in  a  direction  parallel 
or  nearly  so  to  the  line  of  the  railroad.  The  conductors  C 
and  Z  may  be  placed  on  poles  and  should  be  suitably  insu- 
lated from  each  other  and  from  the  earth.  The  conductors, 
C  and  Z  are  virtually  prolongations  of  the  positive  and  nega- 
tive poles  of  the  battery,  B.  Each  of  the  insulated  sections 
of  track,  a,  a\  a',  etc.,  is  placed  at  some  point  at  or  near 
which  it  is  desired  to  erect  a  signal,  and  any  required  num- 
ber of  these  may  be  employed  to  meet  the  requirements  of 
any  particular  case.  M,  M*  and  M*  are  the  electro-magnets, 
which  actuate  or  display  the  respective  signals.  The  said 
signals  may  be  of  any  suitable  construction,  and  should  be 
provided  with  some  suitable  means  of  retaining  them  in  po- 
sition or  action  after  the  circuit  through  the  magnets,  M, 
M',  or  M*  has  been  interrupted,  m,  7n\  and  m*  are  magnets 
so  arranged  as  to  release,  reverse,  or  stop  the  action  of  said 
signals,  which  have  previously  been  brought  into  action  by 
the  magnets,  M,  M*,  and  M'. 

"The  operation  of  the  apparatus  is  as  follows :  Suppose 
a  train  moving  along  the  track,  A  A,  from  left  to  right  in  a 
direction  indicated  by  the  arrow.  Upon  reaching  the  point, 
a,  the  wheels  and  axles  of  the  train  will  form  an  electrical 
connection  between  the  opposite  insulated  rails,  and  a  cir- 
cuit will  be  formed  between  the  conductor,  C,  and  the  con- 
ductor, Z,  traversing  wires,  1  and  2,  magnet  M,  and  wire,  3, 
and  the  signal  attached  to  M  will  consequently  be  displayed. 
Upon  the  arrival  of  the  train  at  a'  the  same  operation  will 
be  repeated,  and  another  connection  formed  between  C  and 
Z,  traversing  the  wires,  4  and  6,  magnet,  M*,  and  wire,  6, 
while  at  the  same  time  a  portion  of  the  current  will  traverse 
the  branch  wire,  7,  magnet,  m,  and  wire,  8.  Thus  the  signal 
attached  to  M*  will  be  actuated,  and  simultaneously  the  ac- 
tion of  the  magnet  m  will  release  or  reverse  the  action  of  the 
first  mentioned  signal.     Upon  reaching  the  point  a*  the  clos- 
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ing  of  the  circuit  by  the  train  will,  in  like  manner,  cause  the 
signal  attached  to  M*  to  be  displayed  and  the  signal  last  dis- 
played by  M*  to  be  withdrawn.  In  this  manner  any  re- 
quired number  of  such  signals  may  be  operated  bv  means  of 
a  single  battery. 

''The  respective  resistances  of  the  several  circuits  should 
be  so  adjusted  that  they  will  be  as  nearly  as  possible  equal 
to  each  other,  as  a  much  more  perfect  action  of  the  appa- 
ratus will  be  secured  thereby. 

"  On  a  railroad  having  a  double  track  two  separate  series 
of  signals,  one  series  for  each  track,  may  be  connected  with 
the  conductors,  C  and  Z,  of  a  single  battery,  if  required.  If 
preferable  they  may  be  also  operated  by  means  of  separate 
batteries  and  separate  conductors. 

' '  In  cases  where  it  is  required  to  operate  a  large  number 
of  signals,  extending  along  the  road  for  a  distance  of  many 
miles,  the  two  conductors,  C  and  Z,  may  be  extended  the 
entire  distance,  and  a  number  of  batteries  attached  at  con- 
venient intervals,  say,  for  instance,  from  five  to  ten  miles 
apart.  The  several  batteries  should  all  be  placed  with  their 
positive  poles  in  connection  with  the  wire,  C,  and  their  nega- 
tive poles  in  connection  with  the  wire,  Z,  when  they  will 
virtually  form  one  large  battery,  and  the  principle  of  opera- 
tion will  remain  the  same  as  that  hereinbefore  described. 

''I  do  not  desire  to  confine  myself  to  the  use  of  any  par- 
ticular form  of  visual  or  audible  signals,  nor  to  the  particu- 
lar devices  herein  described  for  closing  the  electric  circuit 
at  points  from  which  a  signal  is  to  be  operated.  Instead  of 
the  circuit  being  closed  automatically  by  the  train  itself,  it 
may  be  closed  by  a  signalman  by  means  of  a  key  or  switch, 
or  otherwise. 

"I  claim  as  my  invention — 

"1.  The  battery,  B,  in  combination  with  the  positive  and 
negative  conductors,  C  and  Z,  two  or  more  electro-magnets, 
M,  M*,  M*,  for  actuating  or  causing  to  be  actuated  visual  or 
audible  signals,  and  two  or  more  circuit-closers,  a,  a\  a% 
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placed  at  intervals  along  the  line  of  a  railroad,  substantialh' 
as  and  for  the  purpose  specified. 

'  *  2.  The  battery,  B,  in  combination  with  the  positive  and 
negative  conductors,  C  and  Z,  two  or  more  electro-magnets, 
7»,  m\  m',  for  releasing  or  reversing  visual  or  audible  signals, 
and  two  or  more  circuit-closers,  a\  a*,  placed  at  intervals 
along  the  line  of  a  railroad,  substantially  as  and  for  the  pur- 
pose specified. 

*'8.  The  combination  of  the  battery,  B,  conductors,  C  and 
Z,  circuit-closer,  a,  and  electro-magnet,  M,  for  actuating  a 
visual  or  audible  signal,  with  the  circuit-closer,  a\  wires,  5, 
7,  and  8,  and  electro-magnet,  m,  for  reversing,  releasing,  or 
stopping  said  signal,  substantially  as  specified." 

Among  several  defences  set  up  in  the  answer,  the  two 
chiefly  relied  on  were  first,  that  Thomas  S.  Hall,  and  not 
Pope,  the  patentee,  was  the  first  inventor  of  the  improve- 
ment claimed ;  and,  second,  that  the  devices  used  by  the  de- 
fendants were  not  an  infringement  of  the  patent. 

The  decree  below  was  based  on  the  first  of  these  defences 
alone,  the  Circuit  Court  finding  that  Hall  was  entit  led  in  law  to 
priority  of  invention ;  but  we  have  not  found  it  necessary  to 
discuss  the  questions  of  fact  and  law  embraced  in  this  issue, 
as  we  have  concluded  to  dispose  of  the  case  upon  the  ground 
that  the  defendants  did  not,  by  the  devices  used  by  them, 
infringe  the  patent  of  the  complainants. 

These  devices  are  illustrated  by  a  drawing,  of  which  the 
following  is  a  copy  : 

This  diagram  represents  the  plan  of  electric  railroad  signals, 
placed  and  put  in  practical  operation,  by  the  defendants,  on 
the  line  of  the  Eastern  Railroad  near  Boston,  prior  to  the 
bringing  of  this  suit.  In  comparing  it  with  the  drawing 
annexed  to  the  patent,  it  is  to  be  remembered  that  the  lat- 
ter represents  a  series  of  double  signals  in  succession  on  the 
line  of  a  railroad  track,  divided  into  blocks,  while  Exhibit 
C  represents  but  one  pair  of  such  signals  in  one  such  block. 
To  make  it  correspond  with  the  other,  as  a  representation, 
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it  should  be  imagined  as  being  repeated  in  several  succes- 
sive  blocks,  constituting  portions  of  one  circuit,  closed  at 
,  II  lixed  points  by  circuit-closers  for  that  purpose. 

I'll  Mr.  Pope,  the  patentee,  drew  this  diagram  and,  as  a  wit- 

ness on  behalf  of  the  complainants,  explains  it  in  compari- 
son with  the  plan  described  in  the  patent,  with  a  view  to  es- 
tablish their  identity.     He  says : 

* '  I  have  made  a  diagram  which  exhibits  the  apparatus 
which  I  examined,  or  so  much  of  it  as  is  material  to  this 
case,  which  I  annex,  and  is  marked  Exhibit  C. 

*  'A  battery  of  perhaps  one  hundred  cells  is  placed  in  the 
station  building  at  Chelsea.  One  pole  of  this  battery — I 
think  the  negative  pole — is  connected  to  the  earth. 

'  *  A  conductor  is  attached  to  the  other  or  positive  pole  of 
the  battery,  consisting  of  an  insulated  wire  extending  along 
parallel  with  the  track  upon  poles.  This  wire  which  I  ex- 
amined extended  toward  Boston,  the  end  remote  from  Chel- 
sea being  disconnected,  or,  as  it  is  termed,  open.  A  second 
conductor,  consisting  of  another  similar  wire  insulated  and 
attached  to  the  same  poles,  w^as  arranged  parallel  to  the 
first  one.  Tlie  second  wire  was  open  at  Chelsea  and  con- 
nected with  the  earth  at  its  remote  end. 

* '  The  first  mentioned  wire  I  have  shown  in  the  diagram, 
and  marked  '  positive  conductor  ;'  the  second  wire  is  marked 
'  negative  conductor.'  At  a  short  distance  from  the  station 
a  semaphoric  signal  is  placed,  consisting  of  a  red  disk  bal- 
anced upon  a  lever.  This  was  placed  in  the  cupola  of  a 
small  building  at  the  side  of  the  track.  An  electro-magnet 
was  arranged  with  its  armature  attached  to  said  lever,  so 
that  when  brought  into  action  the  red  disk  on  the  other  end 
of  the  lever  would  be  moved  into  a  position  to  render  it  visi- 
ble through  an  opening  in  the  cupola.  A  latch  or  detent 
was  placed  in  a  position  to  fasten  the  lever  after  the  action 
of  the  magnet  had  ceased,  and  thus  continue  the  exhibition 
of  the  signal.  A  circuit-closer  was  placed  upon  the  track 
at  a  point  near  the  signal,  which  consisted  of  a  lever  so 
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placed  as  to  be  depressed  by  the  wheels  of  a  passing  train, 
which  movement  caused  the  circuit  to  be  closed  by  pressing 
two  springs  together.  When  the  circuit  was  thus  closed 
by  a  passing  train  a  connection  was  formed  between  the 
positive  and  negative  conductors,  and  the  electric  current, 
in  passing  from  one  to  the  otlier,  passed  through  and  oper- 
ated the  magnet  by  which  the  signal  was  displayed.  At  a 
point  perhaps  a  mile  distant,  another  signal  was  arranged 
in  i)recisely  the  same  manner,  in  connection  with  a  second 
circuit-closer  and  the  same  positive  and  negative  conductors. 
An  additional  circuit-closer  placed  upon  the  track  in  the 
vicinity  of  this  last-named  signal,  was  arranged  to  fornxa 
connection  from  the  positive  to  the  negative  conductor  by 
the  way  of  a  third  wire  running  upon  the  poles  back  to  the 
signal  first  mentioned,  where  it  passed  through  and  operated 
a  second  magnet,  which  lifted  the  latch  or  detent  and  al- 
lowed the  disk  to  return  to  a  position  concealing  it  from 
view.  I  examined  two  of  these  signals  and  saw  many  others 
along  the  line  of  the  road. 

''  I  find  in  this  arrangement  thus  described  the  combina- 
tion claimed  in  the  first  claim  of  said  patent,  consisting  of 
a  battery  in  combination  with  positive  and  negative  con- 
ductors, two  or  more  electro-magnets  for  operating  visual 
signals  and  two  or  more  circuit-closers  placed  at  intervals 
along  the  line  of  the  railroad ;  also  the  combination  claimed 
in  the  second  claim  of  the  patent,  consisting  of  a  battery  in 
combination  with  positive  and  negative  conductors,  two  or 
more  electro-magnets  for  reversing  visual  signals,  and  two 
or  more  circuit-closers  placed  at  intervals  along  the  line  of 
the  railway.  I  also  find  the  combination  claimed  in  the 
third  claim,  of  a  battery,  positive  and  negative  C(^nductors, 
a  circuit-closer,  and  electro-magnet  for  actuating  a  signal, 
with  a  second  circuit-closer,  wires,  and  a  magnet  for  revers- 
ing said  signal." 

Mr.  Moses  G.  Farmer,  an  exi)ert  witness  on  behalf  of  the 
complainants,  makes  the  same  comparison  with  the  result, 
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according  to  his  opinion,  of  establishing  that  the  defendants^ 
system  is  essentially  the  invention  described  in  the  patent. 

On  the  other  hand  Prof.  Henry  Morton,  an  expert  witness 
on  behalf  of  the  defendants,  points  out  two  particulars  in 
which  the  plan  as  practiced  by  the  defendants  and  shown 
in  Exhibit  C  differs  from  that  of  the  Pope  patent  so  mate- 
rially that  they  cannot  be  considered  substantiaUy  the  same. 

The  first  of  these  is  that,  in  the  patent,  insulated  sections 
of  the  railroad  track,  used,  when  covered  by  a  locomotive  or 
cars,  as  a  circuit- closer,  are  made  essential  to  the  combina- 
tions claimed,  while  they  are  dispensed  with  in  the  Hall 
system,  other  and  independent  circuit-closers  being  em- 
ployed. 

The  second  is  thus  described  by  Prof.  Morton  in  his  tes- 
timony. 

''I  also  find  a  diflference  between  the  plan  described  in 
the  patent  and  that  shown  in  Exhibit  C  in  another  regard  ; 
in  the  plan  of  the  patent  the  conductors,  C  and  Z  are  con- 
nected respectively  with  the  positive  and  negative  poles  of 
the  battery,  or,  as  the  patent  itself  states,  'are  virtually 
prolongations  of  the  positive  and  negative  poles  of  the  bat- 
tery.' 

"  In  the  plan  shown  in  Exhibit  C,  however,  the  conductor, 
C,  or  positive  conductor  only,  is  connected  with  the  battery, 
the  other  conductor,  Z,  or,  as  it  is  called,  negative  con- 
ductor, having  no  connection  with  the  battery.  In  conse- 
quence of  this  difference  of  arrangement,  in  the  system  of 
the  patent,  the  positive  conductor,  C  carries  the  positive 
current  in  one  direction  away  from  the  battery ;  and  the 
other,  or  negative  conductor,  Z,  brings  the  positive  current 
in  the  opposite  direction,  or  back  to  the  battery,  and  thereby 
involves  the  production  of  circuits  of  different  resistance  for 
each  station.  In  the  system  represented  in  Exhibit  C,  on 
the  other  hand,  both  the  conductors,  C  and  Z,  serve  to  carry 
the  positive  current  in  the  same  direction  away  from  the 
battery,  and  should  therefore  properly  be  both  called  posi- 
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tive  conductors.  As  a  result  of  this  arrangement  the  cur- 
rent always  passes  through  the  same  or  equal  circuits  no 
matter  at  which  station  the  connection  is  made,  simply- 
changing  from  one  to  the  other  of  these  equal  parallel  wires 
at  the  station  where  the  contact  is  effected. 

' '  It  is  for  this  reason  that  in  this  system  no  equalization  of 
resistance,  in  the  sense  involved  in  the  description  of  the 
patent,  is  required." 

It  is  upon  these  two  points  that  the  question  of  infringe- 
ment depends. 

In  considering  them  it  is  important  to  bear  in  mind  that 
the  patent  is  for  a  combination  merely,  in  which  all  the  ele- 
ments were  known  and  open  to  public  use.  No  one  of  them 
is  claimed  to  be  the  invention  of  the  patentee.  He  does  not 
claim  them  himself  as  separate  inventions.  It  is  simply  a 
new  combination  of  old  and  well-known  devices,  for  the  ac- 
complishment of  a  new  and  useful  result,  that  is  claimed  to 
be  the  invention  secured  by  the  patent.  And  the  well- 
settled  principles  of  law  heretofore  applied  to  the  construc- 
tion of  patents  for  combinations  merely,  must  apply  and 
govern  in  the  present  case. 

The  object  of  the  patented  combination  was  the  accomplish- 
ment of  a  particular  result,  that  is,  to  work  electric  signals 
on  what  was  known  as  the  "block"  system,  by  means  of 
circuits,  operated  by  a  single  battery  instead  of  many.  But 
this  result  or  idea  is  not  monopolized  by  the  patent.  The 
thing  patented  is  the  particular  means  devised  by  the  in- 
ventor by  which  that  result  is  attained,  leaving  it  open  to 
any  other  inventor  to  accomplish  the  same  result  by  other 
means.  To  constitute  identity  of  invention,  and  therefore  in- 
fringement, not  only  must  the  result  attained  be  the  same, 
but  in  case  the  means  used  for  its  attainment  is  a  combina- 
tion of  known  elements,  the  elements  combined  in  both 
cases  must  be  the  same,  and  combined  in  the  same  way,  so 
that  each  element  shall  perform  the  same  function,  provided, 
however,  that  the  differences  alleged  are  not  merely  color- 
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able,  according  to  the  rule  forbidding  the  use  of  known 
equivalents. 

The  first  question  we  have  to  consider  upon  the  issue  as 
to  infringwnent  is,  whether  insulated  sections  of  the  rails, 
as  circuit-closers,  constitute  an  essential  element  in  the  com- 
binations described  in  the  pat*?nt.  And  that  qnestion  we 
are  constrained  to  answer  in  the  affirmative. 

These  insulated  sections  of  track  are  shown  and  marked 
on  the  drawing  which  accompanies  the  specification,  and  in 
its  descriptive  part  they  are  referred  to  as  parts  of  the  ar- 
rangement. It  says :  "At  intervals  of,  say  a  mile,  more  or 
less,  sections  of  the  said  track,  a,  a',  a',  are  electrically  in- 
sulated from  the  remainder  in  a  manner  well  understood, 
and  therefore  requiringno  detailed  description,"  And  again : 
"Biich  of  the  insulated  sections  of  tnu;k,  a,  a',  a',  etc.,  is 
placed  at  some  point  at  or  near  which  it  is  desired  to  erect 
a  signal,  and  any  required  number  of  these  may  be  employed 
to  meet  the  requirements  of  any  particular  case."  And  in 
describing  the  operation  of  the  apparatus,  it  further  says : 
"  Upon  reaching  the  point  a,  the  wheels  and  axles  of  the 
train  will  form  an  electrical  connection  between  the  opposite 
insulated  rails."  etc.  "Upon  reaching  the  point,  a',  the 
closing  of  the  circuit  by  the  train  will  in  like  manner  cause 
the  signal  attached  to  M'  to  be  displayed,  and  the  signal 
last  displayed  by  M'  to  be  withdrawn."  It  is  tnie  that 
the  patentee  also  says,  in  the  specification;  "I  do  not 
desire  to  confine  myself  to  the  use  of  any  particular  form 
of  visual  or  audible  signals,  nor  to  the  particular  devices 
herein  described  for  closing  the  electric  circuit  at  points 
from  which  a  signal  is  to  be  oi)erated  ;' '  but  that  he  does 
not  thereby  indicate  any  intention  of  dispensing  with  in- 
SHlat*?d  sections  of  the  track,  as  a  necessary  part  of  the 
mode  of  forming  and  closing  the  circuit,  appears  from 
what  immediately  follows:  "Instead  of  the  circuit  being 
closed  automatically  by  the  train  itself,  it  may  be  closed  bj- 
a  signalman  by  means  of  a  key,  or  switch,  or  otherwise." 
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This  language  evidently  implies  that  the  insulated  sections 
of  the  track  are  constant  factors  in  the  plan,  the  only  alter- 
natives proposed  having  reference,  not  to  a  substitute  for 
them,  but  merely  to  another  mode  of  using  them  in  closing 
the-  circuit.  So  in  each  of  the  three  claims,  the  circuit- 
closers,  a,  a\  a',  or  one  or  more  of  them,  are  expressly 
named  as  part  of  the  combination  claimed  as  the  invention 
of  tjie  patentee.  The  use  of  insulated  sections  of  the  rail- 
road track  thus  repeatedly  appears  in  every  part  of  the  speci- 
fications as  an  unchangeable  and  characteristic  feature  of 
the  invention,  and  there  is  nothing  in  the  state  of  the  art  at 
that  date,  as  disclosed  in  the  evidence,  to  show  that  the  pa- 
tentee would  have  been  justified  in  applying,  or  that,  if  he 
had  applied,  an  application  would  have  been  sanctioned  by 
a  grant  of  a  patent  for  a  combination  as  large  and  undefined 
as  that  now  claimed  by  implication  and  construction,  so  as 
to  cover  every  form  of  a  circuit-closer  then  known  or  there- 
after invented.  For  that  employed  by  the  defendants  as 
part  of  the  Hall  system  was  not  only  not  known  and  in  use 
at  the  date  of  the  patent,  but  was  a  device  invented  by 
Hall  himself  or  one  by  Snow,  for  which  the  latter  obtained 
a  patent  dated  October  21,  1873.  It  dispenses  altogether 
with  the  use  of  insulated  sections  of  the  track,  and  employs 
instead  a  separate  instrument  placed  near  the  track,  and 
worked  by  means  of  a  lever  connected  with  the  track,  so 
that  the  wheels  of  locomotives  and  cars  passing  on  the  track 
depress  the  outer  end,  the  lever  being  raised  again  and  held 
up  after  the  train  has  passed  by  means  of  a  spring  which 
holds  it  in  place. 

Ul)on  this  point,  the  case  seems  to  fall  clearly  within  the 
rule  declared  in  Prouty  v,  Ruggles,  16  Pet.  336  [4  Am.  & 
Eng.  351 ;]  Silsby  v.  Poote,  14  How.  217  [6  Am.  &  Eng.  411 ;] 
McCormick  t>.  Talcott,  20  How,  402  [6  Am.  &  Eng.  410 ;] 
Vance  v,  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117 ;]  Eames 
tj.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  158 ;]  Dunbar  t. 
Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  69 ;]  Fuller  v.  Yentzer, 
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94  U.  S.  288  [11  Am.  &  Eng.  138;]  Imhaeuser  i?.  Buerk,  101 
U.  S.  647  [12  Am.  &  Eng.  443 ;]  Gage  v.  Herring,  107  U.  S. 
640  [14  Am.  &  Eng.  454 ;]  Seymour  v.  Osborne,  11  Wall.  516 
[8  Am.  &  Eng.  290 ;]  Gould  v.  Rees,  15  Wall.  194  [9  Am.  & 
Eng.  39 ;]  Gill  v.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471 ;] 
M cMurray  t?.  Mallory,  111  U.  S.  97  [15  Am.  &  Eng.  171;] 
Fay  V.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  1.] 

On  the  second  branch  of  the  issue  as  to  infringement,  we 
think  the  case  is  quite  as  cleariy  for  the  defendants.  In  the 
patent,  the  entire  circuit,  operated  by  the  single  battery, 
and  which  is  closed  at  intermediate  points  for  the  purpose 
of  displaying  and  concealing  the  signals,  is  described  as 
formed  by  means  of  two  wires  or  other  conductors,  C  and 
Z,  attached  to  the  positive  and  negative  poles  of  the  battery, 
extended  to  any  required  distance  in  a  direction  parallel,  or 
nearly  so,  to  the  line  of  the  railroad.  These  wires  may  be 
placed  on  poles,  it  is  said,  and  should  be  suitably  insulated 
from  each  other  and  from  the  earth,  and  they  are  declared 
to  be  virtually  prolongations  of  the  positive  and  negative 
poles  of  the  battery.  Throughout  the  two  conductors  are 
designated  as  metallic,  and  insulated  from  the  earth,  and 
they  are  embraced  under  that  description  in  each  of  the 
claims.  On  the  other  hand,  the  defendants'  plan  does  not  in- 
clude a  metallic  circuit,  composed  of  two  conductors,  as  thus 
described,  but  uses  a  circuit  composed  in  part  of  the  earth 
itself.  The  material  difference  in  the  principle  or  mode  of 
operation  of  the  two  plans,  as  distinguished  in  this  particu- 
lar, is  indicated  by  Prof.  Morton  in  the  extract  from  his  tes- 
timony already  quoted.  It  will  become  more  apparent  on 
further  explanation. 

The  object  proposed  by  the  plan  of  the  patent  is,  to  ope- 
rate with  one  battery  instead  of  several,  along  the  line  of  a 
railroad,  an  electric  circuit  of  considerable  length,  divisible 
into  a  number  of  subsidiary  circuits,  for  the  display  of  sig- 
nals at  many  stations,  by  means  of  circuit-closers  oi)erated 
automatically  by  passing  trains,  in  definite  and  predeter- 
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mined  succession.  It  is  obvious  that  the  battery  must  have 
sufficient  power,  being  placed  at  one  end  of  the  entire  cir- 
cuit, to  operate  efficiently  at  the  other  extremity.  The 
force  necessary  for  that  purpose  would  be  much  greater 
than  would  be  needed  for  the  subsidiary  circuits,  all  of 
which,  it  will  be  observed,  are  different  in  length  ;  and  this 
difference  of  force  in  the  battery  might  be  so  great  owing  to 
the  required  length  of  the  whole  circuit,  as,  when  expended 
upon  a  shorter  intermediate  circuit,  to  destroy  its  capacity 
for  working  the  signals  by  overheating.  It  becomes,  there- 
fore, a  matter  of  importance,  in  some  way,  to  equalize  the 
resistance  of  these  varying  circuits.  The  patent  itself  con- 
templates this  necessity,  and  undertakes  to  make  provision 
for  it.  It  is  said  in  the  specification  that  "the  respective 
resistances  of  the  several  circuits  should  be  so  adjusted  that 
they  will  be  as  nearly  as  possible  equal  to  each  other,  as  a 
much  more  perfect  action  of  the  apparatus  will  be  secured 
tliereby."  The  specification  does  not  point  out  any  par- 
ticular methods  for  that  purpose,  but  it  is  stated  in  the  evi- 
dence of  experts  that  such  means  were  well  known  at  the 
time  and  in  common  use ;  such  as  by  varying  the  dimen- 
sions of  the  wire  on  the  magnets,  or  the  introduction  of  re- 
sistance coils  into  the  nearer  circuits.  These  devices  would 
be  independent  of  the  apparatus  described  in  the  patent, 
and  would  have  to  be  adjusted  to  the  i)eculiar  situation  of 
each  line  of  signals  in  practical  use. 

In  the  Hall  system,  as  used  by  the  defendants,  no  such 
necessity  exists.  According  to  that  plan,  there  is  no  neces- 
sity of  equalizing  the  resistance  of  the  several  sub-circuits, 
for  they  are  all  exactly  equal  by  their  construction,  as  the 
electric  fluid  in  working  the  signal  at  any  point,  when  a 
sub-circuit  has  been  formed  by  a  circuit-closer,  nevertheless 
traverses  the  whole  extent  of  the  large  circuit,  and  re- 
turns by  means  of  the  connections  formed  by  the  earth  to 
the  battery.  So  that,  in  effect,  the  Hall  plan  forms  its  ap- 
paratus, counting  the  connection  through  the  earth,  as 
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though  it  were  a  continuous  wire,  as  it  might  be,  by  means 
of  three  lines  of  conductors,  of  which  two  are  combined  by 
connecting  wires  with  the  magnets  which  operate  the  sig- 
nals, at  points  where  the  circuit  is  closed  for  that  purpose, 
carrying  the  positive  electricity  throughout  the  whole  dis- 
tance to  the  extreme  point  of  the  entire  circuit,  and  then 
returning  it  by  the  third  line,  which  is  the  connection  by 
means  of  the  earth.  And,  inasmuch  as  a  wire  might  be 
used  for  this  purpose,  instead  of  the  earth,  it  would  then 
show  three  metallic  conductors;  and  Mr.  Farmer,  the  com- 
plainants' expert,  is  quite  right  in  saying,  as  he  does,  that 
the  equalization  of  the  resistances  in  the  several  sub-circuits, 
accomplished  in  the  plan  of  Hall,  "is  due  to  the  arrange- 
ment of  the  wires  wholly,  and  not  at  all  to  the  fact  that  the 
earth  is  used  as  a  portion  of  the  conductor." 

This  arrangemfent  is  altogether  unlike  that  of  the  patent. 
It  introduces  into  the  plan  of  the  defendants  new  elements, 
a  new  combination,  and  a  new  result.  The  two  wire  con- 
ductors are  not  the  same,  for,  in  the  patent,  one  conducts 
positive  electricity,  the  other  returns  the  current  and  com- 
pletes the  circuit,  while,  in  the  other,  both  the  metallic  con- 
ductors carry  the  current  forward  while  the  earth  returns 
it,  and  in  this  mode  the  desUleratum  is  obtained  of  secur- 
ing equality  of  resistance  by  making  all  the  circuits  equal 
in  size. 

The  device  cannot  be  regarded  as  a  substitute  or  an  equiv- 
alent for  anything  contained  in  the  complainants'  patent. 
It  is  of  itself  an  independent  invention,  and,  as  such,  forma 
the  sole  subject  of  a  patent  granted  to  Hall  and  Snow,  July 
13,  1876.  To  explain  more  satisfactorily  the  mode  of  its 
operation,  so  as  to  show  that  it  differs  substantially  from 
the  arrangement  of  the  complainants,  the  descriptive  paints 
of  the  Hall  and  Snow  patent  and  the  attached  drawings  are 
here  given : 

"In  the  drawing,  the  letters  AB  designate  two  wires 
which  extend  along  the  line  of  a  railroad  track,  or  in  other 

1 14  U.  8.  100-109. 
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words  form  the  line  wires  of  a  telegraph  line.  The  wire  A 
connects  by  a  wire,  10,  with  one — say,  the  positive — i)ole  of 
a  galvanic  battery,  G,  and  the  other  pole  of  this  battery 
connects  by  a  wire,  11,  with  the  ground.  The  battery  G  is 
supposed  to  be  situated  at  one  end  of  the  line,  and  at  the 
opposite  end  of  said  line  the  wire  B  is  made  to  connect  by 
a  wire,  12,  with  the  ground.  Along  the  line  are  distributed 
a  series  of  keys  or  circuit-closers,  C  D,  each  of  which  is  con- 
nected with  the  line- wires,  A  B,  the  connection  of  the  cir- 
cuit-closer C  being  effected  by  wires  13  and  14,  and  that  of 
the  circuit-closer  D  by  wires  15  and  16.  If  the  circuit  is 
closed  through  the  circuit-closer  C,  the  current  passes  from 
the  battery  through  wire  10,  line- wire  A,  wire  13,  circuit- 
closer  C,  wire  14,  line- wire  B,  and  wire  12  to  the  ground, 
and  through  the  ground  and  wire  11  back  to  the  battety. 
If  the  circuit  is  closed  through  the  circuit-cl6ser  D,  the  cur- 
rent from  the  battery  passes  through  wires  10,  A,  16,  cir- 
cuit-closer D,  wires  16,  B,  and  12  to  the  ground,  and  through 
the  ground  and  wire  11  back  to  the  battery. 

' '  From  these  two  examples  it  will  be  seen  that  whenever 
the  circuit  is  closed  along  the  line  the  electric  current  has 
to  traverse  the  whole  circuit,  and  consequently  the  resist- 
ance is  the  same  in  all  cases." 

It  thus  clearly  appears  that  the  difference  in  this  particu- 
lar between  the  invention  claimed  by  the  complainants  and 
the  alleged  infringement  is  a  difference  in  the  arrangement 
of  the  parts  and  in  the  principle  of  the  combination,  with 
different  elements  performing  different  functions  ;  and  that 
the  difference  isisomething  more  than  the  mere  substitution 
of  a  connection  by  means  of  the  earth  for  one  of  the  con- 
ducting wires.  The  case  is,  therefore,  clearly  distinguisha- 
ble from  that  of  Electric  Telegraph  Company  v.  Brett,  10 
Com.  Bench,  838,  cited  and  relied  on  by  counsel  for  the  ap- 
pellants as  in  point,  where  the  substitution  of  the  earth  for 
a  wire  as  a  conductor,  being  the  sole  difference,  was  held, 
under  the  English  patent  laws,  not  to  be  sufficient  to  de- 
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Toy  that  identity  between  the  two  competing  devices  which 
mstituted  in  that  case  the  infringement  alleged,  although 
le  patent  itself  called  only  for  metallic  conductors.  Were 
lat  the  only  difference  between  the  two  plans  under  exami- 
ation  in  the  present  case,  there  might  still  be  question,  in 
iew  of  our  own  patent  laws,  whether  the  patentee  had  not 
lade  a  wholly  metallic  circuit  a  necessary  part  of  his  coni- 
ination,  to  be  determined  by  considerations  which  we  have 
ot  thought  it  necessary  to  bring  into  view  as  bearing  upon 
lat  point.  For,  as  we  have  seen,  the  difference  on  which 
e  ground  our  conclusion  that  the  defendants  are  shown 
ot  to  have  infringed  the  complainants'  patent,  in  this  par- 
cular,  is,  not  merely  that  they  have  used  the  earth  for  the 
itum  of  the  current  that  completes  the  circuit,  instead  of 

metallic  conductor,  but  that  they  have  arranged  their  con- 
uctors,  in  reference  to  the  battery,  the  magnets,  the  rails, 
ad  the  earth,  upon  such  a  system,  and  with  such  relations 
ad  connections,  that,  in  operating  their  signals  by  a  single 
ittery  the  circuits  are  equalized  as  to  resistance  ;  while  in 
lat  of  the  plaintiflfs  the  circuits  are  of  unequal  size  and  re- 
stance,  requiring  for  successful  practical  use  the  equaliza- 
on  of  the  resistances  thus  created  by  means  of  independ- 
it  and  additional  devices.  One  plan  proceeds  upon  the 
lea  of  unequal  circuits,  to  be  afterwards  equalized ;  the 
ther  adopts  and  embodies  the  idea  of  avoiding  the  neces- 
ty  of  subsciquent  rectification  by  an  original  adjustment 
f  equal  resistances.  The  difference  is  inherent  in  the  two 
imbinations  and  is  substantial. 

On  the  ground  that,  in  the  two  points  mentioned,  the  de- 
tndants'  system  of  signaling  is  shown  not  to  be  an  infringe- 
lent  of  that  described  in  the  patent  of  the  appellants,  i^e 
ecree  of  the  Circuit  Court  dismissing  the  bill  is  a^r-med. 
14  V.  s.  loa-ios. 
tttent  In  sulti 

No.    U0,.5-'ifl.     Pope,  F.    L.     .Iiilv   1,    1S:3.     Electric  Rail- 
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Othbb  Suits  on  Samb  Patent  : 

Electric  Railroad  Signal  Co.  v.  Hall  Railway  Signal  Co.,  1881.     6 
Fed.  Rep.  608. 

Cited  t 

In  Text  Books  : 
2  Abb.  Pat.  Laws,  1886.  p.  239. 
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[Bk.  29,  L.  ed.  105 ;  31  O.  G.  913.] 
Argued  December  1,  2,  1884.     Decided  March  30,  1885. 

Decree  pro  confesBO.  Satoppd.  Jieiasue.  Allegations  in  bill. 
Original  patent  in  evidence.  Accounting — estimation  of  profits. 
Affidavits  as  grounds  to  reopen  case.    Ftactice.    Equity  ride  18. 

1.  The  appellee,  complainant  below,  filed  his  bill  alleging  infringe- 

ment of  certain  letters  patent,  reissued,  for  an  Improved  Fold- 
ing Guide  for  Sewing  Machines.  The  defendants  appeared  by 
their  solicitor,  but  filed  no  answer  and  made  no  defence,  and  a 
rule  that  the  bill  be  taken  pro  confesso  was  entered,  and  a  de- 
cree duly  made  to  the  effect  that  the  letters  patent  were  valid, 
that  defendants  had  infringed  them,  and  that  complainant  re- 
cover the  profits  and  damages.  Under  this  decree  the  parties 
went  before  the  master,  whose  report  found  certain  damages 
and  profits,  and,  on  exceptions,  the  court  made  a  decree  allow- 
ing the  profits,  but  disallowing  the  damages.  On  the  appeal 
therefrom,  assigning  reasons  for  reversal  relating  to  the  ac- 
count before  the  master  and  his  report  thereon,  and  relating 
to  the  invalidity  of  the  reissue  for  want  of  identity  with  the 
original  and  delay  in  procuring  the  reissue,  the  decree  was  af- 
firmed, that  the  defendants  were  concluded  by  the  decree  from 
attempting  to  show  the  invalidity  of  the  reissue  for  the  reasons 
alleged,  and  because  the  exceptions  to  the  master's  report  were 
overruled,     (p.  33.) 

2.  Under  the  equity  rules  prescribed  by  the  Supreme  Court  the  de- 

fendants are  concluded  by  the  decree  pro  confesso,  so  far  at 
least  as  it  is  supported  by  the  allegations  of  the  bill,  taking  the 
same  to  be  true.  They  are  barred  and  precluded  from  ques- 
tioning its  correctness  on  appeal,  unless  on  the  face  of  the  bill 

*See  Explanation  of  Notes,  page  III. 
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it  appears  manifest  that   it   was   erroneous  and  improperly 
granted,     (p.  37.) 

5.  The  decree  having  declared  the  reissued  patent  to  be  valid,  the 

attempt  to  show  before  the  master  that  it  was  for  a  different 
invention  from  that  described  in  the  original  patent,  or  that  it 
was  void  for  unreasonable  delay,  was  inadmissible.  Nor  can 
facts  (the  original  patent)  not  embraced  in  the  allegations  of 
the  bill  be  introduced  on  appeal  for  the  purpose  of  countervail- 
ing the  decree,  (p.  41.) 
4.  The  fact  that  the  reissue  was  applied  for  fourteen  years  after 
the  date  of  the  patent,  if  urged  on  defence  against  its  validity, 
would  have  been  strongly  presumptive  of  unreasonable  delay  ; 
but  it  might  possibly  have  been  explained,  and  the  court,  which 
did  not  have  the  original  patent  before  it,  could  not  say,  as  a 
inatter  of  law,  that  it  was  unsusceptible  of  explanation,  (p. 
42.) 

6.  To  the  argument  that  the  bill  avers  that  the  validity  of   the 

original  patent  was  established  in  numerous  suits  during  the 
fourteen  years  prior  to  reissue^  thereby  averring,  substantially, 
that  it  was  valid  and  operative,  and  that  therefore  the  reissue, 
which  is  dependent  on  the  invalidity  or  inoperativeness  of  the 
original  patent,  is  void,  the  answer  is  that  these  suits  may  have 
pertained  to  parts  of  the  invention  as  to  which  the  specifica- 
tion was  clear,  full,  and  sufficient  and  the  court  cannot  say  as 
mere  matter  of  law,  that  there  was  not  defectiveness  or  insuf- 
ficiency in  the  specification  relating  to  other  parts  of  the  in- 
vention, or  modes  of  using  it  and  putting  it  into  operation, 
which  wei'e  not  noticed  until  the  application  for  reissue  was 
made.  (p.  42.) 
6.  Where  on  an  accounting  before  a  master  it  was  objected  that  he 
allowed  complainants  the  profits  made  by  their  patented  ma- 
chine for  folding  cloth  as  compared  with  folding  by  hand 
and  there  no  evidence  was  produced  of  a  folder  open  to  the  public 
adapted  to  the  work  done  by  defendants,  the  exception  was 
overruled. 

On  objection  that  in  estimating  profits,  the  master  did  not 
take  into  account  the  fact  that  articles  folded  by  others  at  a 
much  lower  rate  than  he  had  allowed,  were  articles  of  merchan- 
dise, heldy  that  the  evidence  before  the  master  did  not  show  by 
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what  process  such  folded  strips  were  made,  nor  whether  they 
were  not  really  made  by  infringing  complainant's  patent,  and 
the  exception  was  oven*uled.     (p.  44.) 

7.  Affidavits  presented  to  the  master  or  to  the  court  below  as  groundR 

of  the  respective  applications  to  reopen  the  proofs,  cannot  be 
'  looked  into  on  this  hearing  on  appeal,     (p.  44.) 

8.  Qtioere,  whether  the  existing  eighteenth  rule  in  equity  provid- 

ing that  after  a  decree  pro  confesso  ^^  the  cause  shall  be  pro- 
ceeded in  exparte,^^  intended  a  different  practice  in  respect  to 
the  right  of  the  defendant  to  appear  before  the  master  from 
that  contemplated  by  the  former  rules,  which  did  not  contain 
this  ex  parte  clause,     (p.  47.) 

[CitatioDfl  in  the  opinion  of  the  conrt :] 
Keller,  Proced.  Rom.  sec.  69.    p.  37. 
Hawkins  v.  Crook,  2  P.  Wms.  656.     pp.  37,  38. 
Davis  o.  Davis,  2  Atk.  21.     p.  38. 
Williams  v.  Corwin,  Hopkins  Ch.  Rep.  471.    p.  38. 
1  Smith's  Ch.  Pract.  153.     p.  39. 

1  Daniels  Ch.  Pr.  696,  1st  ed.     p.  39. 
Ogilvie  V.  Hearne,  13  Ves.  463.     p.  39. 
Geary  i*.  Sheridan,  8  Ves.  192.     p.  41. 
Rose  V.  Woodruff,  4  Johns.  Ch.  547.     p.  41. 

Cawood  Patent,  94  U.  S.  710  [11  Am.  &  Eng.  235.]    p.  46. 

2  Dan.  Ch.  Pr.  804,  Ist  ed.     p.  47. 

2  Dan.  Ch.  Pr.  1358,  2d  ed.,  hy  Perkins,    p.  47 

Heyn  v.  Heyn,  Jacoh,  49.    p.  47. 

1  Hoff.  Ch.  Pr.  520 ;  1  Barh.  Ch.  Pr.  479.     p.  47. 

Nixon's  Dig.  Art  Chancery,  sec.  21.    p.  47. 

Gen.  Ord.  Ch.  XIV.,  3-7.    p.  47. 

Bmndage  v,  Goodfellow,  4  Halst.  Ch.  513.     p.  47. 

Equity  Rules,  VI  &  X  of  1822,  7  Wheat.  VII.     p.  48. 

Pendleton  v.  Evans,  4  Wash.  C.  C.  336.    p.  48. 

O'Hara  v.  MacConnell,  93  U.  8.  150.     p.  48. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  J,  C,  Clayton  and  A.  Q.  Keasbey^for  appellants : 
The  defence  of  lack  of  invention  or  non-patentability  has 
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been  considered  in  this  court,  although  not  raised  in  the 
court  below,  by  either  pleadings  or  argument. 

Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272 ;]  Slaw- 
son  V.  R.  R.  Co.,  107  U.  S.  649  [14  Am,  &  Eng.  475.] 

The  decree  was  merely  a  decree  by  default,  or  as  pro 
canfesso.  It  was  not  a  consent  decree.  But  it  was  held  in 
Pacific  R.  R.  Co.  v.  Ketchum,  101  U.  S.  289,  that  even  a 
consent  decree  could  be  appealed  from. 

' '  There  can  be  no  doubt  that  anything  appearing  upon  the 
record,  which  would  have  been  fatal  upon  a  motion  in  arrest 
of  judgment,  is  equally  fatal  upon  a  writ  of  error." 

Slacum  r).  Pomery,  6  Cranch,  .221 ;  McAllister  t?.  Kuhn, 
96  U.  S.  87. 

The  reissue  is  invalid  for  unreasonable  delay. 

MiUer  v.  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303;] 
James  «.  Campbell,  104  U.  S.  356  [13  Am.  &  Eng.  '341 ;] 
Bante  v.  Prantz,  105  U.  S.  160  [13  Am.  &  Eng.  642 ;]  Mnfg. 
Co.  V,  Stamping  Co.,  Ill  U.  S.  319  [15  Am.  &  Eng.  238.] 

All  of  these  cases  were  decided  after  the  appeal  in  this 
cause.  They  establish  a  new  rule  of  law,  requiring  reason- 
able diligence,  and  clearly  show  the  complainant's  reissue, 
granted  fourteen  years  and  two  months  after  date  of  origi- 
nal patent,  is  void  as  to  these  defendants. 

The  bill  substantially  avers  that  the  original  patent  was 
valid  and  operative. 

The  statutes  providing  for  a  grant  of  a  reissue  expressly 
prescribe  "invalidity"  or  "inoperativeness"  as  conditions 
precedent  to  the  grant  of  a  reissue. 

Both  these  conditions  precedent  were  lacking,  and  there- 
fore the  reissue  is  invalid. 

Walker  on  Patents,  §§221-224;  Whiteley  d.  Swayne,4  Fish. 
123 ;  Wicks  v.  Stevens,  2  Ban.  &  Ard.  318 ;  Giant  Powder 
Co.  v.  Powder  Co.,  6  Sawy.  508 ;  Flower  v.  Rayner,  5  Fed. 
Rep.  793 ;  Searls  v.  Bouton,  12  Fed.  Rep.  626. 

The  complainant  must  affirmatively  show  distinct  profits 
due  to  the  thing  patented ;  if  he  fail  he  cannot  recover  any- 
thing as  damages.  ' 
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Mowiy  V.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1 ;]  Mnfg. 
Co.  V.  Cowing,  105  U.  S.  253  [14  Am.  &  Eng.  1 ;]  Schil- 
llnger  v.  Gunther,  15  Blateh.  303 ;  Burdell  v.  Denig,  92  U. 
S.  716  [10  Am.  &  Eng.  420;]  Mnfg.  Co.  t-.  Cowing,  12  Blateh. 
243 ;  S.  C.  14  Blateh.  316 ;  Black  v.  Mnnson,  14  Blateb.  265. 

Mr.  Frederic  H.  Belts,  for  appellee : 

No  alleged  erroneous  rulings  of  the  court  below  can  be 
considered,  unless  perhaps  those  plainly  apparent  upon  its 
face. 

Kane  v.  Wittick,  8  Wend.  219 ;  Sanda  ».  HUdreth,  12 
Johns.  493;  Henry  v.  Cuyler,  17  Johns.  469;  Golden  v. 
Knickerbocker,  2  Cow.  3i ;  R.  R.  Co.  v.  Ketchum,  101  U. 
S.  289. 

Nor  will  an  appeal  from  a  decree  founded  on  bill  taken 
pro  confesso  ordinarily  lie. 

Murphy  c.  Ins.  Co.,  25  Wend.  249 ;  Hart  v.  Strong,  15  Vt. 
377. 

No  allegation  can  here  be  heard  against  the  validity  ol 
the  complainant's  reissued  patent. 

The  original  patent  may  have  been  valid  or  operative  in 
part,  and  yet  suflSciently  "inoperative"  to  require  reissue. 

Wilson  B.  Coon,  18  Blateh.  536 ;  Hartshorn  ».  Eagle  Co., 
18  Fed.  Rep.  90 ;  Giant  Co.  «.  Safety  Co.,  19  Fed.  Rep.  509 ; 
Gold  &  Stock  Co.  V.  Wiley,  17  Fed.  Rep.  234. 

The  rule  followed  in  calculating  the  savings  and  profits 
has  had  the  fuU  approval  of  this  court. 

Mowry  V.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1 ;]  B. 
R.  Co.  V.  TurriU  (Cawood  Patent,)  94  U.  S.  T09  [11  Am.  & 
Eng.  235;]  Mevs  v.  Conover,  11  Off.  Gaz.  1111  [11  Am.  & 
Eng.  39;]  Black  p.  Thome,  111  U.  S.  122  [16  Am.  &  Eng.  201.] 

Mr.  Justice  Bbadlet  delivered  the  opinion  of  the 
court:  (fl) 

114  D.  B.  lOB. 
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The  appellee  in  this  case,  who  was  complainant  below, 
filed  his  bill  against  the  appellants,  complaining  that  they 
infringed  certain  letters  patent  for  an  improved  folding- 
guide  for  sewing-machines,  granted  to  one  Alexander  Doug- 
lass, of  which  the  complainant  was  the  assignee.  The  pat- 
ent was  dated  October  5th,  1858,  was  extended  for  seven 
years  in  1872,  and  was  reissued  in  December,  1872.  The 
suit  was  brought  on  the  reissued  patent,  a  copy  of  which 
was  annexed  to  the  bill,  which  contained  allegations  that 
the  invention  patented  had  gone  into  extensive  use,  not  only 
on  the  part  of  the  complainant,  but  by  his  licensees ;  and 
that  many  suits  had  been  brought  and  sustained  against  in- 
fringers. The  bill  further  alleged  that  the  defendants,  from 
the  time  when  the  patent  was  reissued  down  to  the  com- 
mencement of  the  suit,  wrongfully  and  without  license, 
made,  sold,  and  used,  or  caused  to  be  made,  sold,  and  used, 
one  or  more  folding-guides,  each  and  all  containing  the  said 
improvement  secured  to  the  complainant  by  the  said  reis- 
sued letters  patent,  and  that  the  defendants  derived  great 
gain  and  profits  from  such  use,  but  to  what  amount  the 
qomplainant  was  ignorant,  and  prayed  a  disclosure  thereof, 
and  an  account  of  profits,  and  damages,  and  a  perpetual  in- 
junction. 

The  bill  of  complaint  was  accompanied  with  affidavits 
verifying  the  principal  facts  and  certain  decrees  or  judg- 
ments obtained  on  the  patent  against  other  parties,  and 
Douglass'  original  application  for  the  patent,  made  in  April, 
1856,  a  copy  of  which  was  annexed  to  the  affidavits.  These 
affidavits  and  documents  were  exhibited  for  the  purpose  of 
obtaining  a  prelimmary  injunction,  which  was  granted  on 
notice. 

The  defendants  apx)eared  to  the  suit  by  their  solicitor. 
May  3,  1879,  but  neglected  to  file  any  answer,  or  to  make 
any  defence  to  the  bill,  and  a  rule  that  the  bill  be  taken  ^ro 
confesso  was  entered  in  regular  course  June  10,  1879. 
Thereupon,  on  the  2d  of  August,  1879,  after  due  notice  and 
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hearing,  the  court  made  a  decree  to  the  following  eflfect,  viz. : 
1st.  That  the  letters  patent  sued  on  were  good  and  valid  in 
law  ;  2d.  That  Douglass  was  the  first  and  original  inventor 
of  the  invention  described  and  claimed  therein  ;  3d.  That 
the  defendants  had  infringed  the  same  by  making,  using, 
and  vending  to  others  to  be  used,  without  right  or  license, 
certain  folding-guides  substantially  as  described  in  said  let- 
ters patent ;  4th.  That  the  complainant  recover  of  the  de- 
fendants the  profits  which  they  had  derived  by  reason  of 
such  infringement  by  any  manufacture,  use,  or  sale,  and 
any  and  all  damages  which  the  complainant  had  sustained 
thereby ;  and  it  was  referred  to  a  master  to  take  and  state 
an  account  of  said  profits,  and  to  assess  said  damages,  with 
directions  to  the  defendants  to  produce  their  books  and 
papers  and  submit  to  an  oral  examination  if  required.  It 
was  also  decreed  that  a  perpetual  injunction  issue  to  restrain 
the  defendants  from  making,  using,  or  vending  any  folding- 
guides  made  as  theretofore  used  by  them,  containing  any  of 
the  inventions  described  and  claimed  in  the  patent,  and 
from  infringing  the  patent  in  any  way. 

Under  this  decree  the  parties  went  before  the  master,  and 
the  examination  was  commenced  in  October,  1879,  in  the 
presence  of  counsel  for  both  parties,  and  was  continued  from 
time  to  time  until  November  3d,  1880,  when  arguments  were 
heard  upon  the  matter,  and  the  case  was  submitted.  On 
November  12th,  the  report  was  prepared  and  submitted  to 
the  inspection  of  counsel.  On  the  18th,  motion  was  made 
by  the  defendants'  counsel,  before  the  master,  to  open  the 
proofs  and  for  leave  to  introduce  newly  discovered  evidence. 
This  motion  was  supported  by  affidavits,  but  was  overruled 
by  the  master,  and  his  report  was  filed  December  10, 1880, 
in  which  it  was  found  and  stated  that  the  defendants  had 
used  at  various  times,  from  January  18,  1877,  to  the  com- 
mencement of  the  suit,  twenty-seven  folding-guides  infring- 
ing the  complainant's  patent,  and  had  folded  1,217,870 
yards  of  goods  by  their  use,  and  that  during  that  period 

114  V.  S.  105-106. 


Oct.,  1884.]  THOMSON  v.  WOOSTER.  86 

Opinion  of  tlie  court 

there  was  no  means  known  or  used,  or  open  to  the  public 
to  use,  for  folding  such  goods  in  the  same,  or  substantially 
the  same  manner,  other  than  folding  them  by  hand,  and 
that  the  saving  in  cost  to  the  defendants  by  using  the  fold- 
ing-guides was  three  cents  on  each  piece  of  six  yards,  mak- 
ing the  amount  of  profit  which  the  complainant  was  enti- 
tled to  recover,  $6,089.35;  and  that  during  the  same  period 
the  complainant  depended  upon  license  fees  for  his  com- 
pensation for  the  use  of  the  patented  device,  and  that  the 
amount  of  such  fees  constituted  his  loss  or  damage  for  the 
unauthorized  use  of  his  invention;  and  that,  according  to 
the  established  fees,  the  defendants  would  have  been  liable 
to  pay  for  the  use  of  the  folding-guides  used  by  them  during 
the  years  1877,  1878,  and  1879  (the  period  covered  by  the 
infringement,)  the  sum  of  $1,350,  which  was  the  amount  of 
the  complainant's  damages.  The  evidence  taken  by  the 
master  was  filed  with  his  report. 

By  a  supplemental  report,  filed  at  the  same  time,  the 
master  stated  the  fact  of  the  application  made  to  him  to 
open  the  proofs  on  the  ground  of  surprise  and  newly  dis- 
c-overed  evidence  (as  before  stated,)  and  that  after  hearing 
siiid  application  upon  the  affidavits  presented,  which  were 
appended  to  the  report,  he  was  unable  to  discover  any  just 
ground  therefor. 

The  defendants  did  not  object  to  this  supplemental  re- 
port, but  on  the  10th  of  January,  1881,  they  filed  excep- 
tions to  the  principal  report,  substantially  as  follows  : 

1.  That  instead  of  the  double  guide  or  folder  claimed  in  the 
complainant' s  patent  being  the  only  means  for  folding  cloth 
or  strips  on  each  edge  during  the  period  of  the  infringe- 
ment (other  than  that  of  folding  by  hand,)  the  master 
should  have  found  that  such  strips  could  have  been  folded 
by  means  of  a  single  guide  or  folder,  and  that  the  use  of 
«uch  guides  was  known  and  open  to  the  public  long  before 
1877,  and  that  such  guides  were  not  embraced  in  the  com- 
plainant's patent. 
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2.  That  the  amount  of  profits  found  by  the  master  was 
erroneous,  because  it  appeared  that  folded  strips  such  as 
those  used  by  the  defendants  were  an  article  of  merchan- 
dise, cut  and  folded  by  different  parties  at  a  charge  of  25 
cents  for  144  yards. 

3.  That  the  profits  should  not  have  been  found  greater 
than  the  saving  made  by  the  use  of  the  double  guide  as 
compared  with  the  use  of  a  single  guide,  or  greater  than 
the  amount  for  which  the  strips  could  have  been  cut  and 
folded  by  persons  doing  such  business. 

4.  That  the  damages  found  were  erroneous. 

Other  exceptions  were  subsequently  filed,  but  were  over- 
ruled for  being  filed  out  of  time. 

Before  the  argument  of  the  exceptions  the  defendants 
gave  notice  of  a  motion  to  the  court  to  refer  the  cause  back 
to  the  master  to  take  further  testimony  in  reference  to  the 
question  of  profits  and  damages  chargeable  against  them 
under  the  order  of  reference.  In  support  of  this  motion 
further  affidavits  were  presented. 

The  exceptions  to  the  report  and  the  application  to  refer 
the  cause  back  to  the  master  were  argued  together.  The 
court  denied  the  motion  to  refer  the  cause  back,  overruled 
the  exceptions  to  the  report,  and  made  a  decree  in  favor  of 
the  complainant,  for  the  profits,  but  disallowed  the  dam- 
ages.    That  decree  is  now  brought  here  by  appeal. 

(b)  The  appellants  have  assigned  fourteen  reasons  or 
grounds  for  reversing  the  decree.  The  first  nine  relate  to 
the  taking  of  the  account  before  the  master  and  his  report 
thereon  ;  the  last  five  relate  to  the  validity  of  the  letters 
patent  on  which  the  suit  was  brought.  It  will  be  conven- 
ient to  consider  the  last  reasons  first. 

The  bill,  as  we  have  seen,  was  taken  pro  confesso^  and  a 
decree  pro  confesso  was  regularly  entered  up,  declaring  that 
the  letters  patent  were  valid ;  that  Douglass  was  the  origi- 
nal inventor  of  the  invention  therein  described  and  claimed ; 
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that  the  defendants  were  infringing  the  patent ;  and  that 
they  must  account  to  the  complainant  for  the  profits  made 
by  them  by  such  infiingement  and  for  the  damages  he  had 
sustained  thereby ;  and  it  was  referred  to  a  master  to  take 
and  state  an  account  of  such  profits  and  to  ascertain  said 
damages. 

The  defendants  are  concluded  by  that  decree,  so  far  at 
least  as  it  is  supported  by  the  allegations  of  the  bill,  taking  th^ 
same  to  be  true.  Being  carefully  based  on  these  allegations, 
and  not  extending  beyond  them,  it  cannot  now  be  ques- 
tioned by  the  defendants  unless  it  is  shown  to  be  erroneous 
by  other  statements  contained  in  the  bill  itself.  A  confes- 
sion of  facts  properly  pleaded  dispenses  with  proof  of  those 
facts,  and  is  as  effective  for  the  purposes  of  the  suit  as  if  the 
facts  were  proved ;  and  a  decree  pro  confesso  regards  the 
statements  of  the  bill  as  confessed. 

By  the  early  practice  of  the  civil  law,  failure  to  appear 
at  the  day  to  which  the  cause  was  adjourned  was  deemed  a 
confession  of  the  action ;  but  in  later  times  this  rule  was 
changed,  so  that  the  plaintiff,  notwithstanding  the  contu- 
macy of  the  defendant,  only  obtained  judgment  in  accord- 
ance with  the  truth  of  the  case  as  established  by  an  ex  parte 
examination.  Keller,  Proced.  Rom.  §  69.  The  original 
practice  of  the  English  Court  of  Chancery  was  in  accordance 
with  the  later  Roman  law.  Hawkins  o.  Crook,  2  P.  Wms. 
656.  But  for  at  least  two  centuries  past  bills  have  been 
taken  pro  confesso  for  contumacy.  Ibid.  Chief  Baron 
Gilbert  says :  ' '  Where  a  man  appears  by  his  clerk  in  court, 
and  after  lies  in  prison,  and  is  brought  up  three  times  to 
court  by  habeas  corpus^  and  has  the  bill  read  to  him,  and 
refuses  to  answer,  such  public  refusal  in  court  does  amount 
to  the  confession  of  the  whole  bill.  Secondly,  when  a  per- 
son appears  and  departs  without  answering,  and  the  whole 
process  of  the  court  has  been  awarded  against  him  after  his 
appearance  and  departure,  to  the  sequestration ;  there  also 
the  bill  is  taken  pro  confesso^  because  it  is  presumed  to  be 
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true  when  he  has  appeared  and  departs  in  despite  of  the 
court  and  withstands  all  its  process  without  answering/' 
Forum  Romanum,  36.  Lord  BEardwicke  likened  a  decree 
pro  con/esso  to  a  judgment  by  nil  dicit  at  common  law,  and 
to  judgment  for  plaintiff  on  demurrer  to  the  defendant's 
plea.  Davis  v,  Davis,  2  Atk.  21.  It  was  said  in  Hawkins 
V.  Crook  {qv^  supra^)  and  quoted  in  2  Eq.  Cas.  Abr.,  179, 
that  ' '  the  method  in  equity  of  taking  a  bill  pro  coiifesso  is 
consonant  to  the  rule  and  practice  of  the  courts  at  law, 
where,  if  the  defendant  makes  default  by  nil  dicit^  judg- 
ment.is  immediately  given  in  debt,  or  in  all  cases  where  the 
thing  demanded  is  certain  ;  but  where  the  matter  sued  for 
consists  in  damages,  a  judgment  interlocutory  is  given ;  after 
which  a  writ  of  inquiry  goes  to  ascertain  the  damages,  and 
then  the  judgment  follows."  The  strict  analogy  of  this  pro- 
ceeding in  actions  of  law  to  a  general  decree  pro  confesso  in 
equity  in  favor  of  the  complainant,  with  a  reference  to  a 
master  to  take  a  necessary  account,  or  to  assess  unliquidated 
damages,  is  obvious  and  striking. 

A  carefully  prepared  history  of  the  practice  and  effect  of 
taking  bills  x>^o  confesso  is  given  in  Williams  v.  Corwin, 
Hopkins  Ch.  Rep.  471,  by  Hoffman,  master,  in  a  report 
made  to  Chancellor  Sanford,  of  New  York,  in  which  the 
conclusion  come  to  (and  adopted  by  the  Chancellor, )  as  to 
the  eflfect  of  taking  a  bill  pro  confess so^  was  that  ''when 
the  allegations  of  a  bill  are  distinct  and  positive,  and  the 
bill  is  taken  as  confessed,  such  allegations  are  taken  as  true 
without  proofs,"  and  a  decree  will  be  made  accordingly; 
but,  "where  the  allegations  of  a  bill  are  indefinite,  or  the 
demand  of  the  complainant  is  in  its  nature  uncertain,  the 
certainty  requisite  to  a  proper  decree  must  be  afforded  by 
proofs.  The  bill,  when  confessed  by  the  default  of  the  de- 
fendant, is  taken  to  be  true  in  all  matters  alleged  with  suf- 
ficient certainty ;  but  in  respect  to  matters  not  alleged  with 
due  certainty,  or  subjects  which  from  their  nature  and  the 
course  of  the  court  require  an  examination  of  details,  the 
obligation  to  furnish  proofs  rests  on  the  complainant." 
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We  may  properly  say,  therefore,  that  to  take  a  bill  pro 
confesso  is  to  order  it  to  stand  as  if  its  statements  were  con- 
fessed to  be  true ;  and  that  a  decree  pro  covfesso  is  a  decree 
based  on  such  statements,  assumed  to  be  true,  1  Smith's  Ch. 
Pract.  153,  and  such  a  decree  is  as  binding  and  conclusive  as 
unv  decree  rendered  in  the  most  solemn  manner.     '*  It  can- 

a. 

not  be  impeached  collaterally,  but  only  upon  a  bill  of  re- 
view, or  [a  bill]  to  set  it  aside  for  fraud."  1  DanieFs  Ch. 
Pr.  696,  1st  ed. ;  Ogilvie  v.  Heame,  13  Ves.  663.* 

Such  being  the  general  nature  an  eflf ect  of  an  order  taking 
a  bill  pro  covfesso^  and  of  a  decree  pro  covfesso  regularly 
made  thereon,  we  are  prepared  to  understand  the  full  force 
of  our  rules  of  practice  on  the  subject.  Those  rules,  of 
course,  are  to  govern  so  far  as  they  apply ;  but  the  eifect 
and  meaning  of  the  terms  which  they  employ  are  necessarily 
to  be  sought  in  the  books  of  authority  to  which  we  have  re- 
fened. 

By  our  rules  a  decree  pro  confesso  may  be  had  if  the  de- 
fendant, on  being  served  with  process,  fails  to  api)ear  within 
the  time  required  ;  or  if,  having  appeared,  he  fails  to  plead, 
demur,  or  answer  to  the  bill  within  the  time  limited  for  that 
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*tieference  is  made  to  the  first  edition  of  Daniell  (pah.  1837.)  as  being,  with 
the  2d  edition  of  Smith's  Practice  (published  the  same  year,)  the  most  an- 
thoritative  work  on  English  Chancery  Practice  in  use  in  March,  1842,  when  onr 
£qnity  Rules  were  adopted.  Supplemented  by  the  General  Orders  made  by 
I^rds  Cottenham  and  Langdale  in  August,  1841,  (many  of  which  were  closely 
copied  in  our  own  Rules,)  they  exhibit  that  "present  practice  of  the  High 
Court  of  Chancery  in  England,''  which  by  our  90th  Rule  was  adopted  as  the 
standard  of  equity  practice  in  cases  where  the  Roles  prescribed  by  this  court, 
or  by  the  Circuit  Court,  do  not  apply.  The  2d  edition  of  Mr.  Daniell's  work, 
published  by  Mr.  Headlam  in  1846,  was  much  modified  by  the  extensive 
changes  introduced  by  the  English  Orders  of  May  8th,  1845  ;  and  the  3d  edi- 
tion by  the  still  more  radical  changes  introduced  by  the  Orders  of  April,  1850, 
the  Statute  of  15  and  16  Vict.  chap.  86,  and  the  General  Orders  afterwards 
made  under  the  authority  of  that  statute.  Of  course,  the  subsequent  editions 
of  Diiniell  are  still  fbrther  removed  from  the  standard  adopted  by  this  court  in 
1842  ;  but  as  they  contain  a  vie^  of  the  later  decisions  bearing  upon  so  much 
of  the  old  H5'8tera  as  remains,  thev  have,  on  that  account,  a  value  of  their  own, 
provided  one  is  not  misled  by  the  new  portions. 
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purpose ;  or  if  he  fails  to  answer  after  a  former  plea,  de- 
murrer, or  answer  is  overruled  or  declared  insufficient.  The 
12th  Rule  in  Equity  prescribes  the  time  when  the  subpoena 
shall  be  made  returnable,  and  directs  that  *'at  the  bottom 
of  the  subpcena  shall  be  placed  a  memorandum,  that  the  de- 
fendant is  to  enter  his  appearance  in  the  suit  in  the  clerk's 
office  on  or  before  the  day  at  which  the  writ  is  returnable : 
otherwise,  the  bill  may  be  taken  pro  confesso,''  The  18th 
Rule  requires  the  defendant  to  file  his  plea,  demurrer,  or 
answer,  (unless  he  gets  an  enlargement  of  the  time, )  on  the 
rule  day  next  succeeding  that  of  entering  his  appearance ; 
and  in  default  thereof  the  plaintiff  may,  at  his  election, 
enter  an  order  (as  of  course)  in  the  order  book,  that  the  bill 
be  taken  pro  con/esso ;  and  thereupon  the  cause  shall  be 
proceeded  in  ex  parte,  and  the  matter  of  the  bill  may  be  de- 
creed by  the  court  at  any  time  after  the  expiration  of  thirty 
days  from  the  entry  of  said  order,  if  the  sfime  can  be  done 
without  an  answer,  and  is  proper  to  be  decreed  ;  or  the 
plaintiff,  if  he  requires  any  discovery  or  answer  to  enable 
him  to  obtain  a  proper  decree,  shall  be  entitled  to  process 
of  attachment  against  the  defendant  to  compel  an  answer, 
etc.  And  the  19th  Rule  declares  that  the  decree  rendered 
upon  a  bill  taken  pro  con/esso  shall  be  deemed  absolute, 
unless  the  court  shall  at  the  same  term  set  aside  the  same, 
or  enlarge  the  time  for  filing  the  answer,  upon  cause  shown 
upon  motion  and  affidavit  of  the  defendant. 

It  is  thus  seen  that  by  our  practice,  a  decree  pro  confesso 
is  not  a  decree  as  of  course  according  to  the  prayer  of  the 
bill,  nor  merely  such  as  the  complainant  chooses  to  take  it ; 
but  that  it  is  made  (or  should  be  made)  by  the  court,  accord- 
ing to  what  is  proper  to  be  decreed  upon  the  statements  of 
the  bill,  assumed  to  be  true.  This  gives  it  the  greater  so- 
lemnity, and  accords  with  the  English  pnu^tice,  as  well  as 
that  of  New  York.  Chancellor  Kent,  quoting  Lord  Eldon, 
says:  "  Where  the  bill  is  thus  taken  j^ro  confesso,  and  the 
cause  is  set  down  for  hearing,  the  course  (says  Lord  Eldon, 
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in  Geary  v.  Sheridan,  8  Ves.  192)^  is  for  the  court  to  hear  the 
pleadings,  and  itself  to  pronounce  the  decree,  and  not  to 
permit  the  plaintiff  to  take,  at  his  own  discretion,  such  a 
decree  as  he  could  abide  by,  as  in  the  case  of  default  by  the 
defendant  at  the  hearing."  Rose  v.  Woodruff,  4  Johns. 
Ch.  547,  548.  Our  rules  do  not  require  the  cause  to  be  set 
down  for  hearing  at  a  regular  term,  but,  after  the  entry  of 
the  order  to  take  the  bill  pro  cov/esso^  the  18th  Rule  de- 
clares that  thereupon  the  cause  shall  be  proceeded  in  ex 
parte,  and  the  matter  of  the  bill  may  be  decreed  by  the  court 
at  any  time  after  the  expiration  of  thirty  days  from  the 
entry  of  such  order,  if  it  can  be  done  without  answer,  and 
is  proper  to  be  decreed.  This  language  shows  that  the  mat- 
ter of  the  bill  ought  at  least  to  be  opened  and  explained  to 
the  court  when  the  decree  is  applied  for,  so  that  the  court 
may  see  that  the  decree  is  a  proper  one.  The  binding  char- 
acter of  the  decree,  as  declared  in  Rule  19,  renders  it  proper 
that  this  degree  of  precaution  should  be  taken. 

We  have  been  more  particular  in  examining  this  subject 
because  of  the  attempt  made  by  the  defendants,  on.  this  ap- 
peal, to  overthow  the  decree  by  matters  outside  of  the  bill, 
which  was  regularly  taken  pro  covfesso.  From  the  au- 
thorities cited,  and  the  express  language  of  our  own  Rules 
in  Equity,  it  seems  clear  that  the  defendants,  after  the  entrj' 
of  the  decree  pro  confesso,  and  whilst  it  stood  unrevoked, 
were  absolutely  barred  and  precluded  from  alleging  any- 
thing in  derogation  of,  or  in  opposition  to,  the  said  decree, 
and  that  they  are  equally  barred  and  precluded  from  ques- 
tioning its  correctness  here  on  appeal,  unless  on  the  face  of 
the  bill  it  appears  manifest  that  it  was  erroneous  and  im- 
properly granted.  The  attempt,  on  the  heiiring  before  the 
master,  to  show  that  the  reissued  patent  was  for  a  different 
invention  from  that  described  in  the  original  patent,  or  to 
show  that  there  was  such  unreasonable  delay  in  applying 
for  it  as  to  render  it  void  under  the  recent  decisions  of  this 
court,  was  entirely  inadmissible  because  repugnant  to  the 
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decree.  The  defendants  could  not  be  allowed  to  question 
the  validity  of  the  patent  which  the  decree  had  declared 
valid.  The  fact  that  the  reissue  was  applied  for  and  granted 
fourteen  years  after  the  date  of  the  original  patent  would, 
undoubtedly,  had  the  cause  been  defended  and  the  validity 
of  the  reissued  patent  been  controverted,  have  been  strongly 
presumptive  of  unreasonable  delay ;  but  it  might  possibly 
have  been  explained,  and  the  court  could  not  say  as  matter  of 
law,  and  certainly,  under  the  decree  of  the  court,  the  master 
could  not  say,  that  it  was  unsusceptible  of  explanation.  And 
on  this  appeal  it  is  surely  irregular  to  question  the  allega- 
tions of  the  bill.  If  anything  appears  in  those  allegations 
themselves  going  to  show  that  the  decree  was  erroneous,  of 
course  it  is  assignable  for  error ;  but  any  attempt  to  intro- 
duce facts  not  embraced  in  those  allegations,  for  the  pur- 
pose of  countervailing  the  decree,  is  manifestly  improper. 
The  introduction  of  the  original  patent,  pending  the  appeal, 
was  clearly  irregular. 

The  appellants  have  called  attention  to  one  matter  in  the 
allegations  of  the  bill  on  which  they  rely  for  the  purpose  of 
showing  that,  as  matter  of  law,  the  reissued  patent  must  be 
void.  It  is  stated  in  their  10th  assignment  of  error,  as  fol- 
lows : 

' '  10th.  For  that,  on  the  face  of  the  bill  and  the  patent, 
the  reissued  patent  in  suit  was  illegally  granted,  and  there- 
fore v6id,  and  the  court  should  have  so  held ;  and  this  court 
is  now  asked  to  so  hold,  because  the  bill  avers  that  during 
the  fourteen  years  of  the  original  term  of  the  patent  the  va- 
lidity of  said  letters  patent  was  established  in  numerous 
suits  in  the  Circuit  Courts  of  the  United  States,  and  that  all 
])ersons  sued  took  licenses  and  paid  therefor,  as  well  as 
many  others  not  sued,  thereby  averring,  in  substance,  that 
the  original  letters  patent  were  valid  and  operative : 

*'  Wherefore,  appellants  ask  this  court  to  hold  that,  the 
original  letters  patent  having  been  valid  and  operative,  as 
averred  by  c()mi)lainant,  for  over  fourteen  years,  no  reissue 
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thereafter  could  be  legally  obtained,  because  invalidity  or 
inoperativeness  are  conditions  precedent  to  the  grant  of  a 
reissue/' 

The  answer  to  this  assignment  is  obvious.  The  suits 
brought  on  the  original  patent  may  have  been  for  infringe- 
ments committed  against  particular  parts  of  the  invention, 
or  modes  of  using  it  and  putting  it  into  operation,  as  to 
which  the  si)ecification  was  clear,  full,  and  sufficient ;  whilst, 
at  the  same  time,  there  may  have  been  certain  other  parts 
of  the  invention,  or  modes  of  using  it  and  putting  it  into 
operation,  as  to  which  the  specification  was  defective  or  in- 
sufficient, and  which  were  not  noticed  until  the  application 
for  reissue  was  made ;  or,  in  the  original  patent  the  paten- 
tee may  have  claimed  as  his  own  invention  more  than  he 
had  a  right  to  claim  as  new — a  mistake  which  might  be  cor- 
rected at  any  time.  At  all  events,  the  court  cannot  say,  as 
mere  matter  of  law,  that  this  might  not  have  been  the  case. 

We  think  that  the  objection  to  the  decree  going  to  the 
validity  of  the  patent  and  the  whole  cause  of  action  cannot 
be  sustained. 

We  are  then  brought  to  the  proceedings  in  taking  the  ac- 
count. The  errors  assigned  on  this  part  of  the  case  are 
based  on  the  exceptions  taken  to  the  master's  report,  which 
have  already  been  noticed.  They  resolve  themselves  into 
two  principal  grounds  of  objection :  Firsts  that  the  master 
allowed  the  complainant  all  the  profits  made  by  the  defen- 
dants by  the  use  of  the  patented  machine  in  folding  cloths 
and  strips,  as  compared  with  doing  the  same  thing  by  hand ; 
whereas  he  should  only  have  allowed  the  profits  of  using 
the  complainant's  patented  machine  as  compared  with  a 
single  folder,  which  the  defendants  allege  was  open  to  the 
public  before  their  infringement  commenced.  Secondly^ 
that  the  master,  in  allovring  profits,  took  no  account  of  the 
fact  that  folded  strips,  such  as  those  used  by  the  defend- 
ants, were  an  article  of  merchandise,  cut  and  folded  by  dif- 
ferent parties  at  a  charge  of  only  25  cents  for  144  yards,  or 
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about  one-sixth  of  a  cent  per  yard ;  whereas  the  defendants 
were  charged  with  a  profit  of  one-half  of  a  cent  per  yard. 

As  to  the  first  of  these  objections,  it  is  to  be  observed, 
first,  that  no  evidence  was  produced  before  the  master  to 
sliow  that,  during  the  period  of  the  infringement,  there  was 
open  to  the  public  the  use  of  any  machine  for  folding  a  sin- 
gle edge,  which  was  adapted  to  the  work  done  by  the  de-- 
fendants.  The  only  evidence  adduced  for  that  purpose  was 
the  letters  patent  granted  to  S.  P.  Chapin,  February  19, 
1856,  and  the  letters  patent  granted  to  J.  S.  McCurdy,  dated 
February  26,  1856.  No  evidence  was  introduced  to  show- 
that  the  folding-guides  described  in  those  patents  were 
adapted  to  the  folding  of  strips  for  corsets,  which  was  the 
work  required  by  the  defendants,  and  for  which  they  used 
the  complainant's  invention.  On  the  contrary,  it  was 
proved  by  the  positive  testimony  of  the  complainant  (and 
not  contradicted, )  that  the  Chapin  device  could  not  be  used 
for  folding  strips  of  materials  on  one  or  both  edges  for  use 
upon  corsets,  for  reasons  fully  detailed  in  the  testimony  ; 
and  that  *'the  McCurdy  device  is  a  binder  calculated  and 
adapted  to  fold  selvaged  edged  goods,  such  as  ribbon  and 
braid,  and  wiU  fold  the  strip  passing  through  it  in  the  cen- 
ter  only,"  '^  and  cannot  be  used  for  folding  raw-edged  strips 
of  cloth,  either  on  one  or  both  edges."  The  complainant 
also  testified  that  there  was  no  other  way  known  to  him 
(and  he  testified  that  he  had  large  experience  on  the  sub- 
ject) to  do  work  like  that  done  by  the  defendants,  except 
by  hand,  or  in  the  use  of  another  patent  owned  by  him, 
namely,  the  Robjohn  patent,  dated  April  19,  1864  (which 
was  produced  in  evidence, )  consisted  of  a  folding-guide, 
folding  one  edge  in  combination  with  a  device  for  press- 
ing said  fold  to  an  edge,  and  then  passing  said  folded  strip 
through  a  narrower  folder,  folding  the  other  edge,  and  pres- 
sing said  fold  by  a  pressing  device.  No  evidence  was  ad- 
ducM  by  the  defendants  to  contradict  this  testimony. 

It  is  proper  to  remark  here  that  the  affidavits  presented 
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to  the  master,  and  those  afterwards  presented  to  the  court, 
tus  grounds  of  the  respective  applications  to  reopen  the 
l)roof8,  cannot  be  looked  into  on  this  hearing.  They  form 
no  part  of  the  evidence  taken  before  the  master  on  the  ref- 
erence; and  no  error  is  assigned  (even  if  error  could  be  as- 
signed) to  the  refusal  of  the  court  to  refer  the  case  back  to 
the  master  for  the  purpose  of  taking  further  testimony. 

The  second  objection  to  the  report  is,  that  the  master,  in 
estimating  the  profits  chargeable  to  the  defendants,  did  not 
take  into  account  the  fact  that  folded  strips,  such  as  those 
used  by  the  defendants,  were  an  article  of  merchandise,  cut 
and  folded  by  different  parties  at  a  charge  of  only  26  cents 
for  144  yards.  To  this  objection  it  may  be  observed,  that 
the  evidence  before  the  master  did  not  show  by  what  process 
such  folded  strips  were  made,  nor  whether  they  were  not 
really  made  by  infringing  the  complainant's  patent.  As  the 
proof  stood  before  the  master,  they  must  have  been  made 
by  the  use  of  the  complainant' s  machine,  for  there  was  no 
other  known  machine  by  which  they  could  have  been  made 
at  any  such  cost.  And  if  made  by  the  use  of  complainant' s 
machine,  the  inference  must  be  that  the  persons  making 
them  were  infringing  the  complainant's  patent,  for  they  are 
not  named  in  the  list  of  those  to  whom  the  complainant  had 
granted  licenses,  which  list  was  presented  before  the  master 
at  the  defendants'  request.  If  made  by  such  infringement 
they  can  hardly  be  set  up  against  the  complainant  to  reduce 
the  amount  of  profits  made  by  the  defendants.  There  is 
something  singular  about  this  part  of  the  case.  If  folded 
strips,  suitable  for  the  defendants'  purpose,  could  have  been 
procured  in  the  market  by  them  at  such  a  low  price  as  is 
pretended,  why  did  they  not  procure  them  in  that  way 
after  being  enjoined  against  using  the  complainant's  ma- 
cliine,  instead  of  makijig  them  by  the  disadvantageous 
method  of  using  a  single  folder  and  folding  one  edge  at  a 
time  ?  Was  it  from  a  knowledge  of  the  fact  that  the  per- 
sons who  folded  such  strips  were  infringing  the  complain- 

114  U.  S.  117-llS. 


46  THOMSON  v.  WOOSTEli.  [Sup.  Ot. 

Opinion  of  the  court 

ant's.  Intent,  and  a  consequent  unwillingness  to  become  fur- 
ther complicated  in  such  infringements?  At  all  events, 
since  the  defendants  chose  to  make  their  own  folded  strips 
in  their  own  factory,  instead  of  going  outside  to  purchase 
them,  or  have  them  made  by  others,  they  cannot  justly  com- 
plain of  being  accountable  for  the  profits  realized  in  using 
the  complainant's  machine  for  that  purpose.  It  might 
have  been  a  better  iinancial  operation  to  have  bought  of 
others,  or  employed  others  to  make  the  folded  strips  which 
they  required,  just  as,  in  the  case  of  the  Cawood  Patent, 
the  railroad  company  would  have  done  better  not  to  have 
mended  the  ends  of  their  battered  rails,  but  to  have  had 
them  cut  oflf ;  but  as  they  chose  to  perform  the  operation 
they  became  responsible  to  the  patentee  for  the  advantage 
derived  from  using  his  machine.  Cawood  Patent,  94  U.  S. 
710  [11  Am.  &  Eng.  235.]  We  do  not  think  that  the  objec- 
tion is  well  taken. 

It  follows  that  all  the  reasons  of  appeal  must  be  over- 
ruled. 

No  error,  or  ground  of  apx)eal,  is  assigned  upon  the  re- 
fusal of  the  court  below  to  refer  the  cause  back  to  the  mas- 
ter for  the  purpose  of  reopening  the  proofs,  although  some 
observations  on  that  point  are  submitted  in  the  brief  of  the 
appellants.  We  think  that  that  matter  was  fairly  addressed 
to  the  discretion  of  the  court,  and  cannot  properly  be  made 
the  ground  of  objection  on  this  appeal.  New  evidence,  dis- 
covered after  the  hearing  before  the  master  is  closed,  may, 
in  proper  cases,  be  ground  for  a  bill  of  review,  on  which 
issue  may  be  joined  and  evidence  adduced  by  both  parties 
in  the  usual  way.  The  defendants  are  not  concluded  by 
the  refusal  of  the  court,  on  mere  aflSdavits,  to  refer  the  cause 
back  to  the  master.  An  examination,  however,  of  the  affi- 
davits presented  to  the  court,  does  not  convince  us  that  a 
further  inquiry  should  have  been  ordered. 

In  thus  considering  the  case  on  its  merits,  as  presented 
by  the  evidence  taken  before  the  master,  his  report  thereon, 
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and  the  exceptions  to  such  report,  we  have  deemed  it  un- 
necessary to  make  any  remarks  as  to  the  status  of  a  defend- 
ant before  a  master  on  a  reference  under  a  decree  pro  con- 
fesso.  Both  parties  in  this  case  seem  to  have  taken  for 
granted  that  the  rights  of  the  defendants  were  the  same  as 
if  the  decree  had  been  made  upon  answer  and  proofs.  In 
the  English  practice,  it  is  true,  as  it  existed  at  the  time  of 
the  adoption  of  our  present  Rules  (in  1842,)  the  defendant, 
after  a  decree  pro  confesso  and  a  reference  for  an  account, 
was  entitled  to  appear  before  the  master  and  to  have  notice 
of,  and  take  part  in,  the  proceedings,  provided  he  obtained 
an  order  of  the  court  for  that  purpose,  which  would  be 
granted  on  terms.  2  Dan.  Ch.  Pr.,  804,- 1st  ed.;  Ditto,  1B58, 
2d  ed.  by  Perkins  ;  Heyn  «.  Heyn,  Jacob,  49.  The  former 
practice  in  the  Court  of  Chancery  of  New  York  was  substan- 
tially the  same.  1  Hoff.  Ch.  Pr.,  620;  1  Barb.  Ch.  Pr.,  479. 
In  New  Jersey,  except  in  plain  cases  of  decree  for  foreclo- 
sure of  a  mortgage  (where  no  reference  is  required,)  the  mat- 
ter is  left  to  the  discretion  of  the  court.  Sometimes  notice 
is  ordered  to  be  given  to  the  defendant  to  attend  before  the 
master,  and  sometimes  not ;  as  it  is  also  in  the  Chancellor's 
discretion  to  order  a  bill  to  be  taken  pro  confesso  for  a  de-  * 
fault,  or  to  order  the  complainant  to  take  proofs  to  sustain 
the  allegations  of  the  bill.  Nixon's  Dig.  Art.  Chancery, 
§21 ;  Gten.  Ord.  Ch.  XIV.,  3-7;  Brundage  t).  Goodfellow,  4 
Halst.  Ch.  513. 

As  we  have  seen,  by  our  18th  Rule  in  Equity  it  is  pro- 
vided that  if  the  defendant  make  default  in  not  filing  his 
plea,  demurrer,  or  answer  in  proper  time,  the  plaintiff  may, 
as  one  alternative,  enter  an  order  as  of  course  that  the  bill 
be  taken  ^0  confesso^  ''  and  thereupon  the  cause  shall  he 
proceeded  in  ex  parte."  The  old  Rules,  adopted  in  1822, 
did  not  contain  this  ex  parte  clause;  they  simply  declared 
that  if  the  defendant  failed  to  appear  and  file  his  answer 
within  three  months  after  appearance  day,  the  plaintiff 
might  take  the  bill  for  confessed,  and  that  the  matter  there- 
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of  should  be  decreed  accordingly ;  the  decree  to  be  absolute 
unless  cause  should  be  shown  at  the  next  term.  See  Equity 
Rules  VI  and  X  of  1822,  7  Wheat,  vii.,  and  Pendleton  v. 
Evans,  4  Wash.  C.  C.  336;  O'Hara  v.  MacConnell,  93  U.  S. 
150.  Under  these  rules  the  English  practice  was  left  to 
govern  the  subsequent  course  of  proceeding,  by  which,  as 
we  have  seen,  the  defendant  might  have  an  order  to  permit 
him  to  appear  before  the  master,  and  be  entitled  to  notice. 
Whether  under  the  present  rules  a  different  practice  was  in- 
tended to  be  introduced  is  a  question  which  it  is  not  neces- 
sary to  decide  in  this  case. 

The  decree  of  the  Circuit  Court  is  affi/rnned. 
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as  of  March  9,  1885. 

Service  of  process^  R,  S,  sec,  7S9,  Commissioner  of  Patents — 
where  found.  Acceptance  of  service  which  is  not  a  consent  to 
jurisdiction. 

1.  Section  739,  Revised  Statutes,  which  provides  (with  certain  ex- 

ceptions) that  no  civil  suit  shall  be  brought  before  either  the 
circuit  or  district  courts  of  the  United  States  against  an  in- 
habitant of  the  United  States,  by  any  original  process,  in  any 
other  district  than  that  of  which  he  is  an  inhabitant,  or  in 
which  he  may  be  found  at  the  time  of  serving  the  writ,  ap- 
plies to  suits  brought  under  sec.  4915  R.  S.  relating  to  a  bill 
in  equity  to  obtain  a  patent  on  the  refusal  of  the  application 
either  by  the  Commissioner  of  Patents  or  by  the  Supreme 
Court  of  the  District  of  Columbia,  on  appeal  from  the  Com- 
missioner,    (p.  59.) 

2.  A  bill  in  equity  implies  a  suit  in  equity  with  process  and  par- 

ties, and  a  bill  brought  under  section  4915,  Revised  Statutes, 
is  no  exception  to  this  rule,     (p.  59.) 

3.  In  his  official  capacity  the  Commissioner  of  Patents  is  an  in- 

habitant of  Washington,  in  the  District  of  Columbia,  (p. 
59.) 

4.  The  Commissioner  of  Patents,  by  accepting  services  of  a  pro- 

cess issued  under  a  bill  brought  under  section  4915,  Revised 
Statutes,  in  the  District  of  Vermont,  and  accompanying  such 
acceptance  with  a  letter  declining  to  appear  in  defence  of  the 
suit,  does  not  consent  to  the  jurisdiction  of  the  court,  and, 
therefore,  the  court  was  without  authority  to  proceed  and  en- 
ter the  decree  Avliich  has  been  appealed  from.     (p.  60.) 

*See  Explanation  of  Notes,  page  III. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Vermont. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  S.  F.  Phillips^  Solicitor-Oeneralj  and  F.  /. 
BrowTiy  for  appellant : 

Assuming  that  the  Commissioner  is  a  party,  and  that  the 
present  apj^eal  has  been  proi)erly  taken,  it  is  submitted  that 
the  action  of  the  couit  below  in  taking  jurisdiction  of  the 
present  case,  being  an  application  in  equity  for  letters  pat- 
ent under  section  4915,  was  eiror,  for  the  jurisdiction  con- 
ferred by  section  4915  is  conferred  upon  the  court  of  equity 
for  the  District  of  Columbia  only,  and  so  the  court  below 
was  without  jurisdiction. 

It  appears  that  the  Supreme  Court  of  the  District  of  Co- 
lumbia have  the  powers  of  any  circuit  court.  Indeed  1  may 
say  they  have  the  jurisdiction  of  causes  of  greater  national 
interest  than  any  other  court  of  original  jurisdiction  in  the 
land.  Yet  we  look  in  vain  for  any  distrust  manifested  by 
the  legislature  of  their  ability  to  administer  justice  as  accu- 
rately and  impartially  as  any  other  original  court  of  the 
country.  They  are  empowered  by  law  to  try  causes  relat- 
ing to  the  infringement  of  patents,  trade-marks,  &c.,  and 
the  only  review  of  their  decision  on  these  matters  which 
can  be  had  is  through  the  Supreme  Court  of  the  United 
States,  the  head  of  the  entire  Federal  judiciary.  And  yet 
it  is  urged  that  section  4915,  R.  S.j  contemplates  the  anom- 
oly  of  giving  the  power  of  a  review  of  the  decision  of  the 
Supreme  Court  of  the  District  to  some  other  circuit.  Why 
should  Congress  single  out  the  particular  class  of  cases  now 
under  discussion  for  revision  by  some  other  court  %  Why 
should  Congress  select  the  circuit  court  denoniinated  the 
Supreme  Court  of  the  District  of  Columbia,  and  say  to  them 
alone  that  their  decisions  shall  be  review^able  by  any  court 
of  equal  rank  in  the  United  States  ?  Is  it  not  highly  im- 
probable that  sec.  4916,  R.  S.,  contemplates  any  such  thing  ? 
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When  analyzed  in  this  manner,  it  will  be  seen  that  there 
is  not  inconsistency  in  construing  section  4915,  so  as  to  con- 
fine the  jurisdiction  of  bills  in  equity,  in  which  the  Commis- 
sioner of  Patents  is  made  a  party,  to  the  Supreme  Court  of 
the  District  of  Columbia. 

If  a  court  other  than  the  Supreme  Court  of  the  District 
should  take  jurisdiction  in  a  suit  against  the  Commissioner 
of  Patents,  and  should  enter  a  decree  against  him,  how 
could  such  a  decree  be  enforced  ?  The  ordinary  way  of  en- 
forcing a  decree  is  by  a  mandamus,  but  the  Supreme  Court 
of  the  United  States  have  repeatedly  held  that  the  circuit 
courts  out  of  the  District  of  Columbia,  have  no  authority  to 
issue  a  mandamus  to  an  officer  of  the  United  States  com- 
manding him  to  do  a  ministerial  act.  See  Kendall  v.  United 
States,  12  Pet.  525;  Wood  v.  Mclntyre,  7  Cranch,  504; 
McClung  V,  Silliman,  6  Wheat.  598.  And  it  is  not  to  be 
presumed  that  a  court  will  take  jurisdiction  of  a  case  unless 
it  can  execute  its  judgment. 

The  construction  of  the  statutes  now  urged  upon  this 
court  has  received  the  judicial  sanction  of  the  only  tribunal 
before  whom  the  point  was  ever  distinctly  raised  prior  to 
this  case,  and  such  tribunal,  after  full  argument  by  able 
counsel  on  both  sides,  delivered  a  careful  and  elaborate 
opinion  against  its  own  jurisdiction.  Prentiss  v.  Ellsworth, 
Mirror  of  Pat.  Off,  for  1846,  p.  35 ;  2  Whart..  Dig.  366. 

This  decision  of  Judge  Randall  is  the  more  important  be- 
cause it  was  rendered  shortly  after  the  passage  of  the  act 
corresponding  with  the  present  section  4915,  when  the 
courts  might  more  readUy  ascertain  the  meaning  of  the  leg- 
islature. 

The  following  list  of  cases  comprises,  I  think,  all  decided 
under  4915  and  analogous  sections :  Prentiss  o.  Ellsworth, 
Mir.  of  Pat.  Off.  1846,  p.  36 ;  republished  in  27  O.  G.  623 ; 
Ex  parte  Greely,  6  Pish.  575 ;  Atkinson  v.  Boardman,  Laws 
Dig.  666 ;  Union  Paper  Collar  Co.  v.  Crane,  6  O.  G.  801 ; 
Ellithorpe  v.  Robertson,  2  Pish.  83 ;  Runstettler  v.  Ackin- 
son  &  Marble,  23  0.  G.  940 ;  Whipple  «.  Miner,  23  0,  G. 
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2236 ;  Damon  v.  Eastwick,  22  O.  G.  1709 ;  John  J.  Squires, 
'  12  O.  G.  1026 ;  Butler  v.  Shaw  [21  Fed.  Rep.  321,]  unre- 
ported ;  Bunker  &  Briesdorf  v.  Butterworth,  unreported. 

Section  780,  Revised  Statutes,  relating  to  the  D.  C.  post 
roads  and  public  treaties,  provides:  "The  Supreme  Court 
sitting  in  banc  shall  have  jurisdiction  of  and  shall  hear  and 
determine  all  appeals  from  the  decision  of  the  Commissioner 
of  Patents  in  accordance  with  the  provision  of  sec.  4911  to 
sec.  4915  inclusive^  of  chapter  one,  title  LX  of  the  Revised 
Statutes,  'patents,  trade-marks,  and  copyrights.'  " 

Now  it  will  be  remembered  that  sec.  4915  is  the  one  giving 
the  remedy  by  bill  in  equity,  hence  by  the  section  last 
quoted  the  suit  instituted  by  such  a  bill  (at  least  as  far  as  it 
-calls  for  a  review  of  the  decision  of  the  Commissioner  of 
Patents)  must  be  heard  and  determined  by  the  Supreme 
Court  of  the  District  of  Columbia,  sitting  in  banc.  This 
section  thus  by  express  terms  withholds  jurisdiction  in  cases 
of  this  character  from  all  other  courts  than  the  Supreme 
Court  of  the  District  of  Columbia. 

Messrs.  Wm.  Edgar  Simonds  and  Kittredge  Haskins^ 
^or  appellees: 

In  his  brief  used  in  the  court  below,  the  Commissioner 
says  :  ' '  There  cannot  be  a  reasonable  doubt  of  the  sole  juris- 
diction of  the  Supreme  Court  of  the  District  of  Columbia 
in  suits  of  the  character  of  the  one  at  bar."  This  broad  po- 
sition of  the  Commissioner  of  Patents  is  disproved  of  very 
briefly — for  it  is  utterly  untenable — ^by  pointing  to  the  fol- 
lowing cases :  EUithorpe  v.  Robertson,  2  Pish.  83 ;  Whip- 
ple 0.  Miner,  15  Fed.  Rep.  117 ;  John  F.  Squire's  Case,  3 
Ban.  &  Ard.  133 ;  Butler  v.  Shaw,  21  Fed.  Rep.  321. 

The  Commissioner's  strongest  position,  allowing  us  to 
state  it,  is  that  while  the  regular  circuit  couits  have  juris- 
diction under  sec.  4915,  where  there  is  an  "opposing  party," 
a  regular  circuit  court  cannot  take  jurisdiction  where  there 
is  no  opposing  party  until  after  an  appeal  has  been  taken 
from  the  Commissioner  of  Patents  to  the  Supreme  Court  of 
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the  District  of  Columbia.  This  is  unquestionably  the  real 
(question  of  the  case — so  far  as  the  question  of  jurisdiction 
is  concerned. 

If  a  i)etition  is  brought  to  the  Supreme  Court  of  the 
District  of  Columbia,  under  sec.  4915,  the  decision  of  that 
court  is  not  reviewable  by  any  circuit  court  of  the  United 
States ;  it  is  only  reviewable  by  the  Supreme  Court  of  the 
United  States.  In  any  case  which  comes  to  the  Supreme 
Court  of  the  District  of  Columbia  from  the  Patent  Office,  it 
is  only  where  an  ex  parte  application  for  a  patent  is  refused 
'•by  the  Supreme  Court  of  the  District  of  Columbia  upon 
appeal  from  the  Commissioner,"  that  the  applicant  can  pro- 
ceed under  section  4916,  in  any  court.  The  two  cases  are 
entirely  different  cases.  ''  Upon  appeal  from  the  Commis- 
sioner" the  Supreme  Court  of  the  District  of  Columbia  can 
(consider  only  that  evidence  which  was  before  the  Commis- 
sioner. In  proceeding  under  sec.  4915  the  proceeding  is  de 
novo  ;  any  court  proceeding  under  this  section  proceeds  as 
a  court  of  original  and  not  appellate  jurisdiction.  Butler  v. 
Sliaw,  supra;  Walker  on  Pats.  134. 

The  Commissioner  has  fallen  into  mistake  by  supposing 
or  assuming  that  under  section  4916  the  Commissioner  can 
he  made  to  produce  the  models  and  papers  of  the  Patent 
Office  in  the  different  circuit  courts  of  the  United  States. 
No  such  thing  can  be  done.  It  is  incumbent  upon  the  peti- 
tioner proceeding  under  sec.  4915,  in  any  court,  to  support 
the  allegation  of  his  j)etition  by  producing  in  court  a  certi- 
fied copy  of  the  record  in  the  Patent  Office  appurtenant  to 
the  application  in  question. 

Appellee' s  answer  to  the  point  that  an  appeal  under  sec. 
4916  must  necessarily  be  brought  in  the  district  of  which  the 
(Commissioner  is  an  inhabitant,  because  otherwise  service  of 
process  cannot  be  made  on  the  Commissioner  is  that  such  a 
view  of  sec.  4915  is  a  narrow  and  mistaken  view. 

The  proceeding  contemplated  by  sec.  4916  is  not  a  suit 
against  the  Commissioner  of  Patents.  The  service  of  a 
copy  of  the  hill  upon  the  Commissioner  as  directed  in  sec. 
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4915,  is  not  the  bringing  of  a  suit  against  the  Commissioner, 
not  the  notice  of  the  beginning  of  an  equity  suit  which  the 
statutes  regulating  that  matter  call  for.  When  an  equity 
suit  is  begun  against  a  party,  a  subpcsna  issues  from  the 
court  and  is  served  upon  the  defendant.  The  service  of  a 
copy  of  the  hill  upon  the  Commissioner,  called  for  by  sec. 

4916,  is  not  that  thing  at  all ;  it  simply  informs  the  Com- 
missioner of  precisely  the  question  which  the  applicant  has 
brought  to  the  court,  and  doubtless  it  is  proper  for  the  Com- 
missioner to  appear  and  defend  in  behalf  of  the  government, 
if  some  unusual  and  extraordinary  question  arises  which 
in  his  judgment  warrants  such  a  step.  If  the  statute  had 
meant  to  say  that  the  legal  service  of  process  must  be  made 
upon  the  Commissioner  it  would  have  used  the  oidinarj' 
language  indicating  such  a  thing,  and  in  mentioning  the 
precise  paper  to  be  served,  it  would  have  mentioned  the 
proper  paj)er,  the  sitbpoena^  and  not  a  copy  of  the  bill. 

The  terms  of  the  statute  clearly  j)ermit  the  applicant 
to  go  from  the  Commissioner  to  a  regular  circuit  court,  for 
the  statute  sayS :  '*  Whenever  a  patent  on  application  is  re- 
fused *  *  *  by  the  Commissioner  of  Patents  *  *  * 
the  applicant  may  have  remedy  by  bill  in  equity,  &c." 

The  statute  is  clearly  remedial  in  its  nature,  and  on  set- 
tled principles  must  have  a  liberal  construction. 

The  text- writers,  so  far  as  they  touch  this  question,  agree 
that  the  applicant  may  go  from  the  Commissioner's  rejec- 
tion to  a  circuit  court  under  sec.  4915. 

To  hold  that  an  applicant  may  not  go  from  the  rejection 
of  the  Commissioner  to  a  regular  circuit  court  under  sec. 
4915  without  first  taking  an  appeal  to  the  Supreme  Court  of 
the  District  of  Columbia,  tends  to  compel  useless  litigation. 
By  the  time  an  application  has  been  decided  by  the  Com- 
missioner of  Patents  the  applicant  will  generally  find  that 
it  is  incumbent  on  him  to  introduce  new  facts  in  evidence, 
if  he  would  further  prosecute  his  application.  This  he 
would  naturally  do  by  proceeding  under  sec.  4916,  and  to 
hold  that  he  cannot,  at  this  point,  proceed  under  that  sec- 
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tion,  is  to  compel  him  to  take  upon  himself  the  burden  and 
expense  of  a  useless  litigation  in  the  Supreme  Court  of  the 
District  of  Columbia  simply  to  reach  the  point  where  he 
may  begin  proceeding  under  sec.  4916. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court : 

This  is  an  appeal  from  a  decree  on  a  bill  in  equity  filed 
in  the  Circuit  Court  of  the  United  States  for  the  District  of 
Vermont  against  the  Commissioner  of  Patents,  under  sec- 
tion 4915  of  the  Revised  Statutes.  That  section  is  as  fol- 
lows: 

''Section  4915.  Whenever  a  patent  on  application  is  re- 
fused, either  by  the  Commissioner  of  Patents  or  by  the  Su- 
preme Court  of  the  District  of  Columbia  upon  appeal  from 
the  Commissioner,  the  applicant  may  have  remedy  by  bill 
in  equity ;  and  the  court  having  cognizance  thereof,  on  no- 
tice to  adverse  parties  and  other  due  proceedings  had,  may 
adjudge  that  such  applicant  is  entitled,  according  to  law, 
to  receive  a  patent  for  his  invention  as  specified  in  his  claim, 
or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear. 
And  such  adjudication,  if  it  be  in  favor  of  the  right  of  the 
applicant,  shall  authorize  the  Commissioner  to  issue  such 
patent  on  the  applicant  filing  in  the  Patent  Oflice  a  copy  of 
the  adjudication,  and  otherwise  complying  with  the  require- 
ments of  law.  In  all  cases  where  there  is  no  opposing  party, 
a  copy  of  the  bill  shall  be  served  on  the  Commissioner ; 
and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the 
applicant,  whether  the  final  decision  is  in  his  favor  or  not." 

On  filing  of  the  bill,  a  subpoena  was  issued  commanding 
the  ''Commissioner  of  Patents  of  the  United  States  of 
America"  to  appear  before  the  court  in  Vermont  and 
answer.  On  the  18th  of  October,  1883,  the  Commissioner 
made  the  following  indorsement  on  the  writ : 

'*  Washington,  D.  C,  October  18th^  1883. 

I  hereby  aceept  service  of  the  within  subpcpna,  to  have 
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the  same  effect  as  if  duly  served  on  me  by  a  proper  ofl&cer, 
and  I  do  hereby  acknowledge  the  receipt  of  a  copy  thereof. 

E.  M.  Marble, 
Goirir  of  PaieTits, 

(Office  of  Com'r  of  Patents.     Received  Oct.  18,  1883.") 
And  afterwards,  and  on  said  23d  day  of  October,  A.  D. 
1883,  a  letter  from  the  Commissioner  of  Patents  was  filed, 
which  said  letter  is  in  the  words  and  figures  following : 

"Department  of  the  Interior, 

United  States  Patent  Office, 
Washington,  D.  C,  October  18,  1883, 

Sir  :  I  am  in  receipt  of  your  letter  of  the  16th  instant, 
enclosing  copy  of  a  bill  of  complaint  entitled  Hill  &  Pren- 
tice et  ah  V.  The  Commissioner  of  Patents  of  the  United 
States  of  America,  in  the  United  States  Circuit  Court  for 
tlie  District  of  Vermont,  praying  that  said  court  direct  the 
Commissioner  of  Patents  to  issue  a  patent  to  the  assignees 
of  Hill  &  Prentice  for  the  invention  disclosed  and  claimed 
in  their  application  filed  in  this  office  March  30,  1880,  for 
an  improvement  in  milk  coolers  ;  also  a  subpoena  to  appear 
and  answer  to  said  bill  on  the  5th  proximo  and  a  certified 
copy  of  said  subpoena.  I  herewith  return  the  subpoena, 
service  acjcepted,  and  have  to  inform  you  that  I  shall  not 
appear  in  defence  in  said  bill. 
Very  respectfully, 

E.  M.  Marble,  Commissio7i€r. 
Mr.  W.  E.  SiMONDs,  Hartford,  Conn,^' 

No  other  sei-vice  of  process  was  made  on  the  Commis- 
sioner, and  he  made  no  other  appearance  in  the  cause  than 
such  as  may  be  implied  from  his  acceptance  of  service  and 
Jiis  letter  as  above.  In  due  course  of  proceeding  a  decree 
was  entered  adjudging  that  ''  Samuel  Hill  and  Benjamin  B. 
Prentice,  as  inventors,  and  the  Vermont  Machine  Company, 
as  assignee  of  said  inventors,  are  entitled  to  have  issued  to 
them  letters  patent    *        *        *    as  prayed  for  in  the  pe- 
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tition  and  bill  of  complaint."  No  one  was  made  defendant 
to  the  bill  except  the  Conmiissioner  of  Patents,  and  Hill, 
Prentice,  and  the  Machine  Company,  the  complainants, 
were  all  citizens  of  Vermont.  Benjamin  Butterworth,  the 
Commissioner  of  Patents,  took  this  appeal,  and  the  only 
question  presented  under  it  for  our  consideration  is  whether 
the  Circuit  Court  of  the  District  of  Vermont  had  jurisdic- 
tion so  a^  to  bind  the  Commissioner  by  the  decree  whicli 
was  rendered. 

It  is  contended  that  the  Supreme  Court  of  the  District  of 
Columbia  has  exclusive  jurisdiction  of  suits  against  the 
Commissioner  brought  under  this  section  of  the  Revised 
Statutes.  In  the  view  we  take  of  this  case,  however,  that 
question  need  not  be  decided.  By  section  739  of  the  Re- 
vised Statutes,  as  well  as  by  the  Act  of  March  3,  1875, 
c.  137,  sec.  1,  18  Stat,  at  L.  470,  it  is  provided  in  substance 
that,  with  some  exceptions  which  do  not  apply  to  this  case, 
'*  No  civil  suit  shall  be  brought  before  either  of  said  couits 
(the  Circuit  or  District  Courts  of  the  United  States)  against 
an  inhabitant  of  the  United  States,  by  any  original  process, 
in  any  other  district  than  that  of  which  he  is  an  inhabitant, 
or  in  which  he  maybe  found  at  the  time  of  serving  the 
writ."  We  entertain  no  doubt  that  this  statute  applies  to 
suits  brought  under  section  4916.  The  applicant  is  to  have 
his  remedy  under  that  section  by  bill  in  equity,  and  by  the 
adjudication  "of  the  court  having  cognizance  thereof,  on 
notice  to  adverse  parties  and  other  due  proceedings  had/' 
A  bill  in  equity  implies  a  suit  in  equity,  with  process  and 
parties.  The  prayer  for  process  is  one  of  the  component 
parts  of  the  structure  of  a  bill,  and  its  purpose  is  to  compel 
the  defendant  to  appear  and  abide  the  determination  of  the 
court  on  the  subject-matter  of  tlie  proceeding.  Story's  Eq. 
PL,  sec.  44. 

The  bill  in  this  case  was  filed  against  the  Commissioner 
alone,  and  it  does  not  appear  that  he  was  an  inhabitant  of 
the  District  of  Vermont.    The  Patent  Office  is  in  the  De- 
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partraent  of  the  Interior  (Rev.  Stat.  sec.  475,)  which  is  one 
of  the  Executive  Departments  of  the  Government  at  the 
seat  of  government  in  the  District  of  Columbia.  Rev.  Stat, 
sec.  437.  Tlie  Commissioner  of  Patents  is  by  law  located  in 
the  Patent  Office.  Rev.  Stat.,  sec.  476.  His  official  residence 
is  therefore  at  Washington,  in  the  District  of  Columbia. 

The  subpoena  in  this  case  was  delivered  to  him  in  the 
District  of  Columbia,  and  his  acceptance  of  service  wa« 
made  there.  That  is  apparent  from  the  face  of  his  indorse- 
ment and  the  letter  which  was  written  afterwards,  and  filed 
in  the  cause,  undoubtedly  as  proof  of  a  delivery  of  a  copy 
of  the  bill  which  the  law  required  should  be  served  on  him. 
Both  the  indorsement  and  the  letter  i>urport  to  have  been 
written  at  Washington,  and  the  letter  in  the  Patent  Office. 
I'nless,  therefore,  the  acceptance  of  service  as  indorsed  on 
the  writ  is  to  be  treated  as  a  voluntary  appearance  by  the 
Commissioner  in  the  court  in  Vermont,  without  objection 
to  the  jurisdiction,  the  case  stands  as  it  would  if  the  pro- 
cess had  been  actually  served  on  him  in  the  District  of  Co- 
lumbia by  some  comi)etent  officer.  The  Circuit  Court  was 
of  opinion  that  by  his  acceptance  of  service  the  Commis- 
sioner waived  all  objection  to  the  jurisdiction  and  consented 
to  be  sued  away  from  the  seat  of  government  and  from  his 
residence.  In  this  we  think  there  was  error.  The  fair  mean- 
ing of  the  indorsement  on  the  writ  is  that  the  Commissioner 
admit«(  the  service  with  the  same  effect  it  would  have  if 
made  by  an  officer  in  the  District  of  Columbia.  No  appear- 
ance is  thereby  entered  in  the  cause.  Service  of  the  sub- 
poena in  the  District  is  acknowledged,  but  nothing  more. 
In  th(B  letter  which  followed  the  indorsement  of  service, 
both  counsel  and  the  court  were  informed  that  the  Commis- 
sioner declined  to  api)ear.  The  parties  proceeded,  there- 
foi-e,  at  their  own  risk  and  without  the  consent  of  the  de- 
fendant to  the  jurisdiction  of  the  court.  Such  being  the 
case,  we  are  of  opinion  that  the  court  was  without  jurisdic- 
tion and  had  no  authority  to  enter  the  decree  which  has 

li4  U.  S.  139.133. 


Oct.,  1884.]  BUTTERWORTH  v.  HILL.  61 

Notes  and  citationa 

been  api)ealed  from.  The  Act  of  Congress  exempts  a  de- 
fendant from  suit  in  any  district  of  which  he  is  not  an  in- 
habitant, or  in  which  he  is  not  found  at  the  time  of  the  ser- 
vice of  the  writ.  It  is  an  exemption  which  he  may  waive, 
but  unless  waived  he  need  not  answer  and  will  not  be  bound 
by  anything  which  may  be  done  against  him  in  his  absence. 
Wliat  is  here  said  of  course  does  not  apply  to  cases  where 
tlie  »uit  is  brought  and  service  is  made  under  sections  736, 
737,  and  738  of  the  Revised  Statutes. 

Without  considering  any  of  the  other  questions  which 
have  been  presented  in  the  argument,  or  which  might  be 
suggested  under  the  statute,  we  reverse  the  decree  of  the 
Circuit  Court  and  remand  the  cause^  with  instructions  to 
dismiss  the  bill  withovi  prejudice  for  want  of  jurisdic- 
tion, 
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Particular  patents  construed.      Want  of  invention,     Agyregatiof^^ 

Combination,     Patentability, 

1.  Letters  patent,  No.  142,810,  J.  A.  O'Haire,  September  16,  1873> 
Street-Car,  for  the  combination  of  a  rod,  crank,  or  lever,  and 
guiding-frame  secured  to  the  front  door  of  a  street  car,  and 
combined  with  an  operating-lever  which  enables  the  driver  to 
open  the  rear  door,  construed  and  held,  that  there  was  no  evi- 
dence that  O'Haire  made  his  invention  prior  to  date  of  the 
application,  and  as  the  state  of  the  art  at  that  time  showed 
that  neither  the  separate  elements  of  the  devices  nor  the  com- 
bination were  new,  there  was  no  patentable  invention  in  the 
contrivance  described  in  the  patent,  and  hence  no  infringe- 
ment,    (p.  83.) 

2  Letters  patent,  No.  161,568,  J.  Stephenson,  March  30, 1875,  Sig- 
naling Drivers  on  Street-Cars,  for  two  bell-cords,  provided  with 
a  system  of  pull-straps,  passing  along  the  sides  of  a  street-car, 
within  convenient  reach  of  the  seated  passengers  for  signaling 
purposes,  construed  and  Jield,  that  as  the  evidence  shows  that 
long  prior  to  the  application  such  signaling  appliances  had 
been  attached  to  the  middle  of  street-car  ceilings,  there  was  no 
invention  in  changfng  them  to  the  sides  of  the  car,  and  hence 
the  patent  was  void.     (p.  86.) 

3.  Letters  patent,  No.  167,585,  J.  Stephenson,  September  3,  1875^ 
Street-Cars,  for  a  combination  for  a  bonnet  in  which  was  fixed 
a  mirror,  and  an  opening  in  the  front  door  of  a  street-car,  by 
means  of  which  the  driver  can  see  what  is  transpiring  within 
the  car  without  turning  his  head,  construed  and  heldy  that  aft 

*  See  Explanation  of  Notes,  page  IIL 
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each  element  was  old,  and  as  neither  element  performed  any 
new  office  or  imparted  any  new  power  to  the  other,  and  as  all 
combined  did  not  produce  any  new  result  or  any  old  result 
more  cheaply  or  otherwise  more  advantageously,  this  was  a 
mere  aggregation,  and  not  a  patentable  combination,  (p.  88.) 
4.  A. combination  is  patentable  only  when  the  several  elements  of 
which  it  is  composed  produce  by  their  joint  action  a  new  and 
useful  result,  or  an  old  result  in  a  cheaper  or  otherwise  more 
advantageous  way.     (p.  89.) 
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148.]     p.  86. 
Vinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  &  Eng.  394.]    p.  86. 
Blake  v.  San  Francisco,  113  U.  S.  679  [15  Am.  &  Eng.  585.]     p.  86. 
Hotchkiss  V,  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240.]     p.  88. 
Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221.]     p.  88. 
Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  &  Eng.  380.]     p.  88. 
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Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.]     p.  90. 
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Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  New  York. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court  and  in  the  following 

Statement  by  Mr.  Justice  Woods  : 

John  Stephenson,  the  appellant,  was  the  plaintiff  in  the 
Circuit  Court.  He  brought  his  bill  to  restrain  the  infringe- 
ment by  the  Brooklyn  Cross-To^oi  Railroad  Company,  the 
appellee,  of  three  letters  patent.  The  first  was  a  patent 
dated  September  16,  1873,  granted  to  John  A.  O'Haire  and 
W.  A.  Jones,  the  inventor,  for  "an  improvement  in  operat- 
ing car  doors."  The  second,  dated  March  30,  1875,  was 
granted  to  the  appellant  "for  an  improvement  in  signaling 
devices  for  street  cars."     The  third,  dated   September  7, 
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1875,  was  also  granted  to  the  appellant  for  an  "improve- 
ment in  street  cai-s,"  consisting  in  placing  a  mirror  in  the 
h()(Ml  of  an  ordinary  street  car  to  enable  the  driver  to  see 
wluit  was  occurring  in  and  behind  the  car. 

The  bill  charged  an  infringement  of  each  of  these  patents 
by  the  appellee  in  all  of  its  cars. 

Tlie  answer  of  the  appellee  denied  infringement  of  any  of 
the  patents  sued  on ;  averred  that  all  had  been  anticipated 
by  specified  American  and  foreign  patents  and  by  certain 
l)ersons  in  this  country,  naming  them ;  that  none  of  the  de- 
vices were  patenfcxble,  and  that  the  devices  described  in  the 
second  and  third  patents  were  in  public  use  and  on  sale  for 
more  than  two  years  prior  to  the  application  for  letters  pa- 
tent therefor  respectively. 

Upon  final  hearing  the  Circuit  Court  dismissed  the  bill, 
and  the  plaintiff  appealed. 

The  drawings  and  specifications  of  the  letters  patent  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 


JOHN  A.  CHAIRE,  OF  WEST  TROY,  NEW  YORK,  AS- 
SIGNOR OF  ONE-HALF  TO  W.  A.  JONES, 

OF  SAME  PLACE, 

Improvement  in  Operating  Car-Doors. 

Specification    forming   part    of    Letters   Patent,  No,    142^810^ 
dated  September  16,  1873  ;  application  filed  June  27,  1873. 

To  all  whom  it  Toay  concern  : 

Be  it  known,  that  I,  Jno.  A.  O'  Haire,  of  West  Troy,  in 
the  county  of  Albany  and  State  of  New  York,  have  in- 
vented certain  new  and  useful  Improvements  in  Cars ;  and 
I  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  of  the  invention,  such  as  will  enable  others 
skilled  in  the  art  to  which  it  pertains  to  make  and  use  it, 
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reference  being  had  to  the  axx^ompanying  drawings,  which 
form  part  of  this  specification. 

The  nature  of  my  invention  relates  to  an  improvement  in 
devices  for  oi)ening  the  doors  of  cans ;  and  it  consists  in  a 
rod  passing  from  the  front  to  the  rear  of  the  car  through  a 
hollow  bar.  from  which  the  hand-straps  are  suspended,  and 
which  has  a  crank  or  lever  secured  to  each  end.  The  front 
lever  is  in  easy  reach  of  the  driver,  while  the  rear  one  carries 
a  roller,  which  works  up  and  down  in  a  rectangular  frame 
secured  to  the  rear  edge  of  the  door,  and  through  which 
the  door  is  moved  back  and  forth.  Tlie  driver,  by  moving 
the  lever,  can  open  or  close  the  door  at  will. 

Figure  1  represents  a  cross-section  of  a  car  to  which  my 
invention  is  applied.     Pig.  2  is  a  detail  view  of  the  same. 

a  represents  the  frame  of  an  ordinary  street-car,  provided 
with  the  door  c,  which  is  supported  upon  and  moves  back 
and  forth  upon  suitable  pulleys  and  ways  arranged  in  any 
desired  manner.  Passing  through  the  hollow  bar  «,  from 
which  the  hand-straps  are  suspended,  is  a  rod  or  bar,  /, 
which  has  a  lever  or  crank  upon  its  front  end  within  easy 
reach  of  the  driver.  Upon  its  rear  end  is  a  similar  lever  or 
crank,  3,  carrying  the  roller  6,  which  works  up  and  down  in 
the  rectangular  guiding-frame  6,  secured  to  the  rear  edge  of 
the  door,  and  through  which  the  door  is  opened  and  closed. 
The  driver  by  a  slight  push  upon  the  front  lever,  secured  to 
the  front  end  of  the  rod  i,  can  open  the  door  c,  or,  by  a  pull 
toward  him,  can  close  it,  as  shown  in  dotted  lines,  without 
moving  oflf  his  seat. 

By  this  simple  arrangement  of  devices  I  entirely  dispense 
with  the  use  of  cords,  which  are  always  more  or  less  liable  to 
break,  and  all  weights,  pulleys,  and  other  devices,  which  are 
not  only  costly,  but  more  or  less  liable  to  get  out  of  repair. 

I  am  aware,  that  it  is  not  new  to  operate  the  door  from 
the  front  platform  of  the  car,  as  this  has  heretofore  been  ac- 
complished by  means  of  an  endless  cord,  which  passes 
through  the  rods  to  which  the  holding-straps  are  secured, 
and  I  therefore  disclaim  such  invention. 
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Having  thus  described  my  invention,  what  I  claim  as  new, 
and  desire  to  secure  by  Letters  Patent,  is — 

The  rod  i,  crank  or  lever  3,  and  guiding- frame  6,  secured 
to  the  ^por,  and  combined  with  an  operating-lever  for  the 
driver,  substantially  as  shown  and  described. 

In  testimony  that  I  claim  the  foregoing  I  have  hereunto 
;tet  my  hand  and  seal  this  24th  day  of  June,  1873. 

JOHN  A.  O'HAIRE.     [l.  s.] 
Witnesses : 

Charles  H.  Port, 

John  Hamil. 


JOHN  STEPHENSON,  OP  NEW  YORK,  N.  Y. 
Improvement  in  Signaling  Devices  for  Street-Cars. 

8[>ecification  forming  part  of  Letters  Patent,  No.  161^568^  dated 
March  30,  1875  ;  application  filed  March  2,  1875. 

Case  G  •. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  John  Stephenson,  of  New  York,  in 

the  county  of  New  York  and  State  of  New  York,  have  in- 
vented certain  new  and  useful  Improvements  in  Street-Cars, 
and  I  do  hereby  declare  that  the  foUowmg  is  a  full,  clear, 
and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  which  it  pertains  to  make  and  use  the 
same,  reference  being  had  to  the  accompanying  drawings, 
and  to  the  letters  of  reference  marked  thereon,  which  form 
a  part  of  this  specification,  in  which — 

Figure  1  represents  a  vertical  longitudinal  section  of  a 
car-body  having  my  improvement  applied  thereto,  and  Pig. 
2  a  vertical  transverse  section  of  same  as  taken  through  the 
line  X  X  of  Pig.  1. 

The  prevalence  of  street-cars  managed  by  the  driver,  with- 
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out  the  aid  of  a  conductor,  makes  it  necessary  that  every 
possible  facility  should  be  provided  for  him  as  well  as  the 
passengers. 

The  ordinary  street-car  has  a  signal-bell  located^t  eacli 
end,  with  a  bell -strap  atttiched  thereto,  which  runs  centrally 
along  the  ridge  or  highest  part  of  the  ceiling.  This  strap, 
as  thus  located,  is  inaccessible  to  many  passengers. 

My  improvement  is  intended  to  remedy  this  trouble,  and 
consists  in  a  new  combination  and  arrangement  with  a  street- 
car of  bells  or  gongs  and  of  the  cords  or  straps  which  operate 
them,  whereby  passengers  can,  without  rising  from  their 
seats,  signal  to  the  driver.  This  is  of  primary  importance 
to  invalids,  ladies,  and  children,  and  that  more  especially 
when  the  car  is  crowded. 

To  enable  others  skilled  in  the  art  to  make,  construct,  and 
use  my  invention,  I  will  now  proceed  to  describe  it  in  de- 
tail, omitting  a  description  of  such  parts  of  a  street-car  as  is 
non-essential  to  a  full  understanding  of  the  improvement. 

My  improvement  is  applicable  to  any  kind  of  street-car, 
whether  opemted  by  a  driver  alone,  or  by  a  driver  and  con- 
ductor. In  this  case  it  is  represented  in  connection  with  a 
street-car  intended  to  be  operated  by  the  driver  alone,  that  is 
to  say,  with  a  car  having  a  single  driver's  platform,  A,  and  to 
which  access  is  had  by  the  passengers  through  an  entrance  or 
door,  B,  arranged  in  the  rear,  by  a  platform -step,  C,  leading 
thereto.  At  each  end  of  the  car  is  arranged  a  bonnet  or 
hood  for  protection  from  the  weather,  and  which  may  or 
may  not  be  made  independent  of  and  detachable  from  the 
main  body  of  tlie  car.  To  the  frame  or  rafters  of  the  front 
bonnet  D  (the  one  over  the  driver's  platform)  is  arranged  a 
bell  or  gong,  a,  at  each  side  or  angle  of  the  front  end  of  the 
car,  to  the  lever  end  of  the  hammer  of  each  of  which  is  at- 
tached one  end  of  a  bell-cord,  ft,  the  other  end,  c,  of  each  of 
which  is  secured  to  the  inner  side  of  the  rear  wall  of  the  car, 
the  cords  being  respectively  led  along  the  lower  margin  of 
the  ceiling,  one  on  each  side,  as  shown  in  Pig.  2.  Prom 
these  bell-cords  ft,  pendants  or  "pulls  "  /,  are  susi)ended  at 
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suitable  intervals  apart  and  within  easy  reach  of  the  seated 
passengers,  so  that  they,  without  rising  from  their  seats, 
can,  at  will,  communicate  with  the  driver. 

Where  the  car  is  provided  with  two  driver^  a  platforms, 
one  at  each  end  of  the  car,  then  the  bonnet  of  each  end  may, 
if  desired,  be  provided  at  its  sides  with  a  bell  or  gong  con- 
nected with  a  bell-strap  and  pulls,  arranged  in  the  manner 
described  ;  but  it  is  not  considered  absolutely  necessary  to 
do  so,  as  the  gongs  could  be  heard  by  him  suflSciently  dis- 
tinctly from  the  rear,  and  thus  serve  the  purpose  of  a  signal 
without  arranging  a  double  set  for  that  purpose.  Where, 
however,  such  is  desired,  the  corresponding  ends  of  the  bell- 
cord  may  be  attached  to  the  resi)ective  bells  in  the  usual 
way.  The  cord  being  made  somewhat  longer  than  would 
be  required  for  a  single  bell,  a  couple  of  rings  may  then  be 
fastened  to  the  upper  side  of  the  bell-cord,  one  near  each 
end  of  the  car,  immediately  adjoining  the  opening  in  the  end 
of  the  car,  through  which  the  cord  is  made  to  pass.  A  hook 
is  then  secured  to  the  roof  or  to  the  ends  of  the  car,  to  which 
the  strap  may  be  hooked,  according  to  the  end  of  the  car 
which  the  driver  is  using.  As,  for  example,  the  driver  being 
on  his  platform,  the  bell-cord  is  hooked  to  that  end  of  the 
car,  which  at  that  time,  forms  the  rear,  and  when  he  changes 

his  platform,  that  end  is  then  unhooked  and  the  other  end 
hooked  up,  and  so  on.  This  arrangement  prevents  the  use 
of  two  gongs  at  one  and  the  same  time  for  making  a 
single  signal,  but  little  trouble  being  exercised  in  making 
the  change.  Such  plan  is  illustrated  in  dotted  lines  in  Fig. 
1,  the  cord  being  shown  as  looped  up. 

Again,  a  single  bell  or  gong  may  be  used  with  two  inde- 
pendent hammers,  to  each  of  which  the  end  of  one  of  the 
two  cords  may  be  respectively  secured. 

Having  thus  described  my  invention,  what  I  claim  as  new 
is — 

In  a  street-car,  two  bell-cords,  each  provided  with  a  sys- 
tem of  pull-straps,  and  arranged  in  such  manner  as  to  pass 
along  the  lower  margin  of  the  roof  on  the  opposite  sides  of 
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the  car,  and  connect  directly  with  a  signal  bell  or  gong  at- 
tached to  the  outside  of  the  driver's  end  of  the  car,  substan- 
tially as  and  for  the  purposes  set  forth. 

In  testimony  that  I  claim  the  foregoing  as  my  own,  I  affix 
my  signature  in  the  presence  of  two  witnesses. 

JOHN  STEPHENSON. 

Witnesses : 

Wm.  John  Walkeb, 
John  Smith. 


JOHN  STEPHENSON,  OF  NEW  YORK,  N.  Y. 
Improvement  in  Street-Cars. 

Specification  forming  part  of  Letters  Patent,  No.  167^585,  dated 
September  7,  1875  ;   application  filed  August  7,  1874. 

To  all  whoTTh  it  may  concern : 

Be  it  known  that  I,  John  Stephenson,  of  New  York,  in 
the  county  of  New  York  and  State  of  New  York,  have  in- 
vented certain  new  and  useful  Improvements  in  Street-Cars ; 
nnd  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  which  it  pertains  to  make  and  use  the 
ijame,  reference  being  had  to  the  aco/ompanying  drawings, 
and  to  the  letters  of  reference  marked  thereon,'  which  form 
a  part  of  this  specification,  in  which — 

Figure  1  represents  a  side  elevation  of  one  of  my  improved 
(*ars,  portions  of  the  side  and  roof  being  broken  off,  and 
other  parts  shown  in  section  to  illustrate  the  details  of  the 
mechanism  through  which  the  driver  operates  the  entrance- 
door.  Fig.  2  represents  a  plan,  portions  of  the  roof  and 
hoods  being  broken  off.  Fig.  8  represents  a  vertical  trans- 
verse section  of  a  portion  of  the  upper  part  of  the  car,  look- 
ing toward  the  front. 

In  running  street-cara  it  has  been  found  to  be  a  serious 
-source  of  trouble  to  have  the  driver  continually  turning 


J.   STEPHENSON. 
Streat-Car. 
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aroiind  to  ascertain  when  it  is  necessary  to  stop  to  permit 
passengers  to  enter  or  leave  the  car,  as  such  constantly  takes 
away  his  attention  from  his  horses,  and  that  frequently 
when  it  is  most  required. 

To  obviate  this  trouble  is  the  object  of  my  present  im- 
provement. My  invention,  for  this  purpose,  consists  in  com- 
bining a  mirror  with  the  front  hood  of  the  car,  it  being  so 
arranged  in  connection  therewith,  and  with  an  opening  in 
the  front  end  of  the  car,  as  to  give  the  driver  a  clear  view  of 
the  inside  of  the  car  and  through  the  entrance-door  of  the 
latter,  and  that  without  the  necessity  of  his  having  to  turn 
around  for  such  purposes,  thereby  enabling  him,  without 
withdrawing  his  attention  from  the  horses,  to  see  when  it  is 
necessary  to  stop,  either  to  receive  a  passenger  or  to  allow 
one  to  get  out. 

To  enable  others  skilled  in  the  art  to  make,  construct,  and 
use  my  improvement,  I  will  now  proceed  to  describe  it  in 
detail. 

A  suitable  car  having  my  improvement  applied  thereto  is 
sliown  in  the  drawing,  it,  in  this  case,  being  applied  to  a 
oar  in  which  the  entrance-door  A,  through  suitable  devices 
fowthe  purpose,  is  placed  under  the  immediate  and  sole  con- 
trol of  the  driver,  and  that  in  such  manner  as  to  enable  him 
to  open  or  close  it  at  will ;  but  this  feature  is  not  absolutely 
essential,  as  my  improvement  is  equally  applicable  to  a  car 
in  which  the  passengers  themselves  open  or  close  the  door, 
according  as  they  desire  to  get  in  or  out  of  the  car,  and  over 
which  the  driver  has  no  immediate  control.  But  practical 
tests  have  demonstrated  the  desirableness  of  placing  the  door 
under  the  immediate  control  of  the  driver,  that  he  may  open 
and  close  it  at  will,  to  the  exclusion  of  drunken  and  other 
disorderly  persons. 

Suitable  devices  for  this  purpose  are  shown  in  the  draw- 
ing, consisting  of  an  endless  cord,  C,  passing  around  suit- 
able pulleys  D,  the  two  ends  of  which  are  firmly  attached  to 
the  entrance-door  A,  and  which,  for  this  purpose,  is  arranged 
to  slide  back  and  forth,  according  to  the  direction  in  which 
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the  cord  is  pulled.  In  most  other  respects  the  car  may  be 
of  the  usual  construction,  with  the  exception  of  the  front 
bonnet  or  hood  E,  which,  on  its  under  and  front  side,  at  or 
near  the  middle,  is  provided  with  an  angular  block,  a,  to 
the  front  side  of  which  the  mirrpr  b  is  secured  in  any  suit- 
able manner.  This  mirror  is  set  at  a  small  angle  to  a  hori- 
zontal plane,  so  that  its  upper  edge  will  project  rearwardly 
beyond  its  lower  edge,  it  being  placed  at  such  angle  as  will 
enable  it,  through  the  opening  F  in  the  front  end  of  the  car. 
to  give  the  best  view  of  the  interior  of  the  car,  and  through 
the  glass  windows  of  the  entrance-door  A. 

If  necessary  or  desirable,  mirror  b  may,  through  a  suit- 
able frame,  be  so  attached  to  the  hood  as  to  be  adjusted  to 
any  required  angle  and  height  from  the  ground. 

The  opening  F  in  the  front  end  of  the  car  it  is  deemed 
best  to  arrange  in  the  front  or  driver's  door  B,  as  being  more 
central  and  giving  a  better  view  of  the  inside  of  the  car  and 
of  the  passengers,  and,  if  desired,  may  be  left  open  in  sum- 
mer and  covered  with  glass  in  winter. 

The  mirror  &,  thus  combined  with  the  bonnet  or  hood,  and 
arranged  with  respect  to  the  opening  F  in  the  front  end  of 
the  car,  will  enable  the  driver  to  see  when  it  is  necessary  ibr 
him  to  open  or  close  the  door  for  the  ingress  or  egress  of 
passengers,  and  is  at  the  same  time  entirely  out  of  the  way 
of  the  driver,  and  of  danger  of  breakage. 

Having  thus  described  my  invention,  what  I  claim  as  new, 
and  desire  to  secure  by  Letters  Patent,  is — 

The  combination  of  a  bonnet,  E,  provided  with  a  mirror, 
&,  with  an  opening,  or  an  opening  covered  by  a  transparent 
medium,  F,  in  the  front  end  of  a  street-car,  substantially  as 
and  for  the  purposes  set  forth. 

In  testimony  that  I  claim  the  foregoing  as  my  own  I  aflBbc 
my  signature  in  presence  of  two  witnesses. 

JOHN  STEPHENSON. 
Witnesses : 

William  J.  Walker, 

John  Smith. 
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Messrs.  William  Allen  Butler^  Benjamin  F.  Thurston^ 
Oeorge  Oifford^  and  Philip  J,  O  Reilly^for  appellant: 

Inf ringement  by  the  appellee  of  the  O'  Haire  patent  is 
fully  proved.  D.  R.  Hart,  an  expert  car  builder,  testifies 
that  he  examined  the  cars  used  by  the  appellee,  and  found 
that  they  employed  the  invention  of  O'  Haire,  and  that  the 
lowermost  door-opening  device  represented  by  said  model 
shows  the  device  so  employed  by  the  appellee.  Mr.  Bre- 
voort,  an  expert  witness  called  for  appellant,  testifies  that 
the  appellee's  door-closing  device  is  substantially  like  that 
described  and  specified  in  the  O'  Haire  patent,  and  gives  his 
reasons  at  length. 

It  is  clear  that  the  O' Haire  invention  is  not  described  in 
the  English  patent  of  Johnson  as  the  defendants  claim. 
They  contend  that  Johnson  describes  mechanism  for  open- 
ing and  closing  car  doors  consisting  of  the  following  ele- 
ments :  A  lever  is  attached  to  a  shaft  running  the  length 
of  the  car ;  to  the  bottom  of  the  door  is  fixed  a  rack  into 
which  a  toothed  wheel  engages ;  and  that  by  moving  the 
lever  the  door  is  opened  and  closed.  Further,  that  though 
this  mechanism  is  not  the  same  as  the  O'  Haire,  yet  it  is  the 
mere  equivalent  of  and  substitute  for  it.  Both  of  these  po- 
sitions are  denied  by  appellant,  and  it  is  confidently  held 
on  his  part  that  they  cannot  be  maintained. 

The  law,  both  here  and  in  England,  is  quite  stringent  in 
holding  that  a  prior  patent  or  publication,  in  order  to  de- 
feat a  subsequent  patent,  must  be  so  full,  clear,  and  exact 
as  to  describe  not  only  a  practical  device,  but  also  the  in- 
vention covered  by  the  subsequent  patent,  or,  in  other 
words,  that  the  latter  invention  may  be  read  out  of  the 
prior  patent  or  publication. 

This  court  in  Seymour  v.  Osborne,  11  Wall.  516  [8  Am. 
&  Eng.  290,]  says :  "  Mere  vague  and  general  representa- 
tions will  not  support  such  a  defence,  for  the  knowledge 
supposed  to  be  derived  from  the  publication  must  be  suffi- 
cient to  enable  those  skilled  in  the  art  to  understand  the 
nature  and  operation  of  the  invention  and  to  carry  it  into 
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practical  use.''  See  also,  The  Cawood  Patent,  94  U.  S.  695 
[11  Am.  &  Eng.  235 ;]  Hood  v.  Boston  Car  Spring  Co.,  21 
Fed.  Rep.  67 ;  Betts  v.  Menzies,  10  H.  of  L.  Cases,  117 ; 
Downton?).  Yaeger  Milling  Co.,  118  U.  S.  466  [14  Am.  & 
Eng.  513 ;]  Carr  v.  Rice,  1  Fish.  198 ;  Reeves  v.  Keystone 
Co.,  5  Fish.  456 ;  Roberts  v,  Dickey.  4  Fish.  532 ;  Powder 
Co.  /).  Parker,  16  Blatch.  281. 

The  defendants  contend  that  substantially  the  O'Haire 
invention  is  found  in  the  Kidder  patent,  No.  91,026.  We 
submit  that  this  contention  is  not  only  erroneous,  but  that 
the  Kidder  patent  is  for  a  device  substantially  different 
from  the  O'Haire  in  object,  construction,  mode  of  operation 
and  result  produced,  and  that  it  would  have  required  the 
exercise  of  invention  to  pass  from  the  Kidder  to  the  O'  Haire 
device. 

The  principle  that  the  adaptation  and  reconstruction  of  old 
devices  or  machinery  for  other  ends  are  patentable,  has  been 
steadily  enforced  both  by  this  court  and  the  circuit  courts. 
'Le  Roy  v,  Tatham,  22  How.  139  [7  Am.  &  Eng.  29  ;]  Tucker 
T.  Spaulding,  13  Wall.  453  [8  Am.  &  Eng.  474  ;J  Seymour 
V,  Osborne,  11  WaU.  516  [8  Am.  &  Eng.  290  ;]  Pitts  v.  WTiit- 
man,  2  Story,  619 ;  Parker  v.  Stiles,  5  McLean,  62 ;  Rice  v. 
Heald,  13  Pac.  L.  R.  34;  Isaacs  v.  Abrams,  14  O.  6.  861. 

This  doctrine  was  followed  in  Strobridge  t,  Lindsay,  2 
Fed.  Rep.  692,  and  in  addition  it  was  held  that  ''  the  va- 
lidity of  a  patent  is  not  detenninable  by  the  degree  of  nov- 
elty or  invention  displayed." 

The  invention  is  a  combination  and  not  a  mere  aggrega- 
tion. 

The  Circuit  Court  in  holding  that  the  invention  of  the 
appellant  was  an  ''  obvious ''  deduction  from  the  prior  use 
of  mirrors  generally  and  of  locomotive  mirrors  in  particular, 
has  overlooked  the  facts  as  shown  by  the  testimony,  that 
experiment  was  not  only  exercised,  but  was  needed  to  bring 
the  idea  of  the  appellant  to  a  practical  embodiment.  And 
this  embodiment  of  the  idea  has  become  a  pronounced  suc- 
cess. 
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The  attributes  of  the  result  of  the  exercise  of  the  inven- 
tive faculty  are  novelty  and  utility.  As  both  of  these  at- 
tributes are  conceded  to  exist  in  appellant's  combination, 
we  submit  that  it  is  patentable.  Forbush  v.  Cook,  2  Pish. 
671;  Colgate  v.  W.  U.  Tel.  Co.,  15  Blatch.  365. 

Messrs,  Francis  Rawle  and  WaUer  George  Smithy  for 
appellee : 

It  is  difficult  to  perceive  in  what  sense  O'Haire  was  the 
first  inventor  of  his  device.  It  is  clear  that  he  was  not  so  in 
fact.  Little  was  nearly  four  years  before  him  ;  and  Little 
not  only  invented  the  device,  but  he  published  his  inven- 
tion broadly  to  the  world. 

It  is  submitted  that  the  defence  of  want  of  novelty  is 
made  out  as  respects  the  O'  Haire  patent,  and  that  his  pat- 
ent is  void. 

Johnson's  English  patent,  1857,  shows  a  method  of  oper- 
ating sliding  car  doors  by  means  of  a  rock  shaft  under  the 
car,  carrying  at  the  end  a  toothed  wheel  gearing  into  a 
toothed  rack  on  the  door,  the  shaft  being  caused  to  rotate 
by  a  lever  on  the  front  end  of  it,  operated  by  the  guard. 
Tliis  patent  was  the  cause  of  much  controversy. 

The  defendants  called  three  skilled  mechanics,  who  testi- 
fied that  they  could  construct  an  operative  door  opener  from 
this  patent. 

It  is  respectfully  submitted  that  0' Haire' s  claim  is  lim- 
ited to  the  special  location  of  his  rock-shaft,  and  that  the 
defendants  have  not  infringed  letters  patent.  No.  142,810, 
by  their  patented  rock-shaft  running  under  the  car. 

In  regard  to  Stephenson's  patent  we  submit  that  the  pat- 
ent was  completely  anticipated  by  the  signal  device  of  John 
G.  Brill  in  1858  and  1869,  and  by  the  English  devices  of 
Colles  in  1867  and  Tattersall  in  1864. 

Besides  the  above  completely  anticipating  devices;  we 
find,  in  use  in  this  country  and  in  England,  prior  to  1872— 
signal  cords  on  the  sides  of  cars,  just  where  Stephenson 
puts  them ;  also  center  line  signal  cords  with  pendants  for 
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the  use  of  passengers ;  and  a  rigid  center  line  rod,  moved 
longitudinally  by  pendants  running  down  the  rafters,  with- 
in easy  reach  of  the  passengers  when  seated  ;  and  a  cord 
situate  in  any  ** coiivenient  part  of  fhe  carriage^-'  with 
pendants  ''for  the  use  of  passengers,"  and  many  other 
forms. 

What  need  be  said  by  way  of  argument  upon  so  i)lain  a 
case  ?    The  mere  statement  of  facts  seems  enough. 

Mr.  Justice  Woods  (a)  delivered  the  opinion  of  the  court : 

We  shall  consider  each  of  the  patents  in  the  order  above 
stated. 

The  invention  described  in  the  O'  Haire  patent  consists  of 
a  combination  and  arrangement  of  devices  by  which  the  rear 
door  of  a  street-car  can  be  opened  and  closed  by  the  driver 
from  the  front  platform  where  he  stands,  in  order  to  let 
passengers  into  or  out  of  the  car. 

The  drawing  by  which  the  specification  is  illustrated  shows 
the  frame  of  an  ordinary  street-car  provided  with  a  door 
which  is  supported  upon  and  moves  back  and  forth  upon 
suitable  pulleys  and  ways,  which,  it  is  said,  may  be  arranged 
in  any  desired  manner.  Passing  through  the  bar  from  which 
the  hand-straps  are  suspended,  and  which  is  made  hollow, 
is  a  rod  or  rock-shaft  which  has  a  lever  or  crank  upon 
its  front  end  within  easy  reach  of  the  driver.  Upon 
its  rear  end  is  a  similar  lever  or  crank  carrying  a  roller, 
which  works  up  and  down  in  a  rectangular  guiding-frame 
secured  to  the  rear  edge  of  the  door  and  by  which  the  door 
is  opened  and  closed.  The  driver,  by  a  slight  push  upon 
the  front  lever,  can  open  the  door,  or  by  a  pull  toward  him, 
can  close  it  without  moving  off  his  seat. 

The  claim  is  as  follows :  ''The  rod  ?,  crank  or  lever  3, 
and  guiding-frame  6,  secui'ed  to  the  door  and  combined  with 
an  operating  lever  for  the  driver,  substantially  as  shown  and 
described." 

114U.  S.  ISl. 

(a)  114  U.  S.  inserts  *'  aft«r  making  the  foregoing  statement," 
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The  infringement  charged  against  the  defendant  was  the 
use  of  cars  containing  an  "  improvement  in  operating  car- 
doors,"  described  in  the  patent  of  George  M.  Brill,  dated 
December  1st,  1874.  The  device  covered  by  this  patent  was 
substantially  the  same  as  that  described  in  the  O'Haire 
l)atent,  except  that  the  rock-shaft  ran  along  the  bottom  of 
the  car  instead  of  through  the  bar  from  which  the  hand- 
straps  were  suspended. 

There  is  no  evidence  to  show  that  O'Haire's  invention 
antedates  the  application  for  his  patent,  which  was  made  on 
June  27, 18T3.  Considering  the  state  of  the  art  at  that  time, 
we  are  of  opinion  that  the  device  covered  by  his  patent  does 
not  embody  anything  new  which  the  defendant  infringes. 
The  opening  and  closing  of  the  rear  door  of  a  street-car  from 
the  front  platform  is  not  new.  The  specification  of  the 
O'Haire  patent  says:  "I  am  aware  that  it  is  not  new  to 
operate  the  door  from  the  front  platform  of  the  car,  as  this 
has  heretofore  been  accomplished  by  means  of  an  endless 
cord  which  passes  through  the  rods  to  which  the  holding- 
straps  are  secured,  and  I  therefore  disclaim  such  invention." 

At  the  date  of  O'Haire's  application  it  was  well  known, 
as  is  shown  by  the  evidence,  that  doors  and  window-shut- 
ters guided  by  slides,  both  in  vehicles  and  apartments,  were 
opened  and  closed  by  mechanism  used  by  persons  placed  in 
such  situations  that  they  could  neither  reach  nor  oi)en  and 
close  the  doors  or  shutters  directly.  The  device  of  O'Haire 
must,  therefore,  to  be  the  subject  of  a  valid  patent,  embody 
some  new  means  for  accomplishing  this  end. 

The  elements  of  which  his  contrivance  was  made  up  were 
the  rod  or  rock-shaft,  reaching  from  the  front  to  the  rear  of 
the  car,  the  lever  by  which  a  rocking  motion  was  given  to 
the  shaft,  and  the  means  used  for  communicating  motion 
from  the  shaft  to  the  door. 

The  testimony  is  conclusive  to  show  that  there  is  nothing 
new  in  the  rock-shaft  or  in  the  lever  by  which  it  is  moved. 
Long  before  the  date  of  O'Haire's  application,  the  evidence 

114U.S.  Iftl.l6». 
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is  clear  that  rock-shafts  operated  by  a  lever  or  crank  were 
nsed  to  oi)eii  and  close  the  doors  of  furnaces,  and  the  win- 
dow and  door  oi)ening8  of  sugar-refineries,  by  persons  stand- 
ing at  a  distance  from  the  windows  and  doors  to  be  opened 
and  closed.  A  rock-shaft  moved  by  a  lever  at  the  end  of  a 
railway -carriage  for  the  purpose  of  opening  and  closing  the 
sliding  doors  of  the  carriage  was  described  in  the  English 
letters  patent  set  out  in  the  record  of  John  Johnson,  dated 
March  3,  18S7.  The  use  of  a  rock-shaft  for  a  similar  pur- 
pose, namely,  the  opening  and  closing  of  sliding  window- 
blinds,  is  also  shown  in  the  jyatent  of  Daniel  Kidder,  dated 
June  8, 1869.  Rock-shafts,  for  the  same  purpose,  are  shown 
in  the  patent  of  Darwin  D.  Douglass,  dated  June  11,  1861, 
and  the  patent  of  W.  H.  Brown,  dated  February  23,  1864. 
The  shaft  in  the  Brown  patent  was  moved  by  a  lever,  and 
in  the  Kidder  and  Douglass  patents  by  a  knob  attached  to 
its  end,  which  is  the  well-known  equivalent  of  a  lever.  It 
appears,  therefore,  that  the  use  of  a  rock-shaft  actuated  by 
a  lever  for  communicating  motion  was  an  old  device  which 
had  been  in  use  long  before  the  date  of  the  O'  Haire  patent. 

It  remains  to  consider  the  mode  adopted  by  O'  Haire  for 
communicating  motion  from  his  rock-shaft  to  the  door  of 
the  car.  We  find  it  to  be  one  of  a  number  of  old  and  well- 
known  devices  for  changing  rotary  into  horizontal  or  recti- 
linear motion.  The  testimony  shows  that  the  devices  long 
used  for  this  purpose  are  a  pinion  or  segment  of  a  pinion 
whose  teeth  interlock  with  the  teeth  of  a  straight  bar  or 
rack  or  a  rigid  lever  attached  at  one  end  to  the  rock-shaft, 
and  having  on  the  other  a  pin  or  roller  working  in  a  slot 
formed  on  the  door  or  shutter  to  be  moved.  Sometimes  the 
slot  is  in  the  lever,  and  the  pin  or  roller  is  on  the  door  or 
shutter.  These  devices  perform  the  same  functions  in  sub- 
stantially the  same  manner,  and  have  long  been  recognized 
as  mechanical  equivalents. 

The  device  covered  by  the  patent  of  O'  Haire,  therefore, 
consists  of  a  rock-shaft  with  a  lever  attached  for  the  pur- 
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I)ose  of  giving  the  shaft  a  rocking  motion,  combined  with  a 
well-known  and  long-used  device  by  which  the  rocking  mo- 
tion was-  changed  into  a  rectilinear  motion  and  communi- 
cated to  the  door  of  a  car.  No  one  of  these  devices  can  be 
claimed  as  new. 

If  there  is  any  ingenuity  displayed  in  the  contrivance  de- 
scribed in  the  O'Haire  patent,  it  must,  therefore,  be  in  the 
combination  of  these  devices  to  attain  a  result.  The  claim 
of  the  patent  is  for  such  a  combination.  But  in  our  opinion 
this  combination  was  anticipated  by  the  patents  of  both 
Douglass  and  Brown  before  mentioned. 

The  inventions  described  in  these  pat/ents  are  for  the  open- 
ing and  closing  of  outside  shutters  from  the  inside  of  a  house 
without  oi)ening  the  windows,  and  they  consist  of  a  rock- 
shaft  passing  through  the  wall  of  the  house  to  which  a  rock- 
ing motion  is  imparted  from  the  inside  of  the  house  in  the 
one  case  by  a  knob,  and  in  the  other  by  a  lever  or  handle 
on  the  inner  end  of  the  shaft.  By  means  of  a  pinion  on  the 
outer  end  of  the  rock-shaft  applied  to  a  toothed-rack  on  the 
shutter,  a  rectilinear  sliding  motion  is  imparted  to  the  shut- 
ter, which  is  thus  opened  and  closed.  The  rock-shafts  in 
these  patents  are  identical  with  the  rod  or  shaft  in  the 
O'  Haire  patent ;  the  lever  in  the  Brown  patent,  by  which 
the  rock-shaft  is  moved,  is  the  same  as  the  lever  in  the 
O' Haire  patent,  and  the  knob  in  the  Douglass  shaft  is  its 
well-known  equivalent ;  and  the  contrivance  by  pinion  and 
rack  for  transmitting  motion  from  the  rock-shaft  to  the  shut- 
ter is  the  well-known  and  long-used  equivalent  of  the  de- 
vices used  for  a  similar  purpose  in  the  O' Haire  contrivance. 
We  find,  therefore,  that  none  of  the  separate  elements  of 
the  devices  described  in  the  O' Haire  patent  are  new,  nor  is 
the  combination  new.  So  far,  therefore,  we  find  no  patent- 
able invention  in  the  contrivance  described  in  the  patent 
under  consideration.  It  was  said  by  this  court  in  Smith  v, 
Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425,]  that  ''a  mere 
carrying  forward,  a  new  or  more  extended  application  of  the 
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original  thought,  a  change  only  in  fonn,  proportions,  or  de- 
gree, the  substitution  of  equivalents  doing  substantially  the 
same  thing  in  the  same  way  by  substantially  the  same  means, 
with  better  results,  is  not  such  invention  as  will  sustain  a 
patent."  So  in  Penn.  R.  R.  Co.  v.  Locomotive  Truck  Co., 
110  U.  S.  490  [15  Am.  &  Eng.  148,]  Mr.  Justice  Gray,  de- 
livering the  opinion  of  the  court,  said :  "  The  application  of 
an  old  process  or  machine  to  a  similar  or  analogous  subject, 
with  no  change  in  the  manner  of  application  and  no  result 
substantially  distinct  in  its  nature,  will  not  sustain  a  patent, 
even  if  the  new  form  of  result  has  not  before  been  contem- 
plated." These  authorities  are  pertinent.  See  also,  Vin- 
ton ^?.  Hamilton,  104  U.  S.  486  [13  Am.  &  Eng.  394 ;]  Blake 
V.  San  Francisco,  113  U.  S.  679  [15  Am.  &  Eng.  635.] 

If,  therefore,  there  is  any  patentable  novelty  in  the 
O'Haire  contrivance,  it  is  in  the  placing  of  the  rock-shaft 
inside  the  bar  to  which  the  hand-stmps  are  attached.  But 
the  plaintiffs  counsel,  in  order  to  bring  the  device  used  by 
the  defendant  within  the  monopoly  of  the  O'Haire  patent, 
insist  that  this  is  no  part  of  the  patented  contrivance,  and 
the  testimony  shows  that  the  defendant  does  not  use  it. 

We  are  of  opinion,  therefore,  that,  construing  the  patent 
of  O'  Haire,  in  view  of  the  state  of  the  art  at  the  date  of  its 
issue,  as  we  are  compelled  to  do,  in  order  to  leave  any 
ground  whatever  on  which  it  may  be  sustained,  the  defend- 
ant does  not  infringe. 

We  have  next  to  consider  the  patent  granted  to  the  plain- 
tiff, dated  March  30, 1875,  "for  an  improvement  in  signaling- 
devices  for  street-cars. ' ' 

The  specilication  thus  states  the  object  of  the  contrivance 
described  in  the  patent : 

"The  prevalence  of  street-cars  managed  by  the  driver, 
without  the  aid  of  a  conductor,  makes  it  necessary  that 
every  possible  facility  should  be  provided  for  him  as  well  as 
the  passengers. 

* '  The  ordinary  street-car  has  a  signal-bell  located  at  each 
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<^ii(l,  with  a  bell-strap  attached  thereto,  which  runs  centrally 
along  the  ridge  or  highest  part  of  the  ceiling.  This  strap, 
as  thus  located,  is  inaccessible  to  many  passengers. 

'*  My  improvement  is  intended  to  remedy  this  trouble,  and 
consists  in  a  new  combination  and  arrangement  with  a  street- 
car of  bells  or  gongs  and  of  the  cords  or  stmps  which  oper- 
ate them,  whereby  passengers  can,  without  rising  from  their 
seats,  signal  to  the  driver.  This  is  of  primary  imi)ortance 
to  invalids,  ladies,  and  children,  and  that  more  especially 
when  the  car  is  crowded." 

The  device  covered  by  the  patent  consists  of  the  placing 
of  two  bells,  attached  to  the  rafters  of  the  bonnet  or  hood 
of  the  driver's  platform,  one  at  each  comer  of  the  front  end 
of  the  car.  To  the  hammer  of  each  bell  is  attached  one  end 
of  a  bell-cord,  the  other  end  of  which  is  attached  to  the 
inner  side  of  the  rear  wall  of  the  car,  the  cords  being  led 
along  the  lower  margin  of  the  ceiling,  one  on  each  side  the 
car,  from  which  bell-pulls  or  hand-straps  are  suspended  at 
intervals  within  easy  reach  of  the  seated  passengers,  so  that 
they,  without  rising  from  their  seats,  can  ring  the  bell. 

The  claim  was  as  follows :  "  In  a  street-car,  two  bell-cords, 
each  provided  with  a  system  of  pull-straps,  and  arranged  in 
such  manner  as  to  pass  along  the  lower  margin  of  the  roof 
on  the  opposite  sides  of  the  car  and  connect  directly  with  a 
signal  bell  or  gong  attached  to  the  outside  of  the  driver's 
end  of  the  car,  substantially  as  and  for  the  purposes  set 
forth." 

We  are  of  opinion  that  there  is  no  patentable  invention 
described  in  this  jyatent.  Bell-straps  or  cords  running  from 
one  end  of  an  omnibus  or  street-car  to  the  other,  under  the 
middle  of  the  ceiling,  were  well  known  and  in  common  use 
years  before  the  application  of  Stephenson  for  his  patent. 
The  fact  that  they  were  so  placed  and  used  is  mentioned  in 
the  specification.  The  evidence  also  establishes  the  fact, 
that  before  the  year  1870  it  was  a  common  practice  to  attach 
pendent  bell-pulls  or  hand-straps  to  this  central  cord  so  as 
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to  bring  it  within  easier  reach  of  the  passengers.  The  evi- 
dence shows  that  many  of  the  cars  in  which  such  hand-straps 
or  bell-pulls  were  used  were  built  and  sold  in  New  York. 
The  use  of  such  pendent  hand-straps  long  before  the  appli- 
cation of  Stephenson  for  the  patent  now  under  consideration 
is  conclusively  proven. 

It  is  also  shown  by  the  evidence  that  as  early  as  the  year 
1861  a  bell  cord  or  strap  running  along  the  sides  of  the 
cars  above  the  heads  of  the  passengers  was  publicly  used  on 
street-cars  in  Boston  and  Philadelphia,  and  the  same  ar- 
rangement of  the  cord  or  strap  was  shown  in  the  patent  of 
Charles  Carr,  issued  July  5,  1870.  When,  therefore,  the 
patent  of  Stephenson  for  his  improvement  in  signaling-de- 
vices for  street-cars  was  applied  for  in  March,  1875,  the  only 
advance  in  the  art  which  his  specification  showed  was  the 
applying  to  the  cords  running  along  the  sides  of  the  cars  of 
the  bell-pulls  or  hand-straps  which  had  before  then  been  at- 
tached to  the  cord  running  over  the  middle  of  the  aisle. 
This,  in  our  judgment,  did  not  require  the  least  degree  of 
ingenuity,  and  cannot  be  called  invention.  Hotchkiss  v. 
Greenwood,  11  How.  248  [5  Am.  &  Eng.  240;]  Stimpson  v. 
Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221 ;]  Atlantic 
Works  V.  Brady,  107  U.  S.  192  [14  Am.  &  Eng.  380 ;]  Slaw- 
son  V.  Grand  Street  Railroad  Co.,  107  U.  S.  649  [14  Am.  & 
Eng.  475 ;]  King  v.  Gallun,  109  U.  S.  99  [14  Am.  &  Eng. 
559;]  Phillips  v.  Detroit,  111  U.  S.  604  [15  Am.  &  Eng. 
269.]  The  patent,  therefore,  by  which  the  plaintiff  seeks 
to  embrace  in  his  monopoly  such  an  arrangement  of  the  sig- 
nal-cords and  hand-straps  of  a  street-car  is  void. 

The  third  patent,  which  the  plaintiff  avers  is  infringed 
by  the  defendant,  is  for  the  improvement  in  street-cars 
granted  to  John  Stephenson,  the  appellant,  September  7, 
1875,  on  an  application  dated  August  7,  1874.  It  is  thus 
described  in  the  specification : 

"In  running  street-cars  it  has  been  found  to  be  a  serious 
source  of  trouble  to  have  the  driver  continually  turning 
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aix>nnd  to  ascertain  when  it  is  necessary  to  stop  to  permit 
passengers  to  enter  or  leave  the  car,  as  such  constantly  takes 
away  his  attention  from  his  horses,  and  that  frequently,  when 
it  is  most  required. 

*'To  obviate  this  trouble  is  the  object  of  my  present  im- 
provement. My  invention  for  this  purpose  consists  in  com- 
bining a  mirror  with  the  front  hood  of  the  car,  it  being  so 
aiTanged  in  connection  therewith  and  with  an  opening  in 
the  front  end  of  the  car  as  to  give  to  the  driver  a  clear  view 
of  the  inside  of  the  car  and  through  the  entrance  door  of 
the  latter,  and  that  without  the  necessity  of  his  having  to 
turn  around  for  such  purpose,  thereby  enabling  him,  with- 
out withdrawing  his  attention  from  the  horses,  to  see  when 
it  is  necessary  to  stop,  either  to  receive  a  passenger  or  to  al- 
low one  to  get  out. 

'^  This  mirror  is  set  at  a  small  angle  to  a  horizontal  plane, 
so  that  its  upper  edge  will  project  rearwardly  beyond  its 
lower  edge,  it  being  placed  at  such  angle  as  will  enable  it, 
through  the  opening  F  in  the  front  end  of  the  car,  to  give 
the  best  view  of  the  interior  of  the  car,  and  thi*ough  the 
glass  windows  of  the  entrance  door  A." 

The  claim  was  as  follows  :  * '  The  combination  of  a  bonnet 
E  provided  with  a  mirror  C,  (6)  with  an  opening,  or  an 
i)])ening  covered  by  a  transparent  medium  F,  in  the  front 
end  of  a  street-car,  substantially  as  and  for  the  purposes  set 
forth.'' 

A  combination  is  patentable  only  when  the  several  ele- 
ments of  which  it  is  composed  produce  by  their  joint  action 
a  new  and  useful  result,  or  an  old  result  in  a  cheaper  or 
otherwise  more  advantageous  way. 

The  elements  of  which  the  combination  described  in  this 
patent  is  composed  are  all  old  and  well  known.  They  were 
11  mirror,  the  hood  of  a  street-car  over  the  driver' s  platform, 
and  a  glass  panel  in  the  front  end  of  the  car  over  the  door. 
AVe  are  of  opinion  that  the  alleged  combination  of  these 
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three  elements,  as  described  in  this  patent,  is  not  patenta- 
ble. There  is,  in  fact,  no  combination,  but  a  mere  aggrega- 
tion of  separate  devices,  each  of  which  performs  the  func- 
tion for  which,  when  used  separately,  it  was  adapted,  and 
does  not  contribute  to  any  new  result  the  product  of  theii* 
joint  use.  The  result  attained  is  merely  the  reflection  of  an 
object  in  a  mirror.  The  hood  and  the  glass  panel  in  the  end 
of  the  car  do  not  change  in  any  degree  the  function  of  the 
mirror.  It  is  used  as  a  mirror  only.  The  function  of  the 
hood  is  not  changed  by  the  mirror  or  glass  panel,  or  both. 
It  is  a  hood  only  on  which,  as  in  the  wall  of  a  room,  the 
mirror  is  hung.  The  use  of  a  glass  instead  of  a  wooden 
panel  in  the  front  end  of  the  car  simply  removes  an  opaque 
obstacle  between  the  mirror  and  the  object  to  be  reflected 
by  it.  Neither  one  of  the  three  elements  of  the  alleged 
combination  performs  any  new  oflice  or  imparts  any  new 
power  to  the  others,  and,  combined,  they  do  not  produce 
any  new  result  or  any  old  result  more  cheaply  or  otherwise 
more  advantageously.  There  is,  therefore,  no  patentable 
combination. 

This  conclusion  is  illustrated  and  confirmed  by  the  fol- 
lowing cases :  Hailes  v.  Van  Wormer,  20  Wall.  363  [9  Am. 
&  Eng.  340 ;]  Reckendorfer  v.  Faber,  92  U.  S.  347  [10  Am. 
&  Eng.  373;]  Pickering  v.  McCullough,  104  U.  S.  310  [13 
Am.  &  Bng.  238.] 

It  resvZtsfrom  the  views  we  have  expressed  that  the  de- 
cree of  the  Circuit  Court  dismissing  the  hill  was  right.  It 
is^  therefore^  affi/rmed. 
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Process  and  product — validity.  Particular  patent  construed  and 
field  wanting  in  novelty  and  invention.  Vague  description  of 
matter  not  claimed  confers  no  protection, 

1.  If  the  patent  for  the  process  is  invalid,  that  for  thd  product  of 

the  process  is  also.     (p.  98.) 

2.  Reissued  letters  patent.  No.  6,954,  J.  Olmstead,  February  29, 

1876,  Process  (original  No.  129,858,  July  13,  1872,)  Insulating 
Telegraph  Wires,  heldy  to  consist  in  compressing  the  wax  or 
other  suitable  material  into  the  pores  of  the  fibrous  covering 
of  the  wire  without  scraping  off  any  part  of  it.  This  process 
was  anticipated  by  letters  patent  to  Dundonald  and  to  Bau- 
douin  in  Great  Britain,  which  describes  the  compressing  of 
the  wax,  etc.,  to  attain  the  same  result,  namely,  the  insulation 
of  the  wire.  The  patent,  therefore,  covers  an  old  process  ap- 
plied to  the  same  subject,  with  no  change  in  the  manner  of 
applying  it,  and  with  no  result  substantially  distinct  in  its 
nature.     It  cannot,  therefore,  be  a  valid  patent,     (p.  99.) 

3.  The  difference  between  complainant's  reissue.  No.  6,954,  and 

the  Baudouin  process  consists  merely  in  the  use  of  a  greater 
quantity  of  wax.  This  may  be  an  improvement  on  the  latter 
process,  but  it  does  not  involve  invention,     (p.  101.) 

4.  Where  instead  of  describing  in  his  process    specification  the 

cooling  of  the  paraffine  or  wax  before  compressing,  he  men- 
tioned as  a  quality  of  the  product,  the  polished  appearance  of 
the  surface,  and  asked  the  court  to  infer  the  process  from  that 
quality,  and  it  was  not  even  referred  to  in  the  claim ;  /leld^ 

*  See  Explanation  ot  Notes,  page  IIL 
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that  such  a  vague  and  inverted  method  of  description  was  not 
a  compliance  with  the  statute,  and  could  not  therefore  be  held 
to  be  covered  by  the  patent,  (p.  101.) 
5.  Reissued  letters  patent,  No.  6,955,  J.  Olmstead,  February  24, 
1876,  Product  (original  No.  129,858,  July  13,  1872,)  Insulat- 
ing Telegraph  Wires,  held,  void  in  view  of  the  void  process 
patent,     (p.  103.) 

[Citations  in  the  opinion  of  the  oonrt:] 

Pennsylvania  Railroad  Co.  r.  Locomotive  Truck  Co.,  110  U.  S.  490.   p.  101. 
Vinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  &  £ng.  394.]     p.  101. 
Railroad  Co.  v.  Mellon,  104  U.  8.  112  [13  Am.  &  Eng.  200.]    p.  103. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 
The  history  and  facts  of  the  case  appear  in  the 

Statement  of  the  case  by  Mr.  Justice  Woods  : 

The  case  was  a  suit  in  equity,  brought  by  the  appellant, 
the  Western  Electric  Manufacturing  Company  against  the 
Ansonia  Brass  and  Copper  Company,  to  restrain  the  in- 
fringement of  two  reissued  letters  patent,  numbered  6,954 
and  6,955,  respectively,  granted  to  the  appellant  as  the  as- 
signee of  Joseph  Olmstead,  both  dated  February  29,  1874, 
for  improvements  in  insulating  telegraph  wires.  The  reis- 
sues are  divisions  of  original  letters  patent,  No.  129,858, 
dated  July  23,  1872.  The  descriptive  specifications  of  the 
two  patents  were  identical.  '  They  differed  only  in  the 
claims,  the  first  being  for  a  process,  and  the  second  for  the 
product  of  the  process. 

The  8i)ecification  of  both  patents,  after  stating  that  Olm- 
stead had  invented  a  new  and  useful  improvement  in  insu- 
lating telegraph  wires,  proceeded  as  follows : 

**The  method  of  insulating  now  in  use  consists  in  braid- 
ing over  the  wires  a  fibrous  covering,  after  which  it  is  dip- 
j)^  in  wax,  for  the  purpose  of  filling  and  closing  its  pores, 
and,  after  a  subsequent  scraping  to  remove  the  surplus  wax, 
it  is  ready  for  use.    This  method  is,  however,  objectiona- 
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ble,  inasmuch  as  it  leaves  the  covering  in  a  very  rough  and 
soft  condition,  and  fails  to  secure  perfect  insulation. 

"  In  my  improved  method,  after  the  wire  has  received  its 
coating,  I  dip  it  in  parafline  or  wax,  after  which,  instead  of 
scraping  off  the  surplus  coating,  I  pass  the  whole  through 
a  suitable  machine,  which  compresses  the  covering  and 
forces  the  paraffine  or  wax  into  the  pores  and  secures  per- 
fect insulation.  By  so  compressing  the  covering  the  paraf- 
fine or  wax  is  forced  into  the  pores,  and  the  surface  becomes 
and  appears  polished. 

''Wire  insulated  in  this  manner  is  entirely  impervious 
to  the  atmosphere,  of  greater  durability,  and  less  cumber- 
some than  any  heretofore  made." 

The  claim  of  the  process,  patent  No.  6,954,  was  as  fol- 
lows :  "The  method  of  insulating  telegraph  wire  by  fii'st 
filling  the  pores  of  the  covering  and  subsequently  compress- 
ing this  covering,  and  thereby  polishing  its  surface,  sub- 
stantially as  described." 

The  claim  of  the  product,  patent  No.  6,965,  was:  "An 
insulated  telegraph  wire,  the  covering  of  which  has  its 
I)ores  filled  and  its  surface  polished,  substantially  as  de- 
scribed." 

The  defendant  denied  in  its  answer  that  Olmstead  was 
the  first  and  original  inventor  of  the  improvement  described 
in  the  patents,  or  of  any  substantial  or  material  part  thereof, 
or  that  the  same  was  patentable  or  the  subject-matter  of 
invention,  and  that  the  alleged  invention  had  been  pre- 
viously patented  by  letters  patent  of  Great  Britain  granted 
k)  Thomas  Earl  of  Dundonald,  dated  July  22,  1851,  and  by 
letters  patent  of  Great  Britain  granted  to  Felix  M.  Bau- 
(louin,  dated  April  8,  1867.  The  defendant  also  denied  in- 
fringement- 

The  Circuit  Court,  on  final  hearing,  dismissed  the  bill, 
and  the  plaintiff  appealed. 

Mr.  Oeorge  P.  Barton^  for  npp^Jlavt  : 
The  only  question  raised  by  this  appeal  is  whether  in  view 
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of  the  state  of  the  art  as  it  existed  prior  to  1872,  the  inv 
provements  made  by  Olmstead  are  patentable.  The  court 
below  answered  this  question  in  the  negative,  relying  upon 
the  case  of  Brown  v.  Piper,  91 U.  8.  37  [10  Am.  &  Eng.  272.  ] 
The  claim  in  that  case  was :  '^  Preserving  fish  or  other  arti- 
cles in  a  close  chamber  by  means  of  a  freezing  mixture, 
having  no  contact  with  the  atmosphere  of  the  preserving 
chamber,  substantially  as  set  forth."  It  was  proven  that 
for  years  previous,  corpses  had  been  preserved  in  the  same 
way,  and  hence  the  patent  was  declared  void. 

We  contend  that  our  case  is  clearly  distinguishable  from 
Brown  v.  Pii)er,  and  especially  we  contend  that  as  the  wire 
insulated  according  to  Bundonald's  and  Baudouin's  patents, 
never  came  into  public  use,  but  on  the  contrary  proved  a 
failure,  their  processes  and  products,  whatever  they  may 
have  been,  should  not  be  considered  as  anticipating  the  pro- 
cess and  product  inventeld  by  Olmstead,  which  at  once  were 
recognized  by  all  electricians  as  a  great  advance  in  the  art, 
and  which  at  once  took  the  market. 

The  difference  between  this  wire  case  and  the  Brown  v. 
Piper  fish  case  is  the  difference  between  success  and  failure. 

Messrs.  0.  If.  Piatt  and  WtUiam  B.  Wooster^  for  wppel- 

lee: 

Long  before  Olmstead' s  claimed  invention,  every  step,  in- 
cluding the  final  or  third  step  under  his  method  of  com- 
pressing or  polishing  covered  and  insulated  telegraph  wire, 
was  well  known. 

This  is  proved  by  the  testimony  of  Mr.  Serrell,  a  witness 
of  great  ability  and  research. 

The  discovery  of  a  new  effect  produced  by  old  agents 
operating  by  old  means  upon  old  subjects,  however  novel 
and  important,  is  not  jyatentable.  Morton  v.  N.  Y.  Eye  In- 
firmary, 2  Pish.  320;  Com-Planter  Patent,  23  Wall.  181 
[10  Am.  &  Eng.  1 ;]  Brown  v.  Piper,  91  U.  S.  41  [10  Am.  & 
Eng.  272 ;]  Collar  Co.  v.  Van  Deusen,  23  Wall.  663  [10  Am. 
ft  Eng.  166  ;1  Glue  Co.  v.  Upton,  97  U.  S.  3  [11  Am.  &  Eng. 
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458 ;]  Rubber  Coated  Harness  Trimming  Co.  r.  Welling,  97 
U.  S.  10  [11  Am.  &  Eng.  479 ;]  Reckendorfer  c.  Paber,  92 
U.  S.  347  [10  Am.  &  Eng.  373  ;]  Pricke  v.  Hum,  22  Ped. 
R«i»p.  304;  Phillips  r.  Detroit,  111  U.  S.  604  fl5  Am.  &  Eng. 
269.  J 

No  new  article  of  manufacture  is  produced  by  the  pro- 
cess claimed  in  the  plaintiffs  patent. 

Invention  is  not  found  in  smoothing  the  whole  wax  that 
adheres  to  wire  as  it  cools.  The  process  of  compressing  and 
polishing  is  the  same  and  identical  whether  a  part  is  re- 
moved by  scraping,  or  whether  the  polishing  takes  place  with- 
out removing  the  surplus.  The  product  or  result  is  identical, 
except  that  the  one  may  be  more  bulky  and  may  be  better 
insulated.  The  witness  Pope  says  ' '  The  diflPerence,  if  any, 
is  merely  of  one  degree^  and  not  of  kin^d^y 

But  this  is  not  the  subject  of  a  patent. 

In  Smith  ?j.  Nichols,  21  Wall.  Il2  [9  Am.  &  Eng.  425;  ] 
where  a  patent  for  an  improvement  in  weaving  elastic  fabric 
was  declared  invalid,  the  court  says:  "  It  is  the  invention  of 
what  is  new^  and  not  the  arrival  at  comparative  superiority 
or  greater  excellence  in  that  which  was  already  known, 
which  the  law  protects." 

"  A  mere  carrying  forward,  or  new,  or  more  extended  aj)- 
plication  of  the  original  thought,  a  change  only  in  form, 
proportion,  or  degree^  the  substitution  of  equivalent/S,  doing 
substantially  the  same  thing  in  the  same  way  by  substan- 
tially the  same  means  with  better  results,  is  not  such  inven- 
tion as  will  sustain  a  patent."  Smith  «.  Nichols,  21  Wall. 
119  [9  Am.  &Eng.  425.] 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court :  (a) 
It  is  clear  that  the  two  patents  must  stand  or  fall  to- 
gether.    If  the  patent  for  the  process  is  invalid  so  must  be 
the  patent  for  the  product.     What  we  have  to  say  will  re- 
fer to  the  process  patent. 

114  U.S.  440. 

{n)  1 14  U.  8.  addB  ''  He  stated  the  facts  in  the  foregoiDg  language,  and  oon- 
tinned  :" 
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The  alleged  invention  described  in  the  patent  is  not  for 
insulating  telegraph  wires,  for  that  art  long  antedated  the 
original  patent.  The  specification  disclaims  as  a  part  of  the 
invention  the  biuiding  of  a  fibrous  covering  over  the  wire 
and  then  dipping  it  in  wax  for  the  purpose  of  filling  and 
closing  the  pores,  and  the  subsequent  scraping  of  the  surplus 
wax  from  the  wire.  The  patent  does  not  cover  the  material 
in  which  the  wire,  after  it  has  i-eceived  its  fibrous  coating, 
is  dipped,  which  may  be  either  paraffine,  wax,  or  bitumen, 
or  any  other  suitable  material.  The  three  substances  men- 
tioned had  long  been  used  for  that  purpose.  Nor  does  the 
I^atent  specify  or  cover  any  device  by  which  the  process  is 
to  be  carried  on.     Any  suitable  machine  may  be  used. 

The  process  described  by  the  patent  consists,  therefore, 
simply  in  this :  After  the  wire  has  received  its  fibrous  coat- 
ing, and  been  dipped  in  parafiine,  wax,  or  other  suitable  sub- 
stance, the  compressing  and  forcing  of  the  paraffine,  wax, 
or  other  substance,  without  scraping  oflf  any  part  of  it,  into 
the  pores  of  the  fibrous  material  by  some  suitable  means. 

We  think  this  process  was  not  new. 

It  was  subsequently  (6)  anticipated  both  by  the  process  de- 
scribed in  the  patent  of  Dundonald  and  in  that  of  Baudouin, 
the  first  dated  January  22, 1852,  and  the  other  April  3, 1867. 
Dundonald  describes  his  process  thus : 

' '  I  also  employ  a  bituminous  material  to  cover,  and  thus 
insulate,  the  conducting  wires  of  electric  telegraphs,  which 
are  intended  to  be  placed  under  ground.  For  this  purpose 
T  employ  the  said  bitumen,  either  simple  or  compounded,  of 
a  flexible  description,  and  pass  the  wire  through  it  when  it 
is  in  a  melted  state,  then  causing  the  wire  to  pass  through 
some  die  or  orifice,  which  will  deprive  it  of  all  the  superflu- 
ous bitumen.  »  »  »  The  incasement  of  this  wire  with 
bitumen  may  also  be  effected  by  covering  it  with  a  filament- 
ous material,  which  has  been  previously  saturated  with 
melted  bitumen,  and  then  passing  the  wire  so  covered  through 

114  U.  8.  449-450. 

{b)  114  U.  S.  subetitntes  for  "  sabseqnently  "  ^'snbstantially  " 
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a  heated  die  or  orifice,  so  as  to  melt  or  soften  the  bitumen 
upon  the  filamentous  material,  and  press  the  whole  of  the 
coating  against  the  wire  in  such  a  way  as  to  cause  it  to  form 
one  compact  continuous  covering  of  the  wire,  and  thus  in- 
sure its  insulation." 

The  patent  of  Baudouin  describes  his  process  as  follows : 

*'  My  invention  relates  to  the  preparation  of  conductors  of 
electricity  for  electric  telegraphs,  being  wires  insulated  to 
prevent  the  loss  or  deterioration  of  the  electric  currents  used 
for  that  purpose,  and  also  in  the  machinery  for  the  prepara- 
tion or  manufacture  of  such  conductors.  I  coat  the  wires 
with  bituminous  or  such  like  fatty  matters  that  are  not  liable 
to  become  hard  or  crack,  but,  on  the  contrary,  are  constantly 
acted  on  by  the  temperature  of  the  atmosphere.  Coatings 
of  this  material  in  themselves  are  insufficient  to  maintain 
the  proper  protection  and  insulation  for  telegraph  conduct- 
ors, but  when  combined  with  other  materials,  such  as 
paper,  woven  fabrics  of  cotton,  silk,  wool,  or  hemp,  in  a  par- 
ticular manner,  are  well  adapted  for  the  purpose. 

"I  prefer  to  use  three  ribbons  and  bobbins  for  this  pur- 
pose, the  first  covering  of  the  wire  being  enveloped  by  the 
second  in  such  manner  that  the  helical  junction  of  the  first 
ribbon  is  covered  by  the  second,  and  the  second  by  the  third. 
The  wire  is  passed  through  a  bath  of  hot  bitumen,  and  has 
the  superfluous  matter  removed  by  passing  through  suitable 
dies  or  parts  to  scrape  and  smooth  its  surface,  and  render  it 
of  uniform  thickness.  The  first  and  second  ribbons  are  also 
passed  through  bituminous  or  other  suitable  matter  to  ren- 
der them  more  impervious  to  electricity.  The  coated  and 
lapped  wire  is  passed  through  suitable  dies  to  remove  super- 
fluous matter,  to  smooth  down  the  lapping  of  the  ribbons, 
and  to  compress  and  cause  their  proper  adhesion. 

**The  coated  and  lapped  wire  passes  through  dies  or 
smoothing  holes  both  in  entering  and  leaving  the  rotating 
frame ;  these  dies  or  smoothers  have  a  rotatory  motion,  the 
better  to  enable  them  to  wipe  and  smooth  the  coated  wire." 

114  U.  8.  450-451. 
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It  is  plain  that  these  patents  anticipate  the  process  set  out 
in  the  specification  of  the  Olinstead  process  patent.  They 
all  three  describe  the  compressing  of  the  wax,  paraffine,  or 
bitumen  coating  of  a  wire  covered  with  the  fibrous  material, 
so  as  to  attain  the  same  result,  namely :  the  insulation  of 
the  wire. 

The  Olmstead  patent,  therefore,  covers  an  old  process  ap- 
plied to  the  same  subject,  with  no  change  in  the  manner  of 
applying  it,  and  with  no  result  substantially  distinct  in  its 
nature.  It  cannot,  therefore,  be  a  valid  patent.  Penn. 
Railroad  Co.  v.  Locomotive  Truck  Co.,  110  U.  S.  490  [15  Am. 
&  Eng.  148 ;]  Vinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  & 
Eng.  394.] 

The  fact  that  in  the  process  described  in  the  Olmstead 
jmtent  the  surplus  wax  or  paraffine  is  not  scraped  off«  but 
all  that  adheres  to  the  wire  is  compressed  against  it  and 
forms  i)art  of  the  covering,  is  relied  on  to  distinguish  that 
process  from  those  of  Dundonald  and  Baudouin.  But  the 
Dundonald  process  does  not  differ  in  this  respect  from  that 
of  Olmstead,  for  in  the  Dundonald  process  the  whole  of  the 
coating  is  pressed  against  the  wire,  and  is  left  to  form  the 
covering ;  and  as  to  the  Baudouin  process,  the  difference 
consists  merely  in  the  use  of  a  greater  quantity  of  wax  or 
paraffine  to  form  the  coating.  This  may  be  an  improvement 
upon  the  Baudouin  process,  but  it  does  not  involve  inven- 
tion. 

So  far  as  the  present  case  is  concerned,  another  answer  to 
this  contention  of  the  appellant  is,  that,  in  this  respect,  the 
defendant  follows  the  Baudouin,  and  not  the  Olmstead  pro- 
cess, by  scraping  off  the  superfluous  material. 

It  was  insisted  in  argument,  by  appellant's  counsel,  that 
one  of  the  features  of  the  process  described  in  the  Olmstead 
X)atent  was  the  allowing  of  the  wax  or  paraffine  covering  to 
cool  before  compressing  it  upon  the  wire,  and  as  this  was  not 
done  in  the  Dundonald  or  Baudouin  process,  they  did  not 
anticipate  the  Olmstead  process.     But  neither  the  specifica- 

114  U.S.  451-459. 
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tion  nor  claim  of  the  Olmstead  patent  mentions,  as  a  part  of 
the  process,  the  cooling  of  the  wax  or  paraffine  coating  be- 
fore compressing  it  upon  the  wire.  The  appellant's  counsel, 
however,  contends  that  it  must  be  considered  a  part  of  the 
process,  because  the  polished  appearance  of  the  surface  of 
the  covering  described  in  the  specification  is  the  result  of 
allowing  the  paraffine  or  wax  to  cool  before  compressing  it 
upon  the  wire.  But,  clearly,  a  patentee  cannot  claim  the 
benefit  of  an  element  of  his  invention  thus  vaguely  and  in- 
definitely hinted  at.  The  law  in  force  when  the  patent  of 
Olmstead  was  issued  (Act  of  July  8, 1870  (c)  [16  Stat,  at  L. 
201,]  section  4888,  Revised  Statutes)  requires  that  **  Before 
any  inventor  {d )  shall  receive  a  patent  for  his  invention  or 
discovery  he  shall  file  in  the  Patent  Office  a  written  descrip- 
tion of  the  same,  and  of  the  manner  and  process  of  making, 
constructing,  compounding,  and  using  it,  in  such  full,  clear, 
concise,  and  exact  terms  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with  which  it  is 
most  nearly  connected,  to  make,  construct,  compound,  or 
use  the  same,  and  he  shall  particularly  point  out  and  dis- 
tinctly claim  the  part,  improvement,  or  combination  which 
he  claims  as  his  invention  or  discovery."  It  is  clear  that  if 
the  patentee  intended  to  include  the  cooling  of  the  wax  or 
parafline  before  compressing  it  upon  the  wire,  he  has  failed 
to  describe  in  his  specification  that  element  of  his  invention, 
as  required  by  the  statute.  Instead  of  describing  the  pro- 
cess he  mentions  a  quality  of  the  product,  and  asks  the  court 
to  infer  the  process  from  that  quality.  Such  a  vague  and  in- 
verted method  of  description  is  not  a  compliance  with  the 
statute.  That  part  of  the  alleged  invention  is  not  even  re- 
ferred to  in  the  most  distant  manner  in  the  claim.  It  has 
been  held  by  this  court  that  "the  scope  of  letters  patent 
should  be  limited  to  the  invention  covered  by  the  claim ; 
and,  though  the  claim  may  be  illustrated,  it  cannot  be  en- 

114  U.  8.  452. 

[c)  114  U.  S.  adds  "Sec.  26." 

[d)  114  U.  S.  adds  **or  discoverer  " 
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larged  by  the  language  in  other  parts  of  the  specification. 
R.  R.  Co.  V.  MeUon,  104  U.  S.  112  [13  Am.  &  Eng.  200.]  The 
element  of  the  process  under  consideration  cannot,  there- 
fore, be  held  to  be  covered  by  the  patent.  The  contention 
that  the  patentee  intended  to  include  it  in  his  process  is  evi- 
dently an  afterthought. 

The  result  of  the  views  expressed  is  that  both  the  patents 
sued  on  are  void. 

Decree  affirmed. 

114  U.S. 463. 

Protest 

1.  If  process  is  void,  product  is  also  void;   see  Packing  Co.  Cases, 
105  U.  S.  566  [14  Am.  A  Eng.  49.] 


2.  See  Dreyfus  v.  Searle,  1 24  U.  S.  60. 


4.  Sufficient  description  of  process: 

Tilgbman  t?.  Proctor,  102  U.  S.  707  [13  Am.  A  Eng.  29.] 
Lawther  v.  Hamilton,  124  U.  S.  32. 
B^nd  V.  Jeantet,  129  V.  S.  683. 


Patent  in  ttnlt  t 


No.  129,858.  Olmstead,  J.  July  13,  1872.  Reissues  Nos. 
6,954  and  6,955.  February  29,  1876.  Insulating  Tele- 
graph Wires. 
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Otheb  Suits  on  Saxb  Patent  : 

Western  Electric  Mnfg.  Co.  v.  Ansonia  Brass  &  Copper  Co.,  1881. 
0  Fed.  Rep.  706 ;  20  Blatch.  1 70. 


Cited  t 

In  Circuit  Coubts  in  : 

Schillinger  v.  Cranford,  July,  1886.     4  Mackey's  Rep.  460  ;  2  Gen- 
tral  Rep.  680. 


In  Text  Books: 
2  Abb.  Pat.  Laws,  1886.    pp.  41,  76,  226,  350. 
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Syllabus. 

BEECHER  MANUFACTURING   COMPANY,    APPEL- 
LANT, V.  ATWATER  MANUFACTURING  COMPANY 

ET  AL.* 

114  U.  S.  628-^24.    Oct.  Terni,  1894. 

[Bk.  29,  L.  ed.  232;  31  O.  G.  1306.] 

Reversing  Atwater  Mnfg.  Co,  v.  Beecher  Mnfg.  Co.,  8  Fed.  Rep. 

608. 

Argued  April  23,  1885.     Decided  May  4,  1885. 

Particular  patent  construed.     Reissue  for  fnatter   escpressli/    dis- 
claimed.     Want  of  invention, 

1.  Claim  1  of  reissued  letters  patent,  No.  8,694,  R.  R.  Miller,  May 

6,  1879,  (original  No.  100,053,  February  22,  1870,)  Dies,  heUly 
void  as  being  for  matter  expressly  disclaimed  in  the  original 
patent,  and  also  as  wanting  in  novelty,     (p.  116.) 

2.  Claim  2  for  the  use  in  succession  of  two  distinct  pairs  of  dies  of 

well-known  kinds  not  combined  in  one  machine,  nor  co-operat- 
ing to  one  result,  but  each  pair  doing  by  itself  its  own  work, 
keldy  not  a  patentable  invention,     (p.  116.) 

[Citations  in  the  opinion  of  the  court :] 

Halles  V.  Van  Wormer,  20  Wall.  353  [9  Am.  <&  Eng.  340.]    p.  117. 
Pickering  c.  McCullough,  104  U.  S.  310  [13  Am.  &  Eng.  238.]    p.  117. 
Stephenson  o.  R.  R  Ck).,  114  U.  S.  149  [p.  63  aide.'\    p.  117. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

The  following  are  the  drawings  and  specifications  of  the 
reissued  letters  patent  referred  to  in  the  opinion  of  the 
court: 

*See  Explanation  of  Notes,  page  III. 
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ROBERT  R.  MILLER,  OF  PLANTSVILLE,  CONNEC- 
TICUT,  ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  TO 
HIMSELF,  J.  B.  SAVAGE,  AND  ATWATER  MANU- 
FACTURING COMPANY. 


Improvement  in  Series  of  Dies  for  forminc;  the  Heads 

OF  King-Bolts. 


Specification  forming  part  of  Letters  Patent,  No.  100,053,  dated 
February  22,  1870  ;  Reissue,  No.  8,694^  dated  May  6,  1879  ; 
application  filed  March  4,  1879 


To  all  whom  it  may  concern : 

Be  it  known  that  I,  Robert  R.  Miller,  of  Plantsville,  in 
the  county  of  Hartford  and  State  of  Connecticut,  did  invent 
certain  new  and  useful  Improvements  in  Dies  for  Forming 
the  Heads  of  King-Bolts,  for  which  Letters  Patent  No.  100,  - 
063  were  issued  to  me  upon  the  22d  day  of  February,  1870, 
which  Letters  Patent  have  been  found  defective  in  that  the 
specification  and  claims  do  not  cover  all  of  the  invention 
shown  and  described  in  the  application  filed  by  me  upon 
the  31st  day  of  July,  A.  D.  1869.  Now,  therefore,  being 
desirous  of  reissuing  the  said  Letters  Patent,  I  have  pre- 
pared and  do  hereby  declare  the  following  to  be  a  full,  clear, 
and  exact  description  of  my  said  invention,  reference  being 
had  to  the  accompanying  drawings,  making  a  part  of  this 
specification,  in  which — 

Figure  1  is  a  perspective  view  of  the  blank  used  in  the 
formation  of  my  king-bolt.  Fig.  2  is  a  like  view  of  the 
same  after  passing  through  the  forming-dies.  Fig.  3  is  a 
perspective  view  of  said  blank  after  having  been  operated 
upon  by  the  bending-dies.  Fig.  4  is  a  like  view  of  the  com- 
pleted king-bolt.  Pig.  5  is  a  perspective  view  of  the  dies 
used  for  forming  the  clip-arms,  said  dies  being  separated 
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from  each  other.  Fig.  6  is  a  like  view  of  the  dies  used  for 
bending  said  clip-arms  to  shape.  Fig.  7  is  a  central  longi- 
tudinal section  of  said  forming-dies  as  they  appear  when 
-closed  together  with  a  clip-blank  within  the  lower  die ;  and 
Figs.  8  and  9  are,  respectively,  longitudinal  and  cross  sec- 
tions of  the  bending-dies  uix)n  central  lines  as  they  appear 
with  the  completed  king-bolt  between  their  faces. 

Letters  of  like  name  and  kind  refer  to  like  parts  in  each 
of  the  figures. 

The  design  of  my  invention  is  to  enable  clip  king-bolts  to 
be  easily  and  cheaply  made  by  machinery ;  to  which  end  it 
-consists,  principally,  in  the  forming-dies  constructed  in  the 
manner  substantially  as  hereinafter  shown. 

It  consists,  further,  in  the  series  of  dies,  substantially  as 
and  for  the  purpose  hereinafter  shown  and  described. 

In  the  construction  of  king-bolts  I  employ  a  blank,  A, 
which  is  formed  by  splitting  the  end  of  a  metal  bar  longitu- 
dinally for  a  distance  of  about  two  inches,  turning  the 
forks  or  arms  a  outward  at  substantially  a  right  angle  with 
each  other,  and  then  severing  said  blank  from  the  bar  at 
such  distance  below  said  arms  as  to  leave  the  necessary 
metal  for  forming  the  spindle. 

The  next  operation  consists  in  giving  form  to  the  arms  a, 
which  is  accomplished  by  the  following-described  means : 
Within  the  upper  side  of  a  metal  block,  B,  is  formed  a  ver- 
tical central  opening,  6,  that  corresix)nds  in  general  shape 
and  diameter  to  the  like  features  of  the  body  of  the  blank 
A,  and  has  such  depth  as  may  be  desired  for  said  i)art.  Ex- 
tending lengthwise  of  the  block  B  is  a  half-round  groove, 
b\  which  intersects  the  opening  or  recess  6,  and  has  a 
slightly  greater  depth  at  its  ends  than  at  its  longitudinal 
center,  and  a  slightly  greater  width  at  the  latter  point  than 
at  said  ends.  At  the  upper  end  of  said  recess  h  the  comers 
are  rounded,  as  shown.  The  blank  A  is  suitably  heated 
and  placed  within  the  die  B,  its  body  being  within  the  re- 
<5ess  b  and  its  arms  a  over  the  grooves  J',  after  which  a 
plane-faced  upper  die,  C,  is  caused  to  impinge  one  or  more 
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times  upon  said  blank  until  the  latter  is  caused  to  conform 
to  and  fill  said  recess  and  groove,  said  arms  being  in  a  line 
with  each  other,  as  seen  in  Pig.  2.  The  blank  A  is  now  iv- 
lieved  of  its  projecting  fin  by  any  suitable  means,  after 
which  it  18  operated  upon  by  a  second  set  of  dies,  as  follows : 
A  block,  D,  is  provided  with  a  U-shaped  cavity,  d,  within 
and  extending  longitudiiially  across  its  upi)er  side,  and  has 
at  the  bottom  of  such  cavity  a  vertical  recess,  d\  that  cor- 
responds to  the  size  and  shape  of  the  body  of  the  blank  A . 
Prom  the  recess  d*  a  groove,  d\  extends  outward  and  up- 
ward within  the  sides  of  the  cavity  d^  and  has  such  depth 
and  transverse  dimensions  and  shape  as  will  cause  it  to  con- 
form to  the  like  features  of  the  finished  arms  a  of  the  blank 
A,  said  grooves  being  increased  in  width  at  the  bottom  of 
said  cavity  until  they  extend  iipon  each  side  of  said  recess 
d"  a  distance  equal  to  the  entire  breadth  of  other  portions 
of  said  arms.  An  upper  die,  E,  is  provided  upon  the  lower 
side  with  a  projection,  ^,  which  corresponds  in  shape  and 
size  to  the  cavity  d  of  the  die  D  and  fills  the  same  when  said 
dies  are  brought  together.  The  blank  A  is  taken  as  it 
comes  from  the  die  B  and  placed  across  the  cavity  d  of  the 
die  D,  the  body  of  said  blank  being  directly  over  the  recess 
^,  and  its  arms  over  and  in  a  line  with  the  grooves  d\  after 
which  the  die  E  is  caused  to  strike  one  or  more  blows  upon 
said  blank,  such  operation  causing  the  latter  to  be  bent  to 
the  form  shown  in  Pig.  3,  and  the  surplus  metal  at  the 
I)oint  where  said  arms  join  said  body  to  be  thrown  outward 
and  form  wings  or  lips  a'.  The  king-bolt  is  completed  by 
drawing  out  the  shank  A,  and  by  rounding  and  threading 
the  ends  of  the  clip-arms  a,  as  shown  in  Pig.  4,  any  desired 
or  usual  means  being  employed  for  such  purpose. 

Having  thus  fully  set  forth  the  nature  and  merits  of  my 
invention,  what  I  claim  as  new  is — 

1.  The  die  'BbV  and  the  die  C,  constructed  and  combined 
substantially  as  and  for  the  purpase  shown. 

2.  The  series  of  dies  B,  C,  D,  and  E  for  forming  clip  king- 
boltSi  substantially  as  shown  and  described. 
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Argument  of  counsel. 

In  testimony  that  I  claim  the  foregoing  I  have  hereunto 
set  my  hand  this  2l8t  day  of  February,  A.  D.  1879. 

R.  R.  MILLER. 

Witnesses : 

Geo.  S.  Prindle, 
Marcus  H.    Holcomb. 

Messrs.  0.  If.  Piatt  and  If.  T.  Fefrtton^  for  appellaid  : 
If  the  evidence  in  the  cause  did  not  establish  the  fact,  the 
expressed  and  implied  admissions  in  the  patent  are  suffi- 
cient, that  the  dies  sejiarately  are  old,  the  only  novelty  al- 
leged consisting  in  their  combination.  That  this  is  not  a 
patentable  combination,  but  a  mere  juxtaposition  of  ele- 
ments, and  not  a  vital  union,  must  be  evident  after  a  read- 
ing of  the  proofs  and  an  examination  of  the  dies.  It  is 
quite  clear  that  there  exists  no  combination  between  the 
forming  dies  and  the  bending  dies,  they  are  simply  used  in 
series;  indeed  there  is  an  intermediate  die,  not  claimed. 
The  dies  may  be  used  a  hundred  miles  apart,  or  at  different 
periods  of  time ;  or  two  of  the  former  may  be  used  with  one 
of  the  latter,  or  vice  versa.  The  utility  of  both  is  only  the 
separate  utility  of  each.  There  is  no  action  in  concert  to 
produce  a  result  by  their  united  action,  but  a  mere  assemb- 
ling of  two  old  devices.  The  separate  function  of  each  re- 
mains the  same,  and  is  not  controlled  by  the  other  when 
placed  together.  That  this  does  not  require  invention  is  too 
well  settled  to  be  disputed.  Rubber  Tip  Pencil  Co.  v.  How- 
ard, 20  Wall.  498  [9  Am.  &  Eng.  390;]  Reckendorfer  r. 
Faber,  92  U.  S.  347  [10  Am.  &  Eng.  373 ;]  Hailes  c  Van 
Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.] 

There  can  be  no  doubt  that  both  the  iirst  and  second  claims 
of  the  reissued  patent,  read  in  connection  with  the  amended 
description,  and  as  construed  by  the  court  below,  are  both 
of  them  broader  than  the  claim  of  the  original  patent ;  and 
that  the  appellant's  dies  would  not  be  within  the  scope  and 
meaning  of  the  original  specification  or  its  single  claim. 
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Messrs.  J.  M.  WUson^  Oeo.  S.  Prindle^  and  Charles  H. 
IngersoU^  far  appellees : 

To  the  point  made  in  the  assignments  of  errors  that  the 
series  of  dies  claimed  by  Miller  is  not  a  patentable  combina- 
tion, and  that  separately  the  dies  were  old  and  well  known, 
we  answer  that  it  is  not  true  that  the  dies,  separately  or  in 
pairs,  were  old  and  well  known  at  the  time  of  the  issue  of 
Miller' s  original  patent,  and  there  is  nothing  in  the  record 
to  support  such  an  averment. 

The  dies  covered  by  Miller's  claim  were  patentable  as  a 
series,  and  their  operation  is  clearly  within  the  decision  in 
Porbush  D.  Cook,  2  Fish.  668,  in  which  it  was  held:  ''To 
make  a  valid  claim  for  a  combination  it  is  not  necessary  that 
the  several  elementary  parts  of  the  combination  should  act 
simultaneously.  If  these  elementary  parts  are  so  arranged 
that  the  successive  action  of  each  contributes  to  produce 
some  one  practical  result,  which  result,  when  obtained,  is 
the  product  of  the  simultaneous  or  successive  action  of  all 
of  the  elementary  parts  viewed  as  an  entire  whole,  a  valid 
claim  for  thus  combining  these  elementary  parts  may  be 
made." 

The  same  ground  is  covered  in  many  other  cases,  among 
which  are  cited  the  following :  Herring  v.  Nelson,  3  Ban. 
&  Ard.  56 ;  Hoe  v.  Cottrell,  5  Ban.  &  Ard.  266 ;  Williams 
t.  R.  R.  Co.,  15  O.  G.  663. 

We  submit  that  neither  of  the  dies  shown  in  Miller's  pat- 
ent were  known  or  used  before  his  invention  of  the  same, 
but  even  though  one  of  said  dies  had  been  old,  as  they  oper- 
ate as  a  series,  and  by  successive  steps  carry  a  blank  from 
a  rude  form  to  a  finished  form,  they  were,  so  combined,  pat- 
entable.   Gallahue  v.  Butterfield,  10  Blatch.  232. 

The  claim  of  the  reissued  patent  is  almost  identical  in 
form  with  the  original  patent  and  is  in  no  manner  expanded. 
On  the  contrary,  if  any  difference  exists  between  said  claims, 
the  new  claim  is  more  limited  than  the  original  claim,  for 
the  reason  that  it  specifically  embraces  the  plane-faced  upper 
die  or  drop,  while  in  the  original  claim  such  part  was  not 
named  and  only  included  by  implication. 
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Opinion  of. the  court 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 

This  is  an  api)eal  from  a  decree  for  an  injunction  and 
damages  for  the  mfringement  of  a  patent  issued  to  Robert 
R.  Miller,  on  February  22,  1870,  and  reissued  to  his  assigns 
on  May  6,  1879,  for  an  improvement  in  dies  for  forming  the 
<!lip-arms  of  king-bolts  for  wagons.    8  Fed.  Rep.  608. 

Ac<x)rding  to  the  description  in  the  si)ecification,  such 
l>olts  are  made  by  taking  an  iron  rod  of  suitable  length, 
splitting  it  for  about  two  inches  at  one  end,  and  turning 
the  forks  or  arms  outwards ;  then  heating  the  rod,  placing 
the  body  in  hole  in  a  block  or  die  grooved  to  receive  the 
arms,  and  striking  it  with  a  plane-faced  upper  die,  so  as  to 
force  the  arms  into  and  make  them  take  the  shape  of  the 
grooves,  and  afterwards  placing  it  between  two  other  dies, 
which  give  the  arms  the  proper  bend,  to  fit  them  to  the 
axle  tree  of  a  wagon.  With  the  subsequent  shaping  of  the 
collar  and  stem  of  the  bolt,  this  jjatent  has  nothing  to  do. 

In  the  original  patent,  the  patentee  stated  that  he  did  not 
claim  either  of  the  dies  separately,  and  claimed  only  "the 
series  of  dies"  (designating  them  by  letters)  "for  forming 
the  clip-arms  and  wings  of  the  lower  ends  of  king-boltJ3  for 
wagons,  said  dies  being  constructed  and  operating  substan- 
tially as  herein  shown  and  described."  In  the  reissue,  he 
claimed:  1.  The  first  pair  of  dies,  " constructed  and  com- 
bined substantially  as  and  for  the  purpose  shown."  2.  "The 
series  of  dies"  (designated  by  letters)  "for  forming  clip 
king-bolts,  substantially  as  shown  and  described." 

The  first  claim  of  the  reissue  is  bad,  not  only  because  it 
was  for  something  the  patentee  had  expressly  disclaimed  in 
the  original  patent,  but  because,  as  the  evidence  clearly 
shows,  there  was  nothing  new  in  the  dies  themselves. 

The  second  claim  of  the  reissue,  like  the  single  claim  of 
the  original  patent,  for  the  use  in  succession,  or,  in  the  pat- 
entee's phrase,  "the  series,''  of  the  two  pairs  of  old  dies, 
the  one  ])air  to  shape  the  arms  of  the  bolt,  and  the  other  to 
give  those  anus  the  requisite  curve,  does  not  show  any  i)at- 

114  U.  S.  5S3-ffS4. 
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entable  invention.  The  two  pairs  of  dies  were  not  combined 
in  one  machine,  and  did  not  co-operate  to  one  result.  Each 
pair  was  used  by  itself,  and  might  be  so  used  at  any  dis- 
tance of  time  or  place  from  the  other ;  and  if  the  two  were 
used  at  the  same  place  and  in  immediate  succession  of  time, 
the  result  of  the  action  of  each  was  separate  and  distinct 
and  was  in  no  way  influenced  or  affected  by  the  action  of 
the  other.  This  was  no  combination  that  would  sustain  a 
patent.  Hailes  v.  Van  Wormer,  20  Wall,  353  [9  Am.  & 
Eng.  340;]  Pickering  o.  McCullough,  104  U.  S.  310  [13  Am. 
&  Eng.  238;]  Stephenson  v.  R.  R.  Co.,  114  U.  S.  149  [p.  68 
ante.'] 

Decree  reversed^  and  case  remanded  with  directions  to 
dismiss  the  bill. 

114  U.  8.  ffS4. 

Notes  t 

1.  Reissue  for  matter  disclaimed  or  rejected  with  patentee's  acqui- 
escence, invalid  : 
Leggett  V.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  369.] 
Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.  222  [12  Am.  & 

Eng.  524.] 
Eames  v.  Andrews,  122  U.  S.  40. 


2.  Aggregation  : 

See  Stepenson  u.  Brooklyn  Cross-Town  R.  R.  Co.,  114  IT. 
S.  149  [p.  63  antey]  note. 
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Syllabus. 

JAMES  B.  CLARK,  APPELLANT,  «.  BEECHER  MANU- 
FACTURING COMPANY  irr  al.* 

116  U.  8.  70^7.    Oct.  Term,  1884. 

[Bk.  29,  L.  €Ml.  362;  31  O.  G.  1169.] 
Affirming  Ibid,  7  Fed.  Rep.  816. 

Argued  April  17,  1886.     Decided  May  4,  1886. 
Particular  patent  construed,  limited,  and  not  infringed, 

f  1.  Ijetters  patent,  No.  66,130,  granted  to  James  B.  Clark,  June 
26,  1867,  for  an  '^  Improvement  in  the  Manufacture  of  Blanks 
for  Carriage  Thill  Shackles,"  are  not  infringed  by  the  manufac- 
ture of  blanks  for  shackles  in  accordance  with  letters  patent. 
No.  106,226,  granted  to  Willis  B.  Smith,  August  9,  1870. 
(p.  124.) 

f  2.  The  features  of  the  Clark  patent  are  :  that,  by  dies  the  arms  of 
the  blank  are  bent  into  an  oblique  direction  and  the  body  into 
a  curved  form,  so  that  the  parts  where  the  arms  join  the  body 
are  rounded  on  the  outside  as  well  as  the  inside ;  and  that 
when  subsequently  the  curved  body  is  straightened  there  will 
be  in  it  sufficient  metal  to  form  sharp  outside  comers,  by  being 
pushed  out  into  them.     (p.  134.) 

f  3.  The  arms  of  the  Smith  blank  are  not  bent  in  an  oblique  direc- 
tion, its  body  is  not  curved,  the  parts  where  the  arms  join  the 
body  are  not  rounded,  either  on  the  inside  or  on  the  outside, 
and,  in  afterward  straightening  the  back,  surplus  metal  is  not 
pushed  toward  or  into  the  comers  to  form  them,  but  the  exist- 
ing comers,  already  formed,  are  forced  further  apart,  by  driv- 
ing surplus  metal  into  the  back,  between  the  corners,    (p.  142.) 

f  4.  In  view  of  the  state  of  the  art,  and  the  terms  of  the  Clark  patent, 
it  must  be  confined  at  least  to  a  shape  which,  for  practical  use, 
in  subsequent  manipulation,  has  a  disposition  of  metal  which 
causes  a  sharp  corner  to  be  formed  in  substantially  the  same 
way  as  by  the  use  of  his  blank,     (p.  142.) 

*See  EzplanatioD  of  Notes,  page  III. 
t  Head-Dotes  by  Mr.  Justice  Blatchford. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  tlie 
District  of  Connecticut. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

Mr.  Wm.  Edgar  Simonds^  for  appellant  : 

There  is  an  allegation  in  defendant's  answer  that  com- 
plainant's patent  is  anticipated  by  two  prior  patents,  but 
only  one  of  those  patents  was  offered  in  evidence  by  de- 
fendant, and  that  simply  as  an  illustration  of  the  prior  art, 
bearing  uxx)n  the  construction  to  be  given  to  complainant's 
I)atent ;  so  that  the  inquiry  in  the  court  below  and  in  this 
court  is  confined  simply  to  the  question  of  infringement. 

The  utility  of  the  complainant's  patented  improvement  is^ 
well  evidenced  not  only  by  defendant's  willingness  to  ex- 
pend a  large  sum  of  money  in  litigation  rather  than  give  up 
its  practice  of  this  improvement,  but  also  by  the  testimony 
of  Willis  B.  Smith,  defendant's  patentee,  showing  that 
complainant's  improvement  went  into  use  through  J.  B. 
Savage,  complainant's  licensee,  in  1867,  the  year  complain- 
ant's patent  was  granted,  and  that  twenty -five  thousand 
pairs  of  shackles  per  year  were  made  under  complainant' h 
patent  by  this  license. 

It  would  seem  to  be  clear  and  plain  that  the  first  claim  of 
the  patent  in  suit  is  broad  enough,  by  its  terms,  to  cover 
and  include  that  invention  which  is  shown  by  the  prior  art 
to  be  that  of  complainant,  to  wit,  a  carriage  shackle-blank 
having  an  excess  of  material  in  the  body  or  back,  attained 
by  disjKXsing  the  metal  in  that  part  out  of  a  straight  line. 
It  is  true  that  the  first  claim  of  complainant's  patent  men- 
tions the  body  or  back  of  the  blank  as  '*  curved,"  but  mani- 
festly any  mere  change  of  form  in  the  body  or  back  of  the 
blank,  which  leaves  it  with  said  excess  of  metal,  is  "merely 
a  change  of  form  and  nothing  more. 

The  court  below  states  the  question  of  infringement  as 
follows  :  ''It  appears  that  the  shape  of  the  two  blanks  is 
different.  One  consists  of  a  series  of  curves ;  the  other  consists 
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of  a  series  angles.  The  question  of  infringement  does  not  de- 
pend upon  the  f  onn  of  the  respective  articles.  If  the  straight- 
^ning  of  the  angularly-bent  back  of  the  defendants  blank 
pushes  surplus  metal  towards  the  comers  so  that  by  means 
of  this  surplus,  sharp  instead  of  round  angles  are  formed 
when  the  arms  are  bent  then  the  modification  of  shape  is 
immaterial." 

Complainant  submits  that  it  is  a  self-evident  proposition 
that  when  two  iron  arches,  diflfering  only  in  the  fact  that 
one  is  made  up  of  curves  and  the  other  is  made  up  of  obtuse 
angles,  are  submitted  to  precisely  the  same  kind  of  operat- 
ing forces,  the  action  of  the  metal  under  such  forces  must 
necessarily  be  like  and  similar,  and  that  though  it  may  dif- 
fer in  the  two  structures  slightly  in  degree,  it  cannot  diflfer 
substantially  in  kind. 

Complainant  confidently  submits  that  defendant's  blank 
has  this  same  excess  of  metal  in  the  body  or  back,  obtained 
by  disposing  that  material  out  of  a  straight  line,  and  that  that 
excess  of  metal  is  made  available  in  the  final  operation  for 
forming  the  back  of  a  shackle  straight  and  flat  from  outer 
angle  to  outer  angle,  and  that  defendant's  blank  necessarily 
involves  the  improvement  which  complainant  has  made  and 
patented. 

Mr.  0.  If.  Platt^  /or  appellees  : 

The  prior  state  of  the  art,  as  detailed  by  Mr.  Earle,  shows 
that  the  object  sought  to  be  accomplished  was  to  produce  a 
'*  blank  "  of  such  shape  and  character  that,  in  forming  the 
same  into  a  ''shackle,"  the  deficiency  of  the  metal  at  the 
outside  comers,  naturally  resulting  from  bending  up  the 
ends  of  a  straight  blank,  should  be  so  supplied  in  the  oper- 
ation of  bending  that  the  comers  of  the  shackle  should  be 
"sharp,  full,  and  square."  This  had  already  been  accom- 
plished in  the  Thorp  and  in  the  Bums  patent. 

The  description  of  the  invention  in  the  specifications 
limits  the  invention  to  the  object  and  purpose  already  sug- 
gested.    We  are  forced  to  the  conclusion  that  the  only  pe- 
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ouliar  feature  in  the  complainant's  blank  which,  under  his 
description  or  claim,  and  in  view  of  the  prior  state  of  the 
art,  is  or  could  be  the  subject  of  a  patent,  is  the  curved  body 
aiid  rounded  corners^  the  object  of  the  same  being  the 
furnishing  of  metal  to  be  pushed  otU  to  form  sharp  right- 
angled  comers  in  the  completed  shackle. 

If  the  construction  claimed  of  the  complainant's  patent 
be  correct,  the  defendants  do  not  infringe,  because :  1.  The 
blank  of  the  defendant,  instead  of  rounded  comers  at  the 
intersection  of  the  arms  with  the  body,  has  sharp  comers 
formed  in  the  blank,  which  are  not  disturbed  in  the  bending 
process,  but  are  the  identical  comers  in  the  finished  shackle. 
2.  The  metal  in  the  body  of  defendant' s  blank  is  not  pushed 
out  and  does  not  go  to  form  the  sharp  comers  of  the  com- 
pleted shackle.  3.  The  arms  are  not  bent  obliquely.  Com- 
pare complainant's  Exhibit  Clark's  dies  and  blank  and  Ex- 
hibit No.  1. 

From  the  testimony  of  Smith  and  Garvin  we  reach  the 
conclusion  that  the  distribution  of  metal  in  striking  up 
shackles  differs  in  case  of  the  defendant' s  blank  from  that 
which  takes  place  in  striking  up  shackles  from  the  com- 
plainant's blank.  It  was  not  until  the  form  of  the  Clark 
blank  had  been  changed  by  the  addition  of  stock  and  prac- 
tical substitution  of  angles  for  rounded  comers  that  mark- 
etable shackles  with  square  comers  could  be  produced. 

If  the  complainant's  patent  were  broad  enough  to  cover 
the  making  of  a  flat-backed  shackle  from  a  blank  having 
a  raised  body,  and  the  separation  of  the  angles  of  the  blank 
by  driving  its  body  down  between  them,  we  should  infringe ; 
but  as  he  hjis  no  such  patent  we  do  not  infringe. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Connecticut,  by  James 
B.  Clark  against  The  Beecher  Manufacturing  Company,  a 

110 U.S.  79. 
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Connecticut  cx)rix)ration,  and  D.  F.  Southwick,  for  the  in- 
fringement of  letters  patent.  No.  66,180,  granted  to  the  plain- 
tiff, June  25th,  1867,  for  an  ''improvement  in  the  manufact- 
ure of  blanks  for  carriage-thrill  shackles."  The  main  de- 
fence to  the  suit  is  non-infringement.  The  Circuit  Court, 
after  a  hearing  and  two  rehearings,  dismissed  the  bill,  hold- 
ing that  infringement  had  not  been  proved.  7  Fed.  Rep. 
816.     The  plaintiff  has  appealed. 

A  history  of  the  state  of  the  art,  and  of  the  progress  of 
invention  in  making  shackle-blanks  will  conduce  to  a  deter- 
mination of  the  questions  involved.  A  carriage-thrill  shackle 
is  a  device  by  which  the  thrills  of  a  carriage  are  hinged  to 
the  axle.  The  finished  shackle  is  a  horizontal  plate,  with 
a  pair  of  vertical  ears  rising  therefrom,  one  at  each  end  of 
the  back.  The  cockeye  on  the  end  of  the  thrill  is  received 
between  the  ears,  and  a  bolt  passing  through  the  ears  and 
the  cockeye  secures  the  parts.  The  flat  back  or  body  part 
of  the  article  is  forged  with  a  projection  at  each  side,  form- 
ing what  is  commonly  called  the  ''  clip,"  by  which  the  arti- 
cle is  secured  to  the  axle.  In  forming  the  shackle,  it  is 
necessary  that  the  outside  comers,  where  the  ears  join  the 
back,  should  be  sharp,  full  and  square,  to  obtain  a  good 
bearing  on  the  axle,  or  the  article  will  not  be  salable.  The 
old  style  of  shackle  was  of  this  shape  :  [See  p.  126.] 

It  was  formed  by  bending  up  the  two  ears  from  a  piece 
of  metal  of  equal  thickness,  and  the  outer  comers  became 
round,  and  the  bearing  on  the  axle  was  not  firm  and  trae. 
It  was  desirable  to  obtain  in  someway,  a  reservoir  or  sur- 
plus of  metal,  which  could  be  utilized,  in  the  bending,  by 
being  thrown  out  into  or  remaining  in  the  comers,  to  make 
them  full  and  square  on  the  outside.  To  attain  this  result, 
one  James  P.  Thorp  made  an  invention  for  which  he  ob- 
tained letters  patent.  No.  28,114,  granted  May  1st,  1860, 
which  were  reissued  to  his  assignees,  H.  D.  Smith  and 
others,,  as  No.  2,862,  September  18th,  1866.  Thorp's  blank 
was  of  the  following  shape :  [See  p.  127.] 
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The  two  projections  on  the  bottom  of  the  blank  were  in- 
tended to  furnish  sufficient  metal  to  make  the  outer  comei-s 
of  the  shackle  square  and  sharp,  when  the  ears  were  bent 
in  the  direction  indicated  by  the  arrows.  The  projections 
were  at  the  places  where  the  arms  joined  the  body.  Thorp's 
patent  showed  a  die  for  making  the  blank,  constructed  with  . 
recesses  or  cavities  to  form  the  projections,  and  stated  that, 
after  the  arms  were  bent  up,  the  blank,  instead  of  being  of 
the  old  form,  Pig.  6,  with  rounded  comers,  a  a,  thus :  [See 
p.  129.]  would  be  of  the  form  of  Pig.  7,  with  square  or 
right-angled  comers,  a  a,  thus:  [See  p.  129.]  the  blank 
being  stronger  at  the  junction  of  the  arms  and  body,  and 
the  exjxansion  of  the  metal  in  bending  the  arm,  being  com- 
pensated for  by  a  diagonal  contraction  of  the  metal,  which 
oijerated  to  prevent  the  destruction  of  the  cohesion  of  the 
particles  of  the  metal,  and  the  consequent  weaking  of  the 
blank  at  the  parts  where  it  was  bent. 

The  next  step  is  shown  in  letters  patent,  No.  66, 641,  granted 
June  11th,  1867,  to  Leander  Bums  and  Josiah  Wilcox,  on 
the  invention  of  Bums.  That  patent  shows,  in  Pig.  7,  an 
upper  die  M  and  a  lower  die  N,  and  the  blank  made  be- 
tween them,  with  square  comers,  L,  L,  thus,  [See  p.  131.] 
Fig.  7  is  a  transverse  vertical  section  taken  in  the  plane  of 
the  line  y  y,  in  Pig.  6.  Pig.  6  is  a  face  view  of  the  lower 
die  N,  and  shows  also  the  blank  after  it  is  acted  on  by  the 
dies.  The  specification  states  that  if  the  arms  of  the  blank 
are  bent  up  at  right  angles,  in  a  direction  towards  each 
other,  perfect  square  comers  will  be  left  at  L,  L,  with  the 
metal  through  those  corners  and  the  other  parts  of  a  uni- 
form thickness. 

Then  followed  the  patent  to  the  plaintiff,  the  specifica  - 
tion  and  drawings  [See  p.  135]  of  which  are  as  follows : 

''  This  invention  relates  to  the  construction  of  carriage- 
shaft  shackles  from  the  solid  blanks,  and  to  the  shape  of 
the  dies  for  forming  the  same,  so  that,  with  the  least  amount 
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of  labor  and  power,  the  said  shackle  may  be  gradually 
formed  into  the  required  shape.  In  the  annexed  drawings 
this  invention  is  illustrated.  Figure  1  is  a  vertical  sectional 
view  of  a  shackle-blank,  showing  it  between  the  dies.  Figure 
2  is  a  top  or  plan  view  of  a  shackle-blank,  as  the  same  is 
formed  by  the  dies.  Similar  letters  of  reference  indicate 
like  parts.  The  blank,  which  is  made  in  the  shape  of  a 
cross,  in  the  usual  manner,  is  placed  upon  the  lower  die  A, 
and  the  upper  die  B  is  then  forced  down  upon  it,  whereby 
the  arms,  a,  a,  of  the  blank  are  bent  into  an  oblique  direc- 
tion, and  the  body,  6,  is  curved,  as  shown  in  the  figure.  The 
portion  of  the  blank  where  the  arms  join  the  body  is  rounded, 
as  shown,  on  both  the  inside  as  well  as  on  the  outside,  the 
straightening  of  the  body  of  the  shackle  pushing  out  suflS- 
cient  material  for  forming  the  sharp  corners,  without  hav- 
ing any  hindersome  and  impracticable  projections.  The  dies 
are  formed  so  as  to  give  the  blank  the  required  shape.  This 
process  of  forming  shackle-blanks  has  proved,  by  practice, 
to  be  the  most  expeditious  and  simple  yet  performed,  as  it 
requires  the  least  amount  of  machinery,  and  forms  each 
part  of  the  shackle  with  just  the  required  amount  and  thick- 
ness of  metal  for  completing  the  article." 

The  claims,  two  in  number,  are  these :  ''1.  The  carriage- 
shaft  shackle-blank,  so  formed  between  dies  that  the  body 
6,  of  the  blank  is  curved,  substantially  as  herein  shown  and 
described.  2.  The  dies  A  and  B,  for  making  the  said  blank, 
when  so  constructed  and  arranged  as  to  form  the  rounded 
comers  and  the  curved  body  of  the  said  blank,  substantially 
as  herein  shown  and  described." 

The  plaintiflf,  according  to  his  description,  takes  a  blank 
in  the  form  of  a  cross  and,  by  dies  of  proper  shape,  bends 
the  arms  of  the  blank  into  an  oblique  direction,  and  the 
body  into  a  curved  form,  the  result  being  that  the  parts 
where  the  arms  join  the  body  are  rounded  on  the  outside  as 
well  as  the  inside  ;  and  when  subsequently  the  curved  body 
is  straightened,  there  will  be  in  it  sufficient  metal  to  form 
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sharp  outside  comers,  by  being  pushed  out  into  them.  The 
plaintiffs  patent  stops  with  the  curved  blank  shown  in  Pig. 
1  of  his  drawings.  That  blank  is,  in  practice,  afterwards 
formed,  by  other  dies,  into  the  following  shape :  [See  p. 
137.]  Putting  the  blank  into  that  shape  is  what  the  speci- 
fication refers  to  when  it  speaks  of  "the  straightening  of 
the  body,"  and  ''forming  the  sharp  comers." 

The  defendants  make  shackle-blanks  by  dies,  under  letters 
patent.  No.  106,225,  granted  to  Willis  B.  Smith,  August  9th, 
1870.  [See  p.  139.]  Pig.  3  of  that  patent  is  a  plan  view  of 
the  blank  which  the  dies  forge,  and  Pig.  4  is  an  end  view  of 
the  blank.  In  these  figures,  &,  6,  are  the  ears  ;  d  is  the  clip  \f 
is  the  shaft ;  g  is  the  body  of  the  blank ;  A,  A,  are  the  comers 
at  the  junction  of  the  ears  and  the  body ;  H  is  the  whole 
blank.  The  corners  A,  A,  are  formed  at  right  angles  to  each 
other.  The  specification  says,  that  the  blank  H  is  then  placed 
in  a  trimming  die,  and  the  surplus  metal  which  projects 
from  its  edges  is  removed ;  and  that  the  blank  is  then  heated, 
and  the  oblique  i)ortions  of  the  body,  ^,  are  bent,  so  as  to 
throw  the  ears,  &,  6,  upward,  in  the  form  shown  in  Pig.  fi, 
in  which  operation  the  comers,  A,  A,  previously  formed  at 
right  angles,  remain  unmolested,  and  are  square  and  full . 
The  specification  says :  ''  I  am  aware  that  dies  for  the  same 
purpose  have  been  previously  used,  as  shown  in  the  patents 
to  L.  Bums,  June  11,  1867,  and  J.  B.  Clark,  June  25,  1867. 
In  Bums'  dies,  the  body  of  the  shackle  is  formed  straight, 
while  the  ears  are  curved,  the  curve  commencing  at  the 
plane  where  the  ears  are  to  be  bent  to  form  the  comers,  and 
therefore  said  comers  are  not  right-angled,  neither  is  it  pos- 
sible for  curved  ears  to  be  both  on  one  and  the  same  linf^. 
In  Clark's  dies,  the  ears  are  formed  straight,  but  were  ar- 
ranged on  different  lines,  so  that  the  edge  of  the  blank  at 
the  side  of  each  ear  was  thrown  out  of  a  vertical  line,  which 
seriously  interferes  with  trimming  oflf  the  surplus  metal.  I 
make  no  claim  to  either  of  the  above  or  similar  dies." 
Smith's  patent  claims  the  blank  so  constructed  and  formed^ 
and  also  Jhe  dies  for  forging  it. 
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The  Circuit  Court  was  of  the  opinion  that  in  straighten- 
ing the  angularly  bent  back  of  the  defendants'  blank,  to  get 
it  into  the  shape  of  Pig.  6  of  the  Smith  patent,  surplus  metal 
was  not  pushed  towards  or  into  the  comers  to  form  them, 
but  the  existing  comers  were  forced  further  apart,  to  the 
43xtent  of  one-fourth  of  an  inch,  by  driving  surplus  metal 
into  the  back,  between  the  comers. 

We  are  of  opinion  that  this  view  is  correct.  Besides  this, 
the  arms  of  the  defendants'  blank  are  not  bent  in  an  ob- 
lique direction,  its  body  is  not  curved,  and  the  parts  where 
the  arms  join  the  body  are  not  rounded,  either  on  the  in- 
side or  on  the  outside.  The  defendants'  blank,  as  in  Fig. 
4  of  the  Smith  patent,  has  abundance  of  material  near  the 
comers  7i,  7/,  which  are  to  be  sharp  and  square  and  are  al- 
ready formed,  while  the  plaintiffs  blank,  by  reason  of  its 
rounded  comers,  has  a  deficiency  of  material  near  the  points 
where  the  square  comers  to  be  formed  are  to  be. 

In  the  efforts  to  make,  by  dies,  a  shackle-blank,  which 
should  ultimately  have  sharp  outside  comers,  the  inventors, 
in  succession,  had  the  idea  of  a  reservoir  or  surplus  of  metal . 
Thorp  had  it  in  the  downward  projections.  Burns  had  it  in 
his  sharp  lower  comers  with  curved  arms.  The  plaintiff 
had  it  in  his  curved  body  and  rounded  comers.  Smith  has 
it  in  his  shape.  But,  in  view  of  the  state  of  the  art,  and 
the  t«rms  of  his  patent,  the  plaintiff  must  be  confined  to  a 
<5urved  body,  rounded  comers,  and  oblique  arms,  or,  at  least, 
to  a  shape  which,  for  practical  use,  in  subsequent  manipu- 
lation, has  a  disposition  of  metal  which  causes  a  sharp  comer 
to  be  fprmed  in  substantially  the  same  way  as  by  the 
use  of  his  blank.  The  defendants'  blank  does  not  have 
such  a  shape. 
Decree  affirmed. 
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Carver  v.  Hyde,  6  Pet.  513  [4  Am.  A  Eng.  367.] 
Metropolitan  Wafihing  Machine  Co.  v.  Tool  Vo,,  20  Wall. 

342  [9  Am.  A  Eng.  305.] 
Keystone  Bridge  Co.  v.  Phcenix  Iron  Co.,  95  U.  S.   274 

[11  Am.  A  Eng.  364.] 
Werner  v.  King,  96  U.  S.  218  [11  Am.  A  En«r.  4 19.  J 


Form — when  infringed  : 

Winans  v.  Denmead,  15  How.  330  [6  Am.  A  Eng.  107.] 


Patent  in  muMt  i 

No.  66,130.     Clark,  J.  B.     June  25,  1867.     Manufacture  of 
Blanks  for  Carriage-Thills. 

Other  Suits  on  Same  Patent  : 

Clark  V.  Beecher  Mnfg.  Co.,  1881.     7  Fed.  Rep.  810. 
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Syllabua, 

JOHN  F.  WOLLENSAK,  APPELLANT,   r.  FRANK  A. 

REfflER* 

no  U.  8.  •7-96.    Oct*  Term«  1804. 

[Bk.  29,  L.  ed.  355;  31  O.  G.  1303.] 

Argued  April  14, 15,  1885.     Decided  May  4,  1885. 

Particular  patetit  construed,  limitedy  and  not  infringed. 

1.  Reissued  letters  patent,  No.  9,307,  John  F.  WoUensak,  July  20, 
1880,  (original  No.  136,801,  March  11,  1873,)  for  an  Improve- 
ment in  Transom-Lifters,  which  described  broadly,  "  any  con- 
struction, combination,  or  arrangement  of  parts  which  shall 
support  the  long  or  operating  rod  "  for  the  purpose  specified ; 
hddy  that  in  view  of  the  state  of  the  art  the  claim  must  be  re- 
garded as  a  narrow  one,  and  limited  to  the  particular  combina- 
tion described,  and  not  infringed  by  the  defendant's,  F.  B. 
Reiher's,  device,  secured  to  him  by  letters  patent,  No.  226,353, 
April  6,  1880,  Transom-Lifter,  satisfactorily  shown  by  expert 
testimony  to  differ  from  Wollensak's  device  in  that,  proceed- 
ing from  a  different  point  in  the  state  of  the  art  it  presents  a 
different  structure  operating  upon  a  totally  different  principle, 
(p.  147.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  history  and  facts  of  the  case  apj)ear  in  the  opinion 
of  the  court. 

Messrs.  L,  L,  Bond,  Ephraim  Banning^  arid  Thomas 
A,  Banning^  for  appellant: 

It  seems  clear,  when  the  patent  is  proi)erly  considered  in 
relation  to  its  ovm  admissions  as  to  the  prior  art,  and  the 
prior  art  as  shown,  that  the  court  erred  in  holding  that  the 
patent  did  not  disclose  or  cover  a  patentable  invention. 

As  a  general  projxwition,  the  only  difference  between  the 
devices  of  the  appellant  and  the  appellee,  so  far  as  appel- 

*See  Explanation  of  Notes,  page  III. 
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lant'  s  patent  is  concerned,  is  the  difference  between  prolong- 
Ing  the  handle  rod  and  prolonging  the  upper  guide.  The 
I)oint  of  supporting  the  handle  rod  above  the  bracket  of  the 
lifting  arm  was  worked  out  by  the  aijpellant.  This  prob- 
lem being  solved,  it  would  occur  to  any  good  mechanic  that 
there  might  be  several  ways  of  doing  it,  and  the  first  and 
most  obvious  way  of  doing  it  by  a  modification  would  be  to 
prolong  the  guide  and  slot  it,  so  that  the  bracket  by  which 
the  lifting  arm  is  attached  to  the  rod  could  pass  along  the 
slot  of  the  guide. 

The  bracket  through  which  the  lifting  arm  is  attached  to 
the  rod,  and  by  which  the  rod  connection  is  made,  are  al- 
most identical  in  both  devices.  WoUensak's  lifter  is  pro- 
vided with  an  anti-friction  roller  ;  Reiher's  is  provided  with 
a  runner,  or  slide,  having  its  ends  rounded. 

Whatever  differences  there  may  be  between  the  two  are 
mere  matters  of  addition  upon  the  part  of  the  appellee,  and 
are  not  matters  of  substitution  or  vaiiation  of  the  parts  put 
in  combination  by  the  third  claim  of  the  appellant's  patent. 

The  law  is  well  settled  that  matters  of  addition  do  not 
avoid  infringement. 

Curtis  on  Pats.,  §311 ;  Bates  v.  Coe,  98  U.  S.  42  [12  Am. 
&  Eng.  150.] 

Messrs.  Wm,  A.  McKenney  and  Charles  T.  Brovm^  for 
appellee : 

In  considering  this  case  we  must  carefully  consider  the 
nature  of  the  complainant's  improvement,  and  the  seem- 
ingly small  benefit  to  be  derived  from  what  has  been  added 
to  an  old  and  well-known  device  (as  to  this  there  is  no  ques- 
tion, as  the  complainant  so  describes  it)  which  improvement 
seems  within  the  practical  knowledge  of  any  skilled  work- 
man or  mechanic. 

Admitting  all  that  complainant  says  concerning  the  date 
of  his  invention,  by  his  own  specification,  the  state  of  the 
art  at  the  time  of  complainant' a  invention  was  a  transom 
lifter  in  all  respects  precisely  similar  to  that  described  in 
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the  third  claim  of  complainant's  patent  excepting  the  guide, 
tr',  and  the  prolonged  rod,  U. 

So  far  as  complainant's  patent  is  concerned,  defendant's 
upright  rod  and  lifting  ann  are  identical  with  the  old  up- 
right rod  and  lifting  arm,  defendant  has  placed  upon  the 
upper  end  of  this  lifting  arm  a  slotted  guide.  This  he  cer- 
tainly had  a  right  to  do.  He  had  the  same  right  to  stait 
from  the  common  ground,  the  old  form  of  transom  lifter,  as 
had  the  complainant.  And  so  long  as  he  left  to  complainant 
his  prolongation  of  the  upright  rod,  that  being  named  as 
one  of  the  necessary  elements  in  complainant' s  combination, 
90  long  he  did  not  trench  upon  the  complainant' s  rights. 

Although  patentees  are  entitled  in  all  cases  to  invoke  to 
some  extent  the  doctrine  of  equivalents,  to  protect  them- 
selves against  mere  formal  alterations  or  substitutions,  they 
are  never  entitled  to  do  so  in  any  case  to  suppress  all  other 
substantial  improvements. 

Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290 ;] 
Blanchard  v.  Putnam,  3  Pish.  186 ;  Murray  v.  Clayton,  L. 
R.  7  Ch.  570. 

It  would  seem  from  earlier  cases  that  the  doctrine  of 
equivalents  is  applied  in  a  broader  and  more  liberal  manner 
in  favor  of  one  who  has  discovered  a  result  or  function  that 
is  new,  as  well  as  the  machinery  that  produces,  than  it  is  in 
favor  of  one  who  has  simply  made  an  improvement  in  the 
manner  of  bringing  about  a  known  result. 

McCormick  v.  Talcott,  20  How.  402  [6  Am.  &  Eng.  410  ;1 
Singer  v.  Walmsley,  1  Pish.  558 ;  Burden  v.  Coming,  2 
Fish.  487. 

Mr.  Justice  Matthews  delivered  the  opinion  of  tlie 
court: 

The  bill  in  equity  was  filed  by  the  appellant  to  restrain 
the  alleged  infringement  by  the  defendant,  of  reissued  let- 
ters i)atent,  No.  9,307,  dated  July  20, 1880 ;  the  original  pat- 
ant,  No.  136,801,  dated  March  11,  1873,  having  been  issued 
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to  John  F.  WoUensak,  the  appellant,  for  an  alleged  new 
and  useful  improvement  in  transom-lifters.  This  appeal 
is  from  a  decree  dismissing  the  bill  for  want  of  equity. 

The  specification  and  drawings  of  the  i)atent  are  as  fol- 
lows : 

'*  Figure  1  is  a  perspective  view,  showing  one  means  for 
carrying  my  invention  into  operation.  Fig.  2  is  a  side  ele- 
vation of  the  same,  and  Fig.  3  is  a  detached  sectional  view. 

' '  Similar  letters  of  reference  in  the  several  figures  denote 
the  same  parts. 

'^  Transom-lifters  have  heretofore  been  constructed  with  a 
long  upright  rod  or  handle  jointed  at  its  upper  end  to  a  lift- 
ing-arm which  extends  to  and  is  connected  with  the  side  or 
edge  of  the  transom-sash,  the  sash  being  opened  or  closed 
by  a  vertical  movement  of  the  long  rod.  When  thus  con- 
structed the  upright  rod  is  liable  to  be  bent  by  the  weight 
of  the  transom,  owing  to  the  want  of  support  at  or  near  the 
point  of  junction  between  the  long  rod  and  the  lifting-arm. 

**  The  object  of  my  invention  is  to  remedy  this  difficulty ; 
and  to  such  end  it  consists  in  providing  the  proper  support, 
or  support  and  guide,  for  •  the  upper  end  of  the  lifting-rod 
during  its  vertical  movements  and  while  at  rest. 

' '  This  may  be  accomplished  in  a  variety  of  ways,  one  of 
which  I  will  now  proceed  to  describe  in  detail,  although  I 
wish  it  clearly  understood  that  I  do  not  limit  my  invention 
to  this  constiniction,  but  regard  it  as  covering  broadly  any 
construction,  combination,  or  arrangement  of  parts  which 
shall  support  the  long  or  operating  rod  and  prevent  it  from 
being  bent  or  displaced  by  the  weight  of  the  transom. 

* '  In  the  drawings,  D  is  the  door ;  T,  the  transom-sash, 
pivoted  at  top,  bottom,  or  middle,  as  preferred  ;  A,  the  lift- 
ing-arm that  connects  the  sash  to  the  upright  rod  ;  U,  the 
upright  rod,  passing  through  two  guides,  G  G',  one  above 
and  one  below  the  point  of  junction  with  the  lifting-arm  ; 
R,  a  friction-roller,  secured  to  the  lifting-rod  so  as  to  bear 
agaiuwst  the  wall  and  support  said  rod  at  its  point  of  junction 
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with  the  lifting-arm  ;  ti,  n^  notches,  cut  in  the  upright  rod 
to  receive  the  end  of  the  set-screw ;  and  «,  a  set-screw  ar- 
ranged, in  connection  with  the  lower  guide  and  the  rod  U, 
so  as  to  be  convenient  of  oi)eration  for  the  purpose  of  fixing 
the  transom  at  any  required  angle.  The  upright  rod  is  thus 
supported  at  three  points,  to  wit,  above,  below,  and  at  the! 
joint  where  it  sustains  the  weight  of  the  transom.  It  can! 
also  be  adjusted  and  securely  fastened  so  as  to  oi)en  the 
sash  as  much  or  as  little  as  may  be  desired,  and  to  lock  it  in 
that  position. 

**  Having  thus  described  my  invention,  what  I  claim  as 
new  is — 

''1.  The  combination,  with  a  transom,  its  lifting-arm  and 
operating-rod,  of  a  guide  for  the  upper  end  of  the  operating- 
rod,  to  prevent  it  from  being  bent  or  displaced  by  the 
weight  of  the  transom. 

"  2.  The  roller  R,  arranged  at  the  junction  of  the  lifting- 
aim  A  and  upright  rod  U,  in  a  transom-lifter,  substantially 
as  and  for  the  purpose  described. 

"3.  The  guide  6',  arranged  above  the  junction  of  the 
lifting-arm  and  upright  rod,  in  combination  with  the  pro- 
longed rod'U,  the  guide  6,  and  arm  A,  substantially  as  and 
for  the  purpose  specified." 

The  defences  relied  on  were,  that  the  alleged  invention 
was  not  patentable ;  that  it  had  been  anticipated  by  Bayley 
and  McCluskey,  to  whom  a  patent  had  been  granted,  dated 
July  7,  1868,  No.  79,541,  for  an  improvement  in  railroad- 
car  ventilators  ;  and  that  the  defendant's  device,  secured  to 
liim  by  a  patent  dated  April  6,  1880,  No.  226,353,  did  not 
infringe  that  of  the  appellant. 

The  specification  and  drawings  of  the  api)ellee's  patent 
are  as  follows  : 

''My  object  is  to  construct  a  lifter  which  will  always  be 
ready  for  use  and  answer  equally  well  for  all  kinds  of  tran- 
soms, no  matter  how  the  same  may  be  hinged,  without  ex- 
changing or  altering  any  of  the  parts,  in  a  simple  and  dur- 
able manner. 
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'*In  the  drawings  forming  part  of  this  specification,  t^g- 
ures  1  and  2  show  a  front  view  and  side  elevation  of  my 
lifter  attached  to  a  transom  hinged  below.  Pigs.  3  and  4 
show  the  lifter  for  transoms  hinged  above.  Fig.  5  shows  a 
front  view  of  the  lifter  attached  to  a  ventilating  opening 
hanging  obliquely.  Fig.  6  shows  the  lifter  attached  to  a 
transom  hinged  sidewise.  Fig.  7  shows  the  lifter  attached 
to  a  skylight.  Fig.  8  shows  a  front  view,  Fig.  9  a  vertical 
longitudinal  section,  and  Fig.  10  an  inverted  plan,  of  the 
casing.  Figs.  11  and  12  show  the  top  of  lifting-rod  with 
adjusting-block.  Fig.  13  shows  the  lower  part  of  the  lift- 
ing-rod with  handle  attachment. 

"  Like  letters  of  reference  indicate  like  parts. 

'*The  casing  A,  which  is  screwed  to  the  d(X)r-frame,  is 
provided  on  the  front  plate  with  a  long  slot,  a.  Sliding 
loosely  up  and  down  in  this  casing.  A,  is  the  adjusting- 
block  B,  which  protrudes  by  the  ear  6,  forming  jmrt  of  this 
block,  through  slot  a.  Affixed  to  block  B  is  the  lifting-rod 
C,  in  such  a  manner  as  to  allow  the  rod  to  turn  in  said  block. 
For  this  purpose  the  block  is  provided  with  a  wide  slot,  as 
shown  in  Figs.  9  and  12,  into  which  fits  loosely  the  pin  d, 
which  penetrat-es  the  rod  C. 

"  Attached  to  the  transom  in  a  position  which  is  regulated 
by  and  depends  upon  the  manner  of  hinging  the  same,  at 
about  midway  between  the  outer  swinging  point  and  the 
center  of  hinge,  is  the  bracket  or  loop  U.  Attached  to  this 
loop  is  the  connecting  link  or  arm  E,  which  connects  at  its 
other  end  to  the  ear  b  of  the  adjusting  block. 

*  *  A  look  at  the  drawings  will  show  that  the  upward  or 
downward  movement  of  the  adjusting-blo(^k,  (caused  by  the 
respective  movement  of  the  lifting-rod,  will  be  followed  by 
a  swinging  movement  of  the  transom  on  its  hinges,  through 
the  agency  of  the  universal  link  or  arm  E. 

The  inner  face  of  the  casing  A  (shown  in  Fig.  9)  is  pro- 
vided with  a  series  of  notches,  e.  The  upper  end  of  the  rod 
C  is  provided  with  a  spiral  spring,  F,  which,  resting  at  one 
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end  in  the  hole/ of  the  adjusting-block  B,  is  affixed  at  its 
other  end  in  a  groove,/',  at  the  top  of  rod  C.  This  spring 
F  has  the  tendency  to  hold  the  rod  C,  which  turns  loosely 
in  the  blpck  B,  in  such  a  position  as  to  cause  the  pin  d^ 
which  projects  on  both  sides  of  the  block  B,  to  fall  into  one 
of  the  notches  e  provided  in  the  casing.  Thus  the  rod,  with 
block  B  and  universal  link  E,  is  held  in  place  by  the  action 
of  spring  P  and  pin  rf,  and  can  be  moved  only  by  turning 
the  rod  C  slightly  on  its  axes,  so  as  to  disengage  the  pin  d 
from  the  notch  e, 

"  It  will  be  seen  that,  whenever  the  hand  of  the  operator 
should  happen  to  loose  its  hold  upon  the  rod,  the  spring  F 
will  cause  the  pin  d  to  fall  into  the  next  notch  and  arrest 
the  further  movement  of  the  block  B,  and  thereby  the  move- 
ment of  the  transom.  The  transom  may  thus  be  locked  at 
any  desired  position. 

*'  The  rod  C  is  provided  at  its  lower  end  with  handle  H, 
arrange^  with  an  opening  for  the  finger,  so  that  the  rod  may 
be  with  convenience  turned  and  lifted  or  lowered  at  will. 

* '  For  transoms  hinged  at  the  lower  edge  of  the  frame 
(shown  in  Fig.  1  and  2)  the  transom  with  loop  D  hangs  in 
the  universal  link  E.  The  casing  A  with  adjusting-block  is 
fixed  above.  When  operating  the  same,  the  block  bears 
with  its  shoulders  h  upon  the  inner  face  of  casing  A. 

''For  transoms  hinged  at  the  upper  frame,  as  shown  in 
Figs.  3  and  4,  the  casing  is  fastened  below,  so  that  the  ad- 
justing-block may  be  held  by  the  lowest  notch  e.  While 
the  transom  is  closed,  the  universal  link  hangs  downward 
from  the  loop  D.  In  this  case,  when  operated,  the  bearing 
between  block  and  casing  is  reversed,  and  is  taken  up  by  a 
pin  g^  penetrating  through  the  ear  of  the  block  and  resting 
upon  the  outer  face  of  the  casing  A. 

"  For  oblique  transoms  the  lifter  is  affixed  as  shown  in  Fig. 
6.  Fig.  6  shows  a  transom  hinged  at  the  side.  The  casing  or 
lifter  is  affixed  vertically  at  the  hinged  side,  the  adjusting- 
block  being  in  the  highest  notch  when  the  transom  is  closed. 
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' '  For  transoms  hinged  in  the  middle,  the  lifter  may  be 
affixed  either  above  or  below  the  hinged  center.  For  sky- 
lights, the  lifter  is  affixed  as  shown  in  Fig.  7. 

' '  It  will  be  seen  that  the  universal  link  E,  with  its  two 
swivel  ing  loop  ends,  will  always  be  ready  to  form  a  connec- 
tion between  the  transom-loop  D  and  the  ear  b  of  the  ad- 
justing-block, no  matter  which  way  the  trarisom  may  be 
hinged. 

' '  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is 

"1.  The  casing  A,  with  slot  a,  containing  the  adjusting- 
block  B,  with  upright  rod  C,  in  combination  with  chain- 
link  E  and  loop  D,  all  arranged  and  constnicted  in  the  man- 
ner as  shown,  and  for  the  purpose  specified. 

"2.  The  adjusting-block  B,  rod  C,  pin  rf,  and  spring  F, 
in  combination  with  casing  A,  provided  with  slot  a  and 
notches  e,  e^  for  the  purpose  set  forth." 

The  specification  of  the  complainant's  patent  undertakes 
broadly  to  describe  the  invention,  intended  to  embrace  in 
it,  as  ' '  any  construction,  combination,  or  arrangement  of 
parts  which  shall  support  the  long  or  operating  rod  and  pre- 
vent it  from  being  bent  or  displaced  by  the  weight  of  the 
transom."  But,  having  reference  to  the  state  of  the  art  at 
the  date  of  the  alleged  invention,  and  the  claims  of  the 
patent,  the  patentee  must  be  limited  to  the  combination, 
with  a  transom,  its  lifting-arm,  and  operating-rod,  of  a 
guide  for  the  upper  end  of  the  operating-rod  prolonged 

beyond  the  junction  with  the  lifting-arm,  so  as  to  prevent 
the  operating-rod  from  being  bent  or  displaced  by  the  weight 
of  the  transom. 

Putting  by  the  question  whether  this  is  a  patentable  in- 
vention, in  view  of  the  existing  stat«  of  the  art,  the  claim 
must  be  regarded  as  a  narrow  one  and  limited  to  the  par- 
ticular combination  described.  In  that  view,  the  defend- 
ant's arrangement  is  no  infringement.  The  difference  be- 
tween  the  two  devices  is  pointed  out,   and,  as  we  think, 
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satisfactorily,  by  Mr.  Dayton,  an  expert  witness  on  behalf 
of  the  defendant.  He  says :  **  When  the  sash  is  opened  in 
the  Reiher  transom  not  an  ounce  of  its  weight  falls  upon, 
either  laterally  or  obliquely,  the  upright  rod.  The  Reiher 
transom  is  provided  at  its  lower  end  with  a  block  which  runs 
in  a  guide,  and  which  is  so  constructed,  with  inner  flanges 
and  an  external  pin,  arranged  to  bear  respectively  upon  the 
inner  and  outer  faces  of  the  slotted  guide  which  he  employs, 
and  which  is  fixed  on  thp  frame,  as  to  receive  all  the  pres- 
sui*e  resulting  from  the  weight  of  the  transom.  The  handle 
or  the  long  upright  rod  in  the  said  Reiher  transom  is  de- 
signed and  serves  wholly  as  a  means  of  reaching  the  foot  of 
the  lifting-arm  and  pushing  it  upward  or  drawing  it  down- 
ward. As  I  before  stated,  not  a  particle  of  inward  or  lateral 
pressure  falls  upon  the  end  of  this  rod  by  reason  of  the 
weight  of  the  transom.  In  my  judgment,  such  upright  rod 
may,  for  this  purpose,  as  well  be  absent  as  present.  I  stated 
that  the  sole  purpose  of  the  long  upright  rod  was  to  reach 
and  lift  the  foot  of  the  block  with  the  end  of  the  lifting-rod . 
To  be  accurate,  I  also  state  that  it  serves,  additionally,  to 
operate  a  novel  locking  device  with  which  said  foot-piece  of 
the  lifting-arm  is  provided. 

So  far,  then,  as  the  function  of  the  guide  G'  in  the  Wol- 
lensak  patent,  or  the  upper  guide  in  the  numbers  1  and  3 
of  the  Wollensak  transom  model,  is  concerned,  I  find  that 
the  Reiher  transom  presents  a  totally  different  structure, 
operating  on  a  totally  different  principle,  from  that  exhib- 
ited in  the  Wollensak  transom  model. 

In  my  judgment  the  improvements  of  Mr.  Reiher,  as  ex- 
emplified in  the  Reiher  transom  exhibit,  are  based  upon  and 
proceed  from  a  totally  different  point  in  the  state  of  the  art 
of  transom -lifters,  from  that  admitted  to  be  old  in  the 
passage  quoted  from  Wollensak' s  patent  specifications,  and 
upon  which  Wollensak' s  improvements  are  based.  It  is  a 
matter  of  common  knowledge,  I  believe,  and  it  is  certainly 
within  my  personal  knowledge,  that  transoms  or  flap  win- 
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dows  were,  long  prior  to  the  date  of  Wollensak's  original 
patent,  provided  with  a  pivoted  brace,  the  foot  of  which  was 
movable  against  the  frame  of  such  window  or  door.  This  is 
precisely  the  point  in  the  art  to  which  Mr.  Reiher  in  his 
transom-lifter  has  applied  his  improvements.  His  improve- 
ments do  not  involve  the  removal  of  the  weight  of  the  tran- 
som from  a  direct  bearing  against  the  frame  at  the  foot  of 
the  lifting-arm,  and  have  not  that  object.  Mr.  Reiher  sought, 
evidently,  only  to  provide  a  ready  locking  device  by  which 
the  foot  of  the  lifting-arm  may  be  secured  at  any  i)oint 
quickly,  and  by  which  he  may  at  once  reach  the  locking  de- 
vice and  lift  the  transoms  through  the  medium  of  the  long 
upright  rod.  Said  long  upright  rod  in  his  case  is  not,  there- 
fore, made  stronger  or  weaker  with  a  view  to  prevent  its 
bending,  and  is  only  strong  enough  in  any  case  to  enable 
him  to  push  up  the  foot  of  the  lifting-arm,  and,  by  rotating 
the  rod,  to  unlock  his  novel  fastening  device.  There  was  no 
fault  in  the  old  structure  upon  which  Mr.  Reiher  has  made 
his  improvements  like  that  assigned  to  the  old  device  upon 
which  WoUensak  has  improved,  namely,  the  bending  of  the 
vertical  rod  having  a  lifting-rod  connected  therewith,  be- 
cause said  lifting-arm  did  not,  in  the  old  device  attacked  by 
Reiher,  have  any  vertical  rod  at  all,  and  because  the  lifting- 
arm  distinctly  bore  against  the  frame  instead  of  against  the 
rod." 

It  follows  that  the  decree  of  the  Circuit  Court,  dismissing 
the  bill  for  want  of  equity,  was  correct.  It  is  accordingly 
affirmed, 
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Particular  reissued  patent.  MiUtiplicatiofi  of  reissue  claims,  Un- 
reasonable  delay  in  reissuing,  Expanded  reissue  claims.  Laches 
in  reissuing,  a  question  of  law. 

1.  Where  original  letters  patent,  No.  148,538,  J.  F.  Wollensak, 

March  10,  1874,  Transom-Lifter,  which  contained  but  two 
claims,  was  reissued  after  a  delay  of  more  than  five  years  as 
No.  10,264,  December  26,  1882,  with  seven  additional  claims, 
and  it  was  of  these  that  infringement  was  alleged,  held,  that 
admitting  that  the  added  claims  were  embraced  by  the  origi- 
nal specification,  nevertheless  an  inspection  of  the  patent  when 
issued  would  have  informed  the  patentee  that  it  failed  to  cover 
the  area  of  his  invention  ;  and  his  failure  to  improve  this  op- 
portunity with  reasonable  diligence,  constitutes  laches,  and 
disables  him  in  equity  from  enforcing  his  right  to  the  detri- 
ment of  those  who  have  thereby  been  led  to  act  as  though  it 
were  abandoned,     (p.  168.) 

2.  The  averment  in  the  bill  that  complainant  had  presented  to  the 

Patent  Office  a  full  statement  of  the  facts  connected  with  the 
delay  in  securing  their  reissue,  and  that  the  Examiner-in-Chief 
had  decided  that  he  had  satisfactorily  explained  the  delay  and 
was  entitled  to  reissue,  is  not  enough.  Tlie  Patent  Office  ex- 
pressly or  implicitly  decides  the  question  of  diligence  in  every 
case  of  reissue  ;  but  the  very  question  for  judicial  review  is 
whether  the  Patent  Office  has  decided  rightly,  and  the  special 
circumstances  held  to  have  excused  the  delay  should  have  been 
set  out.     (p.  1 70.) 

3.  The  settled  rule  is,  where  the  claim  is  merely  expanded,  that  a 

*See  Explanation  of  Notes,  page  III. 
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delay  for  more  than  two  years  in  applying  for  reissue,  invali- 
dates the  reissue,  unless  such  delay  is  accounted  for  and  ex- 
cused by  special  circumstances,  (p.  171.) 
4.  When  the  injunction  bill  set  out  both  the  original  and  the  reis- 
sued patent,  and  it  appears  from  inspection  that  the  sole  ob- 
ject of  the  reissue  was  to  enlarge  or  expand  the  claims  of  the 
original,  and  that  a  delay  of  two  or  more  years,  has  taken 
place  in  applying  for  the  reissue,  not  explained  by  special  cir- 
cumstances showing  it  to  be  reasonable,  the  question  of  laches 
is  a  question  of  law  arising  on  the  face  of  the  bill,  which  avails 
as  a  defence  upon  a  general  demurrer  for  want  of  equity,  (p. 
171.) 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs.  L.  L.  Bond,  Ephraim  Banning^  and  Thomas  A. 

Banning^  for  appellarU : 

In  reference  to  the  time  when  a  reissue  can  be  had,  this 
Court  in  Wilson  v.  Rousseau,  4  How.  688  [4  Am.  &  Eng. 
436,]  held  as  follows  :  '*That  the  Commissioner  of  Patents 
can  lawfully  receive  a  surrender  of  letters  patent  for  a  de- 
fective specification,  and  issue  new  letters  patent  upon  an 
amended  specification,  after  the  expiration  of  the  term  for 
which  the  original  patent  was  granted^  and  pending  the 
existence  of  an  extended  term  of  seven  years ;   and  that 
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such  surrender  and  renewal  may  be  made  ai  any  time  dur- 
ing such  extended  term." 

We  do  not  understand  that  the  law,  as  stated  by  the 
courts,  has  been  changed  by  the  recent  decisions,  commenc- 
ing with  Miller  v.  Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng. 
303,]  and  at  this  time  ending  with  Mahn  v.  Harwood,  112 
U.  S.  354  [15  Am.  &  Eng.  322,]  that  any  attempt  to  change 
the  law  has  been  made  except  by  the  introduction  of  the 
equitable  doctrine  of  laches,  nor  has  this  court  reversed  its 
decision  in  Wilson  v.  Rousseau,  4  How.  646  [4  Am.  &  Eng. 
436,]  where  it  held  unanimously  that  the  words  of  the 
statute  :  "Whenever  any  patent  is  inoperative  or  void  by 
reason  of  a  defective  specification,"  meant  that  the  discov- 
ery might  be  made  and  the  patent  reissued  at  any  time  up 
to  the  last  day  of  its  existence,  and  after  an  extension. 

In  this  case,  although  a  bill  was  filed,  and  thje  case  de- 
cided before  the  decision  in  Mahn  v.  Harwood,  112  U.  S.  354 
[16  Am.  &  Eng.  322,  ]  an  attempt  was  made  to  explain  the 
delay,  yet  the  court  being  of  the  opinion  that  two  years  was 
an  absolute  bar  and  a  forfeiture  of  all  right  to  any  addi- 
tional claim,  sustained  the  demurrer  and  dismissed  the  bill, 
as  will  be  seen,  principally  upon  this  ground.  Under  the 
authorities,  we  think  it  clearly  appears  that  the  court  below 
erred  in  dismissing  appellant's  bill. 

The  decision  of  the  Commissioner  is  at  least  prima  facie 
eorrect,  and  cannot  be  reviewed  or  set  aside  without  proof 
showing  it  to  have  been  wrong. 

As  said  by  Justice  Miller,  if  ' '  the  delay  defeated  the 
nght  to  the  reissue,  this  was  a  matter  into  which  the  Patent 
Office  should  enquire.  The  duty  to  do  so  devolved  on  it, 
and  the  right  to  decide  it  necessarily  followed.  *  *  *  " 
Mahn  v.  Harwood,  112  U.  S.  366  [16  Am.  &  Eng.  322.] 

Now  if  the  delay  can  be  explained,  and  it  is  the  duty  of 
the  Commissioner  to  inquire  and  decide  in  reference  to  it,  it 
would  seem  to  follow,  as  a  matter  of  course,  that  this  de- 
cision shall  be  considered  as  at  least  jn^ima  facie  correct. 
As  said  by  Justice  Woods,  in  reference  to  the  extension  of  a 
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patent,  "  while  the  decision  of  the  Commissioner  of  Patents 
is  not  entitled  upon  this  question  to  the  force  of  res  adju- 
dlcata^  yet  is  a  determination  entitled  to  the  highest  respect 
of  the  courts,  and  should  not  be  reversed  except  upon  the 
most  satisfactory  proof/'     Cook  v.  Ernst,  5  Pish.  406. 

And  in  Spaeth  v.  Barney,  30  O.  G.  997,  where  the  delay 
was  more  than  seven  years  and  a  half,  and  no  excuse  was 
shown  to  have  been  offered,  Judge  Colt,  overruling  a  de- 
murrer to  the  bill  said  • '  *  *  *  It  is  also  pre- 
sumed that  the  Commissioner  acted  within  his  authority 
under  the  statute  until  the  contrary  is  proved." 

Messrs.  Wm.  A.  McKenney  and  Charles  T.  Brovyn^  for 

appellee : 

The  general  principles  of  equity  jurisprudence  control  in 
patent  cases,  and  the  question  of  laches  can  be  raised  by  de- 
murrer, and  is  a  good  defence  to  a  bill  in  equity.  Walker 
on  Pats.  %  597 ;  McLean  d.  Fleming,  96  U.  S.  257  ;  Mahn  v. 
Harwood,  112  U.  S.  aM  [15  Am.  &  Eng.  322.] 

The  complainant  admits  that  the  reissue  was  obtained  for 
the  puri^ose  of  broadening  the  claims  to  cover  the  invention 
actually  made,  though  not  claimed. 

Defendant  contends  that  a  period  of  eight  years  between 
the  issuing  of  the  original  and  the  reissue  shows  such  laches 
as  to  require  explanation  in  the  bill  on  the  part  of  the  com- 
plainant ;  and  defendant  claims  the  public  became  possessed 
of  all  invention,  if  any  there  was,  in  the  original  patent, 
not  specifically  set  out  in  the  claims,  and  the  failure  to  claim 
dedicated  the  same  to  the  public,  immediately  on  the  issu- 
ing of  the  original  patent.  And  complainant  was  bound  to 
exercise  the  gi-eatest  vigilance  to  inspect  his  patent  and  if 
the  claims  were  insufficient,  to  surrender  the  same  and  ob- 
tain reissue. 

Whatever  is  well  described  in  the  patent  is  patented,  that 
is,  made  patent  to  the  public,  whether  it  is  claimed  by  the 
patentee  or  not.     Walker  on  Pats.  Jj  T);"). 

Whether  the  application  for  a  reissue  patent  is  made  in 
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reasonable  time  is  a  matter  of  law,  which  the  court  may  de- 
termine by  comparing  the  reissue  patent  with  the  original, 
and  if  necessary,  with  the  records  in  the  patent  office  when 
presented  by  the  record.  Mahn  v.  Harwood,  112  U.  S.  354 
[16  Am.&Eng.  322.] 

In  the  case  at  bar,  both  the  original  and  reissue  were  be- 
fore the  court,  and  hence,  all  the  questions  involved  could 
be  and  were  raised  by  demurrer. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court : 

This  is  a  bill  in  equity  to  restrain  by  injunction  the  al- 
leged infringement  by  the  defendant  below  of  reissued  let- 
ters patent,  No.  10,264,  issued  to  the  complainant  December 
26th,  1882,  upon  the  surrender  of  original  letters  patent,  No. 
148,638,  dated  March  lOth,  1874,  granted  to  the  complainant 
for  a  new  and  useful  improvement  in  transom-lifters.  There 
was  exhibited  with  the  bill,  as  parts  thereof,  copies  of  the 
original  and  reissued  letters  patent.  The  defendant  de- 
murred to  the  bill  for  want  of  equity  ;  the  demurrer  was 
sustained,  and  the  bill  dismissed.  From  that  decree  this  ap- 
peal was  taken. 

The  original  patent  was  confined  to  two  claims,  which  are 
also  the  first  two  in  the  reissued  patent.  The  latter,  which 
in  its  specification  and  drawings  is  substantially  the  same- 
with  the  original,  adds  seven  additional  claims,  making  nine 
in  all.  Of  these,  the  bill  alleges  infringement  as  to  the 
third,  fourth,  fifth,  sixth  and  ninth. 

The  bill,  after  averring  the  issue  of  the  original  patent, 
and  referring  to  the  copy  set  out  as  an  exhibit,  contains  the 
following  averments : 

*'That  said  letters  patent,  being  afterwards  found  to  be- 
inoperative  or  invalid  by  reason  of  an  insufficient  or  defec- 
tive specification,  which  insufficiency  or  defect  had  arisen 
through  inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention  on  the  part  of  your  orator^ 
were  afterwards  surrendered  and  duly  canceled  by  the  Com- 
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missioner  of  Patents  ;  that  thereuix)n,  and  npon  due  appli- 
cation therefor,  reissued  letters  patent  of  the  United  States, 
No.  10,264,  were  issued  to  your  orator,  dated  the  26th  day 
of  December,  1882,  granting  to  him,  his  heirs,  or  assigns, 
for  the  term  of  seventeen  years  from  the  said  lOth  day  of 
March,  1874,  the  full  and  exclusive  right  of  making,  using, 
and  vending  to  others  to  be  used,  the  said  invention,  as  by 
reference  to  said  reissued  letters  patents  here  in  court  to  b(? 
produced,  and  a  copy  of  the  specification  and  drawings  of 
which  is  hereto  attached,  will  more  fully  appear ;  that  said 
reissued  letters  patent  were  applied  for  in  good  faith  and 
not  for  any  fraudulent  or  improper  purpose.;  that,  as  your 
orator  verily  believes,  no  other  person,  firm,  or  corporation, 
not  acting  under  his  authority,  ever  began  the  manuf actui^e, 
sale,  or  use  of  transom-lifters  containing  or  embodying  said 
inventions  or  improvements  until  long  after  your  orator  had 
consulted  counsel  and  taken  steps  toward  applying  for  said 
reissue,  and  until  long  after  your  orator  had  applied  for  and 
obtained  a  reissue  of  his  previous  patent  on  transom-lifters, 
having  broader  claims  than  any  now  contained  in  said  re- 
issue. No.  10,264  ;  that,  in  making  said  application  for  said 
last  mentioned  issue,  your  orator  presented  to  the  Patent 
Office  a  full,  sworn  statement  of  facts  and  circumstances 
connected  with  his  applying  for  and  obtaining  said  original 
patent.  No.  148,538,  and  with  his  delay  in  applying  for  said 
reissue ;  that  at  the  first  said  reissue  application  was  re- 
jected, y  the  ground  that  such  statement  did  not  show  or 
furnish  any  sufficient  explanation  or  excuse  for  said  delay, 
and  that  your  orator  had  lost  his  rights  to  such  a  reissue  by 
reason  thereof,  the  examiner  citing  Miller  ??.  Brass  Co.,  104 
U.  S.  350  [13  Am.  &  Eng.  303,]  and  other  cases  ;  that,  on 
appeal,  said  decision  or  rejection  was  reversed  by  the  exam- 
iners-in-chief constituting  the  Patent  Office  Board  of  Ap- 
jieal ;  that,  in  a  long  and  full  opinion,  said  examiners-in- 
chief  expressly  held  that  your  orator  had  sufficiently  and 
satisfactorily  explained  said  delay,  and  was  still  entitled  to 

115  U.  8.  97-98. 


i 


168  WOLLENSAK  v.  REIHER.  [Sup.  Ot. 

Opinion  of  the  court. 

such  a  reissue,  and  that  a  i)art  of  said  opinion,  referring  to 
claims  appearing  in  said  reissue,  and  now  in  controversy, 
was  as  follows : 

"  'AH  the  above  claims,  moreover,  have  been  rejected  upon 
a  supposed  legal  bar  to  enlargement  of  claim,  found  in  cer- 
tain recent  decisions  of  the  courts,  mainly  of  the  Supreme 
Court  of  the  United  States,  on  whicli  the  other  decisions  cited 
are  based.  *  *  *  We  find  upon  review  that  there  was  a 
grave  defect  in  applicant' s  patent  and  claims,  whereby  it  was 
inoperative  to  protect  the  invention  disclosed  by  him,  to  the 
full  extent  to  which  he  was  entitled.  *  *  *  We  do  not 
find  any  evidence  of  such  Jaches  or  delay,  after  ascertaining 
the  defects  of  his  patent,  as  to  debar  or  estop  him  from  the 
benefits  of  the  statute.  We  do  not  find  in  his  renewed  ap- 
plication any  attempt  to  enlarge  the  scope  of  his  invention 
beyond  what  was  originally  disclosed ;  but,  on  the  con- 
trary, an  attempt  to  secure  protection  for  the  invention  con- 
tained in  the  patent.' " 

For  the  purpose  of  deciding  the  question  of  law  arising  on 
the  demurrer  to  the  bill,  it  is  not  necessary  to  set  out  the  sev- 
eral claims  in  the  original  and  reissued  patents,  with  a  view  to 
a  comparison.  It  is  sufficient  to  say,  that  it  is  not  claimed 
that  the  defendant  is  guilty  of  an  infringement  of  either  of 
the  claims  in  the  original  patent  as  repeated  in  the  reissue  ; 
and  it  is  admitted  that  the  claims  in  the  reissued  patent, 
infringement  of  which  is  averred,  are  expansions  of  the  orig- 
inal claims,  not  covered  by  them,  but  alleged,  nevertheless, 
to  be  embraced  within  the  invention  as  described  in  the 
original  loatent.  This  is  to  say,  that  if,  as  a  matter  of  fact, 
the  patentee  was  the  firat  and  original  inventor  of  the  parts 
and  combinations  covered  by  these  claims,  the  language  of 
t  he  specification  to  the  original  patent  would  sufficiently 
(^mbrace  them. 

1 1  follows  from  this,  that  if,  at  the  date  of  the  issue  of  the 
original  patent,  the  patent^?e  had  been  conscious  of  the  na- 
ture and  extent  of  his  invention,  an  insjDection  of  the  patent, 
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when  issued,  and  an  examination  of  its  terms,  made  with 
that  reasonable  degree  of  care  which  is  habitual  to  and  ex- 
pected of  men,  in  the  management  of  their  own  interests,  in 
the  ordinary  affairs  of  life,  would  have  immediately  in- 
formed him  that  the  patent  had  failed  fully  to  cover  the 
area  of  his  invention.  And  this  must  be  deemed  to  be  no- 
tice to  him  of  the  fact,  for  the  law  imputes  knowledge  when 
opx)ortunity  and  interest,  combined  with  reasonable  care, 
would  necessarily  impart  it. 

Not  to  improve  such  opportunity,  under  the  stimulus  of 
self-interest,  with  reasonable  diligence,  constitutes  laches 
which  in  equity  disables  the  party  who  seeks  to  revive  a 
right  which  he  has  allowed  to  lie  unclaimed,  from  enforcing 
it,  to  the  detriment  of  those  who  have,  in  consequence,  been 
led  to  act  as  though  it  were  abandoned. 

This  general  doctrine  of  equity  was  applied  with  great 
distinctness  to  the  correction  of  alleged  mistakes  in  patents, 
by  reissues,  in  the  case  of  Miller  v.  Brass  Co.,  104  U.  S.  350 
[13  Am.  &  Eng.  303.]  It  was  there  declared,  that  where  the 
mistake  suggested  was  merely  that  the  claim  was  not  as 
broad  as  it  might  have  been,  it  was  apparent  upon  the  first 
inspection  of  the  patent,  and,  if  any  correction  was  desired, 
it  should  have  been  applied  for  immediately ;  that  the  grant- 
ing of  a  reissue  for  such  a  purpose,  after  an  unreasonable 
delay,  is  clearly  an  abuse  of  the  power  to  grant  reissues,  and 
may  justly  be  declared  illegal  and  void  ;  that,  in  reference 
to  reissues  made  for  the  purpose  of  enlarging  the  scope  of 
the  patent,  the  rule  of  laches  should  be  strictly  applied, 
and  no  one  should  be  relieved  who  has  slept  upon  his  rights, 
and  has  thus  led  the  public  to  rely  on  the  implied  disclaimer 
involved  in  the  terms  of  the  original  patent ;  and  that  when 
this  is  a  matter  apparent  on  the  face  of  the  instrument,  upon 
a  mere  comparison  of  the  original  patent  with  the  reissue, 
it  is  competent  for  the  courts  to  decide  whether  the  delay 
was  unreasonable  and  whether  the  reissue  was,  therefore, 
contrary  to  law,  and  void. 
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This  doctrine  has  been  reiterated  in  many  cases  since, 
and  at  the  present  term  has  been  reconsidered  and  em- 
phatically repeated  as  the  settled  law,  in  the  case  of  Mahn 
V.  Harwood,  112  U.  S.  a54  [15  Am.  &  Eng.  322,]  where 
it  is  said,  by  Mr.  Justice  Bradley  delivering  the  opinion 
of  the  court:  "We  repeat,  then,  if  a  patentee  has 
not  claimed  as  much  as  he  is  entitled  to  claim,  he  is 
bound  to  discover  the  defect  in  a  reasonable  time,  or  he 
loses  all  right  to  a  reissue ;  and  if  the  Commissioner  of  Pat- 
ents, after  the  lapse  of  such  reasonable  time,  undertakes  to 
gnmt  a  reissue  for  the  purpose  of  correcting  the  supposed 
mistake,  he  exceeds  his  power  and  acts  under  a  mistaken 
view  of  the  law  ;  and  the  court,  seeing  this,  has  a  right  and 
it  is  its  duty  to  declare  the  reissue  pro  tanto  void,  in  any 
suit  founded  upon  it."  It  was  also  there  said  that,  while 
no  invariable  rule  can  be  laid  down  as  to  what  is  reasonable 
time  within  which  the  patentee  should  seek  for  the  correc- 
tion of  a  claim  which  he  considers  too  narrow,  a  delay  of 
two  years,  by  analogy  to  the  law  of  public  use  before  an 
application  for  a  patent,  should  be  construed  equally  favor- 
able to  the  public,  and  that  excuse  for  any  longer  delay  than 
that  should  be  made  manifest  by  the  special  circumstances 
of  the  case. 

In  the  present  case  the  delay  in  applying  for  the  reissue 
was  more  than  five  years.  No  special  circumstances  to  ac- 
count for  or  excuse  the  delav  are  set  out  in  the  bill.  In  lieu 
of  such  a  statement,  the  complainant  avers  that  he  presented 
to  the  Patent  Office  a  full,  sworn  statement  of  facts  and  cir- 
cumstances connected  with  his  applying  for  and  obtaining 
his  original  patent,  and  with  his  delay  in  applying  for  the 
reissue,  and  that  the  examiners-in-chief  decided  that  he  had 
sufficiently  and  satisfactorily  explained  the  delay,  and  was 
entitled  to  the  reissue.  But  this  does  not  satisfy  the  law\ 
The  question  as  to  whether  the  delay  had  been  reasonable 
or  unreasonable  is  for  the  court  to  determine,  upon  the 
special  circumstances  brought  to  its  attention ;  and  it  can- 
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not  substitute  the  decision  of  the  Patent  Office  upon  that 
question  for  its  own.  The  very  question  is,  whether  the 
Patent  Office  has  decided  rightly  ;  and,  as  it  is  a  question 
of  power  and  jurisdiction,  in  which  the  delay  shown  is  prima 
f(ici^  unlawful,  it  is  incumbent  on  the  party  seeking  to  es- 
tablish the  jurisdiction  of  the  Patent  Office  to  grant  the  re- 
issue, to  show  the  facts  on  which  it  rests.  In  every  case  of 
a  I'eissue,  that  office  either  expressly  or  implicitly  decides 
the  question  of  diligence  on  the  part  of  the  patentee ;  and 
the  grant  of  a  reissue  is  a  decision  that  the  delay  has  not 
been  unreasonable.  That,  therefore,  is  the  very  question 
for  judicial  review,  in  every  suit  to  enforce  a  reissued  pat- 
ent in  which  the  question  is  made ;  and,  as  we  have  seen,  the 
settled  rule  of  decision  is,  that  if  it  appears  in  cases  whei-e 
the  claim  is  merely  expanded,  that  the  delay  has  been  for 
two  years  or  more,  it  is  adjudged  to  invalidate  the  reissue, 
imless  the  delay  is  accounted  for  and  excused  by  special 
circumstances,  which  show  it  to  have  been  not  unreasonable. 

When,  therefore,  the  injunction  bill  sets  out  or  exhibits 
both  the  original  and  the  reissued  patent,  and  it  appears 
from  inspection  that  the  sole  object  of  the  reissue  was  to  en- 
large and  expand  the  claims  of  the  original,  and  that  a  delay 
of  two  or  more  years  has  taken  place  in  applying  for  the  re- 
issue, not  explained  by  special  circumstances  showing  it  to 
be  reasonable,  the  question  of  laches  is  a  question  of  law 
arising  on  the  face  of  the  bill,  which  avails  as  a  defence, 
upon  a  general  demurrer  for  want  of  equity. 

This  rule  of  equity  pleading  applies  in  analogous  cases  ; 
as  where,  it  otherwise  apx)earing  on  the  face  of  the  bill  that 
the  claim  is  stale,  or  is  barred  by  lapse  of  time,  and  it  is 
sought  to  avoid  the  effect  of  such  a  bar  on  the  ground  that 
the  fraud  complained  of  was  concealed  and  has  been  only 
recently  discovered,  it  is  necessary  that  "^  the  particular  acts 
of  fraud  or  concealment  should  have  been  set  forth  by  dis- 
tinct averments,  as  well  as  the  time  when  discovered,  so  that 
the  court  may  see  whether,  by  the  exercise  of  ordinary  dili- 

116  U.S.  101-109. 


173  W0LLEN8AK  v.  REIHER  [Sup.  Ct. 

NoteM  and  citatiotiH. 

gence,  the  discovery  might  not  have  been  before  made." 
Beanbien  v.  Beaubien,  23  How.  190 ;  Steams  «.  Page,  7 
How.  819 ;  Moore  v.  Greene,  19  How.  69 ;  Marsh  v.  Whit- 
more,  21  Wall.  178,  186  ;  Godden  t).  Kimmell,  99  U.  S.  201  ; 
Badger  v.  Badger,  2  Wall.  87 ;  Wood  v.  Carpenter,  101  U. 
S.  135 ;  Lansdale  v.  Smith,  106  U.  S.  391. 

TJie  decree  of  the  Circuit  Court  dismissing  the  bill  for 
want  of  equity  was  correct  and  is  affi/rmed. 

115  17.  S.  109. 

Notes  t 

1.  Delay  in  reissuing  : 

Battin  v,  Taggart,  \1  How.  74  [6  Am.  <fe  Eng.  243.] 
Kendall  v.    Winsor,  21  How.  .322  [7  Am.  A  Eng.  1.] 
Leggett  y.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  369.] 
Miller  v.  Brass  Co.,  104  U.  S.  350  [13  Am.  &  Eng.  303.] 
James  v.  Campbell,  104  U.  8.  356  [13  Am.  &  Eng.  841.] 
Matthews  t?.  Machine  Co.,  105  U.  S.  54[13  Am.  &  Eng. 

501.] 
Bantz  V.  Frantz,  105  U.  S.  160  [13  Am.  &  Eng.  542.] 
Johnson  v.  Railroad   Co.,  105  U.  S.  539  [14  Am.  &  Eng. 

19.] 
Clements  v.  Odorless  Co.,  109  IJ.  S.  641  [15  Am.  &  Eng. 

44.] 
Turner  Mnfg.  Co.  v,  Dover  Stamping  Co.,  Ill   U.  8.  319 

[15  Am.  &  Eng.  238.] 
Mahn  y.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322.] 
Torrent  &  Arms  Lumber  Co.  v.  Rodgers,  112  17.  8.  659 

[15  Am.  &  Eng.  396.] 
Brown  v.  Davis,  116  U.  S.  237  [p.  212  po8t] 
Yale  Lock  Mnfg.  Co.  v.  Sargent,  1 17  U.  S.  536  [p.  275  post,] 
White  V,  Dunbar,  119  IT.  S.  47  [p.  397 />o«^.] 
Newton  v.  Furst  &  Bradley  Mnfg.  Co.,  119  U.  8.  373  [p. 

450  po8tJ\ 
Ives  «.  Sargent,  119  U.  S.  652  [p.  b\2 post,'] 
Hartshorn  y.  Saginaw  Barrel  Co.,  1 19  U.  S.  664  [p.  bZQposL^ 
Parker  &  Whipple  Mnfg.  Co.  u.  Yale  Clock  Co.,  1 23  U.  S.  87. 
Matthews  «.  Iron  Clad  Mnfg.  Co.,  124  U.  S.  347. 


Oct,  1884.]  WOLLENSAK  v.  REIHER.  173 

Notes  and  citations. 

Hoskin  v.  Fisher,  125  U.  S.  217. 
Cornell  v.  Weidner,  127  U.  S.  261. 
Flower  v.  City  of  Detroit,  127  U.  S.  563. 


Patent  In  •nitt 

No.  148,538.     Wollengak,  J.  F.     March   10,  1874.     Reissue 
No.  10,264.    December  26, 1882.     Transom-Lifter. 

Other  Suits  on  Same  Patent: 
WoUensak  v.  Reiher,  1^84.     22  Fed.  Rep.  651. 


C:itcdt 

In  Supreme  Court  in: 


Ives  V.  Sargent,  1887.    119  U.  S.  652;  Bk.  30  L.  ed  544. 
Hoskin  v.  Fisher,  1888.     125  U.  S.  217;  Bk.  31  L.  ed.  759. 


In  Circuit  Courts  in: 

Gage  V.  Kellogg,  May,  1886.     23  Fed.  Rep.  891 ;  32  O.  G.  381. 

Arden  w.  Jewett,  August,  1885.    32  O.  G.  1240. 

Hoe  V.  Kahler,  October,  1885.     23  Blatch.  364;  25  Fed.  Rep.  271; 

34  O.  G.  127. 
Arnheim  v.  Finster,  February,  1886.     26  Fed.  Rep.  277;  34  O.  G. 

700. 


174  WOLLENSAK  v.  REIHER.  [Sup.  Ct. 

Notes  and  citations. 

Haines  v.  Peck,  February,  1886.     26  Fed.  Rep.   625;  35    O.   G. 

1227. 
Boland  v.  Thompson,  February,  1886.     23  Blatch.  442;  26   Fed. 

Rep.  633;  35  O.  G.  1113. 
Wollensak   v,   Reiher,  July,  1886.     28   Fed.  Rep.   424;  36  O.  G. 

1368. 
West  V,  Rae,  November,  1887.     33  Fed.  Rep.  45. 
Kittle  V.  Hall,  January,  1887.     29  Fed.  Rep.  508. 
Wollensak  v,  Sargent,  February,  1888.     33  Fed.  Rep.  840. 
Ligowski  Clay-Pigeon  Co.  v.  Amer.  Clay-Bird  Co.,  March,  1888. 

34  Fed.  Rep.  328. 
Philadelphia  Novelty  Mnfg.  Co.  r.  Rouse,  July,  1889.     39  Fed. 

Rep.  273. 


Ix  Text  Books: 


2  Abb.  Pat.  Laws,  1886.  pp.  182,  198,  442. 
Walker  on  Pats.,  2d  ed.,  1889.  pp.  180,  389. 


Oct.,  1884.]  WOLLENSAK  v.  REIHER.  175 


176  EACHUS  V.  BROOM  ALL.  [Sup.  Ct. 

Syllabus. 

JAMES  EACHUS,  APPELLANT,  v.  JOSHUA  B. 

BROOM  ALL.* 

US  U.  8.  4SS9-480.    Oct.  Term,  188& 

[Bk.  29,  L.  ed.  419 ;  33  O.  G.  1265.] 
Argued  October  27,  1885.     Decided  November  16,  1885 

Identity  of  invention.  Admissible  evidence  oj* prior  knowledge  and 

use.     Particular  reissued  pate7it, 

1.  A  comparison  of  the  original  patents,  for  the  purpose  of  deter- 

mining the  question  as  to  the  identity  of  inventions  descnbed 
in  them,  requires  an  interpretation  of  the  original  patent  in 
the  light  of  the  state  of  the  art  at  the  date  when  the  applica- 
tion for  it  was  filed,     (p.  184.) 

2.  Although  the  prior  use  or  knowledge  of  the  invention  clainie<l 

in  a  reissued  patent  is  not  specifically  set  up  in  the  answer  as 
a  defence,  it  is  nevertheless  admissible  to  consult  the  evidence 
on  that  point  contained  in  the  record,  for  the  purpose  of  defin- 
ing the  limits  of  the  grant  in  the  original  patent  and  the  scopt^  . 
of  the  invention  described  in  the  specification,     (p.  184.) 

3.  Where  the  original  patent.  No.  142,154,  J.  Eachus,  August  2(5, 

1873,  Machine  for  cutting  Paper- Boards,  was  for  a  particular 
organization  of  a  machine  for  cutting  paper-boards,  whereby 
the  various  parts  were  combined  and  adjusted  so  as  to  fit  it  to 
accomplish  the  specific  result  of  cutting  heavy  paper  in  large 
sheets,  and  in  a  wet  condition,  as  received  from  a  paper-mak- 
ing machine,  and  the  reissue  patent.  No.  6,315,  March  2,  1875^ 
was  for  the  process  of  sawing  paper-boards  in  the  wet  state  in 
which  it  was  taken  from  the  paper-making  machine,  held,  that 
the  reissued  patent  was  not  for  the  same  invention  as  the  origi- 
nal, and  was  therefore  void  even  when  restrained  by  construc- 
tion to  include  only  the  process  described  when  performed  by 
means  of  the  particular  devices  described,  as  it  would  still  be 
broad  enough  to  cover  every  an*angement,  combination,  and 
adjustment  in  which  these  devices  may  be  found,  and  that  is 
not  the  same  invention  which  was  described  in  the  original 
patent,     (p.  189.) 

*See  Explanation  of  Notes,  page  III. 
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Arguineut  of  counsel. 

[Citations  in  the  opinion  of  the  court :] 

Vance  r.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117.]     p.  184. 
Brown  c.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272.]    pp.  184,  186. 
Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221.]     p.  186.  * 
Tacker  r.  Spanlding,  13  Wall.  453  [8  Am.  &  Eng.  474.]     p.  186. 
Koberts  v.  Ryer,  91  U.  S.  157  [10  Am.  &  Eng.  302.]     p.  186. 
Heald  v.  Rice,  104  U.  S.  754  [13  Am.  &  Eng.  460.]     p.  1H6. 
Hall  V,  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291.]    p.  186. 
Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  &  Eng.  380.]     p.  186. 
Pennsylvania  R.  R.  Co.  v.  Locomotive  Truck  Co.,  110  U.  S.  490  [15  Am. 

&  Eng.  148.]     p.  186. 
Powder  Co.  tJ.  Powder  Works,  98  U.  8,  126  [12  Am.  &  Eng.  201.]    p.  188. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 

Messrs,  Wayne  MacYeagh^  Joseph  C.  Farley^  and 
George  Tucker  Bisphamy  for  appellant : 

If  a  process  is  properly  patentable,  there  is  no  rale  of  law 
which  prohibits  its  claim  by  reissue,  where  the  original  pat- 
ent had  mistakenly  claimed  a  mechanism. 

Powder  Co.  v.  Powder  Works,  98  U.  S.  126  [12  Am.  &- 
Eng.  201 ;]  James  v.  Campbell,  104  U.  S.  356  [13  Am.  & 
Eng.  341 ;]  Heald  v.  Rice,  104  U.  S.  737  [13  Am.  &  Eng. 
460;]  Wing  v.  Anthony,  106  U.  S.  142[14  Am.  &Eng.  188  ;] 
Tilghman  v.  Proctor,  102  U.  S.  707  [13  Am.  &  Eng.  29.  J 

An  analysis  of  these  decisions  which,  on  a  supeilirial  ex- 
amination, would  seem  to  conflict  with  appellant's  position, 
will  show  that  they  condemn  the  claiming  of  ''processes '' 
by  reissue  in  only  two  classes  of  cases. 

a.  Where  the  process  of  the  reissue  is  different  from  that 
of  the  original. 

b.  Where  the  word  ''process"  in  the  reissue  is  only  a 
cover  for  claiming  a  principle  or  abstract  idea. 

In  the  case  at  bar  neither  of  these  objections  exists. 

Mr.  Chai  les  IF,  Pennypacker,  for  appellee : 
The  original  patent  is  for  a  "machine."     The  reissue  is 
for  a  "process." 
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See  Heald  v.  Rice,  104  U.  S.  763  [13  Am.  &  Eng.  460 ;] 
Manufacturing  Co.  v.  Corbin,  103  U.  S.  786  [13  Am.  &  Eng. 
147  ;3  Moffitt  V.  Rogei-s,  106  U.  S.  423  [14  Am.  &  Eng.  244 ;] 
Powder  Co.  v.  Powder  Works,  98  U.  S.  126  1 12  Am.  &  Eng. 
201  ;]  James  v.  Campbell,  104  U.  S.  366  [13  Am.  &  Eng. 
341 ;]  Wing  v.  Anthony,  106  U.  S.  142  [14  Am.  &  Eng.  188.] 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court  : 

The  bill  in  equity,  which  was  dismissed  on  the  merits  by 
the  decree  appealed  from,  was  filed  by  the  appellant  to  re- 
strain the  alleged  infringement  of  reissued  letters  patent, 
No.  6,316,  dated  March  2,  1876,  based  on  the  original  pat- 
ent,' No.  142,154,  dated  August  26,  1873,  issued  to  James 
Eachus,  the  complainant. 

The  specification  forming  part  of  the  original  patent,  as 
set  out  in  the  record,  is  as  follows : 

''  Be  it  known  that  I,  James  Eachus,  of  Coatesville,  in 
the  County  of  Chester,  State  of  Pennsylvania,  have  in- 
vented a  new  and  useful  Machine  for  Cutting  Paper  Boards, 
of  which  the  following  is  a  specification : 

*' The  nature  of  my  invention  consists  in  combining  six 
adjustable  circular  saws  upon  two  shafts,  set  at  any  angle 
to  each  other,  and  a  two-way  carriage  supported  by  a  frame, 
and  provided  with  guides  so  as  to  work  easily  and  carry 
the  material  to  be  cut.  The  object  of  the  invention  is  to 
trim  and  cut  heavy  paper  used  in  the  manufacture  of  books 
and  boxes. 

"  Figure  1  is  a  front  view  of  my  invention.  Pig.  2,  a 
side  elevation,  and  Pig.  3  a  ground  plan. 

"  In  Pig.  3,  E  is  the  frame,  which  should  be  strongly  con- 
structed, and  in  the  form  of  an  L.  B  B  and  T  T  are  guides 
on  frame  E.  A  is  a  two-way  carriage,  constructed  in  such 
a  manner  as  to  play  freely  upon  guides  B  B  and  T  T.  D 
and  P  are  saw-shafts  mounted  upon  adjustable  bearings 
bolted  to  frame  E.  C  C  C  and  S  S  S  are  circular  saws,  se- 
cured upon  shafts  D  and  P  by  adjustable  collars. 
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"  For  the  purpose  of  operating  my  machine,  shafts  D  and 
F  are  provided  with  pulleys  P  P.  Rotation  is  communi- 
cated by  belts  H  H,  Fig.  2,  from  a  shaft  G,  on  which  are 
pulleys  P'  P'. 

* '  Upon  carriage  A,  Fig.  3,  is  placed  the  wet  paper  to  be 
cut.  The  pile  is  composed  of  a  number  of  large  sheets,  as 
they  are  taken  from  the  paper-machine.  The  carriage  is 
then  drawn  upon  the  guides  B  B,  saws  S  S  S  cutting  through 
the  paper ;  thence  at  right  angles  to  the  first  direction  upon 
guides  T  T,  saws  C  C  C  cutting  through  the  pile  in  the  new 
direction,  the  result  of  the  operation  being  to  trim  the  edges 
and  cut  each  sheet  in  four. 

"  The  saws  can  be  adjusted  upon  shafts  D  and  F,  so  as  to 
trim  and  cut  the  sheets  to  any  desired  size. 

'•  I  make  no  claim  to  the  arrangement  of  circular  saws 
and  carriages  working  upon  guides  for  the  purpose  of  cut- 
ting logs,  blocks  of  wood,  wood  of  any  kind,  or  any  other 
material  except  paper ;  but 
"I  claim — 

"The  combination  of  shaft  D,  shaft  F,  saws  S  S  S  and  C 
C  C,  carriage  A,  and  frame  E,  for  the  purpose  of  cutting 
binders'  and  boxmakers'  paper,  substantially  as  shown  and 
described." 
The  drawings  referred  to  are  as  follows : 
The  drawings  accompanying  the  specification,  which  form 
part  of  the  reissued  patent,  are  the  same  as  the  original, 
except  one  described  as  Figure  4,  which  was  added,  but  is 
unimportant.  The  specification  of  the  reissued  patent  is  as 
follows : 

"Be  it  known  that  I,  James  Eachus,  of  Coatesville,  in 
the  County  of  Chester,  and  State  of  Pennsylvania,  have  in- 
vented a  new  and  improved  Process  of  Cutting  Paper  Boards, 
of  which  the  following  is  a  description,  reference  being  had 
to  the  accompanying  drawings,  in  which — 

"Figure  1  is  a  front  view  of  my  machine  for  conducting 
my  process.    Fig.  2  is  a  side  elevation  of  such  machine. 
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Fig.  3  is  a  top  view,  and  Pig.  4  is  a  detail  of  a  saw  in  the 
act  of  cutting. 

''  Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

"The  object  of  this  invention  is  to  trim  and  cut  heavy 
paper  used  in  the  manufacture  of  boxes  and  books ;  and  it 
consists  in  subjecting  the  paper  while  in  a  wet  state,  as  it 
is  taken  from  the  paper-making  machine,  to  the  action  of 
circular  cutters  ha\dng  serrated  edges,  whereby  the  sheets 
iire  cut  evenly  and  economically,  and  the  trimmings  can  be 
i*etumed  to  the  paper  machine  without  regrinding  or  other 
treatment. 

"  In  the  annexed  drawings  I  have  represented  one  prac- 
tical form  of  a  machine  for  conducting  my  process ;  but  I 
desire  to  be  understood  as  not  confining  myself  to  the  pre- 
cise construction  of  such  machine,  nor  to  the  number  of  ser- 
rated cutters  shown. 

"In  Fig.  3,  E  designates  the  frame,  which  should  be 
strongly  constructed.  B  B  and  T  T  are  guides  on  frame  E. 
A  is  a  two-way  carriage,  which  is  constructed  in  such  man- 
ner as  to  play  freely  on  the  guides  B  B  and  T  T.  D  and  F 
are  saw-shafts,  which  are  mounted  upon  adjustable  bearings 
bolted  to  frame  E.  C  C  and  S  S  S  are  circular  saws  or  cut- 
ters, having  serrated  edges,  adapted  for  the  purpose  in- 
tended, which  saws  are  secured  upon  shafts  J)  and  F  by  ad- 
justable collars. 

* '  For  the  purpose  of  operating  this  machine,  shafts  D  and 
F  are  provided  with  pulleys  P  P.  Motion  is  communicated 
l)v  belts  H  H,  Fig.  2,  from  a  shaft  G,  on  which  are  pulleys 
P'  P'. 

* '  The  paper  to  be  cut  is  put  upon  the  carriage  A.  The  pile 
is  composed  of  a  number  of  large  sheets  as  they  are  taken 
from  the  paper-making  machine  in  a  very  wet  condition. 
The  carriage  is  then  drawn  upon  the  guides  B  B,  saws  S  S  S 
cutting  through  the  paper  thence  at  right  angles  to  the  first 
direction  upon  guides  T  T,  saws  C  C  C  cutting  through  the 
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pile  in  the  new  direction,  the  result  of  the  operation  being 
to  trim  the  edges  of  the  sheets  and  cut  each  sheet  into  four 
parts. 

''  The  saws  can  be  adjusted  on  shafts  D  and  F,  so  as  to 
trim  and  cut  the  sheets  any  desired  size. 

'*  It  will  be  seen  from  the  above  description  that  I  take 
sheets  of  paper,  while  they  are  in  a  wet  condition,  directly 
from  the  pax)er-making  machine,  and  pass  the  saws  over 
them,  thereby  trimming  their  edges,  and  leaving  them  of  an 
equal  thickness  throughout,  and  dividing  them  into  smaller 
sheets.  This  process  of  sawing  cannot  be  performed  suc- 
cessfully and  without  tearing  the  surface  of  the  sheets  unless 
the  sheets  are  wet,  and  in  the  condition  in  which  they  leave 
the  i)aper-making  machine. 

*^  I  make  no  claim  to  the  arrangement  of  circular  saws  and 
carriages  for  the  purpose  of  sawing  logs  or  any  kind  of 
wood  ;  nor  do  I  broadly  claim  the  machine  herein  described 
for  sawing  wood. 

"I  am  aware  that  paper  board  has  heretofore  been  sawed 
when  in  a  dry  state,  and  I  therefore  lay  no  claim  to  such  in- 
vention, which  leaves  the  edges  of  the  paper  thus  sawed  in  a 
jagged  condition,  the  action  of  the  saw-teeth  tending  to 
separate  the  fibers  of  the  paper  board  in  the  line  of  the 
kerf;  whereas,  when  the  pai)er  board  is  sawed  in  a  wet 
state,  directly  after  leaving  the  paper-machine,  the  edges 
are  left  smooth,  the  saw  causing  an  interlocking  of  the  fibers 
in  its  pass  through  the  paper,  and  the  trimmings  of  the  paper 
being  in  a  condition  to  be  returned  to  the  vat  without  re- 
grinding,  which  would  not  be  the  case  with  trimmings  of 
paper  board  sawed  in  a  dry  state. 

"  What  I  claim  as  new,  and  desire  to  secure  by  letters 
patent,  is, 

"  The  process  of  sawing  paper  board  as  herein  described, 
consisting  in  sawing  the  paper  board  while  it  is  in  the  wet 
state  in  which  it  is  taken  from  the  paper-making  machine, 
substantially  as  described,  and  for  the  purpose  set  forth." 
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The  only  defences  set  up  in  the  answer  are  a  denial  of  the 
validity  of  the  reissued  patent  and  a  denial  of  the  alleged 
infringement. 

(a)  A  comparison  of  the  two  patents;  for  the  purpose  of 
determining  the  question  raised  as  to  the  identity  of  the  in- 
ventions described  in  them,  requires  an  interpretation  of  the 
original  patent  in  the  light  of  the  state  of  the  art  at  the  date 
when  the  application  for  it  was  filed.  And  we  have  the 
material  for  ascertaining  its  meaning,  in  that  view,  by  means 
of  the  evidence  on  that  point  contained  in  the  record,  which, 
although  objected  to  on  the  ground  that  no  prior  use  or 
knowledge  of  the  invention  claimed  had  been  specifically  set 
up  in  the  answer  as  a  defence,  was  nevertheless  admissible 
for  the  purpose  of  defining  the  limits  of  the  grant  in  the 
original  patent  and  the  8coi)e  of  the  invention  described  in 
its  specification.  Vance  v.  Campbell,  1  Blac^k,  427  \7  Am. 
&  Eng.  117;]  Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng. 
272.] 

From  that  evidence^  it  appears  that,  at  the  time  of  the  al- 
leged invention  of  the  appellant,  and  for  many  years  prior 
thereto,  paper  boards  for  bookbinding  or  for  making  boxes 
were  cut,  trimmed,  or  separated,  while  in  a  wet  or  moist 
state,  as  the  paper  in  sheets  came  from  the  mill,  by  means 
of  a  hand -saw,  sometimes  with  teeth,  and  sometimes  ground 
with  a  curved  line  to  a  sharp  edge.  This  was  the  mode  or 
process  in  universal  use.  Heavy  paper  coming  from  the 
machine  in  a  dry  condition  was  cut,  for  similar  purposes, 
in  one  direction  by  means  of  rolling  shears ;  that  is,  revolv- 
ing circular  discs,  operated  on  a  shaft,  their  edges  ground 
to  an  angle  of  about  sixty  degrees,  the  same  as  a  pair  of 
scissors ;  and  in  the  other  direction  by  straight  shears,  act- 
ing like  ordinary  scissors. 

It  is  manifest,  from  this  state  of  the  art,  that  it  was  not 
open  to  the  appellant,  at  the  time  he  applied  for  his  patent, 
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to  claim  as  his  invention  the  discovery  that  heavy  paper  in- 
tended for  the  use  of  bookbinders  and  boxmakera,  could 
best  be  cut  into  proper  shapes  and  sizes,  while  in  wet  sheets, 
as  they  came  from  the  machine ;  nor  that  the  cutting  could 
best  be  performed  by  cutters  with  serrated  edges  ;  for  this 
was  matter  of  general  knowledge  and  common  practice. 

Accordingly,  in  the  specification  to  his  original  patent, 
he  declared  the  nature  of  his  invention  to  consist  "in  com- 
bining six  adjustable  circular  saws  upon  two  shafts,  set  at 
any  angle  to  each  other,  and  a  two-way  carriage  supported 
by  a  frame,  and  provided  with  guides  so  as  to  work  easily 
and  caiTy  the  material  to  be  cut."  Then  follows  a  descrip- 
tion of  the  machine  which  contains  this  combination,  and 
of  the  mode  of  operating  it,  so  as  to  effect  the  result  of  cut- 
ting the  large  wet  sheets  of  heavy  paper,  placed  on  the 
frames  for  that  purpose,  in  both  directions,  into  smaller 
sheets*  of  any  desired  sizes.  This  description  refers  to  the 
drawings,  which  show  the  machine  with  all  its  parts,  and 
their  relations  to  each  other,  in  their  combination. 

But  none  of  these  parts,  either  in  their  construction  or 
mode  of  operation,  or  general  function,  are  novel ;  for  saws 
and  shafts,  and  frames  for  carrying  material  to  be  cut,  had 
been  in  common  use  for  cutting  other  material,  and  were 
well  known.  Accordingly,  the  appellant,  in  his  specifica- 
tion, enters  an  express  disclaimer  as  to  all  such  uses,  and 
the  combinations  and  arrangements  of  well-known  machin- 
ery by  which  they  had  been  effected.  He  says  :  "I  make 
no  claim  to  the  arrangement  of  circular  saws  and  carriages, 
working  upon  guides  for  the  purpose  of  cutting  logs,  blocks 
of  wood,  wood  of  any  kind,  or  any  other  material  except 
paper."  And  thereupon  states  his  claim,  precisely,  as  fol- 
lows :  "  The  combination  of  shaft  D,  shaft  F,  saws  S  S  S  and 
C  C  C,  carriage  A,  and  frame  E,  for  the  purpose  of  cutting 
binders'  and  boxmakers'  paper,  substantially  as  shown  and 
described." 

It  is  plain,  then,  that  the  only  invention  exhibited  in  the 
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drawings,  or  described  in  the  specifications  of  the  original 
patent,  consists  in  the  particular  organization  of  the  ma- 
chine described,  whereby  the  various  parts  are  combined 
and  adjusted,  so  as  to  fit  it  to  accomplish  the  specific  result 
of  cutting  heavy  paper  when  in  large  sheets  and  in  a  wet 
condition,  as  received  from  the  paper-making  machine,  into 
smaller  sizes  and  other  shapes,  for  use  as  boards  in  book 
binding  and  boxmaking. 

Whether  the  particular  construction  and  arrangement  of 
the  parts  forming  the  combination  and  adjustment  described 
was,  of  itself,  something  novel,  requiring  invention,  or 
whether  the  adaptation  and  application  of  such  a  combina- 
tion to  the  particular  use  declared  was  an  invention  by 
reason  of  the  novelty  of  the  use  and  the  new  result  obtained, 
within  the  principle  of  the  cases  of  Stimpson  v.  Woodman, 
10  WaU.  117  [8  Am.  &  Eng.  221 ;]  Tucker  v.  Spaulding,  13 
Wall.  453  [8  Am.  &  Eng.  474  ;]  Brown  ij.  Piper,  91  U.  S.  37 
[10  Am.  &  Eng.  272 ;]  Roberts  v.  Ryer,  91  U.  S.  157  [10  Am. 
&  Eng.  302 ;]  Heald  v.  Ric^,  104  U.'s.  754  [13  Am.  &  Eng. 
460  ;]  Hall  v.  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291  ;J 
Atlantic  Works  v,  Brady,  107  U.  S.  192  [14  Am.  &  Eng. 
380 ;]  and  Pennsylvania  Railroad  v.  Locomotive  Track  Co., 
110  U.  S.  490  [15  Am.  &  Eng.  148,]  are  questions  not  before 
us.  It  is  sufficient  to  say  that,  whether  for  such  an  alleged 
invention  the  original  patent  could  or  could  not  be  upheld, 
it  cannot  be  construed  as  good  for  anything  more  or  other 
than  that. 

We  turn  now,  for  the  purpose  of  comparison,  to  the  reis- 
sued patent.  In  the  specification  thereto  the  patentee  de- 
clares that  he  has  invented,  not  a  machine,  but  ' '  a  new  and 
improved  process  of  cutting  paper  boards,"  of  which  a  de- 
scription follows ;  that  the  drawings  refen-ed  to  are  views 
of  "my  machine  for  conducting  my  process  ;"  that  the  in- 
vention consists  "in  subjecting  paper,  while  in  a  wet  state, 
as  it  is  taken  from  the  pai)er-making  machine,  to  the  action 
of  circular  cutters   having   serrated   edges,    whereby   the 

IIACJ.S.  436. 
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sheets  are  cut  evenly  and  economically,  and  the  trimmings 
can  be  returned  to  the  paper  machine  without  regrinding  or 
other  treatment ;"  that,  in  the  annexed  drawings  "I  have 
represented  one  practical  form  of  a  machine  for  conducting 
my  process,  but  I  desire  to  be  underatood  as  not  confining 
myself  to  the  precise  construction  of  such  machine,  nor  to 
the  number  of  serrated  cutters  shown."  After  describing 
the  construction  and  operation  of  the  machine,  by  reference 
to  the  drawings,  the  specification  proceeds :  "It  will  be  seen 
from  the  above  description  that  I  take  sheets  of  paper,  while 
they  are  in  a  wet  condition,  directly  from  the  paper-making 
machine  and  "pass  the  saws  over  them,  thereby  trimming 
their  edges  and  leaving  them  of  an  equal  thickness  through- 
out and  dividing  them  into  smaller  sheets.  This  process  of 
sawing  cannot  be  performed  successfully  and  without  tear- 
ing the  surface  of  the  sheets,  unless  the  sheets  are  wet  and 
in  the  condition  in  which  they  leave  the  paper-making  ma- 
chine." 

Then  follow  these  disclaimers : 

"I  make  no  claim  to  the  arrangement  of  circular  saws 
and  carriages  for  the  purpose  of  sawing  logs  or  any  kind  of 
wood ;  nor  do  I  broadly  claim  the  machine  herein  described 
for  sawing  wood.  I  am  aware  that  paper  board  has  hereto- 
fore been  sawed  when  in  a  dry  state,  and  I  therefore  lay  no 
claim  to  such  invention,  which  leaves  the  edges  of  the  paper 
thus  sawed  in  a  jagged  condition,  the  action  of  the  saw- 
teeth tending  to  separate  the  fibers  of  the  paper  board  in 
the  line  of  kerf ;  whereas,  when  the  paper  board  is  sawed 
in  a  wet  state,  directly  after  leaving  the  paper  machine,  the 
edges  are  left  smooth,  the  saws  causing  an  interlocking  of 
the  fibers  in  its  path  through  the  paper,  and  the  trimmings 
of  the  paper  being  in  a  condition  to  be  returned  to  the  vat 
without  regrinding,  which  would  not  be  the  case  with  trim- 
mings of  paper  board  sawed  in  a  dry  state." 

The  specification  then  concludes  with  the  claim,  as  foL 
lows : 

lift  U.  S.  436-487* 
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'  *  What  I  claim  as  new,  and  desire  to  secure  by  letters 
patent,  is — 

* '  The  process  of  sawing  paper  board  as  herein  described, 
consisting  in  sawing  the  paper  board  while  it  is  in  the  wet 
state  in  which  it  is  taken  from  the  paper-making  machine, 
substantially  as  described,  and  for  the  puri)oses  set  forth." 

A  comparison  of  the  two  patents  makes  it  very  clear  that 
if  the  patentee  had  in  fact  conceived  the  idea  of  enlarging 
the  scope  of  his  invention  by  development  from  a  machine 
into  a  process,  he  has  taken  no  pains  to  conceal  or  disguise 
his  purpose  ;  for  he  entitled  his  original  patent  as  for  a  new 
and  useful  machine  for  cutting  paper  boards,  while  with 
equal  explicitness,  in  his  reissue,  he  declared  that  he  had 
invented  a  new  and  improved  process  of  cutting  paper  boards. 
This  is  at  least  a  prima  facie  departure  from  the  original 
grant,  which  would  seem  to  be  serious,  if  not  fatal,  under  a 
law  that  limits  the  power  of  the  Commissioner  of  Patents 
so  as  to  issue  a  new  patent  only  for  the  same  invention, 
when  the  original  has  been  surrendered,  as  inoperative  or  in- 
valid, by  reason  of  a  defective  or  insufficient  specification, 
or  by  reason  of  the  patentee  claiming  as  his  own  invention 
or  discovery  more  than  he  had  a  right  to  claim  as  new,  if  the 
error  has  arisen  by  inadvertence,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention.  If  there 
had  been  any  doubt  as  to  how  the  matter  was  understood 
by  the  patentee  himself,  it  has  been  removed  by  his  testi- 
mony in  the  case,  in  which,  in  answer  to  the  question,  "  For 
what  purpose  did  you  ask  a  reissue  of  your  patent?"  he 
said :  * '  I  was  told  that  a  process  would  cover  more  than  a 
a  mere  machine,  and  so  I  applied  for  a  process." 

Taken  in  this  obvious  sense,  the  reissued  patent  falls  di- 
rectly under  the  condemnation  of  the  law  as  declared  in 
Powder  Co.  v.  Powder  Works,  98  U.  S.  126  [12  Am.  &  Eng. 
H)^ ,  ]  and  other  similar  cases  not  necessary  to  be  cited. 

The  attempt  is  made,  in  argument  on  behalf  of  the  appel- 
lant, by  constraction  to  convert  the  original  patent  into  a 
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patent  for  a  process,  in  which  the  real  invention  described 
''consisted  in  operating  upon  a  peculiar  kind  of  material 
with  a  peculiar  kind  of  cutter,"  and  in  which  the  claim  was 
inadvertently  framed  so  as  to  cover  merely  the  machine  it- 
self and  not  the  process  in  which  it  was  one  only  of  the  fac- 
tors. But  we  have  already  shown,  by  reference  to  the  state 
of  the  art,  according  to  which  heavy  pai)er  in  a  wet  condi- 
tion was  cut  by  means  of  a  saw,  that  the  original  patent 
could  not  be  construed  as  including  such  a  process  without 
invalidating  it ;  and,  from  the  terms  of  the  specification  it- 
self, that  no  such  process  is  described  as  the  invention  in- 
tended to  be  claimed.  The  patent  is  plainly  limited  by  its 
language  to  the  combination,  arrangement,  and  adjustment 
of  the  particular  parts  of  the  very  machine  described,  for 
the  uses  to  which  it  is  declared  to  be  applicable.  On  the 
other  hand,  the  claim  of  the  reissued  patent  is  broad  enough 
to  cover  the  process  of  sawing  paper  boards  in  a  wet  state 
by  means  of  a  hand-saw ;  and  if, "for  the  purpose  of  saving 
it  from  the  necessary  consequences  of  such  a  claim,  it  is  re- 
strained by  construction  so  as  to  include  only  the  process 
described  when  performed  by  means  of  circular  cutters  hav- 
ing serrated  edges — terms  of  limitation  to  be  found  in  the 
specification — it  is  still  broad  enough  to  cover  every  arrange- 
ment, combination,  and  adjustment  in  which  these  elements 
may  be  found ;  and  this  surely  is  not  the  same  invention  as 
that  described  in  the  original  patent. 

The  decree  of  the  Circuit  Court  dismissing  the  bill  is 
KiMrmed, 

115  V.  S.  ^88-439. 
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Particular  reusued patent.     Process.    What  is  not  an  abandoned  ex- 

peritnent,     JPrior  invention, 

1.  Claim  1  of  reissued  letters  patent.  No.  8,060,  Miller  AWorley, 

January  29,  1878,  Finishing  Plug  Tobacco,  held,  broader  than 
the  claim  in  the  original.  No.  186,119,  December  5,  1876;  if 
limited  in  conformity  with  the  original  to  the  described  pro- 
cess of  impressing  letters  or  marks  directly  into  the  side  of  the 
plug  during  the  finishing  process,  fields  in  view  of  the  state  of 
the  art  to  be  for  applying  a  process  of  stamping  tobacco,  which 
was  already  well  known,  to  the  same  tobacco  at  a  later  stage 
in  the  process  of  manufacture,  and  is  void  for  analogous  use 
not  involving  invention,  held,  further  anticipa,,ted  by  the  Smith 
process,     (p.  197.) 

2.  Where  an  alleged  prior  process  continued  to  be  used  for  many 

years,  though  somewhat  im]>erfectly  applied,  held,  that  it 
could  not  be  regarded  as  an  abandoned  experiment,     (p.  199.) 

3.  Prior  invention  made  out  where  a  sample  of  the  prior  device  is 

produced  and  identified  by  several  witnesses  whose  characters 
for  truth  and  veracity  complainants  have  failed  to  substan- 
tially affect,     (p.  199.) 

[Citations  in  the  opinion  of  the  ooort :] 

Penna.  R.  R.  Co.  v.  Locomotive  Truck  Ck).,  110  U.  S.  490  [15  Am.  &  Eng. 
148.]    p.  201. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Kentucky. 
The  facts  and  case  are  stated  by  the  court. 

*See  Explanation  of  Notes,  page  111. 
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Messrs.  Arthur  Stem^  George  Harding^  James  A.  Beat- 
tie,  and  Francis  T.  Chambers^  for  appellants : 

While  the  language  of  the  claim  of  the  reissue  differs 
somewhat  from  that  of  the  claim  of  the  original,  these  claims, 
viewed  in  the  light  of  the  specification,  are  for  identically 
the  same  thing,  and  considered  with  reference  to  the  author- 
ities are  to  be  so  construed.  The  language  of  the  claim  is 
to  be  limited  by  the  specification,  according  to  the  descrip- 
tion of  the  invention  therein  given  by  the  patentee.  The 
Corn-Planter  Patent,  23  Wall.  181  [10  Am.  &Eng.  1 ;]  Sey- 
mour V.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290 ;]  Hailes 
V.  Van  Wormer,  20  Wall.  663  [9  Am.  &  Eng.  340  ;J  Sugar 
Reiinery  Co.  v.  Matthiessen,  2  Pish.  600. 

Admitting  that  the  added  (5laim  in  the  reissue  was  invalid, 
the  first  claim  being  substantially  the  same  as  the  original 
patent  is,  according  to  the  later  decisions  of  this  court,  good 
and  valid. 

Gage  V,  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464  ;]  Mahn 
tj.  Harwood,  30  O.  G.  667  [16  Am.  &  Eng.  322.] 

Not  one  of  the  alleged  anticipations  before  the  court  below, 
except  Seidler  has  ever  gone  into  any  use.  Not  one  of  them 
could  be  used. 

The  Seidler  patent  simply  shows  a  tin  tag  underneath  the 
wrapper.  The  mark  is  an  extraneous  substance  pressed  into 
the  tobacco.  It  is  not  a  marking  of  the  tobacco  plug  itself. 
There  is  no  mark  impressed  into  the  surface  of  the  plug  during 
the  process  of  manufacture,  and  especially  none  during  the 
process  of  finishing.  Indeed  the  plug  never  goes  to  the  fin- 
isher. Therefore,  although  there  is  an  identifying,  inefface- 
able mark  affixed  to  the  plug,  there  is  no  use  of  the  Miller  & 
Worley  process. 

We  submit  that  the  St.  Louis  plug  does  not  anticipate  the 
Miller  &  Worley  invention  because  the  process  is  not  the 
same ;  because  the  St.  Louis  plug  was  never  a  finished  plug 
at  all ;  because  the  Fisher  process,  if  anything,  is  nothing 
more  than  an  abandoned  experiment,  from  which  the  world 
derived  no  advantage  whatever  while  the  patented  process 
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has  gone  into  extensive  use ;  because  there  was  never  any- 
public  use  of  the  experimental  process  of  Fisher. 

We  say  in  conclusion  that  Miller  and  Worley  have  made 
a  valuable  invention  as  disclosed  by  both  original  and  reis- 
sued patents. 

Jfr.  Beiij,  F.  Thurston^  for  appellee : 

It  is  apparent  that  the  reissued  patent  has  been  very  much 
enlarged.  The  eflfect  of  this  broadened  reissue  is  not  only 
to  destroy  its  validity  on  well-settled  principles  of  law, 
which  were  uniformly  recognized  by  this  court  prior  to  the 
decision  of  Miller  ??.  Bridgeport  Brass  Co.,  1()4  U.  S.  350  [13 
Am.  &  Eng.  303,]  but,  in  addition,  the  different  process 
which  the  reissued  patent  now  states  renders  applicable  for 
its  destruction  various  acts  done  by  others  prior  to  the  sup- 
pased  invention  of  the  patentees  as  full  and  complete  antici- 
pations of  the  claim  of  invention. 

The  record  discloses  that  the  process  of  the  reissued  pat 
ent  was,  before  the  supposed  invention  of  the  patentees, 
known  to  and  practiced  by  various  individuals. 

The  prior  knowledge  of  the  supposed  invention  thus 
l)roved,  brings  the  law  of  the  case  clearly  within  Coffin  v, 
Ogden,  18  Wall.  124  [9  Am.  &  Eng.  125 ;]  Kelleher  v.  Dar- 
ling, 4  Cliff.  424  ;  McNish  v.  Everson,  2  Fed.  Rep.  900 ; 
Gayler  v.  WUder,  10  How.  477  [5  Am.  &  Eng.  188.  ] 

Mr.  Justice  Bradley  delivered  the  opinion  of  th'*  court : 
This  is  a  suit  brought  by  the  appellants  against  the  ap- 
pellees, complaining  of  the  infringement  of  a  certain  patent 
granted  to  Anton  Miller  and  Christian  Worley,  two  of  the 
complainants,  for  an  alleged  improvement  in  finishing  to- 
bacco plugs  and  in  marking  the  same.  A  patent  was  ap- 
plied for  September  23d,  1876,  and  was  granted  on  the  5th 
day  of  December,  1876.  It  was  subsequently  surrendered 
and  reissued  on  the  29th  of  January,  1878.  The  improve- 
ment, as  declared  in  the  specification,  consists  in  pressing 
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in  the  side  of  the  plug,  during  the  process  of  manufacture, 
lettei*s  or  marks,  so  as  to  be  ineffaceable.  The  description 
contained  in  the  reissued  patent,  which  does  not  differ  ma- 
terially from  that  contained  in  the  original,  after  referring 
to  the  illustrative  drawings,  which  are  not  necessary  to  the 
understanding  of  the  invention,  proceeds  as  follows : 

''  In  carrying  out  our  process,  the  plugs  are  packed  with 
alternating  plates  in  the  finisher,  so  that  they  take  their  per- 
manent set  with  the  impression  in  them,  whereby  said  im- 
pression is  preserved  ineffaceble. 

"  We  have  used  the  process  of  finishing  tobacco  as  de- 
scribed in  patent  No.  181,612,  issued  to  Worley  and  McCabe, 
on  the  application  of  Christian  Worley,  and  dated  August 
22,  1876  ;  but  this  system  of  marking  may  be  used  in  con- 
junction with  the  ordinary  finishing  process  by  having  the 
devices  in  relief  on  pressure  plates  used  in  the  last  pressing. 

' '  Our  preferred  manner  of  forming  the  letters  on  the 
plates  A'  is  by  stamping  them  therein,  and  then  making  the 
letters  solid  by  filling  in  the  concave  side  of  the  letters  with 
melted  metal,  such  as  solder,  so  that  said  letters  will  with- 
stand the  extreme  pressure  to  which  they  are  subjected  in 
the  finishing-box. 

''In  constructing  said  compress  plate,  however,  any  pro- 
jecting surfaces  in  relief,  either  formed  upon  the  plate  or 
loose  from  the  same,  would  secure  the  same  result  and  may 
be  employed." 

From  this  description  it  appears  that  the  process  consists 
simply  in  attaching  or  placing  raised  characters  on  the  me- 
tallic plates  which  are  interlaid  between  the  layers  of  to- 
bacco to  give  it  a  smooth  surface  in  its  final  compression, 
which  characters  leave  their  imprint  in  the  side  of  the  plugs* 

The  claim  of  the  original  patent  was  for — 

"  The  mode  of  simultaneously  stamping  and  finishing  to- 
bacco, consisting  of  tightly  compressing  the  plugs  between 
plates  having  in  relief  letters  in  alternating  series,  substan- 
tially in  the  manner  described." 
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The  claim  of  the  reissued  patent  is  for — 

"1.  The  described  process  of  marking  plug  tobacco,  which 
consists  in  impressing  letters  or  other  marks  dii'ectly  into 
the  side  of  the  plug  during  the  process  of  manufactui'e,  and 
by  the  pressure  employed  in  making  the  plug,  substantially 
as  described. 

^'2.  A  tobacco  plug  marked  with  an  impression,  substan* 
tially  as  described." 

The  second  claim  of  the  reissue  was  afterwards  abandoned 
and  formally  disclaimed  in  the  Patent  Office.  The  firat 
claim  is,  in  its  terms,  broader  than  the  claim  of  the  original 
patent.  It  is  a  general  claim  for  the  described  process  of 
impressing  letters  or  marks  directly  into  the  side  of  the  plug 
during  the  process  of  manufacture.  This  embraces  the  ap- 
plication of  the  process  at  any  stage  of  the  manufacture, 
either  in  the  molding  process  or  the  finishing  process.  But 
if  if  should  be  confined  by  construction  to  the  latter,  as  in 
the  claim  of  the  original  patent,  it  would  still  apply  to  every 
kind  of  finishing  process,  whether  separate  from  the  mold- 
ing process  or  not. 

The  question  then,  will  be,  whether  this  claimed  inven- 
tion was  anticipated  by  prior  invention  or  use  in  the  art. 

Impressions  of  letters,  figures,  and  other  marks  have  for 
a  long  period  been  made  by  compression  upon  plastic  sub- 
stances, such  as  cakes  of  soap  and  chocolate,  bars  of  lead, 
balls  of  butter,  sealing  wax,  the  leather  covers  of  books, 
etc.  It  was  not  strange,  therefore,  that  the  same  process  for 
producing  a  like  result  should  have  been  applied  to  tobacco 
when  molded  and  compressed  into  solid  plugs  of  definite 
form.  An  English  patent  was  granted  to  Thomas  and 
George  Cope  in  April  (specification  filed  October,)  1868,  for 
improvements  in  machinery  for  molding,  pressing,  and 
stamping  Cavendish  and  other  tobacco  into  any  desired  form 
by  suitable  dies.  These  dies  have  any  desired  form  and 
design ;  and,  when  filled  with  tobacco  a  powerful  pressure 
is  applied  by  means  of  a  metallic  die-piece,  which  gives  to 
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the  tobacco  a  durable  form  and  solidity,  with  the  impres- 
sion of  the  shape  and  design  of  the  dies.  In  describing  the 
machine  and  its  operation,  the  patentees  say :  "This  ma- 
chine is  useful  for  various  purposes  in  manufacturing  to- 
bacco ;  it  can  be  advantageously  employed  in  stamping  or 
forming  devices  of  various  kinds  on  tobacco." 

Another  patent  was  granted  to  Gibson  and  others  in  April 
(specification  filed  October,)  1874,  for  a  mode  of  heating, 
pressing,  and  curing  roll  and  coil  tobacco,  in  the  course  of 
which  the  tobacco  (in  the  case  of  coil)  is  alternated  with  me- 
tallic plates,  between  which  and  the  coils  are  placed  thin 
wooden  discs  of  a  size  to  match  the  plates,  and  between 
these  and  the  coils  of  tobacco  a  thin  metal  plate,  bearing 
the  manufacturer' s  name,  abode,  trade  mark,  etc.  It  is  then 
heated  and  afterwards  submitted  to  great  pressure.  And 
the  inventors  add :  "When  the  tobacco  has  cooled  down 
sufficiently  it  is  removed,  and  the  sheath-pipe  being  mth- 
drawn  by  gentle  pressure,  the  metaUic  discs,  scale-board 
discs,  and  name-tablets  are  separated  from  the  tobacco,  and 
the  tobacco  is  found  to  be  impressed  with  the  name  or  marks 
from  the  tablets,  the  rest  of  its  surface  having  the  impres- 
sion of  the  wooden  disc,  smooth,  or  showing  the  grain  of 
the  limber.  The  tobacco,  then,  thoroughly  cured  and 
pressed,  is  fit  for  sale." 

Charles  Siedler  obtained  a  patent  of  the  United  States, 
dated  January  12th,  1875,  reissued  October  24,  1876,  on  ap- 
plication filed  April  26,  1876,  for  impressing  into  the  body 
of  the  plugs  of  tobacco  metallic  labels  with  raised  letters, 
etc.,  either  covered  or  not  covered  by  the  outside  wrapper,! 
whereby  he  obtained  distinct  and  durable  impressions.  He 
says :  "  Before  giving  the  plug  of  tobacco  its  final  pressure 
the  metal  B  b  [the  label]  is  placed  in  proper  position  upon  it 
by  an  attendant,  and  by  subsequent  powerful  pressure  the 
label  is  sunk  into  the  body  of  the  tobacco  so,  that  its  face 
is  about  fiush  with  the  outer  surface  thereof,  and  its  points 
sink  quite  deeply  into  the  most  dense  mass.     It  adheres 
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firmly.  *  *  *  The  plugs  thus  impressed  with  the 
hard  labels,  presenting  the  letters  in  relief,  are  then  wrap- 
ped in  a  large  leaf  of  properly  dampened  tobacco,  and  again 
powerfully  compressed.  The  label  appears  beneath  the 
wrapper  of  the  finished  plug,  and  is  not  liable  to  be  re- 
moved by  any  ordinary  or  extraordinary  cause." 

In  1867  or  1868  Fisher  and  Harris  of  St.  Louis  fitted  into 
a  mold  for  plug  tobacco  a  metallic  plate,  having  on  its  face 
the  word  ''Blackberry"  in  raised  letters,  in  the  form  of 
types,  which  produced  on  the  surface  of  the  plug,  as  it  was 
pressed  in  the  mold,  the  word  "  Blackberry."  Many  plugs 
were  made  in  this  mold  and  received  the  said  impression, 
from  the  time  of  its  construction  until  1876,  and  were  sold 
in  the  market.  Boyce  and  Brothers  bought  out  Fisher  and 
Harris  in  1869,  and  continued  to  use  the  same  mold.  It  is 
true  that  this  mold  was  only  one  in  a  block  or  frame  of  fif- 
teen molds ;  and  eleven  other  frames  were  used  in  connec- 
tion with  this  franae,  without  any  such  types  in  them,  in 
making  up  boxes  of  tobacco.  But  in  view  of  the  fact  that 
the  mold  having  the  types  continued  to  be  used  for  many 
years,  and  that  the  word  ''Blackberry"  was  invariably 
printed  on  the  tobacco,  the  process,  though  somewhat  im- 
perfectly applied,  cannot  be  regarded  as  an  abandoned  ex- 
periment- The  impression,  being  made  in  the  mold  whilst 
the  tobacco  was  moist,  might  not  remain  as  clearly  defined 
as  if  it  were  made  in  the  finishing  process  (when  a  further 
finishing  process  was  used, )  but  it  continued  to  appear  quite 
distinctly  and  remained  as  a  permanent  mark  on  the  tobacco, 
as  is  seen  in  the  specimen  which  has  been  preserved  and 
made  an  exhibit  in  the  cause. 

There  is  also  evidence  in  the  case  of  a  zinc  plate  with 
raised  characters,  forming  the  name  of  the  maker,  one  "  E. 
F.  Smith,"  being  used  by  him  in  the  summer  of  1876,  both 
in  the  molding  and  in  the  finishing  process,  for  the  purpose 
of  imprinting  the  name  upon  plug  tobacco  which  he  was 
then  manufacturing  in  a  small  way  in  Evening  Shade,  a  vil- 
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lage  in  Arkansas.  The  plate  was  used  in  substantially  the 
same  way  as  that  described  in  the  patent  of  the  complain- 
ants ;  and  if  the  evidence  is  to  be  believed,  the  fact  of  prior 
anticipation  is  clearly  established.  The  circuit  judge  who 
decided  this  case  in  the  court  below,  after  a  careful  exami- 
nation of  the  testimony  on  the  subject,  came  to  the  conclu- 
sion that  it  was  to  be  believed,  and  based  his  decision  prin- 
cipally upon  it.  We  have  come  to  the  same  conclusion. 
It  is  true  that  a  vigorous  effort  was  made  to  break  down  the 
testimony  of  the  principal  witnesses.  Smith  and  his  foreman 
Lee ;  and  it  was  pretty  clearly  shown  that  much  could  be 
affirmed  derogatory  to  their  general  characters.  But  the 
complainants  failed  to  show  anything  substantially  affect- 
ing their  characters  for  truth  and  veracity,  or  that  they 
were  not  to  be  believed  under  oath.  Besides,  the  manner 
in  which  their  testimony  was  given  and  in  which  they  bore 
the  test  of  a  somewhat  rigorous  cross-examination,  tends  to 
give  confidence  in  the  truth  of  their  statements.  And  they 
are  not  without  a  good  deal  of  corroboration.  One  of  the 
alleged  identical  plates  was  product ;  and  the  jeweler  who 
made  it,  being  called  as  a  witness,  recognized  it  and  said 
that  he  thought  he  made  two  of  them  ;  and  he  corroborated 
the  date,  and  testified  that  Smith  showed  him  some  to- 
bacco which  he  said  had  been  marked  with  the  plate,  and 
which  appeared  to  have  been  so  marked.  Metcalf,  one  of 
the  complainants'  witnesses,  also  states  on  cross-examina- 
tion that  he  had  seen  one  or  two  plugs  with  Smith's  name 
impressed  on  it,  which  he  (Smith)  represented  to  be  his 
work,  and  that  this  was  in  1875  or  1876.  Huddleston,  the 
sheriff  of  the  county,  testified  that  he  had  purchased  plug 
toba<5co  from  Smith,  about  that  time,  with  Smith's  name 
impressed  upon  it.  The  fact  that  the  process  was  not  used 
to  a  great  extent,  and  not  brought  into  more  public  notice, 
is  explained  by  the  further  facts  that  Smith's  manufacture 
was  not  of  large  extent,  and  that  his  establishment  was 
closed  by  the  internal  revenue  officers  in  the  spring  of  1876, 
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in  consequence  of  sales  charged  to  have  been  made  by  him 
without  the  proper  stamp. 

We  think  that  the  alleged  process  of  Smith  is  substan- 
tiated by  the  evidence,  and  that  the  decision  of  the  case 
might  be  rested  on  his  anticipation  of  the  complainants'  in- 
vention. 

But  it  is  not  necessary  to  rely  on  this  branch  of  the  case 
alone.  Leaving  the  evidence  in  relation  to  Smith' s  process 
out  of  the  case,  the  state  of  the  art  at  the  time  of  Miller  and 
Worley's  application  for  a  patent,  as  already  pointed  out, 
was  such  as  to  leave  no  ground  for  its  issue.  What  more 
did  they  do,  at  most,  than  to  apply  a  process  of  stamping 
tobacco,  which  was  already  well  known,  to  the  same  to- 
bacco at  a  later  stage  in  the  process  of  manufacture  ?  Did 
this  entitle  them  to  a  patent  ?  According  to  the  ruling  of 
this  court  in  Pennsylvania  R.  R.  Co.  v.  Locomotive,  etc., 
Truck  Co.,  110  U.  S.  490  [15  Am.  &  Eng.  148,]  this  question 
must  be  answered  in  the  negative.  That  case  is  precisely 
in  point.  The  contrivance  for  allowing  the  cars,  in  round- 
ing a  curve,  to  have  a  lateral  motion  so  as  to  counteract  the 
tendency  to  depart  from  the  track,  had  been  applied  to  pas- 
senger cars  but  not  to  locomotives.  Smith,  the  patentee  in 
that  case,  obtained  a  patent  for  applying  that  same  device 
to  locomotives.  We  decided  the  patent  to  be  void,  and  held, 
in  general  terms,  that  ''The  application  of  an  old  process 
or  machine  to  a  similar  or  analogous  subject,  with  no  change 
in  the  manner  of  applying  it,  and  no  result  substantially  dis- 
tinct in  its  nature,  will  not  sustain  a  patent,  even  if  the  new 
form  of  result  has  not  before  been  contemplated."  We  ad- 
here to  that  ruling  ;  and  the  principle  involved  in  it  is  fatal 
to  the  patent  now  under  consideration. 

The  decree  of  the  Circuit  Court  is  affirmed. 
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Particular  jxitent  construed  and  not  infringed, 

1.  Letters  patent,  No.  155,077,  granted  to  J.  F.  Field,  September 
15,  1874,  for  Improvement  in  Glove-Fastenings,  construed  not 
to  cover,  broadly,  the  use  of  springs  to  close  the  wrists  of 
gloves,  but  only  his  style  of  spring  combined  with  the  wrists  of 
gloves  for  that  purpose,  and,  held^  not  infringed  by  a  device 
consisting  of  two  stiff  arms  with  a  spring  on  one  operating  on 
the  cam-shaped  end  of  the  other  to  hold  them  tight  when  closed 
a  certain  distance,     (p.  206.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  history  and  facts  of  the  case  sufficiently  appear  in  the 
opinion  of  the  court. 

Mr,  Eugene  N.  Elliot^  for  appellant : 

If  this  court  should  hold  that  there  is  sufficient  evidence 
to  discuss  the  question  and  determine  concerning  the  actual 
merits  in  the  case,  then  it  is  contended  that  the  justice  in 
the  lower  court  plainly  erred  in  the  interpretation  of  the 
claim  of  the  complainant's  patent  as  compared  with  the 
state  of  the  art,  and  the  language  of  the  said  claim. 

It  is  an  error  to  assume  that  there  is  a  substantial  differ- 
ence between  the  arms  of  the  springs  of  the  complainant' s 
and  defendant's  inventions  when  based  only  upon  their  dif- 
ferences or  degrees  of  resistance  of  strength,  for  it  must  be 
evident  that  both  are  either  elastic  or  stiff  according  to  the 
amount  of  material  used  in  their  structure. 

*  See  Explanation  of  Notes,  page  III. 
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No  springs  of  whatever  kind  were  ever  used  in  the  "  slit " 
or  "  split "  portion  of  a  glove  in  such  a  manner  as  to  draw 
the  edges  in  contact  with  each  other  or  to  overlap  each  other 
as  shown  and  described  prior  to  that  in  complainant^  s  pat- 
ent. 

It  is  therefore  submitted  that  the  lower  court  fails  to 
to  properly  discriminate  between  the  springs  or  bands 
around  the  wrists  of  gloves  and  those  inserted  in  the ' '  slits ' ' 
or  split  portions  of  the  gloves  for  holding  the  edges  to- 
gether, and  furthermore,  in  view  of  the  fact  that  no  springs 
of  any  kind  ever  existed  before  the  date  of  the  complain- 
ant's invention  and  patent  to  hold  the  said  '*  split  portions  ^^ 
of  a  glove  together,  and  hence  although  the  arms  of  the  de- 
fendant's springs  are  or  may  be  stiff er  than  those  of  the 
complainant's  it  is  only  a  matter  degree^  and  not  a  substan- 
tial difference,  and  therefore  should  be  held  to  be  the  same 
in  principle  and  mode  of  operation,  and  therefore  the  deci- 
sion of  the  lower  court  should  be  reversed. 

No  counsel  appeared  for  appellees. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the 
court: 

The  appellant,  who  was  complainant  below,  filed  his  bill 
in  equity  to  restrain  an  alleged  infringement  by  the  appel- 
lees of  letters  patent.  No.  165,077,  for  an  improvement  in 
glove  fastenings  issued  to  him  September  15,  1874. 

The  bill  was  dismissed  at  the  hearing  on  the  ground  that 
the  defendants  had  not  infringed. 

The  material  part  of  the  si)ecification  forming  part  of  the 
letters  patent  is  as  follows  : 

"The  object  of  my  invention  is  to  cause  a  glove  to  fit 
closely  to  the  hand  and  wrist  of  the  wearer  without  the  use 
of  buttons  or  other  fastenings ;  and  I  attain  this  object  by 
extending  a  spring,  A,  entirely  around  the  split  portion  B 
of  the  glove,  in  the  manner  plainly  shown  in  Figure  1  of  the 
accompanying  drawing,  so  that  when  released  the  ends  a  a 
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of  the  said  spring  shall  overlap,  as  shown  in  Fig.  2,  and  thus 
close  the  glove  upon  the  wrist. 

"The  spring  is  entirely  concealed  within  the  material  of 
the  glove,  and  may  be  secured  to  the  latter  in  any  suitable 
manner ;  but  I  prefer  to  simply  stitch  it  in  place,  as  indi- 
cated by  the  dotted  lines  x  in  Fig.  1. 

"The  spring  may  also  be  variously  shaped  ;  but  I  prefer 
to  construct  it  of  a  single  piece  of  vrire,  bent  to  the  form 
shown,  B&  I  have  ascertained  by  e3q)eriment  that  a  spring 
of  this  form  is  most  suitable  for  the  purpose,  while  it  pos- 
sesses the  further  advantage  of  presenting  no  sharp  or  abrupt 
ends,  which  would  be  apt  to  force  their  way  through  the 
material  of  the  glove. 

"  The  edge  view,  Fig.  3,  shows  the  method  of  bending  the 
spring  to  conform  to  the  shape  of  the  hand  of  the  wearer  of 
the  glove. 

' '  I  am  aware  that  springs  have  been  combined  with  the 
wristlets  of  gloves,  but  they  have  always  extended  entirely 
around  the  latter,  thus  rendering  it  impossible  to  fold  the 
glove,  which  was  consequently  clumsy  and  inconvenient  to 
carry  in  the  pocket.  This  objection,  it  will  be  evident,  is 
entirely  overcome  by  my  invention. 

^ '  I  claim 

**  The  combination,  substantially  as  described,  of  a  spring, 
A,  with  the  split  portion,  B,  of  a  glove,  for  the  purpose 
specified." 

The  drawings  referred  to  are  annexed. 

Judge  Wheeler  holding  the  circuit  court,  in  deciding  the 
case,  stated  the  grounds  of  his  action  in  dismissing  the  bill, 
in  an  opinion  contained  in  the  transcript,  as  follows : 

"The  orator  has  a  patent,  No.  166,077,  dated  September 
15th,  1874,  for  an  improvement  in  glove  fastenings,  cx)nsist- 
ing  of  the  combination  of  a  spring  inserted  in  the  material 
of  the  glove,  and  extending  around  the  edges  of  the  slit, 
which  permits  drawing  the  wrist  of  the  glove  over  the  hand, 
and  adjusted  so  as  to  spring  open  by  the  insertion  of  the 
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hand  and  to  close  automaticaUy  and  overlap  itself,  and  cause 
the  edges  of  the  slit  to  overlap  each  other  when  the  glove  is 
on.  The  defendants  deny  infringement.  They  make  and 
sell  for  use  springs  for  gloves  to  be  inserted  into  the  mate- 
rial, and  with  arms  extending  along  each  edge  of  the  slit, 
joined  at  the  apex,  working  together  like  the  blade  and 
handle  of  a  jack-knife.  The  only  question  is,  whether  the 
use  of  such  springs  is  an  infringement.  The  plaintiff  stated 
in  the  specification  of  his  patent  that  springs  had  been  com- 
bined before  with  the  wrists  of  gloves,  but  of  a  different  form. 
So  his  patent  is  not  and  could  not  be  maintained  as  a  pat- 
ent for  the  combination  of  springs  in  every  form  with  the 
wrists  of  gloves  to  close  them.  It  proposes  to  be  and  is  a 
patent  of  his  style  of  spring  combined  with  the  wrists  of 
gloves  for  that  purpose.  The  question  is,  whether  the  de- 
fendants' spring  is  substantially  like  his.  His  is  a  spring 
throughout,  and  pulls  constantly  upon  the  parts  of  the  ma- 
terial until  they  come  together  and  overlap.  The  defend- 
ants' has  stiff  arms,  and  pulls  the  parts  together  only  when 
closed  far  enough  to  have  the  spring  on  one  arm  operate  in 
the  opj)08ite  direction  upon  the  cam -shaped  end  of  the  other, 
and  it  pulls  the  edges  apart  until  the  arms  are  at  right  an- 
gles to  each  other  when  opened  far  enough  to  cause  the 
spring  to  act  the  other  way  on  the  cam.  When  so  opened 
it  will  not  close  itself  as  the  orator' s  will,  but  has  as  much 
tendency  to  remain  open  as  it  has  to  remain  closed  after 
being  closed.  It  is  said  by  an  expert  called  by  the  omtor 
that  if  the  edge  of  the  caift,  which  throws  the  arms  apart, 
was  removed,  the  spring  would  become  more  like  the  ora- 
tor's in  its  oi)eration  ;  but  he  probably  failed  to  notice  that 
the  spring  operates  on  the  same  edge  of  the  cam,  although 
on  different  sides  of  its  pivot,  both  in  opening  and  closing 
the  spring  ;  and  that  if  this  edge  was  removed  the  spring 
would  not  move  arms  together  or  either  way  at  all.  Tlie 
form  of  the  defendants'  spring  is  different  from  the  orator  s; 
its  mode  of  operation  is  different,  and  the  result  of  its  oper- 

116  U.  8.  188-190. 
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ation  is  somewhat  different.  It  cannot  be  said  to  be  the 
same  as  the  orator's,  or  to  be  substantially  like  the  orator's. 
Each  got  the  idea  of  closing  the  wrists  of  gloves  by  means 
of  springs  from  others ;  the  orator  carries  out  the  idea  in 
his  mode  and  the  defendants  in  theirs,  and  as  neither  has 
control  of  anything  but  the  particular  mode,  neither  can 
justly  say  that  the  other  uses  his  mode." 

For  these  reasons^  which  we  cannoi  restate  in  a  Tiwre 
satisfactory  manner^  the  decree  of  the  Circuit  Court  is 
affirmed. 

116  U.  S.  190. 
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HIRAM  L.  BROWN  ETAL.,  APPELLANTS,  v.  CHARLES 
F.  DAVIS  ET  AL.,  Executors  of  William  Allen,  De- 
ceased.* 

116  U.  S.  287-252.    Oct.  Term,  188S. 

[Bk.  29,  L.  ed.  659;  34  O.  G.  435.] 

Reversing  Davis  y.  Brown,  19  Blatch.  263. 

Argued  December  17,  1885.     Decided  January  11,  1886. 

ParticiUar  reissued  patent   Comj^te  invention.  Equivalent,  ^^Sub- 
stantially as  described,'*'*     Construction  of  claim. 

1.  Claim  2  of  reissued  letters  patent.  No.  8,589,  granted  to  Charles 

F.  Davis  and  William  Allen,  February  18,  1879,  for  Improve- 
ment in  Grain-Drills  (original  patent,  No.  74,515,  granted  said 
Davis  February  18,  1868,)  for  "The  shoes  or  hoes  of  a  seed- 
planter,  attached  to  the  main  frame,  substantially  as  described, 
in  combination  with  a  lever  or  its  equivalent,  whereby  they 
can  be  shifted  at  the  pleasure  of  the  operator  from  a  straight 
to  a  zig-zag  line,  or  vice  versa,^^  construed  and  held,  that  the 
lever  or  its  equivalent,  as  a  mechanical  instrument,  is  made  an 
essential  element  in  claim  2,  and  dispensing  with  the  lever, 
and  using  instead  the  human  hand,  is  not  the  use  of  an  equiva- 
lent, although  in  the  plaintiffs'  machine  the  hand  is  applied  to 
work  the  lever,     (p.  229.) 

2.  Where  an  inventor  put  his  device  "  onto  two,  or  maybe  three 

drills,"  and  they  worked  perfectly,  held,  that  it  was  a  c()m- 
plete  invention,     (p.  230.)  * 

3.  The  words  "  substantially  as  described  "  in  certain  claims,  held^ 

properly  to  limit  them  to  the  mechanism  described,     (p.  230.) 

4.  ITeldy  that  claims  1  and  3  of  the  reissue,  (No.  8,589,  C.  F.  Davis, 

February  18,  1868,)  if  construed  broadly,  could  not  lawfully 
have  been  granted  on  the  original  and  would  be  invalid,  in 
view  of  the  delay  of  eleven  years  in  reissuing,  and  the  accru- 
ing of  intervening  rights  to  third  parties.  Claims  4,  5,  and  6 
limited  and  not  infringed,     (p.  230.) 

*8ee  Explanation  of  Notes,  page  III. 
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[Citations  in  the  opinion  of  the  court:] 

Davis  V.  Brown,  19  Blatch.  263.    p.  226. 

Water-Meter  Co.  v.  Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380.]      p.  229. 
Gage  V.  Herring,  107  U.  8.  640  [14  Am.  &  Eng.  454.]     p.  229. 
Fay  V.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  1.]    p.  229. 
Saigent  v.  Hall  Safe  and  Lock  Co.,  114  U.  8.  63  [15  Am.  &  Eng.  573.]    p. 
229. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  history  and  facts  of  the  case  f uUy  appear  in  the  opin- 
ion of  the  court. 

Messrs.  B,  F,  Thurston^  E,  E.  Wood,  and  F,  L.  Brovm, 
for  appellants : 

We  think  the  record  proves,  and  the  devices  themselves 
clearly  demonstrate  the  fact,  that  without  the  lock-lever, 
which  is  made  a  specific  element  of  the  second  claim,  the 
hoes  cannot  be  shifted  on  the  machine  while  it  is  in  opera- 
tion. The  second  claim  was  conceded  not  to  be  infringed 
by  counsel  when  they  took  their  prima  facie  case. 

The  first  and  third  claims  of  the  reissue  are  invalid  unless 
limited  to  the  peculiar  crank-shaft  shown  in  the  patent,  and 
the  second  claim  should  be  limited  to  that  shaft  in  combi- 
nation with  the  peculiar  lock-lever. 

We  insist  that  the  true  construction  of  the  second  claim 
limits  it  to  the  use  of  the  lock-lever,  H,  which  is  named  as 
a  specific  element  of  the  claim. 

The  puU-bar  is  not  the  equivalent  of  the  pull-bai-  and 
lever  combined. 

It  is  manifest  from  the  testimony  in  the  record  that  with- 
out the  peculiar  lock-lever,  H,  operated  through  a  rack  and 
pinion,  or  other  equivalent  device,  the  Davis  crank-shaft 
cannot  be  moved  while  the  drill  is  in  operation.  It  requii-es 
the  i)ower  of  a  lever  to  move  the  hoes  in  the  ground,  and 
it  requires  a  lock  attached  to  this  lever  to  hold  the  crank- 
shaft in  either  of  its  positions,  otherwise  there  will  be  con- 
stant vibratory  motion  to  the  hoes. 
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It  is  not  just  to  construe  this  second  claim  so  as  to  in- 
clude a  single  push  or  pull  bar  as  an  equivalent  for  the  lock- 
lever. 

There  is  no  authority  in  the  law  for  saying  that  you  may 
reason  out  an  element  of  a  combination  claim.  Takeoflf  the 
lock-lever  and  the  i)ower  to  move  the  hoes  in  operation  is 
gone.     The  hand  of  the  operator  cannot  change  them. 

We  submit  that  appellants'  machine  does  not  infringe 
either  of  the  first  three  claims  of  the  reissued  patent,  be- 
cause they  use  a  differently  organized  device  operating  in  a 
different  manner,  producing  practically  different  results. 

We  think  it  is  conclusively  proved  by  the  testimony  that 
appellants  do  not  infringe  because  their  device  is  practical, 
while  the  patentee' s  shifting  devices  are  not  practical  and 
would  not  meet  the  wants  of  the  manufacturer  or  user. 

The  settled  rule  is  that  to  constitute  infringement  the  de- 
fendant must  have  the  same  organized  mechanism,  operat- 
ing in  the  same  manner,  and  producing  the  same  result  as 
that  shown  in  appellees'  patent.  Clark  o.  Copeland,  2  Fish. 
227  ;  Keystone  Bridge  Co.  v,  PhcBnix  Iron  Co.,  95  U.  S.  278 
[11  Am.  &  Eng,  364  ;]  Foote  v.  Silsby,  2  Blatch.  270 ;  Ful- 
ler V,  Yentzer,  94  U.  S.  288  [11  Am.  &  Eng.  138.]  No  at- 
tempt has  been  made  on  the  part  of  appellees  to  prove  in- 
fringement under  this  rule.  The  remarks  of  Judge  Grier, 
in  the  case  of  Burr  v.  Duryee,  1  Wall.  573  [7  Am.  &  Eng. 
224,]  are  a  fitting  answer  to  appellees'  position  in  the  case 
at  bar.  He  says  :  "  The  argument  used  to  show  infringe- 
ment assumes  that  every  combination  of  devices  in  a  ma- 
chine which  is  used  to  produce  the  same  effect,  is  necessa- 
rily an  equivalent  for  any  other  combination  used  for  the 
same  purpose.  This  is  a  flagrant  abuse  of  the  term  equiva- 
lents." 

Appellants  do  not  infringe  because,  in  view  of  the  state  of 
the  art,  the  Davis  patent  is  limited  to  the  peculiar  devices 
described  therein.  This  is  a  very  old  proxx)sition  of  law, 
and  peculiarly  applicable  to  this  case. 


Oct.,  1886.]  BROWN  v.  DAVIS.  215 

Argument  of  counsel. 

Messrs.  Sardius  D.  Bently  and  William  F.  Cogswelk 
for  appellees : 

Under  the  doctrine  of  McCormick  v.  Talcott,  2()  How.  402 
[6  Am.  &  Eng.  410,]  and  Railway  Co.  c.  Sayles,  97  U.  S.  654 
[12  Am.  &  Eng.  121,]  the  appellees  have  a  right  to  treat  as 
infringers  all  who  make  machines  operating  on  the  same 
principles  and  performing  the  same  function  as  Davis'  rack 
bar  or  push  bar,  by  analogous  means  or  equivalent  combi- 
nations. 

The  burden  of  proof  of  want  of  novelty  rests  upon  him 
who  avers  it ;  and  as  was  said  by  this  court  in  Coffin  v.  Og- 
den,  18  Wall.  124  [9  Am.  &  Eng.  126:]  ''Every  reasonable 
doubt  should  be  resolved  against  him."  Novelty  can  only 
be  negatived  by  proof  which  puts  the  fact  beyond  a  reason- 
able doubt. 

Wood  V.  Mill  Co.,  4  Fisher,  660;  Hawes  v.  Antisdel,  2 
Ban.  &  Ard.  10 ;  Bignall  /?.  Harvey,  6  Ban.  &  Ard.  636. 

Legal  cause  existed  for  the  surrender  and  i-eissue  of  Davis' 
patent. 

See  Battin  o.  Taggart,  17  How.  74  [6  Am.  &  Eng.  243 ;] 
Powder  Co.  r.  Powder  Works,  98  U.  S.  136  [12  Am.  &  Eng. 
201.] 

Davis'  original  patent  was  inoperative,  because  of  a  de- 
fective or  insufficient  specification.  To  cure  this  defei*t  he 
surrendered  his  patent  and  took  the  reissue. 

Reed  v.  Chase,  26  Fed.  Rep.  94. 

It  is  not  essential  to  a  valid  surrender  and  reissue  that  the 
original  patent  be  wholly  inoperative  or  wholly  invalid. 

Powder  Co.  v.  Powder  Works,  supra;  Seymour  v.  Os- 
borne, 11  Wall.  516  [8  Am.  &  Eng.  290  ;J  Wilson  v.  Coon, 
18  Blatch.  632. 

The  error  arose  in  the  way  pointed  out  by  the  statute  as 
the  lawful  condition  of  granting  a  reissue,  namely :  by  inad- 
vertence, accident,  or  mistake,  and  without  any  fraudulent 
or  deceptive  intention  on  the  part  of  the  patentee. 

The  decision  of  the  Commissioner,  within  the  limits  of  the 
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power  conferred  on  him  in  this  behalf,  is  final  and  cannot  be 
attacked  collaterally. 

Seymour  v.  Osborne,  supra ;  Russell  z.  Dodge,  93  U.  S. 
460  [10  Am.  &  Eng.  495  ;]  Ball  c.  Langles,  102  U.  S.  128  [12 
Am.  &  Eng.  608.  ] 

The  reissue  is  not  subject  to  the  criticism  that  it  was  an 
expansion  of  the  original  patent.  It  simply  points  out  more 
clearly  and  distinctly  the  invention  shown  in  the  original, 
and  claims  more  conformably  to  the  rights  of  the  patentee 
what  was  therein  shown. 

Powder  Co.  v.  Powder  Works,  sujn^a. 

The  presumption  arising  from  the  decision  of  the  Commis- 
sioner can  only  be  overcome  by  clearly  showing,  from  a  com- 
parison of  the  original  specification  with  that  of  the  reissue, 
that  the  former  does  not  substantially  describe  what  is  de- 
scribed and  claimed  in  the  latter. 

Smith  ^,  Goodyear  Dental  etc.  Co.  93  U.  S.  486  [11  Am. 
&  Eng.  1.] 

The  reissue  is  valid  notwithstanding  the  lapse  of  time  be- 
tween the  date  of  the  original  and  that  of  the  reissue. 

The  question  was  not  mooted  at  the  circuit ;  and  as  this 
court  has  repeatedly  said  that  no  precise  limit  of  time  can 
be  fixed  and  laid  down  for  all  cases. — Mahn  t).  Harwood, 
112  U.  S.  364  [16  Am.  &  Eng.  322]— each  lease  must  be  de- 
termined upon  its  own  facts. 

No  such  inexcusable  and  unreasonable  delay  appears  as 
ought  to  deprive  defendants  in  error  of  the  benefit  of  their 
patent. 

Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464 ;]  Smith 
a.  Goodyear  Dental  etc.  Co.,  supra. 

Should  the  court  hold  the  reissued  patent  invalid  in  any 
of  its  claims,  the  defendants  in  error  may  fall  back  upon 
the  second,  fourth,  and  fifth  clauses  of  the  reissue,  which  are 
substantially  the  same  as  the  claims  of  the  original,  and  are 
each  and  all  infringed  by  plaintiffs  in.  error. 

GrJi^Q  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464.] 
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Mr.  Justice  Blatchpord  delivered  the  opinion  of  the 
couit: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Northern  District  of  New  York, 
on  reissued  letters  patent  No.  8,589,  granted  to  Charles  F. 
Davis  and  William  Allen,  February  18th,  1879,  for  an  ''  im- 
provement in  grain  drills,"  the  original  jmtent.  No.  74,616, 
having  been  granted  to  said  Davis,  as  inventor,  February 
18th,  1868.  The  application  for  the  reissue  was  filed  Jan- 
uary 24th,  1879.  The  defences  set  up  in  the  answer  are, 
want  of  utility  and  novelty,  invalidity  of  the  reissue,  and 
non-infringement.  The  specifications  of  the  original  and  re- 
issued Intents  are  here  placed  side  by  side,  the  parts  in  each 
not  found  in  the  other  being  in  italic : 


Original. 
'  'Be  it  known  that  I,  Charles 
F.  Davis,  of  Auburn,  in  the 
County  of  Cayuga,  and  State 
of  New  York,  have  invented 
certain  new  and  useful  im- 
provements in  grain .  drills  ; 
and  I  do  hereby  declare  the 
following  Ui  be  a  full,  clear, 
and  exact  description  of  the 
samej  reference  oeing  had  to 
.  the  accomjyanying  drawing, 
making  a  part  of  this  specifi- 
cation, in  which  Figure  1  rep- 
resents a  top  plan  of  the  drill, 
with  the  seed- box  removed, 
but  its  position  shown  by  red 
lines,  to  show  the  parts  un- 
derneath it.  Figure  2  repre- 
sents the  crank  rod  or  shaft 
to  which  the  front  ends  of  the 
drag-bars  are  attached,  when 
detached  from  the  machine. 
Figure  3  represents  an  end 
view  of  the  drill,  with  the 
wheel  removed,  to  show  the 


Beissue. 
*  'Be  it  known  that  I,  Charles 
F.  Davis,  of  Auburn,  County 
of  Cayuga,  State  of  New 
York,  nave  invented  certain 
new  and  useful  improvements 
in  ffrain  drills,  of  which  the 
following  is  a  f idl,  clear,  and 
exact  description,  reference 
being  had  to  the  accompany- 
ing drawing,  making  part  of 
this  specification,  in  which 
Figure  1  represents  a  plan  or 
top  mew  of  the  drill,  with  the 
seed-box  removed  (but  its  po- 
sition shown  by  dotted  lines, ) 
to  show  the  parts  underneath 
it.  Fig,  2  represents  the 
crank  rod  or  shaft  to  which 
the  front  ends  of  the  drag- 
bars  are  attached,  detached 
from  the  machine.  Fia.  3 
represents  an  end  view  of  the 
dnll,  with  the  wheel  removed 
to  show  the  parts  behind  it, 
and  representing,  hjfuU  arid 
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parts  behind  it,  and  repre- ' 
senting,  by  black,  dotted  and 
red  lines,  the  several  opera- 
tive parts  and  their  positions 
under  the  changes  of  the  ma- 
chine or  its  parts.  Similar 
letters  of  reference,  where 
they  occur  in  the  separate 
figures^  denote  like  parts  in 
ail  of  the  drawings. 

The  object  and  purpose  of 
my  invention  are  to  shift  or 
change  the  seeding  shoes  or 
hoes  from  a  straight  to  a  zig- 
zag line,  and  mce  versa,  and, 
further,  to  so  hang  the  shoes 
or  hoes,  as,  in  adoition  to  the 
shifting  process,  to  admit  of 
being  raised  separately,  or  the 
whole  series  together,  as  may 
be  found  necessary. 

To  enable  others  skilled  in 
the  art  to  make  and  use  my 
invention,  I  will  proceed  to 
describe  the  same  with  refer- 
ence to  the  drawings : 

Upon  an  axle.  A,  support- 
ed on  the  usual  carrying 
wheels,  B  B,  is  mounted  a 
main  frame,  C,  and  on  the 
main  frame  a  seed-box,  D, 
the  slides  of  which  may  be 
operated  in  any  of  the  well- 
known  ways.  In  bearings, 
E,  in  the  front  portion  of  tne 
main  frame,  is  hung,  so  as  to 
rock  or  turn  therein,  a  zigzag 
or  crank-shaft,  F,  (shown  de- 
tached in  Fig.  2, )  and  to  the 
cranks  or  wnsts,  a  a  a,  of  this 
shaft  are  connected,  seriatim, 
the  drag-bars,  bbb,  by  means 
of  bows  or  yokes,  c?,  each  bow 

116U.S.  930-»41. 


dotted  lines,  the  several  oper- 
ative parts,  and  their  posi- 
tions under  the  changes  of 
the  machine  or  its  parts. 
Similar  letters  of  reference 
denote  corresponding  parts 
in  all  the  figures. 


The  object  and  purpose  of 
my  invention  is  to  shift  or 
change  the  seeding  shoes  or 
hoes  from  a  straight  to  a  zig- 
zag line,  and  vice  versa,  and, 
further,  to  so  han§  the  shoes 
or  hoes,  as,  in  addition  to  the 
shifting  process,  to  admit  of 
being  raised  separately,  or  the 
whole  series  together,  as  may 
be  found  necessary. 

To  enable  others  skilled  in 
the  art  to  make  and  use  my 
invention,  I  will  proceed  to 
describe  the  same  with  refer- 
ence to  the  drawings : 

Upon  an  axle.  A,  support- 
ed on  the  usual  carrying 
wheels,  B  B,  is  mounted  a 
main  frame,  G,  and  on  the 
main  frame  a  seed-box,  D, 
the  slides  of  which  may  be 
operated  in  any  of  the  well- 
known  ways.  In  bearings, 
E,  in  the  front  portion  of  the 
main  frame,  is  hung,  so  as  to 
rock  or  turn  therein,  a  zigzag 
or  crank-shaft,  F,  (shown  de- 
tached in  Fig.  2, )  and  to  the 
cranks  or  wrists,  a  a  a,  of  this 
shaft  are  connected,  seriatim, 
the  drag-bars,  bbb,  by  means 
of  bows  or  yokes,  c,  each  bow 
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or  yoke  taking  two  of  said 
wrists,  as  shown  in  Fig.  1. 
To  the  rear  ends  of  these  drag- 
bars,  &,  are  attached  the  shoes 
or  hoes,  G,  in  any  of  the 
usual  well-known  ways.  In 
the  projecting  rear  portion  of 
the  main  frame  C  there  is 
hung  a  shaft,  d,  upon  which 
there  is  a  lever,  <?,  by  which 
it  can  be  rocked  or  rolled  in 
its  bearings.  At  suitable  dis- 
tances upon  this  shaft  d  there 
is  placed  a  series  of  levers,//, 
one  for  each  shoe  or  hoe, 
which  are  kept  in  their  proper 
positions  on  the  shaft  by  pins 
1,  1,  or  other  suitable  devices, 
but  which  can  be  moved  in- 
dependent of  the  shaft,  or  of 
each  other,  or  all  together,  as 
will  be  explained.  The  levers 
/  have  a  hub  or  sweU,  g^  at 
their  central  portions,  where 
they  are  slipped  on  to  the 
shaft  d;  and  into  each  one  of 
these  hubs  is  set  a  pin,  2, 
which  is  above  the  pins  1,  1, 
in  the  shaft,  so  that  each  lever 
can  be  turned  upon  the  shaft ; 
but  when  the  shaft  is  rocked 
or  turned,  then  all  the  levers 
are  worked  simultaneously. 
To  the  forward  ends  of  these 
levers/  the  shoes  or  hoes  are 
respectively  connected  by  a 
link  or  hinged  rod.  A,  the 
rearward,  projecting  ends  of 
said  levers  serving  as  handles 
for  the  operator  to  seize  and 
work  separately,  when  neces- 
sary to  ao  so,  or  he  can  raise 
the  whole  series  by  seizing 


or  yoke  taking  two  of  said 
wrists,  as  shown  in  Fig.  1. 
To  the  rear  ends  of  these  drag- 
bars,  ft,  are  attached  the  shoes 
or  hoes,  G,  in  any  of  the 
usual  well-known  ways.  In 
the  projecting  rear  portion  of 
the  main  frame  C  there  is 
hung  a  shaft,j  c?,  upon  which 
there  is  a  lever,  e,  by  which 
it  can  be  rocked  or  rolled  in 
its  bearings.  At  suitable  dis- 
tances upon  this  shaft  d  there 
is  placed  a  series  of  levers,//, 
one  for  each  shoe  or  hoe, 
which  are  kept  in  their  proper 
positions  on  the  shaft  by  pins, 
1,  1,  or  other  suitable  devices, 
but  which  can  be  moved  in- 
dependent of  the  shaft  or  of 
each  other,  or  all  together,  as 
will  be  explained.  The  levers 
/  have  a  nub  or  swell,  .9,  at 
their  central  i)ortions,  where 
they  are  slipped  on  to  the 
shaft  d  ;  and  into  each  one  of 
these  hubs  is  set  a  pin,  2, 
which  is  above  the  pins,  1, 1, 
in  the  shaft,  so  that  each  lever 
can  be  turned  upon  the  shaft ; 
but  when  the  shaft  is  rocked 
or  turned,  then  all  the  levers 
are  worked  simultaneously. 
To  the  forward  ends  of  these 
levers/  the  shoes  or  hoes  are 
respectively  connected  by  a 
link  or  hinged  rod,  A,  the 
rearward  projecting  ends  of 
said  levers  serving  as  handles 
for  the  operator  to  seize  and 
work  separately,  when  neces- 
sary to  do  so,  or  he  can  raise 
the  whole  series    by  seizing 
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and  working  the  levers.  One 
end  of  the  shaft  d  projects 
through  the  timber  of  the 
mainirame,  for  convenience 
of  placing  the  parts,  and  upon 
it  IS  a  lever,  H,  and  a  spring- 
locking  lever,  %  connected 
with  it,  both  of  which  levers 
the  operator  may  grasp  at 
once,  and  by  pressure  first 
unlock  the  catch,  and  then 
move  the  main  lever  H  and 
the  shaft  d,  as  well  as  the 
X)arts  connected  with  it.  The 
catch  or  locking  lever  i  takes 
into  or  against  a  stop-plate, 
./,  on  the  main  frame,  when 
not  otherwise  controlled.  The 
upper  portion  of  the  lever  H 
serves  as  a  handle  to  work  it 
by,  and  to  the  lower  end  of  it 
is  pivoted  a  rack-bar,  m^  which 
takes  into  a  pinion,  ti,  fast- 
ened on  the  end  of  the  crank 
or  zigzag  shaft  F,  and,  when 
the  pinion  n  is  turned,  the 
cranK-shaft  is  also  turned, 
and,  as  it  is  turned,  it  shifts 
the  shoes  or  hoes  into  a  zig- 
zag or  a  straight  line,  as  the 
case  may  be.  When  the  lever 
H,  and  the  zigzag  shaft  F, 
and  their  several  connected 
and  operative  parts,  are  in 
the  positions  shown  by  the 
hlack  lines  in  Figs.  1  and  3, 
the  shoes  or  hoes  G  are  then 
in  a  straight  line  across  the 
machine;  but,  when  the  lever 
H  is  shifted  into  the  i)osition 
shox^Ti  by  the  r^d  lines  in  Fig. 
8,  it  turns  the  shaft  and 
moves    the    parts  connected 


and  working  the  lever  e.  One 
end  of  the  shaft  d  projects 
through  the  timber  of  the 
main  frame,  for  convenience 
of  j)lacing  theparts,  and  upon 
it  IS  a  lever,  H,  and  a  sprmg- 
locking  lever,  t,  connected 
with  it,  both  of  which  levers 
the  oi)erator  may  grasp  at 
once,  and  by  pressure  first 
unlock  the  catch,  and  then 
move  the  main  lever  H  and 
the  shaft  d^  as  well  as  the 
parts  connected  with  it.  The 
catch  or  locking  lever  /  takes 
into  or  against  the  stop-plate, 
y,  on  the  main  frame,  when 
not  otherwise  controlled.  The 
upper  portion  of  the  lever  H 
serves  as  a  handle  to  work  it 
by,  and  to  the  lower  end  of  it 
is  pivoted  a  rack-bar  or  con- 
necting Tod^  m,  which  takes 
into  a  pinion,  ti,  {^tened  on 
the  end  of  the  crank  or  zig- 
zag shaft  F,  and,  when  the 
pinion  n  is  turned,  the  crank- 
shaft is  also  turned,  and,  as 
it  is  turned,  it  shifts  the 
shoes  or  hoes  into  a  zigzag  or 
a  straight  line,  as  the  case 
may  be.  When  the  lever  H, 
and  the  zigzag  shaft  F,  and 
the  connecting-bar  m,  and 
their  several  connected  and 
operative  parts,  are  in  the 
positions  snown  by  the/t^ZZ 
lines  in  Figs.  1  and  3,  the 
shoes  or  hoes  G  are  then  in 
a  straight  line  across  the  ma- 
chine :  but,  when  the  lever  H 
is  shifted  into  the  position 
shown  bv  the  dotted  lines  in 
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with  them,  and  the  shoes  or 
hoes  will  then  stand  in  a  zig- 
zag line  across  the  machine, 
as  shown  by  the  red  lines,  or 
in  what  may  be  termed  two 
lines,  one  in  advance  of  the 
other ;  and,  that  the  shoes  or 
hoes  may  be  thus  moved  into 
one  or  two  lines,  and  still  be 
susceptible  of  being  raised  up 
separately,  or  in  their  series 
capacity,  their  connections 
and  attachments  must  all  be 
hinged  or  yielding.  When 
there  is  an  odd  number  of 
shoes  or  hoes  on  the  machine, 
the  odd  one  should  be  in  the 
rear  series,  in  which  case 
there  woula  be  no  necessity 
of  locking  the  lever  H  when 
the  shoes  v>ere&o  arranged, 
as  the  greater  resistance  on 
the  greater  number  would  al- 
ways keep  them  so.  But,  if 
an  even  number  of  shoes  be 
used,  and  an  equal  number 
in  each  row,  then  the  lever 
would  have  to  be  locked  or 
fastened  in  both  of  its  posi- 
tions. 


It  is  obvious  that  other  me- 
chanical devices  may  be  used 
for  shifting  the  shoes  or  hoes 
from  a  straight  into  a  zigzag 
line,  or  vice  versa.  I  have 
devised  several  ways  of  ac- 
complishing this  movement, 
as^  for  instance^  a  sheave, 
pulley,  or  chain-wheel  may 
be  keyed  to  the  end  of  the 
crank-shaft,     and     to     this 


Fig.  3,  it  turns  the  shaft  and 
moves  the  parts  connected 
with  them,  and  the  shoes  or 
hoes  will  then  stand  in  a  zig- 
zag line  across  the  machine, 
as  shown  by  the/t^M  lines,  or 
in  what  may  be  termed  two 
lines,  one  in  advance  of  the 
other ;  and,  in  order  that  the 
shoes  or  hoes  may  be  thus 
moved  into  one  or  two 
lines,  and  still  be  susceptible 
of  being  raised  up  sejyarately, 
or  in  tneir  series  capacity, 
their  connections  and  the  at- 
tachments must  all  be  hinged 
or  yielding.  When  there  is 
an  odd  number  of  shoes  or 
hoes  on  the  machine,  the  odd 
one  should  be  in  the  rear  se- 
ries, in  which  case  there  would 
be  no  necessity  of  locking  the 
lever  H  when  the  shoes  are 
so  arranged,  as  the  greater 
resistance  on  the  greater  num- 
ber would  always  keep  them 
so.  But,  if  an  even  number 
of  shoes  be  used,  and  an  equal 
number  in  each  row,  then  the 
lever  would  have  to  be  locked 
or  fastened  in  both  of  its  po- 
sitions. 

It  is  obvious  that  other  me- 
chanical devices  may  be  used 
for  shifting  the  shoes  or  hoes 
from  a  straight  into  a  zigzag 
line,  or  vice  versa.  I  have  de- 
vised several  ways  of  accom- 
plishing this  movement.  The 
rack-har  or  connecting- bar 
m  may  he  used  for  this  pur- 
pose^ and  thereby  the  shoes 
or  hoes  may  he  shifted  from 
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sheave  or  wheel  a  chain  may  \ 
be  attached,  and,  passing  | 
around  it,  extend  thence  to  \ 
the  (eoer.  so  tliat  by  working  \ 
the  lever,  the  same  effect  j 
would  be  attained  as  by  the 
rack  and  pinion. 


Another  plan  may  be  as  fol- 
lows :  A  crank  or  (toss  arms 
may  be  placed  on  the  turning 
shait,  and,  by  means  of  con- 
necting-rods, lohich  connect 
the  cranks  or  arms  with  the 
fevers,  the  shaft  may  be 
turned,  and  the  shoes  thus 
tlirown  into  a  straight  or  zig- 
zag line,  as  may  be  desired  ; 
or,  instead  of  the  crank-shaft 
to  shift  the  shoes,  the  shoes 
may  be  united  in  sets  to  dif- 
ferent bars,  which  may  be 
straight,  both  bars  being 
united  to  cross  bars  or  heads 
at  their  ends.  Now,  by  shift- 
ing these  two  bars,  they  will 
shift  the  shoes  attached  to 
them,  and  change  them  into 
the  positions  hereinabove  de- 
scribed. When  the  hoes  are 
set  in  a  zigzag  line,  as  above 
mentioned,  and  are  in  that  po- 
sition raised  up,  a  pin,  8,  in 
the  extreme  end  of  the  shaft 
cL  will  take  against  a  pin,  4, 
in  the  lever  H,  and  thereby 
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a  straight  to  a  zigzag  line, 
or  vice  versa,  said  connect- 
ing-bar m  being  held  in  po- 
sition, if  desired,  by  any  of 
the  usual  mechanical  devices 
for  that  purpose  ;  second,  by 
means  of  a  sheave,  pulley,  or 
chain-wheel,  which  may  be 
keyed  to  the  end  of  the  crank- 
shaft, and  to  this  sheave  or 
wheel  a  chain  may  be  attach- 
ed, and,  passing  around  it, 
so  that,  by  means  thereof. 
the  same  eiiect  can  be  attain- 
ed as  bv  the  rack  and  pinion. 
Another  plan  may  be  as  fol- 
lows :  A  cmnk  or  cross  arms 
may  be  placed  on  the  turning 
shaft,  and,  by  means  of  a  con- 
necting rod  or  rods,  the  shaft 
may  be  turned  by  the  opeia- 
tor,  and  the  shoes  thus  thrown 
into  a  straight  or  zigzag  line, 
as  may  be  desired  ;  or,  instead 
of  the  crank-shaft,  the  shoes 
may  be  united  in  sets  to  dif- 
ferent bars,  which  may  be 
straight,  both  bars  being 
united  to  cross  bars  or  h^ds 
at  their  ends.  Now,  by  shift- 
ing the  relations  of  these  two 
bars,  and  by  the  means  afore- 
said, or  by  the  connecting- 
rod  m,  the  operator  can  shift 
the  shoes  or  hoes  attached  to 
them  into  the  positions  here- 
inabove described.  When 
the  hoes  are  set  in  a  zigzag 
line,  as  above  mentioned,  and 
are  in  that  position  raised  up, 
a  pin,  3,  in  the  extreme  enc| 
of  the  shaft  d,  will  take 
against  a  pin,  4,  in  the  lever 
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shifting  the  hoes  into  more 
nearly  a  straight  line,  as  they 
rise,  or  into  quite  a  straight 
line,  depending  upon  the  ex- 
tent to  which  they  are  raised. 
Having  thus  fully  de- 
scribed my  invention,  what  I 
claim  therein  as  new  and  de- 
sire to  secure  by  letters  pat- 
ent is : 

1.  So  attaching  the  shoes 
or  hoes  of  a  seed-planter^  to 
the  Tnainfraine^  as  that^  by 
Toeans  of  a  lever ^  or  its  equiv- 
aleiit^  said  shoes  may  he 
shifted  from  a  straight  to  a 
zigzag  line^  or  vice  versa,  at 
pleasure,  substantially  as 
described. 

2.  I  also  claim^  in  combi- 
nation with  a  series  of  ^hoes 
or  hoes  that  are  capable  of  be- 
ing changed  from  a  straight 
to  a  zigzag  line,  or  vice  versa, 
the  so  canv^cting  of  said 
shoes ^  by  independerit  levers, 
to  the  lifting-oar, as  that  they 
mmf  be  raised  by  the  opera- 
tor iTidividuMly,  or  as  a 
whole,  substantially  a^  de- 
scribed. 

3.  /  also  claim  hinqinn 
the  shoe  to  both  its  drag-bar 
and  its  individual  lever,  so 
that  the  shoe  may  be  raised 
and  lowered  in  either  of  its 
changed  positions,  by  a  lever 
that  is  permanently  located 
substantially  as  described y 


H,  and  thereby  shifting  the 
hoes  into  more  nearly  a 
straight  line,  as  they  rise  or 
I  into  quite  a  straight  line,  de- 
pending upon  the  extent  to 
which  they  are  raised. 

Having  now  described  my 
invention,  what  I  claim  as 
new  and  desire  to  secure  by 
letters  patent  is : 

1.  The  shoes  or  hoes  of  a 
seed-planter,  attached  to  the 
mainframe  substantially  as 
described^  whereby  they  may 
be  simultaneously  shifted 
from  a  straight  to  a  zigzag 
line,  or  vice  versa,  by  a  sin- 
gle movement. 

2.  The  shoes  or  hoes  of  a 
seed-planner,  attached  to  the 
mainframe,substantiaUy  as 
described,  in  combination 
with  a  lever  or  its  equivalent, 
whereby  they  can  be  shifted, 
at  the  pleasure  of  the  opera- 
tor, from  a  straight  to  a  zig- 
zag liiie,  or  vice  versa. 


3.  The  shoes  or  hoes  of  a 
seed-plarvter,  aUached  to  the 
main  frame,  substantially 
as  described,  in  combination 
with  a  rod  or  its  equivalent, 
whereby  they  ca^n  be  shifted 
from  a  straight  to  a  zigzag 
line,  or  vice  versa. 

4.  A  series  of  shoes  or  hoes 
that  are  capable  of  being 
changed  from  a  straight  to 
a  zigzag  line,  or  vice  versa, 
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in  combination  with  inde- 
pendent levers^  connectinf^ 
said  shoes  or  hoes  with  the 
lifting-bar  ^whereby  they  can 
be  raised  by  the  operator  in- 
dimduaUy  or  as  a  whole, 
substantially  as  described, 

5,  The  shoe  hinged  to  both 
its  drag-bar  and  Us  individ- 
nal  ler>er^  so  that  it  can  be 
raised  or  lowered^  in  either  of 
its  changed  positions^  by  a 
lever  that  is  permanently 
located  substarUiaUy  as  de- 
scribed. 

6.  In  combination  with  a 
series  of  shoes  or  hoes  thai 
are  capable  of  being  changed 
by  the  operator  at  the  rear  of 
the  machine^  from  a  straight 
to  a  zigzag  line^  or  vice  ver- 
sa^ a  shaft  aivd  lifting  lever 
connected  therewith^  whereby 
the  whole  series  can  be  raised 
at  once  by  the  operator ^  to 
pass  obstrttctions^  substan- 
tially as  described.^ ^ 

The  cause  was  heard  in  the  Circuit  Court,  on  pleadings 
and  proofs,  and  a  decision  rendered  in  May,  1881  (Davis  v. 
Brown,  19  Blatch.  263,)  in  pursuance  of  which  an  interlocu- 
tory decree  was  entered,  in  June,  1881,  declaring  the  reis- 
sued patent  to  be  valid,  and  to  have  been  infringed  as  to  all 
its  claims,  and  awarding  a  recovery  of  profits  and  damages 
and  a  i)erpetual  injunction.  On  the  report  of  a  master,  a 
final  decree  was  entered  in  February,  1882,  by  which  the 
plaintiffs  recovered  $5,689.91,  as  damages  and  costs.  The 
defendants  have  appealed  to  this  Court. 

The  specification  of  the  original  patent  stated  the  purpose 
of  the  invention  to  be  to  change  the  seeding  shoes  or  hoes 
from  a  straight  to  a  zigzag  line,  and  vice  versa ;  and  also, 
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to  SO  hang  the  shoes  or  hoes  as,  in  addition  to  the  shifting 
process,  to  allow  the  shoes  or  hoes  to  be  raised  all  together, 
or  any  one  separately.  The  mechanical  means  described  in 
that  specification,  for  shifting  the  shoes,  are  these :  in  the 
front  part  of  the  machine  is  a  rotating  shaft  with  cranks  on 
it  so  arranged  that  the  shaft  does  not  -  have  a  straight  con- 
tinuous axis,  but  has  sets  of  axes  in  different  lines,  alter- 
nating so  that,  yokes  being  attached,  each  to  two  of  the 
cranks,  and  each  two  of  the  cranks  having  axes  in  a  differ- 
ent line  from  the  line  of  the  axes  of  the  next  two  adjoining 
cranks,  the  yokes  being  of  substantially  equal  length,  and 
being  connected  by  drag-bars,  at  the  rear  ends  of  the  drag- 
bars,  to  the  shoes,  a  rotating  motion  given  to  the  crank- 
shaft will  shift  the  shoes,  by  moving  all  of  them,  each  alter- 
nate shoe  moving  in  an  opi)osite  direction  from  that  in  which 
the  shoe  next  to  it  moves,  and  thus  a  space  being  opened 
or  closed,  of  double  the  distance  through  which  any  shoe 
travels.  To  rotate  the  crank-shaft,  there  is  a  cross-shaft  in 
the  rear  of  the  machine,  on  the  end  of  which  is  an  upright 
lever,  which  extends  upwards  to  form  a  handle,  and  has 
pivoted  to  it  below  a  bar  which  extends  forward  and  the 
forward  end  of  which  is  formed  into  a  rack,  which  works 
into  a  pinion  on  the  end  of  the  crank-shaft.  By  moving 
the  lever,  the  rack  and  pinion  are  worked  and  tiie  crank- 
shaft ia  rotated  and  the  shoes  are  shifted.  The  extent  of 
the  rotating  movement  of  the  crank-shaft  is  about  half  a 
circle,  back  and  forth.  The  original  specification  says  that 
instead  of  employing  the  crank-shaft,  the  shoes  may  be 
united  in  sets  to  different  bars,  which  may  be  straight,  both 
bars  being  united  to  cross-bars  or  heads,  at  their  ends ;  and 
that,  by  shifting  these  two  bars,  the  shoes  attached  to  them 
will  be  shifted.  But  there  is  no  more  specific  description 
of  mechanism  for  the  purpose,  nor  any  drawing  of  such 
mechanism. 

In  the  defendant's  machine,  every  alternate  shoe  is  con- 
nected with  an  immovable  part  of  the  frame,  and  every 
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other  alternate  shoe  is  connected  with  a  swinging  cross-bar, 
which  hangs  down  so  as  to  have  a  motion  back  and  forth  in 
the  arc  of  a  circle,  by  reason  of  its  being  hung  in  bearings 
in  the  side  of  the  frame.  A  rod  extends  from  near  the  mid- 
dle of  the  width  of  the  swinging  cross-bar  to  the  rear  part 
of  the  frame,  behind  the  line  from  which  the  shoes  are  sus- 
pended, which  rod  is  supi)orted  in  the  center  of  its  lengthy 
and  terminates,  at  its  rear  end,  in  a  handle,  so  that  an  ojier- 
utor  can  work  it  and,  by  pulling  it,  shift  simultaneously  all 
the  shoes  that  are  attached  to  the  swinging  cross-bar.  Two 
coiled  springs  are  so  arranged  that  when  the  rod  is  pulled 
the  springs  are  compressed ;  and  when  the  rod.  is  released 
the  action  of  the  springs  tends  to  throw  the  swinging  cross- 
bar and  the  shoes  attached  to  it  towards  the  front  of  the 
frame  again,  restoring  them  to  the  position  from  which  the 
pulling  of  the  rod  moved  them.  Thus,  only  alternate  shoes 
are  shifted,  but  the  positions  of  the  toes  of  the  shoes,  rela- 
tively to  each  other,  can  be  simultaneously  changed,  and  a 
wider  space,  in  a  straight  line,  be  opened  between  any  two 
toes  at  any  time.  The  shoes  are  so  set  that  their  toes  are 
never  in  a  straight  line  across,  but,  when  nearest  to  each 
other,  are  somewhat  out  of  a  straight  line,  and  the  pulling 
of  the  rod  causes  the  distance  between  them  to  increase. 
The  shoes  which  move  in  increasing  such  distance  do  so 
through  the  rotating  motion  to  and  fro  of  the  swinging  cross- 
bar to  which  they  are  attached,  such  motion  being  imparted 
by  the  pulling,  at  the  rear  of  the  machine,  of  the  rod  at- 
tached to  the  swinging  cross-bar.  In  the  plaintiffs'  machine, 
the  shoes  which  move,  in  increasing  such  distance  do  so 
through  the  rotating  motion  to  and  fro  of  the  crank-shaft  to 
which  they  are  attached,  such  motion  being  imparted  by 
the  pushing  at  the  rear  of  the  machine  of  the  rod  that  car- 
lies  the  rack,  the  rod  being  worked  by  a  lever. 

An  examination  of  the  claims  of  the  original  and  reissued 
patents  shows  that  claim  2  of  the  reissue  is  substantially  the 
same  as  claim  1  of  the  original ;  that  claim  4  of  the  reissue 
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IS  substantially  the  same  as  claim  2  of  the  original ;  and 
that  claim  5  of  the  reissue  is  substantially  the  same  as  claim 
3  of  the  original. 

The  Circuit  Court  held  that  claim  2  of  the  reissue  was 
infringed,  although  in  the  defendants'  machine  there  is  nr) 
lever  such  as  the  lever  H  of  the  patent,  and  no  equivalent 
or  substitute  for  it.  The  view  taken  was,  that  claim  2  was 
infringed,  because  the  defendants  use  a  rod,  the  end  of 
which  is  pushed  and  pulled  by  the  hand  of  the  operator, 
while  in  the  patent  the  lever  H  i)ulls  and  pushes  the  end  of 
the  rod.  But  the  lever  or  its  equivalent  as  a  mechanical 
instrument  is  made  an  essential  element  in  claim  2,  and  dis- 
j)ensing  with  the  lever  and  using  instead  the  human  hand 
is  not  the  use  of  an  equivalent,  although  in  the  plaintiifs' 
machine  the  hand  is  applied  to  work  the  leter.  Water- 
Meter  Co.  v.  Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380 ;] 
Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  464 ;]  and 
Fay  V.  Coi-desman,  109  U.  S.  408  [15  Am.  &  Eng.  1 ;]  Sar- 
gent V.  Hall  Safe  and  Lock  Co.,  114  U.  S.  63  [15  Am.  &  Eng. 
673.  J 

In  order  to  determine  what  construction  ought  to  be  given 
to  the  other  claims  of  the  reissue,  it  is  necessary  to  consider 
an  invention  made  by  one  Powers,  at  Madison,  Wisconsin, 
in  1862,  the  invention  of  Davis  being  carried  back  only  to 
September,  1866.  During  the  winter  of  1861-2,  and  the 
spring  of  1862,  Powers  was  selling,  at  Madison,  grain  drills 
with  iron  drag-bars.  During  the  season  of  1862,  noticing 
the  working  of  drills  in  the  field,  he  conceived  the  idea  that 
the  shoes  could  be  put  into  single  and  double  ranks  by  a 
more  easy  method  than  that  then  used.  He  worked  out  a 
plan  and  made  a  model  of  it  and  applied  for  a  patent,  No- 
vember 10th,  1862.  The  patent  was  ordered  to  issue  De- 
cember 6th,  1862,  but  was  never  issued.  The  reason  is  not 
stated.  The  specification  filed  states  that  the  ''invention 
consists  of  a  device  to  enable  the  shovels  or  plows  of  a  drill 
to  be  set  in  single  or  double  rows  or  ranks  with  greater  ease 

116  U.  S.  849*250. 


230  BROWN  V.  DAVIS.  [Sup.  Ct. 

Opinion  of  the  court 

and  facility  than  hitherto."  The  method  described  and 
shown  in  the  drawings  is  to  have  a  cross  row  of  stationary 
shovels,  and  a  cross  row  of  other  shovels,  attached  to  a  cross- 
bar which  is  arranged,  at  each  end  of  it,  so  as  to  slide  to  the 
extent  of  eight  inches  to  and  froj  in  a  groove.  Thus,  two 
rows  may  be  made,  or  the  sliding  cross-bar  may  be  set  at  a 
j)oint  where  all  the  shovels  will  be  in  a  line,  and  one  row  be 
fomled.  The  movable  cross-bar  is  moved  by  hand  and  se- 
cured, when  set,  by  bolts.  The  claim  covers  "the  method 
of  double  and  single  ranking  the  drill-teeth,  by  the  adjust- 
ment of  the  sliding  cross-bar  A,  to  which  are  attached  the 
alternate  drill-teeth  ox  shovels,  to  different  positions  be- 
tween the  side  pieces  of  the  frame."  The  description  states 
that  ''by  this  device,  double  or  single  ranking  can  be  ef- 
fected in  a  moment,  instead  of  the  more  tedious  process  of 
other  similar  machines,"  and  that "  double  and  single  rank- 
ing is  a  highly  important  feature  in  a  drill,  to  adapt  it  to 
different  soils  and  circumstances."  Powers  put  this  shift- 
ing arrangement  "on  to  two  or  maybe  three  drills"  which 
he  had  on  hand.  He  testifies  to  the  use  of  two  of  them  and 
says  they  worked  perfectly,  so  far  as  changing  the  rank  of 
the  drill  was  concerned.  This  was  a  completed  invention. 
The  idea  of  changing  the  relative  positions  of  the  shoes  by 
having  one  row  of  them  stationary  and  moving  the  other, 
which  is  tiie  idea  developed  in  the  defendant's  machine,  was 
fully  embodied  in  Powers'  machine.  It  has  no  lever  and 
rod  to  do  the  work  of  the  hand  in  moving  the  sliding  cross- 
bar, and  that  cross-bar  was  held  in  position,  when  set,  by 
bolts. 

In  view  of  this  invention  of  Powers,  we  &re  of  opinion  that 
the  invention  of  the  Davis  patent  must  be  limited,  so  far  as 
the  shifting  apparatus  is  concerned,  to  the  special  arrange- 
ment of  the  rotating  crank-shaft  described,  and  shown  in  the 
drawings.  The  words  "substantially  as  described"  found 
in  each  of  the  first  two  claims  of  the  original  patent,  prop- 
erly confined  those  claims  to  the  shifting  mechanism  de- 
ne u.  8.950-251. 
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scribed.  If  claim  1  of  the  reissue  is  given  a  construction 
wMch  includes  any  arrangement  for  shifting  not  substan- 
tially using  a  rotating  crank-shaft,  it  becomes  a  claim  which 
could  not  lawfully  have  been  granted  in  the  original  pat- 
ent; and^  as  a  claim  in  a  reissued  patent,  it  is  invalid,  within 
the  defences  set  up  in  the  answer,  because  the  application 
for  the  reissue  was  made  nearly  eleven  years  after  the  origi- 
nal patent  was  granted,  and  after  machines  effecting  the 
shifting  by  other  means  than  a  rotating  crank-shaft  had 
gone  into  use  subsequently  to  the  date  of  the  original  x>at- 
ent,  and  no  sufficient  excuse  is  given  for  the  laches  and  de- 
lay.    The  same  remarks  apply  to  claim  3  of  the  reissue. 

In  view  of  the  rulings  of  this  court  on  the  subject  of  reis- 
sued patents,  made  since  the  decision  in  this  case  was  made 
by  the  court  below,  in  May,  1881,  this  case  must  be  consid- 
ered in  view  of  the  fact  that  the  new  matter  introduced  into 
the  specification  of  the  reissue  was  put  in  for  the  purpose  of 
reaching  machines  which  the  claims  of  the  original  patent 
would  not  reach,  and  of  laying  a  foundation  for  claims  1 
and  3  of  the  reissue.  The  inventor  and  patentee,  Davis, 
distinctly  says  this,  in  his  testimony.  The  principal  inter- » 
polation  is  in  these  words:  ''The  rack-bar  or  connecting- 
rod  m  may  be  used  for  this  purpose,  and  thereby  the  shoes 
or  hoes  jnay  be  shifted  from  a  straight  to  a  zigzag  line,  or 
vice  dersay  said  connecting-bar  m  being  held  in  position,  if 
desired,  by  any  of  the  usual  mechanical  devices  for  that  pur- 
pose." In  the  original  specification  mis  called  a  ** rack- 
bar,"  because  it  is  pivoted  at  one  end  to  the  lower  end  of 
the  lever  H,  and  has  on  its  other  end  a  rack  taking  into  a 
pinion  on  the  end  of  the  crank-shaft.  But,  in  the  reissue,  m 
is  called  "  a  rack-bar  or  connecting-rod."  Again,  in  the  re- 
issue, the  reference  to  the  lever  H,  as  connected  with  and 
working  the  chain  to  be  used  with  the  sheave  or  wheel,  in 
the  second  suggested  alternative  means  of  shifting,  is  erased, 
so  as  not  to  make  the  use  of  the  lever  H  necessary.  Before 
these  changes,  the  defendant's  machine,  which  has  no  lever 
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and  no  rotating  crank-shaft,  would  not  have  been  within  the 
scope  of  the  original  claims,  but,  if  the  rack-bar  were  to  be- 
come a  connecting-rod,  it  was  thought  it  might  cover  the 
rod  in  the  defendant' s  machine.  Claim  3  of  the  reissue  was 
framed  on  this  view,  of  shifting  by  a  rod  alone,  while  claim 
1  is  made  so  broad  as  to  seem  to  claim  shifting  by  any  means, 
by  a  single  movement. 

As  to  claims  4,  5,  and  6,  of  the  reissue,  the  shifting  mech- 
anism of  the  patent,  with  its  rotating  crank-shaft,  must,  in 
view  of  the  Powers  invention,  be  considered  as  an  element 
in  each  claim ;  and  that  mechanism  is  not  used  by  the  de- 
fendants. 

It  follows,  from  these  views,  that  the  decree  of  the  Circuit 
Court  must  be  reversed  and  the  case  remanded^  with  a  di- 
rection to  dismiss  the  billj  with  costs. 
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JOHN  SHEPARD,  HENRY  NORWELL  AND  ROBERT 
FERGUSON,  as  Shepaed,  Norwell  &  Company,  AP- 
PELLANTS, V.  EDWARD  C.  CARRIGAN,  Adminis- 
trator of  Helen  M.  Macdonald,  Deceased.* 

U6U.8.  a03-598.    Oct,  Term,  1880. 

[Bk.  29,  L.  ed.  723 ;  34  O.  G.  1157.] 

Argued  January  20,  21,  1886.     Decided  February  1,  1886. 

Particular  patent.  Disclaimer.  File-wrapper  and  cofUents,  Lim- 
itations imposed  by  Patent  Office  prevent  reissue  with  broader 
claifh.     Patentee  bound  by  his  claim. 

1.  Letters  patent,  No.  166,634,  granted  September   29,  1874,   to 

Helen  M.  Macdonald,  for  an  Improvement  in  Dress-Protectors, 
construed  and  limited  in  view  of  disclaimer,  contained  in  file- 
wrapper  and  contents,  and  held^  to  include  a  fluted  or  plaited 
band  or  border  as  one  of  the  essential  elements  of  the  inven- 
tion, and  is  not  infringed  by  a  skirt-protector  manufactured 
under  letters  patent.  No.  161,012,  granted  March  23,  1875,  to 
Theodore  D.  Day,  having  neither  plaited  nor  fluted  bands  or 
borders,     (p.  244.) 

2.  When  an  applicant  for  a  patent  to  cover  a  new  combination  is 

compelled  by  the  rejection  of  his  application  by  the  Patent 
Office  to  narrow  his  claim  by  the  introduction  of  a  new  ele- 
ment, he  cannot,  after  the  issue  of  the  patent,  broaden  his  claim 
by  dropping  the  element  which  he  was  compelled  to  include  in 
order  to  secure  his  patent,     (p.  244.) 

3.  If  an  applicant,  in  order  to  get  his  patent,  accepts  one  with  a 

narrower  claim  than  that  contained  in  his  original  application 
he  is  bound  by  it.     (p.  245.) 

[Citations  in  the  opinion  of  the  court:] 

I.«ggett  V.  Avery,  101  U.  8.  256  [12  Am.  &  Eng.  369.]    pp.  244,  245. 
Goodyear  D.  V.  Co.  v,  Davis,  102  U.  S.  222  [12  Am.  &  Eng.  524.]    p. 

244. 
Fay  V.  Cordesman,  109  XJ.  S.  403  [15  Am.  &  Eng.  1.]    p.  244. 
Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322.]    p.  244. 

*See  Explanation  of  Notes,  page  III. 
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Cartridge  Co.  v.  Cartridge  Co.,  112  U.  8.  624  [15  Am.  &  Eng.  364.]    p. 

244. 
Sargent  v.  Hall  Safe  &  Lock  Co.,  114  U.  S.  63  [15  Am.  &  Eng.  573.] 

pp.  244,  245. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Jtfassachusetts. 

Statement  of  the  case  by  Mr.  Justice  Woods  : 

This  was  a  suit  to  restrain  the  infringement  of  letters  pat- 
ent for  an  improvement  in  dress  protectors,  granted  to  Helen 
M.  Macdonald,  the  intestate  of  the  defendant  in  error,  dated 
September  29,  1874,  upon  an  application  filed  May  10, 1873. 

The  specification  of  the  patent  described  the  invention  as 
follows : 

"  My  invention  relates  to  protectors  for  the  lower  edge  of 
dresses  and  other  garments,  and  consists  of  a  band  or  strip 
of  fluted  or  plaited  fabric,  either  water  proof  itself  or  cov- 
ered or  bound  with  any  water  proof-material. 

' '  In  the  drawing  Figure  1  represents  a  view  of  a  detached 
portion  of  the  dress  protector,  and  Fig.  2  represents  the 
protector  as  applied  to  the  bottom  of  a  dress  skirt. 

"  A  is  the  plaited  or  fluted  band,  which  is  water  proof  or 
bound  with  water-proof  material,  and  a  is  a  heading  to 
which  it  may  be  secured  for  better  attachment  to  the  gar- 
ment. 

* '  Heretofore  skirt  protectors  have  been  made  of  a  plaited 
or  fluted  strip  of  wigan  or  other  fabric  stiffened  with  starch, 
which,  upon  becoming  wet,  gets  limp,  loses  its  shape  and 
absorbs  the  dirt,  besides  being  objectionable  on  account  of 
the  harsh  scraping  noise  it  makes  upon  the  pavement. 

'*  By  my  improvement  these  objections  are  overcome.  T'le 
waterproof  protector  preserves  the  lower  edge  of  the  dress 
from  all  moisture  on  the  ground,  retains  ite  rigidity  and 
proper  shape,  giving  a  graceful  hang  to  the  skirt,  and  can 
easily  be  cleaned." 

Both  the  figures  referred  to  in  the  specification  repre- 
sented skirt  protectors  made  with  plaited  or  fluted  bands. 

IIOU.  8.  593-594. 


HELEN   M.   MACDONALO. 
Dress-Pritactofi. 

No.  155,534.  Patsntsd  Sapt.  29, 1874. 
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The  claim  was  as  follows : 

* '  As  a  new  article  of  manufacture,  a  skirt  facing  or  pro- 
tector, having  a  fluted  or  plaited  border,  bound  with  or  com- 
posed of  enameled  cloth  or  water  proof  material,  substan- 
tially as  and  for  the  purpose  set  forth. ' ' 

On  November  9,  1874,  the  patentee  filed  in  the  Patent 
Office  a  disclaimer  by  which  she  struck  out  from  her  claim 
the  words  *' facing  or,"  leaving  the  claim  to  cover  only  a 
skirt  protector. 

The  answer  of  the  defendants  denied  infringement  and 
denied  that  Macdonald  was  the  first  and  original  inventor 
of  the  improvement  described  in  her  patent. 

Upon  final  hearing,  the  circuit  court  found  the  issues  were 
for  the  plaintiff,  and  entered  a  decree  in  her  favor  against 
the  defendants  for  profits  and  damages ;  and  restrained  the 
latter  from  selling,  to  be  used,  protectors  embracing  said 
patented  improvement,  or  any  substantial  part  thereof. 
Prom  this  decree  the  defendants  appealed.  After  the  ap- 
peal Macdonald  died,  and  Carrigan,  who  had  been  ap- 
pointed her  administrator,  was  made  appellee  in  her  stead. 

Mr,  Edward  N,  Dicker son^  for  appellant  : 

The  patent  was  granted  in  the  Patent  Office  only  in  con- 
sequence of  the  patentee  withdrawing  the  claim  to  skirt 
protectors  generally,  and  limiting  herself  to  her  peculiar 
form.  Even  if  the  rules  of  construction  permitted  the  claim 
to  be  enlarged  beyond  the  specific  form  described  in  the 
patent  and  specifically  claimed^  this  controlled  her. 

And,  moreover,  the  patentee  herself  and  her  witnesses 
swore  that  if  the  protector  were  constructed  as  specified  in 
her  patent — that  is  of  enamel  cloth — ^it  was  simply  imprac- 
ticable, which,  although  it  was  false  swearing,  yet  was  suf- 
ficient for  the  purpose  of  defeating  her  patent  when  she 
swore  to  it  herself. 

But  if  her  patent  covers  a  plain  strip  of  enameled  cloth, 
then  the  testimony  is  conclusive  that  for  many  years  that 
kind  of  protector  had  been  in  common  use,  and  she  herself 
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proves  it  in  respect  to  her  own  use  for  several  years  on  four 
dresses,  and  it  is  not  the  less  a  strip  of  plain  cloth  because 
its  lower  edge  is  reinforced  by  a  rib,  patented  before  her 
patent. 

Messrs,  B,  F.  Butler  and  F.  P.  FisJi,  for  appelUe  : 

It  is  not  believed  that  the  defendants  will  dispute  the  pat- 
entability of  the  Macdonald  invention.  It  was,  as  has  been 
shown,  an  entirely  new  article  ;  as  soon  as  it  was  made  it 
was  sold  in  immense  quantities,  and  infringers  appeared  to 
copy  it,  and  to  contest  the  patent.  The  utility  of  the  article, 
added  to  the  fact  that  its  want  had  long  been  felt,  is  suffi- 
cient proof  of  it«  patentability.  Loom  Co.  ??.  Higgins,  105 
U.  S.  580  [14  Am.  &  Eng.  70 ;]  Washburn  &  Moen  Mnfg. 
Co.  «.  Haish,  4  Fed.  Rep.  900;  Pennsylvania  Salt  Co.  v. 
Gugenheim,  3  Pish.  423 ;  Valve  Co.  v.  Valve  Co.,  113  U.  S. 
157  [15  Am.  &  Eng.  460.] 

We  submit  that  the  Macdonald  patent  is  a  foundation 
patent^  and  as  such,  according  to  the  well-settled  rule,  en- 
titled to  receive  a  more  liberal  construction  than  patents  for 
combinations  of  old  elements,  or  for  a  mere  imi)rovement 
upon  an  existing  article. 

McCormick  v.  Talcott,  20  How.  403  [6  Am.  &  Eng.  410 ;] 
Railway  Co.  v,  Sayles,  97  U.  S.  554  [12  Am.  &  Eng.  121 ;] 
Clough  V.  Barker,  106  U.  S.  166  [14  Am.  &  Eng.  211 ;]  Valve 
Co.  V,  Valve  Co.,  113  U.  S.  157  [16  Am.  &  Eng.  460 ;]  Duflf 
V.  Steriing  Pump  Co.,  107  U.  S.  639  [14  Am.  &  Eng.  440 ;] 
United  Nickel  Co.  r.  Pendleton,  15  Fed.  Rep.  739  ;  Potter 
V.  Stewart,  18  Blatch.  565 ;  American  Bell  Tel.  Co.  v.  Spen- 
cer, 8  Fed.  Rep.  516 ;  Same  v,  Dolbear,  15  Fed.  Rep.  454 ; 
Tilghman  v.  Proctor,  102  U.  8.  757  [13  Am.  &  Eng.  29.] 

It  is  submitted  that  the  ground  taken  by  Judge  Blatch - 
ford  and  by  Judge  Lowell  is  correct,  that  the  patentee  hav- 
ing been  the  first  to  invent  a  practicable  skirt  protector,  is 
entitled  to  a  broad  construction  of  her  patent ;  that  the  use 
of  a  fluted  or  plaited  border  to  the  exclusion  of  any  other 
similar  device  is  a  mere  matter  of  descriptive  fonii,  and  that 
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the  defendants,  having  copied  all  the  substantial  part  of  her 
claim,  and  having  taken  the  gist  of  her  invention,  must  be 
held  as  infringers. 

The  general  rule  as  to  infringement  was  well  stated  by 
Judge  Lowell  in  the  case  of  Crompton  v.  Knowles,  7  Fed. 
Rep:  204.  ''The  true  question  always  is  whether  the  de- 
fendant uses  anything  which  the  plaintiff  invented." 

If  there  is  any  exception  to  this  rule  it  is  found  in  those 
cases  of  a  narrow  patent  for  a  combination  of  old  elements. 
The  present  caae  does  not  belong  to  that  class,  the  patent 
here  in  suit  being  for  a  new  article,  the  first  practicable  skirt 
protector  ever  made,  and  therefore  the  general  principle  so 
well  stated  by  Judge  Lowell  applies  ;  for  it  is  unquestiona  • 
ble  that  the  defendants  use  something  which  the  plaintiffs 
intestate  invented. 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court : 
The  evidence  shows  that  skirt  protectors  are  made  isolated 
and  are  sold  as  distinct  articles  of  manufacture,  and  not  as 
a  part  of  the  dress  to  which  they  are  to  be  attached.  They 
are  kept  in  shops  for  sale  singly  or  by  the  dozen,  and  the 
purchasers  use  them  by  sewing  them  on  the  inside  of  the 
trains  of  long  dresses,  near  the  lower  edge.  They  can  be 
easily  detached  when  worn  out  and  new  ones  substituted. 
It  is  admitted  that  the  defendents  sell  skirt  protectors  made 
under  the  patent  issued  to  Tlieodore  D.  Day,  March  23, 
1875,  for  an  ''improvement  in  skirt  protectors."  The  im- 
provement of  Day  is  that  described  in  the  specification  of 
his  patent : 

"  I  use  a  strip  of  India  rubber  that  is  made  with  longitu- 
dinal ribs,  of  sufficient  size  to  withstand  the  wear  to  which 
it  is  subjected  ;  and  between  these  ribs  there  is  a  groove  that 
makes  the  strip  light  and  flexible ;  and  the  web  of  rubber 
between  the  ribs  receives  a  line  of  stitching,  by  which  the 
protector  strip  is  united  to  a  strip  of  rubber  cloth,  muslin, 
or  other  suitable  material  that  is  to  be  attached  to  the  inside 
of  the  dress  at  or  near  the  lower  edge." 
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The  skirt  protectors  made  under  this  patent  are  not  made 
with  a  fluted  or  plaited  baud  or  border.  The  defendants  in- 
sist that,  by  reason  of  this  fact,  they  are  essentially  differ- 
ent from  the  improvement  described  in  the  Macdonald  pat- 
ent, and  therefore  do  not  infringe  that  patent.  On  the 
other  hand,  the  plaintiff  insists  that  the  fluted  or  plaited 
border  mentioned  in  the  Macdonald  patent  is  a  matter  of 
descriptive  form  merely  and  not  an  essential  part  of  the  in- 
vention covered  by  the  patent ;  and  that  the  use  of  skirt 
protectors  without  a  fluted  or  plaited  border,  but  in  other 
respects  substantially  like  the  protectora  described  in  the 
Macdonald  patent,  is  an  infringement  of  that  patent.  Upon 
this  issue  we  think  the  defendants  are  right. 

It  appears  from  the  file  wrapper  and  contents  in  the  mat- 
ter of  letters  patent  granted  to  Helen  M.  Macdonald  that  in 
the  first  application  for  her  patent,  dated  May  6,  1873,  the 
specification  described  her  patent  as  follows : 

'  *  My  invention  consists  of  a  strip  of  enameled  muslin  f i-om 
two  to  four  inches  wide,  which  may  be  covered  with  any 
dress  material,  such  as  silk,  cashmere,  alpaca,  armure,  or 
tamise  cloth  ;  it  is  then  formed  in  plaits,  and  bound  across 
the  top,  like  samples,  said  plaits  being  held  in  place  by  one 
row  of  machine-stitching  through  the  center.  It  is  then 
ready  to  be  sewed  in  the  dress  skirt. 

"  My  invention  protects  the  dress  from  being  cut  or  dam- 
aged by  contact  with  earth  or  brick  or  concrete  pavements 
and  sidewalks,  said  invention  being  impervious  to  moisture ; 
it  also  protects  the  skirt  from  being  soiled' or  damaged  by 
mud  or  dampness  of  street  crossings,  sidewalks,  etc. 

"It  also  forms  a  very  neat  trimming,  and  improves  the 
hanging  of  the  skirt." 

On  May  10th,  1873,  Macdonald,  for  some  reason  which 
dees  not  appear,  withdrew  this  specification  and  substituted 
the  following: 

' '  My  invention  consists  in  protecting  the  lower  edge  of 
dresses  and  other  garments  by  affixing  thereto  a  portion  of 
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water-  proofed  material,  or  Id  water-proofing  the  material 
itself ;  and  I  claim  as  my  invention  the  use  of  water-proofed 
material,  in  whatsoever  form  it  now  exists  or  may  hereafter 
exist,  for  the  purpose  of  protecting  the  lower  edge  of  all 
garments  from  wear  and  soiling,  either  from  friction  or 
moisture ;  and  refer  to  the  inclosed  samples  as  substantially 
representing  my  invention."  In  this  specification  all  refer- 
ence to  plaits  or  plaitings  is  omitted. 

The  application  with  the  substituted  specification  was  re- 
jected by  the  Patent  Office  on  August  9th,  1873,  and  the  ap- 
plicant was  referred  to  the  patent  issued  to  James  A.  Mc- 
Kee,  January  10th,  1865,  which  covered  neither  a  plaited 
nor  fluted  band  or  border  as  one  of  its  elements.  Upon  re- 
examination her  application  was,  on  September  9th,  again 
rejected. 

On  October  9th,  1873,  after  the  second  rejection,  Mac- 
donald  filed  an  amended  specification,  in  which  she  de- 
scribed her  invention  and  stated  her  claim  as  follows : 

' '  My  invention  consists  in  protecting  the  lower  edge  of 
dresses  and  other  garments  by  affixing  thereto  a  portion  of 
water-proofed  or  enameled  material,  or  in  water-proofing 
the  material  itself ;  and  I  claim  as  a  new  article  of  manu- 
facture a  skirt  facing  or  protector,  having  a  plaited  or  fluted 
border  bound  with  or  composed  of  enameled  cloth  or  other 
water-proof  material,  substantially  as  and  for  the  purpose 
set  forth." 

On  October  30th  she  was  informed  by  the  Patent  Office 
that  her  application  was  adjudged  to  interfere  with  the 
pending  application,  among  others,  of  M.  Herbert  Chase, 
and  that  "the  subject  matter  involved  in  the  interference" 
was  "a  skirt  protector  having  a  fluted  or  plaited  border." 
The  skirt  protector  of  Chase  referred  to  in  the  notice  of  in- 
terference was  a  plaited  strip  of  India  rubber.  MacdonaJd 
I)revailed  over  Chase  in  the  matter  of  the  interference  be- 
tween their  two  applications,  and  received  the  patent  for 
her  invention,  which  is  the  patent  involved  in  this  suit. 
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This  patent,  it  will  be  observed,  covers  a  skirt  protector 
merely  without  including  any  means  or  method  for  attach- 
ing it  to  the  dress,  the  purchaser  being  left  to  fasten  the 
protector  to  the  dress  in  her  own  way. 

It  is  shown  by  the  evidence  in  the  record  that  for  several 
years  prior  to  the  earliest  date  assigned  by  Macdonald  for 
the  discovery  of  her  device,  in  fact  as  far  back  as  1857,  strips 
of  enameled  cloth  without  fluting  or  plaiting  had  been  sewed 
on  the  bottom  of  the  skirts  of  ladies'  dresses,  so  as  to  pro- 
ject below  the  lower  edges,  with  a  view  of  protecting  the 
inside  surface  and  lower  edge. 

This  fact  and  the  file  wrapper  and  contents  of  which  we 
have  stated  the  substance,  make  it  clear  that  the  claim  and 
specification  of  the  Macdonald  patent  must  be  construed  to 
include,  as  their  language  requires,  a  fluted  or  plaited  band 
or  border  as  one  of  the  essential  elements  of  the  invention. 
Without  this  element  the  patent  would  not  have  been  is- 
sued. The  Patent  Office  decided  that  without  it  the  inven- 
tion had  been  anticipated.  Where  an  applicant  for  a  pat- 
ent to  cover  a  new  combination  is  compelled  by  the  rejec- 
tion of  his  application  by  the  Patent  Office  to  narrow  his 
claim  by  the  introduction  of  a  new  element,  he  cannot  after 
the  issue  of  the  patent  broaden  his  claim  by  dropping  the 
element  which  he  was  compelled  to  include  in  order  to  se- 
cure his  patent.  Leggett  v,  Avery,  101  IJ.  S.  266  [12  Am. 
&  Eng.  369  ;]  Goodyear  Dental  Vulcanite  Co.  v.  Davis,  102 
U.  S.  222  [12  Am.  &  Eng.  624 ;]  Fay  r.  Cordesman,  109  U. 
S.  403  [16  Am.  &  Eng.  1 ;]  Mahn  v.  Harwood,  [15  Am.  & 
Eng.  322 ;]  and  Oarfcridge  Co.  v.  Cartridge  Co.,  112  U.  S. 
364  [16  Am.  &  Eng.  364 ;]  Sargent  v.  Hall  Safe  and  Lock 
Co.    [16  Am.  &  Eng.  673.] 

In  the  case  of  Pay  ©.  Cordesman,  ubi  supra,  it  was  said 
by  Mr.  Justice  Blatchford,  who  delivered  the  judgment : 
' '  The  claims  of  the  patents  sued  on  in  this  case  are  claims 
for  combinations.  In  such  claims,  if  the  patentee  specifies 
any  element  as  entering  into  the  combination,  either  di- 
ne V.  S.  097-598. 
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rectly  by  the  language  of  the  claim,  or  by  such  a  reference 
to  the  descriptive  part  of  the  specification  as  carries  such 
element  into  the  claim,  he  makes  such  element  material  to 
the  combination ;  and  the  court  cannot  declare  it  to  be  im- 
material. It  is  his  province  to  make  his  own  claim  and  his 
privilege  to  restrict  it.  If  it  be  a  claim  to  a  combination, 
and  be  restricted  to  specified  elements,  all  must  be  regarded 
as  material,  leaving  open  only  the  question  whether  an 
omitted  part  is  supplied  by  an  equivalent  device  or  instru- 
mentality." So  in  Sargent  v.  Hall  Safe  and  Lock  Co.,  vbi 
supra^  the  same  Justice  said :  * '  In  patents  for  combina- 
tions of  mechanism,  limitations  and  provisos  imposed  by 
the  inventor,  especially  such  as  were  introduced  into  an  ap- 
plication after  it  had  been  persistently  rejected,  must  be 
strictly  construed  against  the  inventor  and  in  favor  of  the  . 
public,  and  looked  upon  as  in  the  nature  of  disclaimers." 
These  authorities  are  in  point  and  decisive  of  the  present 
case. 

If  an  applicant,  in  order  to  get  his  patent,  accepts  one 
with  a  narrower  claim  than  that  contained  in  his  original 
application  he  is  bound  by  it.  If  dissatisfied  with  the  de- 
cision rejecting  his  application,  he  should  pursue  his  remedy 
by  appeal.  Under  the  circumstances  of  this  case,  the  in- 
ventor could  not  even  get  a  reissue  based  on  the  broader 
claim  which  she  had  abandoned.  Leggett  v,  Avery,  ubi 
supra.  Much  less  can  she,  in  a  suit  brought  to  restrain  its 
infringement,  enlarge  her  patent  by  argument,  so  as  to  cover 
elements  not  falling  within  its  terms,  and  which  she  had  ex- 
plicitly abandoned. 

As  the  skirt  protectors  sold  by  the  defendants  have  neither 
plaited  nor  fluted  bands  or  borders,  we  are  of  opinion,  in 
accordance  with  the  views  expressed,  that  they  do  not  in- 
fringe the  patent  of  the  plaintiff.  The  decree  of  the  Circuit 
Court  must^  therefore^  he  reversed  and  the  cause  remanded^ 
-with  directions  to  dismiss  the  hill. 
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Particular  reissued  patent.      Want  of  novelty.     Invention. 

1.  Reissued  letters  patent,  No.  10,047,  I.  W.  McGaffey,  February 

28,  1882,  Fountain  Hose  Carriage,  in  which  the  specification 
was  exactly  like  that  in  the  original,  No.  183,188,  October  10, 
1876,  but  with  different  claims,  the  only  material  one  of 
which  was  in  these  words  :  "1.  The  combined  hose-carriage, 
and  fountain-standard,  consisting  in  the  combination  of  the 
following  elements,  viz  :  a  wheeled  carriage  provided  with  a 
foot  or  brace  by  means  of  which  it  may  be  sustained  in  an 
upright  vertical  position,  a  nozzle-holding  device,  and  a  reel 
of  large  diameter  to  allow  the  water  to  flow  through  the  hose 
when  partially  wound  thereon,  substantially  as  specified,"  con- 
strued and  heldy  that  the  hose-reel,  the  standard,  the  brace,  tlie 
nozzle-holder,  and  their  use  in  combination  being  all  old,  the 
description  of  the  hose-reel  in  the  specification  and  claim  as  ^'  a 
reel  of  large  diameter  to  allow  the  water  to  pass  through  the 
hose  when  partially  wound  thereon  "  is  not  sufficient  to  sustain 
the  patent  and  is  a  matter  of  common  knowledge,  which  no 
one  can  appropriate  to  his  own  use  to  the  exclusion  of  the  pub- 
lic ;  and  that  in  any  view  of  the  case  the  specification  <lescribes 
nothing  that  the  patentee  is  entitled  to  claim,  but  only  what 
everyone  has  a  right  to  use  without  his  assistance,     (p.  261.) 

2.  To  sustain  this  patent  would  be  to  deprive  the  public  of  the 

right  to  arrange  and  use  a  well-known  apparatus  in  the  only 
way  in  which  its  purpose  can  be  beneficially  accomplished. 
(p.'262.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Guidet  t>.  Brooklyn,  106  U.  8.  550  [14  Am.  <&  Eng.  38.]     p.  262. 
Flood  t;.  Hicks,  2  Bias.  169.     p.  262. 

*See  Explanation  of  Notes,  page  III. 
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King  V.  Wheeler,  2  B.  &  Aid.  345.    p.  262. 
Macnamara  v.  Hulse,  Car.  &  M.  471.    p.  262. 
Kay  V.  Marshall,  7  Scott,  548.     p.  262. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawing  of  the  reissued  letters  pat- 
ent referred  to  in  the  opinion  of  the  court  are  as  follows : 


IVES  W.  McGAFFEY,  OF  CHICAGO,  ILLINOIS,  AS- 
SIGNOR,  BY  MESNE  ASSIGNMENTS,  TO  E.  B. 
PRESTON,  OF  SAME  PLACE. 

Fountain-Hose  Carriage. 

Specification  forming  part  of  Reissued  Letters  Patent,  No.  10^047, 

dated  February  28,  1882. 

Original  No.  183,188,  dated  October  10,  1876.     Application  for  re- 
issue filed  January  21,  1882. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Ives  W.  McGaffey,  of  Chicago,  in  the 
county  of  Cook  and  State  of  Illinois,  have  invented  certain 
Improvements  in  Fountain-Hose  Carriages,  of  which  the  fol- 
lowing is  a  specification. 

In  the  accompanying  drawings,  which  form  a  part  of  this 
specification.  Figure  1  is  a  front  view  of  the  improved  com- 
bined i)ortable  fountain-standard  and  hose-reel.  Fig.  2  is  a 
side  elevation  of  the  same.  Fig.  3  is  a  fragmentary  sectional 
view  of  the  reel-spindle,  &c. 

Like  letters  of  reference  made  use  of  in  the  several  figures 
indic>ate  like  parts  wherever  employed. 

In  the  said  drawings,  A  represents  a  standard,  mounted 
upon  an  axle,  B,  to  which  are  applied  the  wheels  C  C  and  a 
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foot,  D,  SO  contrived,  as  shown,  that  when  the  device  rests 
upon  the  tripod  formed  by  the  wheels  and  the  foot  the 
standard  will  assume  an  upright  vertical  position,  to  serve 
as  a  suitable  fountain-standard,  and  for  this  purpose  the 
standard  A  is  provided  with  a  nozzle-holding  contrivance 
applied  to  the  upper  end  thereof,  and  consisting  of  a  pair  of 
shell-shaped  halves,  E  E,  which  are  secured  to  the  standard 
by  a  thumb-screw  bolt,  e,  through  the  flattened  overlapping 
.  lower  ends  of  the  scrolls  or  sheUs  serving  to  hold  the  con- 
trivance in  place ;  also,  to  afford  a  hinge  upon  which  the 
halves  may  be  opened ;  also,  as  a  pivot  upon  which  the 
thing  as  a  whole  may  be  set  at  various  angles,  and  also  as  a 
means  of  locking  the  shells  upon  the  nozzle  to  hold  it  in  the 
required  position. 

Upon  the  standard  A,  at  a  suitable  height  from  the  ground, 
is  a  collar,  F,  fitted  to  turn  loosely  upon  the  standard.  To 
this  collar  is  affixed  or  made  fast  therewith  the  reel-spindle 
G,  upon  which  is  placed  the  hose-reel  H,  provided  for  this 
purpose  with  hollow  hubs,  hh,  A  set-screw,  /,  through  one 
of  the  hubs  enters  a  groove,  /",  cut  around  the  spindle,  and 
serves  to  hold  the  reel  from  slipping  oflf .  It  also  serves  as  a 
means  of  locking  the  reel  from  turning,  and  also  as  a  means 
for  applying  friction  as  a  brake  to  prevent  the  reel  from 
turning  too  freely,  when  desired,  the  two  latter  results  being 
obtained  by  applying  more  or  less  friction,  as  required. 

Below  the  collar  P  is  a  seating,  J,  upon  which  the  collai* 
rests.  This  seating  is  provided  with  stops  j  j  at  both  sides 
and  in  front,  so  that  the  reel  may  be  placed  in  three  posi- 
tions by  simply  raising  the  collar  free  from  the  stops  and 
turning  it — that  is  to  say,  it  may  be  borne  upon  the  stand- 
ard in  front,  as  shown  in  the  drawings,  or  it  may  be  swung 
around  to  either  the  right  or  left  side. 

In  picking  up  or  unreeling  the  hose  it  will  be  found  con- 
venient to  swing  the  reel  around  to  one  side  or  the  other,  so 
that  its  axis  will  be  parallel  to  the  axis  of  the  ground  wheels. 
This  adjustability  to  three  positions  on  the  standard  also 
enables  me  to  poise  the  nozzle  more  readily  to  different 
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points  when  said  nozzle  is  held  by  one  of  the  clasps  K  on 
the  face  of  the  outer  reel-arms,  instead  of  by  the  holder  at 
the  top  of  the  standard.  The  clasps  K,  it  will  be  noticed, 
are  secured  to  the  face  of  the  outer  reel-arms,  and  they  serve 
not  only  as  a  means  for  holding  the  nozzle,  when  desired, 
but  also  for  holding  the  butt  of  the  hose  when  it  is  all  reeled 
in,  or  for  holding  an  intermediate  part  when  the  butt  is  con- 
nected to  the  hydrant. 

The  handles  L  L,  near  the  top  of  the  standard,  are  to  af- 
ford a  grasp  in  wheeling  the  apparatus  about  from  place  to 
place.  Another  handle,  L',  projecting  to  the  rear  from  the 
collar,  serves  as  a  hold  for  the  other  hand  in  shifting  about 
and  adjusting. 

In  operation  the  butt  of  the  hose  may  be  attached  to  the 
hydrant,  and  the  body  of  the  hose  being  upon  the  reel,  the 
standard  and  reel  may  be  wheeled  along  to  the  place  de- 
sired, paying  out  hose  as  it  goes.  More  or  less  hose  may  be 
thus  paid  out,  and  the  nozzle  being  poised  to  its  work,  it 
may  remain  in  operation  for  a  time  in  a  fixed  position  or  at 
rest ;  or  the  apparatus  may  be  moved  about  from  place  to 
place  and  the  hose  taken  up  or  paid  out  to  suit,  while  the 
water  is  playing  as  well  as  when  shut  oflf.  The  reel  being 
supported  at  a  considerable  height  from  the  ground  renders 
it  possible  to  employ  a  reel  of  a  sufficient  diameter  so  that 
the  water  will  freely  flow  through  the  portion  of  the  hose 
wound  thereon. 

It  will  be  seen,  therefore,  that  the  apparatus  may  be  used 
as  a  lawn  fountain  or  sprinkler  and  moved  from  place  to 
place  without  touching  the  hose  with  the  hands,  thus  avoid- 
ing the  dirt  and  wet ;  and  also  that  the  hose  may  be  taken 
up  or  paid  out  from  the  standard  itself  as  it  is  moved  about, 
which  is  a  better  way  than  having  the  standard  at  one  place 
and  the  reel  at  another,  or  than  having  no  reel,  because  the 
work  may  be  a^  attended  to  at  the  standard,  and  no  more 
hose  left  on  the  ground  than  is  absolutely  necessary.  With 
a  view  to  this  method  of  using  the  apparatus,  a  peculiar 
feature  of  the  reel  consists  in  the  fact  that  the  hose  is  wound 
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upon  four  separate  points  or  bars.  This,  in  connection  with 
the  large  diameter  of  the  reel,  facilitates  the  discharge  of 
the  water.  To  make  this  clear  it  is  necessary  to  understand 
that  each  bar  is  liable  to  make  a  dent  upon  the  inner  side 
of  the  hose.  This  dent  the  water  passing  through  will 
straighten  out;  but  the  effort  to  straighten  the  dent  will 
cause  a  tendency  of  the  hose  to  rise  at  this  point  and  in  the 
part  of  the  hose  between  the  bars  to  recurve  or  bend  toward 
the  center  of  the  reel.  Now,  if  a  solid  drum  is  employed, 
or  a  reel  comi)osed  of  a  large  number  of  bars,  this  rising  and 
recurving  tendency  is  resisted  by  the  intermediate  points  or 
bars,  and  the  dent  or  flattening  or  compression  resists  the 
water  and  will  not  straighten  out.  By  sufficiently  loosen- 
ing the  set-screw  so  that  it  will  clear  the  groove  in  the 
spindle,  the  reel  may  be  taken  entirely  oflf  from  the  standard, 
and  the  latter  in  such  case  may  be  used  as  a  plain  reelless 
fountain  standard. 

Having  thus  fully  described  by  invention,  what  I  claim  as 
new,  and  desire  to  secure  by  Letters  Patent,  is — 

1.  The  combined  hose-carriage  and  fountain-standard,  con- 
sisting in  the  combination  of  the  following  elements,  viz :  a 
wheeled  carriage  provided  with  a  foot  or  brace  by  means  of 
which  it  may  be  sustained  in  an  upright  vertical  position,  a 
nozzle-holding  device,  and  a  reel  of  large  diameter  to  allow 
the  water  to  flow  through  the  hose  when  partially  wound 
thereon,  substantially  as  specified. 

2.  The  combination  of  a  hose-reel  of  large  diameter  to 
allow  the  water  to  flow  through  the  hose  wound  thereon 
with  a  wheeled  carriage  for  carrying  said  reel,  provided 

.  with  a  foot  or  brace  for  sustaining  it  in  an  upright  position, 
and  devices  for  holding  the  nozzle  both  on  the  carriage  and 
the  reel,  substantially  as  specified. 

3.  The  reel  pivoted  in  two  ways  to  the  standard,  one  pivot 
being  its  own  axis  for  reeling  and  unreeling  the  hose,  and 
the  other  pivot  at  right  angles  thereto,  allowing  the  reel  to 
swing  around  the  standard,  substantially  as  specified. 

4.  The  combination,  with  a  hose-reel  of  large  diameter  to 
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permit  the  water  to  flow  through  the  hose  wound  thereon 
and  adapted  to  be  fixed  in  position  on  its  axle,  of  devices 
for  holding  the  nozzle  on  the  arms  of  the  reel,  substantially 
as  specified. 

5.  The  combination  of  the  reel,  the  standard,  and  the 
sleeve  which  supports  the  former  upon  the  latter,  together 
with  the  stops  upon  the  sleeve  for  locking  it  in  several  posi- 
tions, substantially  as  specified. 

6.  The  peculiarly-constructed  clasp  upon  the  top  of  the 
standard  for  holding  the  nozzle,  consisting  of  two  shell-like 
halves  secured  by  a  single  bolt  through  the  standard,  which 
bolt  serves  as  a  pivot  upon  which  the  device  may  be  adjusted, 
as  a  hinge  upon  which  it  may  be  opened,  and  as  a  means  of 
locking  it  in  the  desired  position  when  attained,  substanti- 
ally as  specified. 

7.  The  wheeled  reel-bearing  standard,  having  handles  L 
L  near  the  top  and  the  handle  1/  near  the  middle,  substan- 
tially as  specified. 

8.  The  reel  carried  upon  a  spindle  having  grooves  cut 
around  it,  in  combination  with  the  set-screw  through  the 
reel-hub,  substantially  as  specified. 

9.  The  combination,  with  a  fountain -standard  provided 
with  wheels,  of  a  hose-reel  of  large  diameter  to  allow  the 
water  to  fiow  through  the  hose  wound  thereon,  substanti- 
ally as  specified. 

IVES  W.  McGAPFEY. 

Witnesses : 

h.  m.  munday, 
Edw.  S.  Evarts. 

Mr.  John  W.  Munday^  for  appellants : 

It  is  clear  that  McGaffey  was  the  first  to  make  a  ''  Foun- 
tain hose  carriage,"  a  portable  device  that  would  serse  to 
hold  or  poise  the  nozzle  at  a  suitable  height  as  a  fountain 
standard,  and  at  the  same  time  form  a  practical  fountain  or 
spray,  while  the  unused  portion  of  the  hose  is  wound  upon 
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its  reel.  He  was  the  first  to  make  the  accomplishment  of 
this  new  and  useful  result  practicable  by  combining  a  reel 
of  large  diameter  with  a  portable  fountain  standard.  The 
great  utility,  importance,  and  value  of  this  improvement  is 
sufficientlj^  shown  by  the  great  and  rapid  extent  to  whicli 
it  has  gone  into  use,  and  by  the  fact  that  it  has  supplanted 
all  the  old  devices  previously  employed.  And  being  th(? 
first  to  combine  these  elements  together  and  thereby  to  pro- 
duce a  new  and  useful  result,  under  the  authority  of  Bates 
t.  Coe,  98  U.  S.  31  [12  Am.  &  Eng.  150,]  and  other  like 
cases,  the  combination  is  not  anticipated  by  prior  patents 
or  publications  which  show  some  one  or  more  of  these  ele- 
ments less  than  the  whole. 

Messrs.  J.  F.  Farnsworth  and  C.  M.  Brazee^for  appel- 
lees : 

If  the  reissue  were  warranted  at  all  by  law,  after  such  a 
delay,  it  is  void  because  the  claiming  a  "reel  of  larger 
diameter'^'*  is  no  claim  at  all ;  it  is  a  mere  matter  of  com- 
parison, and  not  patentable, — is  not  the  subject  of  invention  ; 
it  is  merely  a  question  of  degree — a  matter  of  construction. 
He  does  not  state  the  size. 

Guidet  V.  Brooklyn,  105  U.  S.  560  [14  Am.  k  Eng.  38 ;] 
Smith  V.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425 ;]  Phillips 
I?.  Detroit,  111  U.  S.  604  f  15  Am.  &  Eng.  269  ;]  Slawson  ^J.  G. 
S.  R.  R.  Co.,  107  U.  S.  649  [14  Am.  &  Eng.  475  ;]  Morris  'o. 
McMillin,  112  U.  S.  244  [15  Am.  &  Eng.  310 ;]  Hollister  z). 
B.  &  B.  Mnfg.  Co.,  113  U.  S.  59  [15  Am.  &  Eng.  417 ;] 
Thompson  z?.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549.] 

The  defendants  use  a  drum,  not  ''a  reel  with  four  sepa- 
rate points,"  as  sx)ecially  claimed  by  complainant  in  his 
specifications. 

Complainant  has  expressly  disclaimed  a  reel  of  large  di- 
ameter covered  with  a  solid  surface  or  a  *' solid  drum." 
He  disclaims  the  solid  drum  and  says  it  does  not  secure  the 
desired  effect. 

If  it  is  insisted  by  the  complainant  that  his  claims  one, 
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two,  four,  and  nine  are  infringed  by  defendants'  solid  drum 
reel,  then  the  complainant's  reissue  is  voidj  because  he  did 
not  claim  this  solid  drum  in  the  original,  but  disclaimed  it 
in  the  original  specifications,  and  it  is  disclaimed  in  the 
present  specifications  ;  and  we  insist  that  he  is  limited  to 
the  particular  reel  described  in  his  specifications ;  when  an 
inventor  is  not  a  pioneer  he  is  restricted  to  his  particular 
device.  Leggett  v.  Avery,  101  U.  S.  256  [12  Am.  &  Eng. 
369 ;]  Sargent  v.  Hall  Safe  and  Lock  Co.,  114  U.  S.  63  [  15 
Am.  &  Eng.  573 ;]  Railway  Co.  v.  Sayles,  97  U.  S.  554  [12 
Am.  &  Eng.  121.] 

It  is  evident  that  the  original  patent  was  only  for  a  ^^hose 
carriage^ ^  which  was  cai)able  of  carrying  a  reel  of  large 
size,  and  nothing  more. 

We  insist  that  we  do  not  infringe  either  of  the  combina- 
tions in  the  four  claims  sued  upon.  We  have  a  difl:erent 
carriage,  different  supports  to  hold  it  up,  different  clasps, 
have  a  pawl  and  ratchet  instead  of  a  thumb-screw,  and  we 
have  a  reel  with  a  d/rum  instead  of  a  reel  with/b'wr  hearing 
points  for  hose  to  rest  upon  when  wound  thereon. 

■ 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 
This  was  a  bill  in  equity  for  the  infringement  of  letters 
patent  granted  October  10,  1876,  and  reissued  February  22, 
1882,  for  an  improved  fountain-hose  carriage. 

The  specification  of  the  original  patent,  after  describing 
the  apparatus  as  consisting  of  a  standard  mounted  upon  an 
axle,  to  which  are  applied  two  wheels  and  a  foot  so  con- 
trived that  when  the  device  rests  upon  the  tripod  formed 
by  the  wheels  and  the  foot  the  standard  will  assume  an  up- 
right position  to  serve  as  a  suitable  fountain-standard ;  and 
the  standard,  for  this  purpose,  having  at  its  upper  end.a 
nozzle-holding  contrivance,  and  at  a  suitable  height  from 
the  gi'ound  a  collar  turning  loosely  upon  it,  to  which  is  af- 
fixed the  spindle  of  the  hose-reel ;  a  set-screw  through  one 
of  the  hubs  of  the  reel,  entering  a  groove  in  the  spindle, 

lie  U.  8.  661. 
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and  serving  to  hold  the  reel  from  slipping  oflf,  and  also,  by 
applying  more  or  less  friction,  as  a  means  of  locking  the 
reel  from  turning,  or  as  a  brake  to  prevent  its  turning  too 
freely ;  on  the  face  of  the  outer  four  arms  of  the  reel,  clasps 
which  serve  as  a  means  not  only  for  holding  the  nozzle,  when 
desired,  but  also  for  holding  the  butt  of  the  hose  when  it  is 
all  reeled  in,  or  an  intermediate  part  when  the  butt  is  con- 
nected with  the  hydrant ;  two  handles  near  the  top  of  the 
standard  to  afford  a  grasp  in  wheeling  the  apparatus  about 
from  place  to  place,  and  another  handle  projecting  to  the 
rear  from  the  collar,  to  serve  as  a  hold  for  the  hand  in  shift- 
ing about  and  adjusting ;  proceeded  as  follows : 

' '  In  operation,  the  butt  of  the  hose  may  be  attached  to 
the  hydrant,  and  the  body  of  the  hose  being  upon  the  reel, 
the  standard  and  reel  may  be  wheeled  along  to  the  place 
desired,  paying  out  hose  as  it  goes.  More  or  less  hose  may 
be  thus  paid  out  and,  the  nozzle  being  poised  to  its  work, 
it  may  remain  in  operation  for  a  time  in  a  fixed  position  or 
at  rest ;  or  the  apparatus  may  be  moved  about  from  place 
to  place  and  the  hose  taken  up  or  paid  out  to  suit,  while 
the  water  is  playing  as  well  as  when  shut  oflf.  The  reel 
being  supported  at  a  considerable  height  from  the  ground 
renders  it  possible  to  employ  a  reel  of  a  sufficient  diameter 
so  that  the  water  will  freely  flow  through  the  portion  of  the 
hose  wound  thereon.  It  will  be  seen,  therefore,  that  the 
apparatus  may  be  used  as  a  lawn  fountain  or  sprinkler,  and 
moved  from  place  to  place  without  touching  the  hose  with 
the  hands,  thus  avoiding  the  dirt  and  wet ;  and  also  that 
the  hose  may  be  taken  up  or  paid  out  from  the  standard 
itself  as  it  is  moved  about,  which  is  a  better  way  than  hav- 
ing the  standard  at  one  place  and  the  reel  at  another,  or 
than  having  no  reel,  because  the  work  may  be  all  attended 
to  at  the  standard,  and  no  more  hose  left  on  the  ground 
than  is  absolutely  necessary.  With  a  view  to  this  method 
of  using  the  apparatus,  a  peculiar  feature  of  the  reel  con- 
sists in  the  fact  that  the  hose  is  wound  upon  four  separate 
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points  or  bars.  This,  in  connection  with  the  large  diameter 
of  the  reel,  facilitates  the  discharge  of  the  water.  To  make 
this  clear  it  is  necessary  to  understand  that  each  bar  is  lia- 
ble to  make  a  dent  upon  the  inner  side  of  the  hose.  This 
dent  the  water  parsing  through  will  straighten  out ;  but  the 
effort  to  straighten  the  dent  will  cause  a  tendency  of  the 
hose  to  rise  at  this  point,  and  in  the  part  of  the  hose  be- 
tween the  bars  to  recurve  or  bend  toward  the  center  of  the 
reel.  Now,  if  a  solid  drum  is  employed,  or  a  reel  composed 
of  a  large  number  of  bars,  this  rising  and  recurving  ten- 
dency is  resisted  by  the  intermediate  points  or  bars ;  and 
the  dent  or  flattening  or  compression  resists  the  water  and 
will  not  straighten  out.  By  sufficiently  loosening  the  set- 
screw,  so  that  it  will  clear  the  groove  in  the  spindle,  the 
reel  may  be  taken  entirely  off  from  the  standard,  and  the 
latter  in  such  case  may  be  used  as  a  plain,  reelless  fountain- 
standard." 

The  first  claim  in  the  original  patent  was  as  follows : 

''1.  The  hose-reel,  mounted  upon  a  wheeled  carriage, 
which  is  provided  with  a  foot  or  brace  by  means  of  which 
it  may  be  sustained  in  an  upright  vertical  position,  whereby 
the  device  becomes  capable  of  use  both  as  a  hose-carriage 
and  as  a  fountain-standard,  substantially  as  specified." 

A  former  suit  brought  March  29,  1880,  by  the  plaintiff 
against  the  defendants,  under  the  original  patent,  was  heard 
upon  pleadings  and  proofs,  and  dismissed  by  the  court  on 
January  6,  1882,  for  want  of  novelty.  On  January  21, 1882, 
the  plaintiff  applied  to  the  Patent  Office  for  a  reissue,  which 
was  granted  on  February  22,  1882,  with  a  specification  ex- 
actly like  that  in  the  original  patent,  but  with  different 
claims,  the  firat  and  only  material  one  of  which  was  in  these 
words : 

''1.  The  combined  hose-carriage  and  fount-ain -standard, 
consisting  in  the  combination  of  the  following  elements,  viz' : 
A  wheeled  carriage,  provided  with  a  foot  or  brace  by  means 
of  which  it  may  be  sustained  in  an  upright  vertical  position, 
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a  nozzle-holding  device  and  a  reel  of  large  diameter,  to  allow 
the  water  to  flow  through  the  hose  when  partially  wound 
tliei^eon,  substantially  as  specified." 

The  present  bill  was  filed  April  13,  1882.  By  the  evidence 
taken  in  the  cause,  it  appeared  that  a  fountain-standard 
and  hose-reel,  mounted  upon  a  wheeled  carriage,  provided 
w  ith  a  foot  or  brace  to  sustain  it  in  an  upright  position,  and 
with  a  nozzle-holder,  were  known  and  used  in  combination 
with  each  other  before  the  plaintiffs  alleged  invention. 
This  bill  also  was  dismissed,  and  the  plaintiff  appealed  to 
this  court. 

(a)  It  is  unnecessary  to  consider  the  difference  between 
the  claim  in  the  reissue  and  the  claim  in  the  original  patent, 
because,  assuming  the  reissue  not  to  be  invalidated  thereby, 
yet  it  sets  forth  no  patentable  invention. 

The  hose-reel,  the  standard,  the  brace,  the  nozzle-holder, 
and  their  use  in  combination  being  all  old,  the  description 
of  the  hose-reel,  in  the  specification  and  claim,  as  ''a  reel 
of  large  diameter,  to  allow  the  water  to  pass  through  the 
hose  when  partially  wound  thereon,"  is  not  sufficient  to 
sustain  the  patent. 

The  requisite  diameter  of  the  reel  and  its  proportion  to 
the  size  of  the  hose  are  not  defined  in  the  specification,  but 
are  left  to  be  ascertained  by  experiment  or  from  general 
knowledge.  If  the  patentee  had  discovered  anything  new 
in  the  size  or  proportions  of  the  reel,  requisite  to  allow  the 
water  to  flow  through  the  hose,  he  should  have  described 
it  with  such  precision  as  to  enable  others  to  construct  the 
api)aratus.  The  fact  that  water  will  flow  through  a  hose 
wound  on  a  reel,  if  the  diameter  of  the  reel  is  large  enough 
and  the  curves  or  angles  are  not  too  abrupt,  is  a  matter  of 
common  knowledge  which  no  one  can  appropriate  to  his 
own  use,  to  the  exclusion  of  the  public.  In  any  view  of  the 
case,  the  specification  describes  nothing  that  the  patentee  is 
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Notes  and  citations. 

entitled  to  claim ;  but  only  what  every  one  has  a  right  to 
use  without  his  assistance.  Guidet  v.  Brooklyn,  105  U.  iS. 
650  [14  Am.  &  Eng.  38 ;]  Flood  v.  Hicks,  2  Bissell,  169 ;  S. 
C.  4  Fisher,  Pat.  Cas.  156 ;  The  King  v.  Wheeler,  2  B.  & 
Aid.  345,  354 ;  Macnamara  v.  Hulse,  Car.  &  M.  471,  477 ; 
Kay  V.  Marshall,  7  Scott,  548 ;  S.  C.  5  Bing.  N.  C.  492 ;  1 
Beavan,  535 ;  8  Cl.  &  Fin.  245 ;  West,  H.  L.  682 ;  2  Web- 
ster  Pat.  Cas.  34,  68,  75,  77,  82,  84. 

To  sustain  this  patent  would  be  to  deprive  the  public  of 
the  right  to  arrange  and  use  a  well  known  apparatus  in  the 
only  way  in  which  its  purpose  can  be  beneficialiy  accom- 
plished. 

Decree  affirmed. 
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YALE  LOCK  MANUFACTURING  COMPANY,  APPEL- 
LANT, V.  JAMES  SARGENT.* 

U7  U.  S.  878-378.    Oct.  Term,  1880. 

[Bk  29,  L.  ed.  950  ;  35  O.  G.  385.] 

Reversing  Sargent  v.  Yale  Lock  Co.,  1 7  Blatch.  249. 

Argued  March  15,  16,  1886.     Decided  March  29, 1886. 

Particular  patent  construed  and  not  infringed. 

1.  Claim  1  of  letters  patent,  No.  98,622,  J.  Sargent,  January  4, 
1870,  Permutation  Lock,  for  "The  arrangement  of  two  or 
more  rollers,  H,  II',  of  varying  eccentricity,  when  combined 
with  the  cam  in  the  manner  and  for  the  purpose  specified," 
construed  and  heldy  that  a  variation  of  eccentricity  is  made  by 
the  description  and  claim  as  essential  to  the  invention,  al- 
though an  equally  good  or  even  the  same  result  might  be  ob- 
tained without  it ;  and  is  not  infringed  in  view  of  the  fact 
that  the  defendant  does  not  use  the  same  combination,  and 
employs  no  device  as  an  equivalent  and  substitute  for  the 
omitted  element,     (p.  271.) 

[Citations  in  the  opinion  of  the  court :] 

Water-Meter  Ck).  v.  Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380.]   p  272. 
Gage  V.  Herring,  107  U.  8.  640  [14  Am.  &  Eng.  454.]    p.  272. 

Appeal  from  the  Circuit  Court  of  the  United  States  foi 
the  Southern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Mr.  Frederick  H.  Betts^  for  appellant : 

The  Sargent  claim  is  for  an  improvement  which  consists 
in  the  combination  with  the  cam  of  "two  or  more  rollers, 
H  H',  of  varying  eccentricity.  It  is  this  particular  improve- 
ment and  no  other  which  is  claimed.  The  defendant's  lock 
does  not  have,  combined  with  its  cam,  two  or  more  rollers 
of  varying  eccentricity. 

*8ee  Explanation  of  Notes,  page  III. 
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It  is  proved  beyond  dispute,  that  if  there  be  any  variation 
of  eccentricity  it  is  an  unintentional  variation.  The  two 
rollers  of  the  defendant's  lock  are  made  by  the  same  tool 
and  at  the  same  time,  and  with  every  effort  to  make  them 
absolutely  identical. 

The  complainant's  patent,  when  it  claims  a  lock  of  "  vary- 
ing eccentricity,"  means  that  the  eccentricity  of  those  rol- 
lers should  be  intentionally  varied,  and  also  so  varied,  at 
least  to  such  an  extisnt  as  to  be  discernible.  No  one  fol- 
lowing the  specification  would  attempt  to  make  the  rollers 
alike.  The  direction  of  the  specification  is  to  make  them 
unlike.  A  person  who  follows  the  specification  would  not 
do  what  the  defendants  have  done. 

The  defendants  cannot  be  held  as  infringers  when  they 
have  intentionally  done  and  have  succeeded,  to  the  best  of 
any  person's  ability,  in  doing  that  which  the  patent  in  effect 
says  should  not  be  done. 

It  is  not  sufficient  that  the  same  result  should  be  accom- 
plished by  the  defendant's  machine  as  by  the  complainant's. 
To  constitute  infringement,  identity  of  result  is  not  suffi- 
cient. ITie  same  result  must  be  accomplished  by  the  same 
means,  or  substantially  the  same  means. 

Case  ??.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  360 ;]  Carver 
t?.  Hyde,  16  Pet.  515  [4  Am.  &  Eng.  367 ;]  Fay  u.  Cordes- 
man,  109  U.  S.  408  [15  Am.  &  Eng.  1 ;]  Sargent  ^?.  Hall  Safe 
&  Lock  Co.,  114  U.  S.  63  [16  Am.  &  Eng.  573.] 

Messrs.  Geo,  Ticknar  Curtis  and  Edmund  Wetmore^ 
for  appellee : 

It  appears  from  the  proofs,  and  is  not  denied  by  the  de- 
fendant, that  the  infringing  lock  has  two  disconcerting  rol- 
lers, in  combination  with  a  cam,  on  which  they  ride.  The 
one  feature  which  enters  specifically  into  the  claim  of  the 
patent  in  suit,  and  which  is  said  not  to  be  found  in  the  de- 
fendant's lock,  is  the  "  varying  eccentricity  "  of  the  discon- 
certing rollers. 

Nothing  can  be  plainer  than  the  fact  that  the  action  of 
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the  disconcerting  rollers,  described  by  the  witness  Towne, 
is  identical  with  tliat  proposed  in  the  patent. 

The  sole  purpose  of  giving  a  different  eccentricity  to  the 
rollers  is  to  secure  the  alternation  in  action,  by  breaking  the 
continuity  of  rotation,  movement,  and  contact.  It  is  im- 
possible to  deny  that  the  defendant's  lock  accomplishes  this 
result  by  the  same  means,  operating  in  the  same  manner. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court: 

The  bill  in  this  case  was  filed  by  the  appellee  for  an  in- 
junction to  restrain  the  defendant  below,  the  appellant, 
from  an  alleged  infringement  of  letters  patent.  No.  98, 622, 
dated  January  4,  1870,  granted  to  James  Sargent,  for  an 
improvement  in  permutation  locks;  and  for  an  account, 
etc.  On  final  hearing  on  bill,  answer,  replication,  and 
proofs,  there  was  a  final  decree  for  the  complainant  for  an 
injunction  and  for  $400.75  damages  and  costs.  The  defend- 
ant has  appealed . 

The  question  involved  is  the  fact  of  infringement,  and 
that  in  its  turn  depends  u;)on  the  proper  construction  of  the 
complainant's  patent. 

The  specifications  and  claim  of  the  patent  with  the  ac- 
companying drawings  are  as  follows : 

"  Figure  1  is  an  elevation  of  the  lock,  with  the  back  plate 
removed  to  show  the  interior. 

Pig.  2,  a  vertical  cross-section  of  the  same. 

Pig.  3,  a  diagram,  showing  the  cam  and  the  disconcerting 
eccentrics  in  perspective. 

Like  letters  of  reference  indicate  corresponding  parts  in 
all  the  figures. 

Nature  of  the  Invention. 

This  lock  is  an  improvement  upon  that  of  Linus  Yale,  in 
which  an  eccentric  roller  is  combined  with  the  cam  for  dis- 
(M>ncerting  the  action  upon  tumblers. 

The  invention  consists  in  combining  with  the  cam  an  ar- 
rangement of  two  or  more  eccentric  rollers,  of  varying  ec- 
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oentricity,  turning  upon  the  same  bearing,  so  that  in  revolv- 
ing  one  or  both  may  turn  and  alternate  in  action,  thereby 
greatly  increasing  the  difficulty  of  mapping  out  or  locating 
the  position  of  either. 

General  Description^ 

In  the  drawings — 

A  represents  the  case  of  the  lock ; 

B,  the  cylinder  for  holding  the  tumblers  or  wheels  ; 

C,  the  spindle ; 

D,  the  cam ; 

E,  the  dog,  which  falls  to  release  the  bolt ;  and, 
G,  the  bolt. 

These  are  the  ordinary  parts  employed  in  combination 
locks,  and  may  be  arranged  in  any  desired  manner ;  hence, 
they  need  no  special  description  here. 

A  single  eccentric  roller,  H,  pivoted,  at  a,  to  a  suitable 
arm  or  bearing,  and  resting  upon  the  cam  D,  has  been  be- 
fore employed,  as  already  stated. 

Its  object  is  to  disconcert  the  action  inside  the  lock,  so  that 
an  exjjert  lock-pick  or  burglar  cannot  tell  the  position  of 
the  tumblers  when  operating  w^n  the  lock. 

It  has  been  found  by  experiment,  however,  that  such  a 
device  is  not  proof  against  the  skill  of  an  expert  lock-pick, 
for,  by  the  use  of  a  delicate  instrument  attached  to  the  spin- 
dle outside,  and  by  careful  manipulation,  the  shape  and 
position  of  this  roller  can  be  actually  mapped  out  or  ascer- 
tained and  the  lock  opened. 

To  obviate  this  difficulty  as  far  as  possible,  I  combine  with 
this  roller  one  or  more  rollers  H',  pivoted  to  the  same  arm 
or  bearing,  and  resting  upon  the  periphery  of  the  cam  in 
the  same  manner ;  but  all  these  rollers  are  made  of  varying 
eccjentricity,  and  of  different  shape,  and,  therefore,  when 
the  cam  is  turned,  the  several  rollers  strike  at  different  po- 
sitions, and  when  one  touches  the  other  may  be  removed 
from  contact,  thus  alternating  in  action.  They  may  also 
turn  in  different  directions. 
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By  this  means,  owing  to  the  different  contact  of  the  sev- 
eral rollers,  the  difficulty  of  mapping  out  and  locating  the 
same  is  very  greatly  increased. 

In  transferring  the  action  from  one  roUer  to  the  next,  the 
loss  of  contact  with  the  first  disarranges  the  position,  and 
thus  renders  it  indefinite. 

In  this  manner,  and  for  this  reason,  the  addition  of  an- 
other roller  to  the  one  already  in  use  does  not  produce  an 
accumulation  of  the  same  effect  in  action,  but  produces  a 
different  action  altogether,  by  breaking  the  continuity  of 
rotation  and  movement  and  contact. 

I  disclaim  the  employment  of  a  single  eccentric ;  but  what 
I  claim  as  my  invention,  and  desire  to  secure  by  letters  pat- 
ent, is — 

The  arrangement  of  two  or  more  rollers,  H,  H',  of  varying 
eccentricity,  when  combined  with  the  cam,  in  the  manner 
and  for  the  purpose  specified." 

Mr.  Henry  B.  Renwick,  an  expert  called  by  the  complain- 
ant, in  explanation  of  the  patent,  says : 

' '  I  have  examined  the  patent,  and  believe  that  the  words 
'  varying  eccentricity, '  as  applied  to  the  rollers,  mean  that 
the  rollers  shall  have  their  axes  at  different  points  in  their 
diameters.  If  the  two  rollers  be  each  |  of  an  inch  in  diam- 
eter, and  one  have  its  axis  yf f tt  ^^  ^^  ^^^  from  the  nearest 
point  in  its  periphery,  and  the  other  have  its  axis  y^^ 
of  an  inch  from  the  nearest  point  of  its  periphery,  then 
they  will  be  of  varying  eccentricity.  This  variation  of 
distance  of  the  axis  from  the  nearest  point  of  the  peri- 
phery need  be  no  greater  than  the  smallest  distance  that  can 
be  measured  by  the  sensitive  micrometers  used  in  lock-pick- 
ing, for  the  reason  that  the  whole  aim  of  the  patented  con- 
trivance is  to  avoid  picking  by  means  of  a  micrometer." 

The  same  witness  was  also  examined  upon  the  qfuestion  of 
infringement,  upon  a  comparison  with  the  patent,  of  a  lock 
made  by  the  defendant,  marked  as  an  Exhibit  Cole  No.  1. 
He  said : 

117U.S.  875-877. 
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"I  have  examined  the  lock  Cole  No.  1.  It  has  two  dis- 
concerting rollers  in  combination  with  a  cam  upon  which 
they  ride.  These  rollers  being  for  the  purpose  of  prevent- 
ing a  lock-picker  from  ascertaining  the  position  of  the  ro- 
tary tumblers  by  means  of  a  micrometer,  in  this  respect  it 
is  substantially  identical  with  the  contrivance  described  in 
the  patent.  Whether  these  rollers  in  the  exhibit  are  of 
varying  eccentricity  or  not  I  cannot  postively  determine,  al- 
though they  appear  to  be  so  by  examination  of  them  with- 
out instruments.  A  variation  of  eccentricity  between  the 
two  rollers,  which  could  be  measured  by  a  micrometer  only, 
would  be  sufficient  to  secure  the  object  which  these  rollers 
are  designed  to  effect,  and  they  may  have  such  eccentricity, 
and  yet  it  may  be  possible  to  determine  it  by  the  eye  alone." 

On  cross  examination  he  admitted  that  he  could  not  tell 
with  certainty  whether  the  rollers  were  or  were  not  of  vary- 
ing eccentricity.  No  other  witness  on  the  part  of  the  com- 
plainant is  able  to  prove  the  fact  of  a  variation  of  eccen- 
tricity between  the  rollers  used  by  the  defendant ;  while  on 
the  other  hand  the  testimony  on  the  part  of  the  defendant 
does  not  permit  us  to  doubt  that  the  rollers  used  in  its  locks 
are  identical  in  their  eccentricity  and  shape. 

If,  therefore,  a  variation  of  eccentricity  in  the  rollers  is  a 
material  feature  of  the  invention,  or  is  made  material  by  the 
description  and  claim  of  the  patent,  no  infringement  has 
been  proved. 

It  does  not  meet  and  answer  the  difficulty  to  say,  as  has 
been  suggested  in  argument,  that  although  the  rollers  in  the 
defendant' s  locks  may  be  of  the  same  eccentricity  and  shape 
as  respects  each  other,  yet  that  when  in  revolution  they  varj^ 
in  eccentricity  in  reference  to  the  cam  which  operates  them, 
so  that  in  action  their  eccentricity  varies,  and  the  same  re- 
sult is  produced.  Because  the  description  in  the  patent  and 
claim  require  that  the  variation  of  eccentricity  should  be 
between, the  rollers  themselves,  and  not  a  variation  in  action 
in  reference  to  the  cam,  and  unless  the  same  result  is  pro- 

117U.S.  377-378. 
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duced  by  the  same  means,  there  is  no  infringement  of  the 
invention.  Besides,  the  fact  is  not  as  claimed.  It  is  im- 
possible mechanically  for  the  rollers,  being  identical  in  ec- 
centricity and  shape  with  each  other,  to  have  the  same  rela- 
tion at  all  times  to  the  cam  as  though  they  varied  in  eccen- 
tricity. For,  as  is  pointed  out  in  the  evidence  on  the  part 
of  the  defendant,  when  the  rollers  are  the  same  in  eccen- 
tricity and  shape  with  each  other,  there  must  be  intervals  of 
time  at  which  ''the  two  rollers  having  been  rotated  to  a 
point  at  which  their  peripheries  exactly  coincided,  both  would 
revolve  together  for  a  short  period,  until  some  slight  im- 
pediment or  change  in  the  periphery  of  the  cam  would  cause 
one  to  bear  more  directly  than  the  other  upon  the  periphery 
of  the  cam,  when  this  one  would  revolve  with  the  cam,  the 
other  remaining  stationary ;  and  so  on."  And  this  feature 
in  the  action  of  two  rollers,  identical  in  eccentricity,  it  is 
said,  introduces  an  additional  irregularity  into  the  opera- 
tion of  the  mechanism,  which  increases  its  disconcerting 
power  and  adds  to  the  difficulty  of  calculating  the  move- 
ment which  enables  the  expert  to  pick  the  lock.  So  that 
the  mode  of  operation  is  different,  accordingly  as  the  rollers 
are  of  the  same  or  varying  eccentricities. 

Were  it  otherwise,  however,  it  would  still  be  necessary  to 
regard  the  feature  of  a  variation  of  eccentricity  as  essential 
to  the  invention,  because  made  so  by  the  description  and 
claim  of  the  patent,  although  an  equally  good  or  even  the 
43ame  result  might  be  obtained  without  it.  The  defendant 
does  not  use  the  same  combination,  and  employs  no  device 
as  an  equivalent  and  substitute  for  the  omitted  element.  It 
is  not,  therefore,  liable  as  an  infringer.  Water-Meter  Co.  v. 
Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380 ;]  Gage  v.  Her- 
ring, 107  U.  S.  640  [14  Am.  &  Eng.  464.] 

The  decree  of  tJte  Circuit  Court  is  accordingly  reversed 
and  the  caus^  is  remanded^  with  directions  to  dismiss  the 
bill. 

117  U.  8.  878.       « 
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Particular  reissue  patent  infringed.  Co-partner,  Measure  of  dam- 
ages in  absence  of  license-fee^  dbc.  Delay  in  filing  disclaimer. 
Costs. 

1.  Claim  1  of  letters  patent.  No.  67,574,  J.  Sargent,  August  28, 

1866,  Lock,  was  for  "The  rotating  tumbler,  I,  when  sepa- 
rated and  isolated  in  action  from  the  permutation  wheels,  and 
so  arranged  that  any  inward  pressure  upon  the  bolt  will  be 
exerted  on  the  bearing  of  said  tumbler,  and  have  no  action  or 
effect  upon  the  said  permutation  wheels,  ^substantially,'"  &ic  ; 
heldy  that  claim  1  of  its,  reissue.  No.  4,696,  January  2,  1872, 
for  "  In  a  combination  lock  in  safe  or  vault  doors,  a  bolt,  I, 
which  turns  on  a  pivot  or  bearing,  when  said  bolt,  I,  is  used  in 
a  lock  having  no  ordinary  sliding  lock  bolt,  and  in  connection 
with  the  separate  bolt  work  of  the  door,  and  so  arranged  as  to 
receive  the  pressure  of  the  said  bolt  without  transmitting  it  to 
the  wheels  or  other  equivalent  works  of  the  lock,"  was  for  the 
same  invention,  a  substantial  reproduction  of  the  original 
claim,  and  not  an  unlawful  expansion^  and  therefore  not  affected 
by  the  delay  in  reissuing.  The  4th  claim  invalid  for  unlawful 
expansion  after  5  years  delay,     (p.  286.) 

2.  The  reissue  claim  held^  novel  and  infringed  by  a  lock  which  had 

the  pivoted  bolt  of  the  first  claim  of  the  patent,  and  although 
the  bolt  of  the  infringing  lock  served  as  a  stop  to  two  sets  of 
bolt-works  instead  of  one,  as  in  the  patent,  and  was  pivoted 
differently  and  connected  differently  from  that  in  the  patent, 
yet,  that  such  changes  in  construction  and  arrangement  came 
fairly  within  the  terms  of  said  claim,  and  the  operation  of  the 

*See  Explanation  of  Notes,  page  III. 


276  YALE  LOOK  MNFG.  CO.  ».  SARGENT.   [Sup.  Ct. 

Argument  of  counsel. 

two  locks  were  the  same  in  respect  to  the  combination  of  said 
claim,     (p.  290.) 

3.  The  plaintiff,  as  ow-ner  of  the  patent,  is  entitled  to  recover  the 

damages  in  this  case.  He  may  be  accountable  to  his  co-part- 
ner for  a  part  of  them,  but  the  co-partner  could  not  sue  on  the 
patent,  for  such  damages,  or  any  part  of  them.     (p.  297.) 

4.  Where  patentee  granted  no  licenses,  had  no  established  royalty, 

but  manufactured  his  own  locks  in  sufficient  numbers  to  supply 
the  demand,  a  reduction  in  the  price  of  his  own  locks,  forced 
by  the  competition  of  the  defendant,  is  a  fair  measure  of  dam- 
ages, (p.  297.) 
5  No  disclaimer  can  be  filed  after  the  expiration  of  a  patent,  (p. 
.    299.) 

6.  Where  the  validity  of  a  reissue  claim  had  been  sanctioned  by 

the  Commissioner  of  Patents  in  granting  it,  and  the  claim  was 
not  held  invalid  by  the  circuit  court,  fiddy  that  there  was  no 
unreasonable  delay  in  filing  a  disclaimer  to  it.     (p.  299.) 

7.  One  of  the  claims  of  the  reissue  being  invalid,  the  complainant 

cannot  recover  costs  in  the  court  below,  and  in  this  court  each 
party  pays  his  own  costs,  and  the  expense  of  printing  the 
record  is  shared  equally,     (p.  300.) 

[Citations  in  the  opinion  of  the  court :] 

McComb  V,  Brodie,  1  Woods,  153.     p.  298. 
Philp  V.  Nock,  17  Wall.  460  [9  Am.  &  £ng.  84.]    p.  298. 
Gage  V.  Herring,  107  U.  8.  640  [14  Am.  &  Eng.  454.]    p.  299. 
Silsbj  vt  Foote,  20  How.  376  [6  Am.  &  Eng.  388.]    p.  300. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 
Tlie  case  is  stated  by  the  court. 

Mr.  Frederick  H.  Betts^  for  appeUarU : 

If  we  are  correct  in  the  construction  that  the  original  first 
claim  required  that  the  turning  bolt  should  be  mounted 
alone  on  its  own  shaft,  and  that  this  requirement  was  elimi- 
nated by  the  reissue,  after  six  years  delay,  then  the  first 
claim  of  the  reissue  is  in  that  respect  expanded,  and  there- 
fore void ;  but  if  the  court  should  hold  that  in  this  respect 
there  is  no  difference  between  the  original  and  reissue,  then 
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we  contend  that  the  first  claim  of  the  reissue  is  void  for 
want  of  patentable  novelty. 

In  view  of  the  admissions  and  amendments  made  in  the 
corre8i)ondence  contained  in  the  file  wrapper,  and  the  erasure 
and  modification  of  the  first  claim  of  the  original  patent 
that  Sargent  admitted  himself  to  be  the  inventor  of  nothing 
new  except  the  omission  from  a  lock,  containing  permuta- 
tion wheels,  or  equivalent  mechanism,  and  an  insulated 
turning  bolt,  of  ''the  ordinary  sliding  bolt." 

There  is  absolutely  no  patentability  in  this. 

The  omission  of  the  ordinary  sliding  bolt  was  a  mere  mat- 
ter of  cheapening ;  was  the  work  of  a  mechanic,  and  not  of 
an  inventor,  and  the  patent  read  in  the  light  of  its  own  his- 
tory, which  must  be  construed  strictly  against  the  inventor 
and  in  favor  of  the  public,  is  void  for  lack  of  patentable 
novelty.  Sargent  v.  Hall  Safe  &  Lock  Co.,  114  U.  S.  63  [15 
Am.  &  Eng.  673 ;]  Thompson  v.  Boisselier,  114  U.  S.  1  [15 
Am.  &  Eng.  549.] 

The  first  claim  of  the  reissue  is  also  void  for  want  of 
;)atentable  novelty  when  compared  with  the  particular  prior 
locks  introduced  in  evidence  by  the  defendants. 

Sargent  has  simply  taken  the  mechanism  of  the  Butter- 
worth  padlock  and  appUed  it  in  an  ordinary  lock  case,  in 
an  ordinary  way,  to  perform  its  usual  oflice  of  "dogging" 
a  door  bolt. 

It  cannot  require  any  invention  to  provide  Butterworth's 
mechanism  with  a  case  that  could  be  screwed  to  a  dt)or,  or 
to  lengthen  the  spindle  and  arrange  the  dial  so  that  it  would 
be  outside  a  door,  instead  of  outside  the  padlock  case,  nor 
to  locate  the  revolving  bolt  so  that  it  would  "dog"  the  bolt- 
work  of  a  door,  instead  of  engaging  a  hasp. 

The  case  falls  directly  within  the  principle  that  ' '  The  ap- 
plication of  an  old  process  or  machine  to  a  similar  or  ana- 
lagous  subject,  with  no  change  in  the  manner  of  application 
and  no  result  substantially  distinct  in  its  nature,  will  not 
sustain  a  patent,  even  if  the  new  form  of  result  has  not  been 
before  contemplated."     Locomotive  Co.  ^J.  Penn.  R.  R.  Co., 
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110  U.  8.  490  [15  Am.  &  Eng.  148;]  Smith  v.  Nichols,  21 
Wall.  112  [9  Am.  &  Eng.  425;]  Phillips  v,  Detroit,  111 
I.  S.  604  [15  Am.  &  Eng.  269;]  Stephenson  o.  Brooklyn 
R.  R.  Co.,  114  U.  S.  149  [p.  63  ante,] 

It  is  clear,  that  upon  the  only  construction  of  the  patent 
under  which  it  can  have  any  validity,  that  the  defendants 
did  not  infringe. 

If  complainant  can  recover  damages  at  all  for  infringe- 
ment of  his  patent,  it  must  be  upon  proof  that  the  adoption 
of  its  valuable  features  has  diminished  the  profits  that  he 
would  otherwise  have  received /rom  the  same  valuable  fea- 
tures in  his  own  locks. 

Under  a  decree  under  the  first  claim  only,  the  complain- 
ant cannot  recover  damages  for  lowering  the  price  of  locks 
whose  principal  value  lay  in  the  fourth  claim — certainly  un- 
less he  introduce  some  evidence  tending  to  show  what  pro- 
portion of  value  is  due  to  the  several  claims.  Westcott  z. 
Rude,  19  Fed.  Rep.  830 ;  Wooster  v,  Simonson,  16  Fed.  Rep. 
680;  Proctor  o.  Brill,  4  Fed.  Rep.  415. 

Even  if  the  first  claim  were  valid,  as  the  court  decreed,  it 
should  not  have  entered  a  decree  without  requiring  a  dis- 
claimer of  the  unlawful  claims,  certainly  not  one  with 
costs. 

Gage  D.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454.] 

They  should  have  refused  any  decree  because  no  dis- 
claimer had  been  entered  to  the  unlawful  claim  and  the  de- 
cree which  was,  in  fact,  passed,  is  erroneous. 

Messrs.  Oeorge  Ticknor  Curtis  and  Edmund  Wetrrwre^ 
for  appellee : 

The  first  point  in  the  assignment  of  errors  fails,  as  it  must, 
for  the  reason  that  the  reissued  patent  in  suit  was  not  un- 
lawfully or  unduly  expanded. 

As  to  whether  the  changes,  necessary  to  convert  the  But- 
terworth  padlock  into  the  lock  of  the  reissue,  amounted  to 
a  novel  and  patentable  invention,  it  would  seem,  to  one 
familiar  with  the  practical  oi)eration  of  each,  that  there 
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could  be  no  difficulty  in  clearly  perceiving  the  obvious  dif- 
ferences upon  which  the  patentable  novelty  of  the  Sargent 
lock  is  securely  founded.  In  the  light  of  an  accomplished 
fact,  however,  it  is  not  always  easy  to  distinguish  fully  be- 
tween the  products  of  mechanical  skill  and  the  slow  steps 
by  which  invention  has  advanced  to  the  greatest  perfection 
of  an  art. 

It  is  always  a  fair  inquiry,  why,  if  this  invention  was  so 
obvious,  requiring  only  the  smallest  mechanical  skill  to 
evolve  it  from  known  structures,  why  was  it  not  made  be- 
fore ?  Here  is  a  change  which,  when  made,  supplied  a  gen- 
eral want,  as  is  fully  evidenced  by  the  rapidity  with  which 
the  invention  went  into  extensive  use.  No  invention  ob- 
tains a  firm  foothold  in  the  market,  displacing  and  super- 
seding its  predecessors  in  the  same  line,  unless  it  possesses 
a  superiority  commensurate  with  the  extent  of  its  adoption ; 
and  in  such  a  case  the  general  preference  for  the  new  mech- 
anism is  a  fact  upon  which  patentable  novelty  may  safely  be 
predicated. 

The  defendant's  lock  exhibits  a  turning  bolt  used  in  a  lock 
having  no  sliding  lock  bolt,  in  connection  with  the  separate 
bolt- work  of  the  door,  and  so  arranged  as  to  receive  the 
pressure  of  said  bolt- work  without  transmitting  it  to  the 
wheels  of  the  lock.  The  organization  of  parts  is  the  same, 
their  functions  are  identical.  The  mechanism  intervening 
between  the  lock-bolt  and  the  wheels  is  the  full  equivalent  of 
that  shown  in  the  patent,  and  the  sole  feature  of  diflference, 
the  change  in  location  of  the  bearing  of  the  turning  bolt,  is 
wholly  inconsequential  as  regards  the  combination  covered 
by  the  claim,  the  separate  function  of  the  parts,  or  the  final 
result  produced :  ''Change  of  location  of  one  element  of  a 
combination  without  any  new  function  does  not  evade  a 
patent."  Adams  v.  JoUet  Mnfg.  Co.,  12  O.  G.  93 ;  Dane?^. 
Illinois  Mnfg.  Co.,  3  Biss.  74. 

The  proposition  that  "reduction  of  prices  and  consequent 
loss  of  profits,  enforced  by  infringing  competition,  is  a 
proper  ground  for  awarding  damages"  is  undoubted  law. 
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Carter  v.  Baker,  4  Pish.  404 ;  Smith  v,  O'Connor,  6  Pish. 
469 ;  McComb  v.  Brodie,  5  Pish.  384 ;  Pitts  v.  Hall,  2  Blatch. 
229 ;  Lane  v.  Peck,  13  Ped.  Rep.  475 ;  Pitch  v.  Bragg,  16 
Ped.  Rep.  248. 

The  defendant  cannot  apportion  his  own  wrong,  and  it  is 
submitted  that  the  burden  of  proof  lies  upon  him  to  show 
that  the  loss  to  the  plaintiff,  which  is  directly  accounted  for 
by  the  infringement,  was  the  result  of  other  causes  and 
would  necessarily  have  occurred  even  if  the  infringement 
had  not  taken  place. 

The  exception  that  the  plaintiff  cannot  recover  becjiuse 
his  partner  is  not  made  a  part  is  untenable.  ' '  The  plaintiff, 
as  the  owner  of  the  patent,  is  entitled  to  recover  damages  in 
this  case.  He  may  be  accountable  to  his  co-partner  for  a 
part  of  them,  but  the  co-partner  could  not  sue  on  the  patent 
for  such  damages,  or  any  part  of  them." 

Gordon  v.  Anthony,  16  Blatch.  234;  Curtis  on  Pats.  § 
402. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Coijrt  of 
the  Unit-ed  States  for  the  Southern  District  of  New  York, 
by  James  Sargent  against  the  Yale  Lock  Manufacturing 
Company,  to  recover  for  the  infringement  of  reissued  letters 
patent.  No.  4,696,  granted  to  Sargent,  January  2d,  1872,  for 
an  "improvement  in  locks,  "on  an  application  therefor  filed 
September  25th,  1871  (the  original  patent,  No.  67,574,  hav- 
ing been  granted  to  him  August  28th,  1866.) 

The  specification  and  drawings  of  the  reissue  are  as  fol- 
lows: 

"My  invention  consists  in  combining  with  the  ordinary 
combination- wheels  and  the  other  working  parts  of  a  com- 
bination lock  which  has  no  sliding  lock-bolt,  a  bolt  turning 
on  a  pivot  or  bearing,  which  is  so  isolated  or  removed  from 
contact  with  the  said  wheels  as  to  receive  any  pressure  or 

117  U.  8.  537-388. 


,3.,  JAMES  SARGENT. 

Improvement  in  Permutation  Locks. 

No.   4,696.  Reiitued  Jan.  2,  1872. 
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strain  which  may  be  applied  through  the  separate  bolt- work 
of  the  safe  or  vault  door,  and  cut  off  the  communication 
between  the  bolt- work  of  the  door  and  the  wheels  or  fence 
lever  of  the  lock,  whereby  the  position  of  the  slots  in  the 
wheels  can  be  determined  and  the  lock  'picked,'  as  can  be 
done  in  most  cases  where  the  ordinary  sliding-bolt  is  used 
without  some  mechanical  device  to  prevent. 

In  the  drawings,  Figure  1  is  an  elevation  of  my  improved 
lock,  with  the  back  plate  removed ;  Pigs.  2  acnd  3  an  eleva- 
tion and  top  view,  respectively,  of  the  pivoted  bolt,  the 
combination-wheels,  the  cam,  and  the  lever  work  that  con- 
nects them  ;  Fig.  4,  a  perspective  view  of  the  pivoted  bolt ; 
Fig.  5,  a  similar  view  of  the  magnet  and  armatures ;  Fig. 
6,  a  view  showing  the  manner  of  applying  the  spindle  aijd 
cam  to  a  safe  or  vault  door. 

A,  represents  the  plate  of  a  safe  door,  and  B,  the  case  of 
the  lock  which  is  applied  thereto.  C,  C,  C,  are  the  combi- 
nation-wheels, and  D,  the  operating  spindle.  The  spindle 
passes  through  a  hollow  stud,  a,  of  the  case,  and  has  screwed 
upon  its  inner  end  the  cam  E,  as  shown  most  clearly  in  Fig. 
6.  The  wheels  themselves  rest  on  the  stud  a.  I  is  the  bolt, 
turning  on  a  pivot  or  bearing,  q.  Its  location  is  such  as  to 
rest  closely  in  the  rear  of  the  stem,  ^,  of  the  heavy  bolt- 
work  of  the  door,  and  to  hold  it  out  when  in  one  position, 
but  to  allow  it  to  retract,  to  free  the  bolt- work,  when  in  the 
other  position,  said  bolt  I,  turning  on  its  pivot  or  bearing 
to  allow  this  to  be  done.  H  is  a  sliding-bar,  which  gives 
motion  to  the  bolt  as  it  is  thrown  forward  or  backward, 
being  connected  together  by  cog-teeth  p  r.  The  bar  slides 
on  studs,  n  n^  by  which  it  keeps  its  horizontal  position.  G 
is  a  lever  pivoted  at./,  to  bar  H,  and  serving  to  throw  the 
latter  back.  It  has  a  hook,  6,  Fig.  2,  which  engages  with 
the  bit,  d^  of  the  cam,  to  dmw  the  bar  back.  The  forward 
motion  is  given  by  the  cam  striking  the  end  o,  of  the  bar  H. 
L  is  a  magnet  of  the  form  shown  in  Fig.  6,  which  is  sus- 
pended on  a  pivot,  /.     Its  open  end  rests  between  armatures 
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h  A",  which  are  separated  by  a  brass  pendant  I.  The  arma- 
ture h  is  attached  to  the  end  of  lever  6.  ^Tien  the  mag- 
net is  in  contact  with  the  lower  armature  A,  the  dog  g  will 
be  held  away  from  the  wheels ;  but  when  raised  and  brought 
in  contact  with  the  upper  armature  A%  the  lever  is  released 
iind  the  dog  is  then  allowed  to  fall  into  the  notches  of  the 
wheels,  to  release  the  bolt.  The  magnet  is  raised  by  a  roller, 
<\  of  the  cam,  which  strikes  a  bearing,  m,  of  the  magnet. 

In  general  principle  the  magnet  is  the  same  as  that  cov- 
<?red  by  the  patent  of  Sargent  and  Covert,  May  2, 1865 ;  but 
the  construction  and  arningement  of  the  magnet  and  arma- 
tures are  much  simpler  and  more  effective  and  constitute 
one  feature  of  my  present  invention. 

An  important  feature  in  my  invention  is  the  employment 
of  the  bolt  I,  turning  on  a  pivot  or  bearing,  instead  of  the 
sliding  bolt  heretofore  in  use.  It  is  isolat^^,  so  to  si)eak, 
from  the  combination  wheels  and  the  other  main  working 
parts  of  the  lock ;  and,  therefore,  any  strain  which  is  brought 
to  bear  upon  it  by  the  heavy  bolt- work  will  be  expended  on 
the  bolt  itself  and  not  upon  the  wheels.  In  the  old  form  of 
lock  the  slidina:-bolt  extends  back  so  as  to  connect  with  or 
come  near  to  the  wheels,  and  any  strain  thereon  is  liable  to 
disarrange  the  lock-works. 

-  Another  important  advantage  of  the  isolation  of  the  bolt 
is  that  it  increases  the  difficulty  of  '  picking,'  by  being  re- 
moved from  all  contact  with  the  wheels.  A  common  mode 
of  picking  ordinary  locks  is  to  force  the  bolt  back,  so  as  to 
get  a  contact  with  it  and  the  edges  of  the  wheels,  by  which 
their  position  is  ascertained.  In  my  lock  this  cannot  occur, 
iis  the  bolt  simply  turns  on  its  bearing  or  pivot,  and  no  back 
action  can  bring  it  or  the  lever- work  against  the  wheels. 

The  bolt  may  not  only  be  of  the  circular  form  shown  in 
the  drawings,  but  of  a  segmental  form,  which  will  serve  the 
same  purpose. 

I  am  aware  that  the  combination-wheels  themselves  have 
been  made  with  notc^hes,  and  so  arranged  that  the  ordinary 
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sliding-bolt  which  rests  against  their  edges  may  fall  back 
and  within  the  notches,  when  they  are  all  set.  Such  is  not 
the  equivalent  of  my  invention,  as  my  express  purpose  is  to 
avoid  all  contact  of  the  bolt  with  the  edges  of  the  wheels. ' ' 

The  claims  of  the  reissue,  five  in  number,  are  as  follows, 
but  only  claim  1  is  alleged  to  have  been  infringed : 

"  1 .  In  a  combination-lock  for  safe  or  vault  doors,  a  bolt, 
I,  which  turns  on  a  pivot  or  bearing,  when  said  bolt,  I,  is 
used  in  a  lock  having  no  ordinary  sliding  lock-bolt,  and  in 
connection  with  the  separate  bolt- work  of  the  door,  and  so 
arranged  as  to  receive  the  pressure  of  the  said  bolt  work 
without  transmitting  it  to  the  wheels  or  other  equivalent 
works  of  the  lock. 

2.  In  a  combination  lock  for  safe  and  vault  doors,  I  claim 
the  combination  of  the  bolt  I,  bar  H,  and  cog-connection  p 
r,  when  said  bolt,  I,  turns  on  a  pivot  or  bearing,  and  re- 
ceives the  pressure  of  the  bolt- work  situated  outside  the 
lock  works,  and  intervenes  between  the  bolt- work  and  the 
wheels. 

3.  I  claim,  in  combination  with  the  bolt  I,  the  bar  H,  and 
lever  G,  arranged  and  operating  as  herein  set  forth. 

4.  I  claim,  in  combination  with  the  vibrating  magnet  L, 
the  armatures  h  Ic  and  pendant  2,  arranged  as  herein  de- 
scribed. 

6.  I  claim  the  combination  and  arrangement  of  the  wheels 
C  C,  cam  E,  lever  G,  barH,  and  bolt  I,  as  herein  described." 

The  defences  set  up  were  want  of  novelty,  non-infringe- 
ment, and  invalidity  of  the  reissue.  After  a  hearing  on 
pleadings  and  proofs,  an  interlocutory  decree  was  entered 
finding  the  reissued  patent  to  be  valid  and  to  have  beeh  in- 
fringed, and  awarding  a  perpetual  injunction  and  an  ac- 
count of  profits  and  damages.  The  master  reported  $7,771 
damages  in  favor  of  the  plaintiff.  The  defendant  excepted 
to  the  report,  but  the  exceptions  were  overruled  by  the 
court,  and  a  final  decree  was  entered  for  the  plaintiff,  for 
$7,771  damages  and  $650.17  costs.  The  defendant  has  ap- 
pealed to  this  court. 
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It  is  contended  that  the  first  claim  of  the  reissue  is  void 
for  unlawful  expansion,  after  unreasonable  delay  in  apply- 
ing for  the  reissue. 
The  original  patent  had  three  claims,  as  follows : 
"1.  The  rota  ting-tumbler  I,  when  separated  and  isolated 
in  action  from  the  permutation* wheels,  and  so  arranged  that 
any  inward  pressure  upon  the  bolt  will  be  exerted  on  the 
bearing  of  said  tumbler,  and  have  no  action  or  effect  upon 
the  said  permutation- wheels,  substantially  as  and  for  the 
purpose  herein  specified. 

2.  In  combination  with  the  turning-tumbler  I,  the  ox>g- 
bar  H,  and  lever  G,  arranged  and  operating  as  herein  set 
forth. 

3.  The  combination  and  arrangement  of  the  combination- 
wheels  C,  cam-disk  E,  pivoted  lever  G,*cog-bar  H,  and  turn- 
ing-tumbler I,  the  whole  operating  as  herein  specified." 

Claim  3  of  the  reissue  is  substantially  the  same  as  claim 
2  of  the  original,  and  claim  5  of  the  reissue  is  subsbintially 
the  same  as  claim  3  of  the  original,  while  claims  2  and  4  of 
the  reissue  are  new  claims. 

The  defendant  directs  attention  to  these  facts :  When 
Sargent  applied  originally  for  his  patent,  on  February  6th, 
1866,  he  asked  for  claim  1  in  this  form:  "The  turning- 
bolt  I,  resting  on  its  bearing  y,  in  combination  with  the 
mechanism  of  a  combination  lock,  in  such  manner  as  to 
practically  isolate  or  disconnect  it  from  the  main  operating 
parts,  substantially  as  set  forth."  Claim  1  having  been  re- 
jected on  the  24th  of  March,  1866,  Sargent,  on  the  29th  of 
June,  1866,  changed  the  claim  to  the  form  it  has  in  the 
original  patent  as  issued,  and  his  attorneys  at  the  same 
time,  in  a  letter  to  the  Patent  Office,  expLained  the  new 
form  of  claim  thus  :  "The  substance  of  the  fii-st substituted 
claim  consists  essentially  in  providing  a  rotating  tumbler  in 
connection  with  the  bearing  on  which  it  rests  and  the  stem 
of  the  bolt-work  which  rests  against  it  when  said  tumbler 
is  isolated  or  disconnected  from  the  combination-wheels,  so 
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that  any  inward  motion  of  the  bolt  against  this  tumbler  wiU 
expend  its  force  against  the  bearing  on  which  the  tumbler 
turns  and  rests,  and  will  not  reach  or  aflfect  the  permuta- 
tion-wheels." The  attorneys  also  said :  "In  Mr.  Sargent's 
device  it  will  be  observed  that  the  combination  or  permuta- 
tion wheels  are  on  a  different  bearing,  and  located  at  a  dis- 
tance from  the  revolving-tumbler  I,  and  never  in  contact 
therewith,  so  that  the  two  are  practically  isolated  from  each 
other,  and  there  is  no  connection  between  them  except 
through  the  lever  H,  which  is  not  within  the  reach  or  influ- 
ence of  the  pick-lock."  And  the  specification  of  the  orig- 
inal jmtent  contained  this  language:  "The  principal  ad- 
vantage of  this  tumbler  consists  in  its  isolation,  so  to  speak, 
from  the  combination- wheels  and  the  main  working  parts. 
It  rests  alone  on  its  bearing  y,  the  only  part  connected  being 
the  cog-bar  H.  In  ordinary  locks  the  sliding  bolt  extends 
back  in  direct  connection  with  the  main  working  mechan- 
ism, and  by  its  constant  action  and  the  strain  that  comes 
upon  it  frequently  disarranges  those  parts.  This  is  esi)eci- 
ally  true  when  the  stem  or  projection  t  of  the  heavy  bolt  of 
the  safe-door  rests  against  the  sliding-bolt.  In  this  case, 
when  force  is  applied  to  the  bolt,  the  wrenching  strain  upon 
the  bolt  and  mechanism  is  very  great.  In  my  lock  it  will 
be  seen  that  this  diflSculty  is  obviated,  for  any  strain  that 
comes  upon  the  circular  tumbler,  either  from  the  stem  i  or 
any  other  source,  is  simply  expended  upon  the  strong  bear- 
ing J,  and  does  not  reach  back  to  the  combination-wheels 
or  any  part  of  the  working  mechanism.  This  is  of  the  ut- 
most importance." 

It  is  urged  that  emphasis  was  thus  laid  on  the  fact  that 
the  turning-bolt  or  tumbler  was  mounted  on  a  different  bear- 
ing from  the  permutation- wheels,  and  that  it  was  that  ar- 
rangement which  prevented  pressure  on  it  from  reaching 
back  to  the  i)ermutation-wheels  ;  that  the  original  claim,  in 
sx)eaking  of  the  rotating  tumbler  as  ' '  separated  and  isolated 
in  action  from  the  permutation-wheels,"  meant  that  it  was 
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mounted  on  its  own  separate  bearing,  and  did  not  allow  of 
its  being  mounted  in  any  other  way  ;  that  the  specification 
of  the  reissue  does  not  say  that  the  tumbler  I  ''  rests  alone 
on  its  bearing  q ;"  that  the  limitation  thus  contained  in 
claim  1  of  the  original  patent  is  not  found  in  claim  1  of  the 
reissue  ;  and  that  thereby  an  unlawful  expansion  was  made, 
the  application  for  the  reissue  having  been  filed  more  than 
five  years  after  the  original  patent  was  granted. 

But  we  think  the  reissue  is  not  fairly  open  to  this  objec- 
tion. The  tumbler  in  the  one  claim  and  the  bolt  in  the 
other  are  the  same  instrument.  The  words  "  rotating-tum- 
bler  I,"  in  the  original  claim,  refer  to  the  tumbler  described 
as  resting  on  a  bearing  "  around  which  it  turns."  The 
claim  of  the  reissue,  in  saying  that  the  bolt  I  ' '  turns  on  a 
pivot  or  bearing,"  expresses  the  same  idea.  The  words  in 
the  claim  of  the  reissue,  "•  wh6n  said  bolt  I  is  used  in  a  lock 
having  no  ordinary  sliding  lock-bolt,  and  in  connection  with 
the  separate  bolt-work  of  the  door,  and  so  arranged  as  to 
receive  the  pressure  of  the  said  bolt- work  without  transmit- 
ting it  to  the  wheels  or  other  equivalent  works  of  the  lock," 
are  justified  by  these  words  in  the  original  claim,  "and  so 
arranged  that  any  inward  pressure  upon  the  bolt  will  be  ex- 
erted on  the  bearing  of  said  tumbler,  and  have  no  action  or 
effect  upon  the  said  permutation-wheels."  The  word  "bolt " 
in  the  claim  of  the  original  meant  what  in  the  claim  of  the 
reissue  is  called  "the  separate  bolt- work  of  the  door,"  be- 
cause what  is  called  in  the  former  ' '  the  rotating  tumbler 
I,"  is  called  in  the  latter  "a  bolt,  I,  which  turns  on  a  pivot 
or  bearing."  The  proviso  in  the  claim  of  the  reissue,  that 
the  bolt  I  is  to  be  "  used  in  a  lock  having  no  ordinary  slid- 
ing lock-bolt ' '  does  not  expand  the  claim  but,  if  anything, 
restricts  it.  The  statement,  in  the  claim  of  the  reissue,  that 
the  bolt  I  is  so  arranged  as  to  receive  the  pressure  of  the 
separate  bolt-work  of  the  door  without  transmitting  it  'to 
the  wheels,  is  justified  by  the  statement  in  the  original 
claim,  that  the  rotating  tumbler  I  is  so  arranged  that  any 
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inward  pressure  upon  the  bolt  will  be  exerted  on  the  bear- 
ing of  the  tumbler,  and  have  no  action  or  effect  on  the  per- 
mutation-wheels. 

The  words  in  the  original  claim,  ' '  when  separated  and 
isolated  in  action  from  the  permutation- wheels,"  applied  to 
the  rotating  tumbler,  do  not  indicate  that  the  mounting  of 
the  tumbler  alone  on  its  bearing  is  required,  but  mean  no 
more  than  that  the  tumbler  shall  be  separated  and  isolated 
in  action  from  the  wheels  ;  and  the  words  of  the  claim  of 
the  reissue  have  no  broader  meaning  in  that  regard.  If  the 
rotating  tumbler  or  bolt  is  thus  isolated  in  action  from  the 
wheels,  the  arrangement  referred  to  in  both  claims  is 
reached.  The  patentee  set  forth,  as  he  was  bound  to  do, 
the  method  he  used  and  which  he  thought  advisable  ;  but 
any  method  of  mounting  the  revolving  bolt  which  effects 
the  isolation  referred  to  is  within  either  claim.  The  words 
' '  or  other  equivalent  works  of  the  lock ' '  have  no  expand- 
ing force. 

The  invention  of  Sargent  consists  in  combining  with  the 
ordinary  combination-wheels,  and  the  other  working  parts 
of  a  combination  lock  which  has  no  sliding  lock-bolt,  a  bolt 
turning  on  a  pivot  or  bearing,  which  is  so  isolated  or  re- 
moved from  contact  with  the  said  wheels  as  to  receive  any 
pressure  or  strain  which  may  be  applied  through  the  sepa- 
rate bolt- work  of  a  safe  door,  and  cut  off  the  communica- 
tion between  the  bolt- work  of  the  door  and  the  wheels  or 
fence  lever  of  the  lock,  so  that  the  position  of  the  slots  in 
the  wheels  cannot  be  determined,  for  picking  the  lock,  as  in 
the  use  of  the  ordinary  sliding  lock-bolt,  which  extends 
back  so  as  to  connect  with  the  wheels.  The  turning  bolt  is 
an  incomplete  cylinder,  or  one  in  which  parts  of  the  periph- 
ery are  cut  away.  An  extended  part  of  the  bolt- work  of 
the  door  bears  against  a  part  of  the  complete  periphery  of 
the  turning-bolt,  in  such  manner  that  the  turning-bolt  re- 
ceives all  pressure  and  does  not  allow  it  to  reach  the  combi- 
nation-wheels. The  ordinary  sliding  lock-bolt  is,  therefore, 
dispensed  with. 

117  U.S.  544-545*. 


290  YALE  LOCK  MNFG.  CO.  «.  SARGENT.   [Sup.  Ct 

Opinioa  of  the  court 

Three  alleged  anticipating  devices  are  set  up — defendant's 
exhibit  A,  defendant's  exhibits  C  and  D,  and  defendant's 
exhibit  E. 

Exhibit  A  has  in  the  lock-casing  a  sliding-bolt  and  also 
what  is  alleged  to  be  a  turning-bolt.  But  the  latter  is  only 
the  well-known  swiveling-dog,  long  used  to  prevent  the  re- 
tm'tion  of  sliding-bolts,  and  so  arranged  as  to  be  awiveled 
by  a  spring  when  the  combination- wheels  are  gated.  As  a 
consequence,  the  stump  or  fence  bears  on  the  wheels  not 
only  with  the  pressure  of  its  own  weight  but  with  the  added 
force  of  the  spring.  Any  swiveling  force  applied  to  the  dog 
causes  the  stump  to  bear  on  the  peripheries  of  the  wheels, 
and  the  picking  of  the  lock  is  facilitated.  The  dog  prevents 
the  retraction  of  the  sliding-bolt.  In  Sargent' s  patent  the 
lever  which  carries  the  stump  is  so  constructed  that  no  turn- 
ing of  the  revolving-bolt  can  bring  the  lever  work  against 
the  wheels.  The  Sargent  revolving  bolt  must  be  acted  upon 
by  the  user,  while  the  swiveling-dog  in  exhibit  A  is  an  auto- 
matic latch.  In  Sargent's  structure  the  revolving  bolt,  the 
lever  which  carries  the  stump,  and  the  wheels  are  sufficient 
to  prevent  the  retraction  of  the  bolt- work ;  while  in  exhibit 
A  the  sliding-bolt,  the  swiveling-dog,  the  stump-lever  and 
the  wheels  are  all  of  them  necessary. 

The  drawings  exhibits  C  and  D  show  the  Linus  Yale  lock, 
which  is  also  illustrated  by  a  lock  mechanism.  It  is  a  re- 
volving lock  which  permits  and  prevents  the  retraction  of 
the  bolt-work  of  the  door,  and  there  is  no  sliding-bolt.  But 
there  are  no  permutation  wheels  or  revolving-tumblers,  nor 
any  oscillating  or  sliding  tumblers  ;  but  the  ancient  device 
of  pins  is  used  to  prevent  the  revolution  of  the  bolt,  the 
pins  entering  into  holes  in  the  bolt ;  and  a  cross  strain  can 
be  brought  upon  the  pins,  making  the  picking  of  the  lock 
comparatively  easy.  Moreover,  the  bolt  is  not  isolated  from 
the  pins  as  it  is  from  the  wheels  in  Sargent's  lock,  but  parts 
of  the  pins  are  in  sockets  in  the  bolt.  The  pins  are  thus  in 
immediate  connection  with  the  bolt,  while   Sargent  inter- 
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poses  lever-work  between  the  bolt  and  the  wheels,  to  effect 
the  isolation  of  the  bolt. 

In  the  Butterworth  padlock,  exhibit  E,  there  is  a  revolv- 
ing-bolt combined  with  the  wheel-tumblers  by  means  of  a 
lever;  but  there  is  no  "separate  bolt- work  of  the  door," 
which  is  one  element  of  the  claim  in  Sargent's  reissue.  Of 
this  padlock  the  plaintiffs  expert,  Mr.  Henry  B.  Ren  wick, 
says :  '*  The  padlock  has  the  ordinary  hasp  attached  to  the 
case,  and  the  bolt  acts  to  prevent  this  hasp  from  being  drawn 
away  from  the  axis  upon  which  the  bolt  revolves,  and  not 
to  prevent  bolt- works  from  being  forced  towards  that  same 
axis.  The  hasp  is  a  contrivance  which  must  be  used  with 
two  staples,  or  one  staple  and  a  slotted  bar,  all  of  which 
must  be  outside  of  the  door.  Whereas,  on  the  contrary, 
bolt- works  must  be  inside  of  the  door,  and  shoot  into  sock- 
ets in  the  jambs,  it  being  clear  that  the  hasp  could  not  be 
used  in  place  of  bolt- works,  or  bolt- works  in  place  of  a 
hasp,  even  if  the  former  were  located  outside  of  the  door. 
I  do  not  think  that  this  lock  would  even  suggest  the  idea 
of  the  combination  referred  to  in  the  first  claim  of  the  Sar- 
gent reissue.  In  order  to  make  the  lock  fit  to  be  used  in 
combination  with  bolt- works,  even  after  such  idea  had  been 
suggested,  it  would  be  necessary :  first,  to  provide  the  lock- 
case  with  means  of  securing  it  to  the  door ;  second,  to  elon- 
gate the  spindle  and  so  contrive  it  and  the  dial-plate  that 
they  could  be  separat/ed  from  the  wheel-tumblers  and  put 
together  again,  with  the  door  between  them  ;  third,  to  alter 
the  direction  of  the  slot  in  the  case  through  which  the  hasp 
enters,  so  that  the  tail  of  the  bolt- works  could  press  upon 
the  revolving-bolt  in  the  line  of  a  radius  thereof.  If  the 
tail  of  bolt- works  were  introduced  into  the  present  slot,  any 
hammering  of  the  bolt- works  by  the  handle  upon  the  periph- 
ery of  the  revolving-bolt  would  tend  to  turn  the  revolv- 
ing-bolt upon  its  axis,  and  thus  cause  the  stump  to  be 
pressed  upon  the  wheel-tumblers  in  such  a  manner  as  to  fa- 
cilitate picking,  this  result  being  due  to  the  fact  that  the 
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line  of  direction  through  the  slot  is  not  in  line  of  the  radius 
to  the  bolt,  but  in  line  of  a  sector  thereof ;  further,  the  re- 
volving-bolt in  a  padlock,  owing  to  its  being  necessary  tliat 
it  should  enter  a  slot  in  the  hasp,  is  weakest  at  the  very 
point  where  it  should  be  strongest,  if  it  were  to  be  used  in 
connection  with  bolt-work  ;  and  any  good  constructor  would 
alter  the  revolving  bolt  of  the  padlock,  so  that  it  would  be 
strongest  where  it  is  now  weakest,  in  case  it  was  desired  to 
use  a  revolving  bolt  in  combination  with  bolt- works."  It 
is  a  marked  feature  of  Sargent's  lock  that  the  direction  of 
the  pressure  of  the  bolt- work  of  the  door  on  the  revolving- 
bolt  is  in  the  line  of  a  radius  of  that  bolt,  so  that  the  pres-* 
sure  has  no  tendency  to  revolve  the  bolt.  This  feature  is 
not  found  in  the  Butterworth  padlock. 

We  are  of  opinion  that,  as  against  anj'thing  found  in  the 
old  structures,  there  was  patentable  novelty  in  what  Sar- 
gent did  and  what  he  claimed. 

As  to  the  question  of  infringement,  the  defendant's  lock. 
Cole  No.  2,  has  in  it  a  bolt  which  turns  on  a  pivot,  and  is 
substantially  identical  with  the  like  bolt  in  Sargent's  pat- 
ent. It  prevents  and  permits  the  retraction  of  the  lx)lt- 
work  of  the  door  in  the  same  manner  as  Sargent's  bolt. 
There  is  no  sliding-bolt.  The  turning-bolt  is  arranged  to 
serve  as  a  stop  to  two  sets  of  bolt- works,  inst-ead  of  one  ; 
but  in  respect  to  one  set,  thei-e  is  the  same  mode  of  opera- 
tion in  both  locks.  As  the  claim  of  Sargent's  reissue  does 
not  require  that  the  bearing  of  the  rotating-bolt  should  be 
distinct  from  the  bearing  of  the  wheels,  the  fact  that  in 
Cole  No.  2  the  bearing  of  the  turning-bolt  is  on  the  stud  on 
which  the  wheels  turn,  makes  no  difference  in  principle,  be- 
cause the  action  of  the  bolt  is  as  wholly  separated  and  iso- 
lated from  the  wheels  tn  the  one  lock  as  in  the  other,  and 
in  each  the  strain  from  the  bolt-work  is  expended  on  the 
turning-bolt  and  not  on  the  wheels.  So,  too,  the  fact  that 
in  Sargent's  patent  the  fence-lever  is  connected  with  the 
turning-bolt  by  a  rack  on  the  end  of  the  lever  engaging 
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with  cog- teeth  on  the  bolt ;  while  in  Cole  No.  2  the  end  of 
the  lever  is  pivoted  di^-ectly  to  the  turning-bolt,  does  not 
aifect  the  identity  of  the  arrangement  as  part  of  the  combi- 
nation covered  by  claim  1  of  the  reissue.  The  defendant's 
lock  must  be  held  to  infringe  that  claim. 

On  the  question  of  damages,  the  defendant  contends,  that 
there  was  no  suflScient  or  legal  proof  that  the  plaintiff  suf- 
fered the  damages  rei)orted  and  adjudged,  or  any  other 
damages.  The  action  of  the  master,  the  character  of  the 
exceptions  to  his  report,  and  the  view  taken  by  the  Circuit 
Court,  are  fully  shown  by  its  opinion,  reported  in  17  Blatch. 
C.  C.  244,  which  was  as  follows : 

"The  master  reports  that  there  is  no  basis,  from  the 
proofs  adduced  before  him,  to  find  what  profits  have  been 
made  by  the  defendant  by  the  use  of  the '  turning-bolt '  (the 
infringing  device)  in  the  locks  made  and  sold  by  it ;  and 
that  therefore,  on  the  testimony  before  him,  he  cannot  find 
what  profits,  if  any,  are  due  from  the  defendant  for  the  use 
of  the  ^  turning-bolt. ' 

The  patent  on  which  this  suit  is  brought  is  a  reissue 
granted  January  2d,  1872.  The  master  reports  that,  after 
that  time  and  in  18T3,  in  consequence  of  the  defendant's 
offering  and  selling  to  the  plaintiffs  principal  customers 
and  to  the  trade  generally,  locks  containing  the  infringing 
device,  at  a  less  price  than  the  plaintiff  was  obtaining,  a 
reduction  of  prices  was  enforced  on  the  j^aintiflf,  such  re- 
duction being,  in  round  numbers,  $1  on  each  No.  5  lock  and 
%2  on  each  No.  3  lock.  Exception  one,  of  the  defendant, 
is  to  such  finding  and  report,  and  alleges  that  the  master 
should  have  reported  that  no  such  reduction  was  enforced 
and  that  there  was  no  proof  of  the  amount  of  any  reduction 
caused  by  the  defendant's  infringement  and  that  there  was 
no  method  of  computing  such  reduction,  even  if  it  actually 
existed. 

The  master  also  reports  that  it  is  in  evidence  that,  during 
the  period  covered  by  the  accounting,  the  plaintiff  could 
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have  manufactured,  in  addition  to  the  locks  he  did  manu- 
facture and  without  materially  increasing  his  manufactur- 
ing facilities,  all  the  locks  manufactured  and  sold  by  the 
defendant.  Exception  2  of  the  defendant  is  to  such  finding 
and  report,  and  alleges  that  the  master  should  have  reported 
that  no  such  additional  manufacture  by  the  plaintiff  was 
possible,  or  that  it  was  impossible  without  a  very  great  ex- 
tension of  his  facilities. 

The  master  also  reports  that  it  is  in  evidence  that,  during 
the  period  covered  by  the  accounting,  the  plaintiff  would 
have  made  sales  to  many  of  the  persons  who  were  induced 
to  purchase  from  the  defendant,  at  his  own  established 
prices,  had  not  the  defendant  offered  its  locks  at  lower 
prices.  Exception  3  of  the  defendant  is  to  that  part  of  the 
report,  and  alleges  that  the  master  should  have  found  and 
reported  that  no  such  sales  would  have  been  made ;  or  that, 
even  if  made,  they  would  not  have  been  at  the  plaintiff's 
own  established  prices. 

The  master  also  reports  that  the  plaintiff  has  suffered 
damages  in  respect  to  the  matters  to  which  exceptions  2  and 
H  relate.  Exception  4  of  the  defendant  is  to  that  part  of 
the  report,  and  alleges  that  the  master  should  have  found 
and  reported  no  damage  whatever  from  the  competition  of 
the  defendant. 

The  master  further  reports  that  the  locks  sold  by  the  de- 
fendant contained,  in  addition  to  the  'turning-bolt,'  a  de- 
vice patented  by  the  Rosner  patent,  for  which  infringement 
a  claim  is  made  against  the  defendant  in  another  suit ;  that 
as  to  the  proportion  of  the  reduction  of  prices  above  set 
forth,  which  should  be  allowed  to  the  device  claimed  under 
the  Rosner  patent,  it  is  claimed  by  the  plaintiff  and  no- 
where effectually  disputed  by  the  defendant,  '  that,  in  com- 
j)uting  the  profits  on  these  locks,  one- third  belonged  to  and 
was  cliarged  by  him  to  the  Rosner  patent,'  and  that,  ad- 
mitting this  proportion,  and  allowing,  in  addition  thereto, 
for  any  superior  external  attractions  of   the  defendant's 
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locks,  and  for  the  number  of  combinations  which  they  had 
over  those  of  the  plaintiff,  and  for  the  shape  of  the  case  of 
the  lock,  and  for  the  commercial  success  of  the  defendant 
in  effecting  sales,  where  the  plaintiff  would  have  failed,  the 
master  is  of  opinion  that  the  plaintiff  is  entitled  to  recover 
from  the  defendant,  as  damages,  one-half  of  the  amount  of 
the  reduction  in  prices  caused  by  the  defendant  since  Janu- 
ary 2d,  1872;  that  is,  on  1,009  No.  3  locks,  $1  per  lock, 
being  s$l,009,  and  on  13,524  No.  5  locks,  at  60c.  per  lock, 
$6,762,  being  a  total  of  $7,771.  Exception  5  of  the  defend- 
ant excepts  to  the  finding  and  reports  that  the  plaintiff  is 
entitled  to  recover  from  the  defendant,  as  damages,  one- 
half  of  the  amount  of  the  reduction  in  prices  caused  by  the 
defendant  since  January  2d,  1872,  and  alleges  that  the 
master  should  have  reported  ^  no  reduction  in  prices  or  no 
proof  of  such,'  caused  by  any  infringement  by  the  defend- 
ant since  said  date,  and  'hence  no  damages'  to  the  plaintiff, 
'and,  consequently,  no  method  of  calculating  them.'  Ex- 
ception 6  of  the  defendant  excepts  to  the  report  for  that  the 
master  erred  in  making  the  apportionment  of  the  alleged 
reduction  in  the  plaintiff's  prices,  charging  one-half  thereof 
to  the  alleged  infringement  of  the  '  turning-bolt '  patent, 
and  alleges  that  no  basis  existed,  in  the  proof  or  in  law,  for 
such  or  for  any  apportionment,  or  for  any  award  of  dam- 
ages. Exception  7  of  the  defendant  excepts  to  the  report 
for  that  the  master  erred  in  assessing  damages  which  are 
not  the  damages  suffered  by  the  plaintiff,  but  are  those  suf- 
fered by  the  firm  of  Sargent  &  Greenleaf,  and  alleges  that 
the  master  should  have  reported  that  the  damage,  if  any, 
found  to  have  been  suffered  by  said  firm,  is  not  the  dam- 
age of  the  plaintiff,  who  is  only  one  member  of  said  firm, 
but  that  the  plaintiff's  damage  is  merely  a  portion  thereof. 
Exception  8  of  the  defendant  excepts  to  the  report  for  that 
the  master  erred  in  finding  and  reporting,  as  damages,  the 
sum  mentioned  in  his  report,  or  any  damages  whatsoever, 
and  in  not  reporting  that  there  was  no  proof  of  any  actual 
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damage  suflfered  by  the  plaintiflf  from  the  alleged  infringe- 
ment. 

The  defendant  contends  that  the  competition  of  the  de- 
fendant was  not  the  sole  cause  of  the  reduction  of  the  plain- 
tiff's prices,  and  that  the  proportionate  effect  of  the  de- 
fendant's comjjetition  is  not  attempted  to  be  estimated  or 
ascertained  by  the  proofs.  It  alleges  that  the  defendant  is 
not  responsible  for  the  reduction  made  in  1878  ;  that  there 
were  many  other  causes  which  contributed  to  this  reduc- 
tion ;  and  that  the  lowering  of  prices  was  caused  principally 
by  the  competition  of  other  fire-proof  safe  lock-makers,  and 
notably  the  New  Britain  Lock  Co.,  by  the  fact  that  safe- 
makers  were  making  and  threatening  to  make  their  own 
safe  locks,  and  by  the  general  lowering  of  the  prices  of  ma- 
terial and  labor  and  the  depression  of  business. 

Reduction  of  prices,  and  consequent  loss  of  profits,  en- 
forced by  infringing  competition,  is  a  proper  ground  for 
awarding  damages.  The  only  question  is  as  to  the  charac- 
ter and  sufficiency  of  the  evidence,  in  the  particular  case.  I 
think  that  on  the  whole  evidence,  the  reduction  of  prices  by 
the  plaintiff,  after  January  2d,  1872,  on  safe-locks  contain- 
ing his  invention,  is  shown  to  have  been  directljr  and  solely 
caused  by  the  defendant's  infringement. 

The  master,  in  his  report,  allows  damages  only  for  the  re- 
duction of  prices  on  the  locks  sold  by  the  plaintiff ;  that  is, 
1,009  No.  3  locks  and  13,524  No.  5  locks.  Although  the 
master  states  that  the  plaintiff  suffered  damages  in  losing 
the  sale  of  locks  sold  by  the  defendant,  he  awards  no  dam- 
ages for  that  cause.  He  confines  his  award  to  the  loss  on 
the  locks  which  the  plaintiff  sold. 

The  defendant  also  contends  that  the  plaintiff  is  not  en- 
titled to  recover  from  the  defendant,  as  damages,  the  entire 
amount  of  the  reduction  enforced  by  the  defendant's  com- 
petition, but  only  the  damages  occasioned  by  the  effect  of 
the  presence  of  the  infringement ;  that  the  burden  of  proof 
is  on  the  plaintiff  to  fix  the  value  of,  and  to  separate  the  ef - 
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feet  of,  the  infringing  devices ;  that  he  failed  to  do  so  by 
any  proper  proof ;  and  that  no  basis  was  afforded  to  the 
master  on  which  such  damages  could  be  computed.  But,  as 
the  master  allowed  damages  only  for  the  reduction  of  prices 
on  the  locks  sold  by  the  plaintiff,  and  as  the  essential  feature 
of  those  locks  was  the  '  turning-bolt'  device,  and  as  an  essen- 
tial feature  of  the  infringing  locks  was  the  infringing  '  tum- 
ing-bolt'  device  in  them,  and  as  the  plaintiff  could  not  sell 
his  '  turning-bolt '  device  unless  it  was  embodied  in  a  lock, 
and  as  he  was  thereby  enabled  to  make  his  profit  on  the  en- 
tire lock,  and  as  he  was  deprived  by  the  acts  of  the  defendant 
in  selling  at  low  prices  locks  containing  the  patented  'turn- 
ing-bolt '  device  of  the  profit  he  would  otherwise  have  made 
on  the  locks  which  he  actually  sold  containing  the  '  turning- 
bolt'  device,  it  seems  plain  that  the  defendant's  infringe- 
ment must  be  held  to  have  caused  the  entire  loss  of  the 
plaintiff  by  the  reduction  of  prices,  after  allowing  a  proper 
sum  for  any  other  patented  device  contained  in  the  defend- 
ant's locks  and  for  any  other  causes  which  gave  to  the  de- 
fendant an  advantage  in  selling  its  locks.  This  is  the  basis 
on  which  the  master  proceeded,  and  it  seems  to  me,  on  a 
consideration  of  the  evidence,  that  the  master  has  made  all 
proper  allowances  and  has  arrived  at  a  correct  conclusion  in 
fixing  as  damages,  one-half  of  the  amount  of  reduction  in 
prices. 

The  plaintiff,  as  the  owner  of  the  patent,  is  entitled  to  re- 
cover the  damages  in  this  case.  He  may  be  accountable  to 
liis  copartner  for  a  part  of  them,  but  the  copartner  could  not 
sue  on  the  patent,  for  such  damages  or  any  part  of  them." 

This  is  a  case  where  the  patentee  granted  no  licenses  and 
had  no  established  license-fee,  but  supplied  the  demand  for 
his  lock  himself,  and  was  able  to  supply  that  demand.  The 
market  for  the  lock  was  limited  to  safe-makers.  No  one 
but  a  safe-maker  wanted  or  would  buy  such  a  lock.  The 
master  was  unable  to  determine,  from  the  proofs,  what 
profits,  if  any,  the  defendant  had  made  from  the  use  of  the 
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turning-bolt.  He  disallowed  all  items  of  damage  from  the 
loss  to  the  plaintiff  of  the  sale  of  infringing  locks  sold  by 
the  defendant,  and  confined  his  award  to  the  enforced  re- 
duction of  price  on  the  locks  which  the  plaintiff  sold,  caused 
by  the  infringement.  That  this  is  a  proper  item  of  damages, 
if  proved,  is  clear.  It  is  a  pecuniary  injury  caused  by  the 
infringement,  and  is  the  subject  of  an  award  of  damages, 
although  the  defendant  may  have  made  no  profits  and  the 
plaintiff  may  have  had  no  established  license-fee.  As  the 
plaintiff,  at  the  time  of  the  infringement,  availed  himself  of 
his  exclusive  right  by  keeping  his  patent  a  monopoly,  and 
granting  no  licenses,  the  difference  between  his  pecuniary 
condition  after  the  infringement  and  what  his  condition 
would  have  been  if  the  infringement  had  not  occurred  is  to 
be  measured,  so  far  as  his  own  sales  of  locks  are  concerned, 
by  the  difference  between  the  money  he  would  have  realized 
from  such  sales  if  the  infringement  had  not  interfered  with 
such  monopoly,  and  the  money  he  did  realize  from  such 
sales.  If  such  difference  can  be  ascertained  by  proper  and 
satisfactory  evidence,  it  is  a  proper  measure  of  damages. 
The  damages  to  be  recovered  (R.  S.  §§  4919,  4921,)  are 
"actual  damages;"  and  they  may  properly  include  such 
losses  to  the  plaintiff  as  were  allowed  in  this  case.  McComb 
V,  Brodie,  1  Woods,  163,  161 ;  Philp  v.  Nock,  17  Wall.  460, 
462  [8  Am.  &  Eng.  470.] 

The  turning-bolt  was  the  essential  feature  of  the  Sargent 
lock.  The  defendant  adopted  Sargent's  arrangement,  and 
then  reduced  the  price  of  the  lock,  forcing  Sargent  to  do  the 
same  in  order  to  hold  his  trade.  The  evidence  shows  that 
the  reduction  of  prices  by  Sargent  was  solely  due  to  the  de- 
fendant's infringement.  The  only  competitor  with  Sargent 
in  the  use  of  his  turning-bolt  arrangement,  during  the  period 
covered  by  the  accounting,  was  the  defendant. 

We  think  the  master  made  proper  allowances  for  all  other 
causes  which  could  have  affected  the  plaintiff's  prices ;  that 
the  proper  ded  uction  was  made  for  the  use  of  the  Rosner 
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device  in  the  defendant's  lock;  and  that  the  damages 
awarded  are  no  greater  than  the  testimony  warranted. 

The  decision  that  the  plaintiff,  as  owner  of  the  patent,  was 
entitled  to  recover  the  damages,  was  correct. 

The  bill  alleges  infringement  of  the  reissue  generally  and 
especially  of  the  first  claim.  The  answer  alleges  that  the 
reissue  is  not  for  the  same  invention  as  the  original  patent. 
The  defendant  contends  that  this  is  true  as  to  claims  2  and 
4  of  the  reissue,  and  that  as  no  disclaimer  of  those  claims 
was  entered  at  the  Patent  OflSc^  before  this  suit  was  brought, 
the  recovery  in  this  case  should  have  been  without  costs, 
under  the  provisions  of  §§  4917  and  4922  of  the  Revised 
Statutes,  and  the  decision  in  Gage  v.  Herring,  107  U.  S.  640, 
648  [14  Am.  &  Eng.  454.]  That  case  holds  that  the  invalidity 
of  a  new  claim  in  a  reissue  does  not  impair  the  validity  of  a 
claim  in  it  which  is  only  a  repetition  and  separate  statement 
of  a  claim  in  the  original  pat-ent.  It  also  holds  that  a  re- 
issued patent  is  within  the  letter  and  the  spirit  of  the  pro- 
visions of  §§  4917  and  4922 ;  and  that  where  a  defendant 
has  infringed  such  a  restated  valid  claim  of  a  reissue,  the 
plaintiff,  on  filing  a  disclaimer  of  the  new  and  invalid  claims 
of  the  reissue,  may  have  a  decree,  without  costs,  for  the  in- 
fringement of  such  valid  claim,  where  there  has  been  no  un- 
reasonable delay  in  entering  the  disclaimer. 

There  can  be  no  doubt  that  claim  4  of  the  reissue  was  valid, 
as  an  unlawful  expansion  of  the  original  patent,  on  an  ap- 
plication for  the  reissue  filed  more  than  five  years  after  the 
original  patent  was  granted.  But  the  patent  has  expired, 
and  therefore  no  disclaimer  can  now  be  filed.  There  was  no 
unreasonable  delay  in  filing  a  disclaimer,  as  the  validity  of 
claim  4  was  sanctioned  by  the  Commissioner  of  Patents  in 
granting  the  reissue,  and  this  suit  was  commenced  in  July, 
1872,  and  the  claim  was  not  held  invalid  by  the  Circuit 
Court  (both  the  interlocutory  and  final  decrees  having  been 
entered  before  the  decisions  of  this  court,  at  October  term, 
1881,  on  the  subject  of  reissued  patents,  were  made.) 
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The  result,  therefore,  is  that  the  decree  below  must  he  re- 
zersed  as  to  the  award  of  costs  and  affirmed  in  all  other  re- 
spects^ with  interest  until  paid,  at  the  same  rate  i)er  annum 
that  decrees  bear  in  the  courts  of  the  State  of  New  York, 
and  the  case  be  remanded  to  the  Circuit  Court,  with  a  di- 
rection to  modify  the  decree  accordingly.  Each  party  will 
bear  his  own  costs  in  this  court  and  one  half  of  the  expense 
of  printing  the  record.  Silsby  v.  Foote,  20  Howard,  378,  387 
[6  Am.  &  Eng.  388.] 

117  U.  8.654. 
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Kinsman  v.  Parkhurst,  18  How.  289  [6  Am.  A  Eng.  273.] 
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YALE  LOCK  MANUFACTURING  COMPANY,  APPEL- 
LANT, V.  HALBERT  S.  GREENLEAF.* 

117  U.  a  554-060.    Ckst.  Term,  188S. 

[Bk.  29,  L.  ed.  952;  35  O.  G.  386.] 

Reversing  Greenleaf  v,  Yale  Lock  Mnfg.  Co.,  17  Blatch.  253 

Argned  March  16,  1886.     Decided  March  29,  1886. 

Particular  reissued  patent.     Novelty,     Mechanical  skill.     Con- 
struction of  patents. 

1.  Claim  1  of  reissued  letters  patent,  No.  4,488,  G.  Rosner,  Jaly 
25,  1871,  (original  No.  30,092,  September  18,  I860,)  Permuta- 
tion Lock,  '*  In  a  permutation  lock,  in  combination  with  a  set 
of  wheels  consisting  each  of  an  outer  ring  or  rim  and  a  central 
disc  or  hub,  a  set  of  fastening  devices  or  bolts,  r,  r,  which  is 
made  to  fasten  or  unfasten  said  parts  composing  the  wheels  by 
the  insertion  of  a  key  through  each  or  all  of  the  wheels,  where- 
by the  combination  of  the  lock  may  be  changed,  substantially," 
d;c.,  construed. 

In  complainant's  lock  the  key  fitted  closely  in  each  of  the  wheels 
through  which  it  passed,  so  that  they  were  held  in  position  by 
the  key,  while  in  the  anticipating  lock  the  key  passed  through 
irregular  apertures  in  the  wheels,  permitting  them  some  free- 
dom of  movement,  and,  therefore,  the  key  of  complainant's  lock 
performed  an  office  not  performed  by  the  key  in  the  anticipat- 
ing lock.  Held,  first,  that  the  difference  between  the  two 
structures  did  not  avoid  anticipating  the  patent,  because  the 
shape  and  size  of  the  keyholes  were  not  mentioned  in  the  claim 
of  complainant's  patent  as  one  of  the  elements  of  his  combina- 
tion, although  information  in  this  respect  was  given  in  the 
specification. 

Held,  secondly,  it  required  no  invention  but  only  mechanical 
skill  to  make  the  anticipating  lock  correspond  precisely  in  the 
fitting  of  the  key  in  the  wheels  with  complainant's  lock,  and 
therefore  the  anticipation  of  complainant's  claim  was  com- 
plete,    (p.  317.) 

See  Explanation  of  Notes,  page  III. 
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2.  The  soope  of  letters  patent  must  be  limited  to  the  invention  cov- 
ered by  the  claim,  and  while  the  claim  may  be  illustrated  it 
cannot  be  enlarged  by  language  used  in  other  parts  of  the 
specification,     (p.  319.) 

[Citations  in  the  opinion  of  the  court :] 

Keystone  Bridge  Go.  v.  Phoenix  Iron  Co.,  95  U.  S.  274  [11  Am»  &  Eng. 

364.]     p.  319. 
Railroad  Co.  v,  Mellon,  104  U.  S.  112  [13  Am.  &  Eng.  200.J    p.  319. 
Atlantic  Workfe  t*.  Brady,  107  U.  8.  192  [14  Am.  &  Eng.  380.]    p.  319. 
Slawson  V.  Railroad,  107  U.  8.  192  [14  Am.  &  Eng.  475.]     p.  319. 
Phillips  V.  Detroit,  111  U.  8.  604  [15  Am.  &  Eng.  269.]    p.  319. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  district  of  New  York. 

Statement  by  Mr.  Justice  Woods  : 

This  was  a  bill  in  equity  brought  by  the  appellee,  Halbert 
S.  Greenleaf ,  to  restrain  the  infringement  by  the  appellant, 
the  Yale  Lock  Manufacturing  Company,  of  the  first  and 
fourth  claims  of  the  reissued  letters  patent  granted*to  George 
Rosner,  July  25,  1871,  for  an  improvement  in  permutation 
locks.    The  original  patent  bore  date  September  18, 1860. 

The  defence  was  that  the  alleged  invention  and  substan- 
tial and  material  parts  thereof  claimed  as  new  were,  prior 
to  any  invention  thereof  by  said  George  Rosner,  known  and 
publicly  used  by  divers  persons  in  this  country,  and  that 
among  such  persons  were  D.  H.  Rickards,  of  Boston,  and 
the  firm  of  Evans  &  Watson,  of  Philadelphia. 

The  Circuit  Court  decided  that  the  patent  was  valid,  and 
that  the  defendant  had  infringed,  and,  upon  the  report  of  a 
master  of  the  damages  sustained  by  the '  plaintiff,  rendered 
a  decree  in  his  favor  for  $2,968.50.  The  present  appesil 
brings  that  decree  under  review. 

The  specification  and  drawing  of  the  Rosner  reissued  let- 
ters patent  as  well  as  of  the  Rickard  application  both  re- 
ferred to  in  the  opinion  of  the  court  are  as  follows : 

117  U.S.  666. 
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GEORGE  ROSNER,  OP  ROCHESTER,  NEW  YORK, 
ASSIGNOR  TO  HALBERT  S.  GREENLEAP,  OP  SAME 
PLACE.       , 

Improvement  in  Permutation  Locks. 

S)>ecification  forming  part  of  Letters  Patent,  No.  30^092^  dated 
September  18,  1860  ;  reissue  No.  4,488,  dated  July  26,  1871. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  George  Rosner,  of  the  city  of  Roches- 
ter, in  the  county  of  Monroe  and  State  of  New  York,  have 
invented  a  certain  new  and  useful  Improvement  in  Locks, 
of  which  the  following  is  a  specification : 

This  invention  consists  in  combining  with  a  set  of  permu- 
tation wheels  or  tumblers,  constructed  each  of  a  rim  and 
center,  an  arrangement  of  bolts  or  equivalent  devices,  which 
fasten  and  unfjisten  said  rims  and  centers  by  the  use  of  a 
key  inserted  through  holes  in  the  cams  in  the  wheels  by 
which  said  bolts  or  equivalent  devices  are  operated,  the  ef- 
fect being  to  enable  the  relative  position  of  the  rims  and 
centers  to  be  changed  so  as  to  make  a  new  combination  by 
moving  the  driving-pins  to  different  positions  relatively  to 
the  slots  in  the  wheels.  It  further  consists  in  the  arrange- 
ment of  parts,  as  hereinafter  described. 

In  the  drawing.  Figure  1  is  a  central  vertical  section  of 
my  improved  lock ;  Pig.  2,  a  face  view  of  the  lock-bolt  and 
tumbler  and  connecting  parts  removed  from  the  lock-case  ; 
Pig.  3,  a  face  view  of  one  of  the  permutation  wheels,  to- 
gether with  a  portion  of  the  surrounding  box  that  incloses 
it ;  Pig.  4,  a  section  of  the  same ;  Pig.  5,  a  perspective  view 
jof  the  vertically-acting  portion  of  the  sliding  tumbler ;  Pig. 
6,  a  view  of  the  key,  by  the  use  of  which  the  combination  of 
the  wheels  is  changed ;  Pig.  7,  a  view  of  the  device  for  clos- 
ing and  unclosing  the  key-hole  in  the  back  of  the  lock. 

A  represents  the  case  of  the  lock  attached  to  the  door  or 
other  body  B.  C  is  the  spindle,  which  is  made  up  of  a 
knob,  a,  and  interior  turning  part  6,  connected  by  means  of 
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a  screw-bolt,  c,  which  allows  the  knob  to  be  taken  oflf  at 
pleasure.  The  outer  end  of  the  interior  portion  has  a  head 
or  shoulder,  d^  which  prevents  the  spindle  from  being  driven 
in.  D  is  the  cam,  which  rests  loosely  upon  the  spindle,  so 
that  the  latter  can  be  drawn  endwise  through  it ;  and  E  is 
the  disk  or  head,  on  which  rests  the  dog  F,  which  forms  the 
vertically-sliding  portion  of  tumbler  G,  The  dog  slides  up 
and  down  in  a  guide  of  the  division-plate  H,  and  its  connec- 
tion with  the  sliding  tumbler  in  the  rear  is  made  by  means 
of  a  notch,  /,  Fig.  1,  made  therein,  in  which  rests  a  bearing, 
g^  Fig.  2,  of  the  tumbler.  The  tumbler  G  rests  between 
guides  of  the  block-bolt  J,  and  moves  bodily  with  it  back- 
ward and  forward  as  the  bolt  is  thrown.  The  bearing  g  is 
made  of  sufficient  length  to  allow  the  throwing  movement 
in  the  notch  of  the  dog.  The  tumbler  G  is  held  up  by  a 
spring,  I,  when  the  spindle  is  thrust  inward  to  engage  with 
the  wheels,  as  shown  in  Fig.  1.  When  the  spindle  is  drawn 
outward  or  backward  the  cam  D  comes  in  contact  with  said 
spring  and  depresses  it  so  as  to  allow  the  tumbler  to  fall. 
This,  however,  can  occur  only  when  the  dog  F  comes  in  line 
with  all  the  notches  of  the  combination  wheels.  When  this  is 
the  case  the  tumbler  falls  with  the  dog,  thus  engaging  with 
the  cam  D',  and  the  bolt  can  be  thrown  in  or  out.  The  cam 
receives  motion  on  the  retraction  of  the  spindle  by  means  of 
a  pin,  A,  on  the  back  of  disk  E,  which  strikes  into  and  en- 
gages with  a  notch  or  slot,  /,  of  the  face  of  the  cam.  When 
the  lock-bolt  is  protruded  projections  k  k  of  the  tumbler  en- 
gage with  stops  Hot  the  case,  and  thus  hold  the  bolt  in 
I)osition.  It  is  only  when  the  tumbler  falls,  as  before  de- 
scribed, that  the  bolt  can  be  retracted.  K  represents  a  sta- 
tionary stud  of  the  box  L,  which  forms  the  back  of  the  lock 
and  holds  the  combination  wheels.  On  this  stud  are  slipped 
wiishers  M  M,  one  after  another,  as  fast  as  the  wheels  N  N 
are  applied.  These  wheels  rest  and  turn  upon  the  horizon- 
tal bearings  mm  oi  the  washers,  while  the  vertical  flanges 
nn  of  the  washers  divide  them  and  prevent  their  contact  in 
1;uming.    The  wheels  N  N  are  composed  of  an  aimular 
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outer  rim,  p  and  a,  center  or  hub,  g,  formed  of  two  pieces, 
the  parts  composing  the  center  or  hub  being  rigidly  secured 
together  so  as  to  allow  them  to  move  the  same  as  if  they 
were  a  single  piece.  As  the  rim  and  center  are  relatively 
adjusted  from  time  to  time  to  bring  the  driving-pins  of  the 
centers  in  different  relative  positions  with  the  slots  of  the 
rims,  so  the  combination  of  the  lock  is  changed. 

Prior  to  my  invention,  in  order  to  change  the  combina- 
tion where  a  single  set  of  wheels  only  was  used,  made  up 
each  of  a  center-hub  and  rim,  the  wheels  had  to  be  removed 
from  the  lock  and  adjusted  by  hand  and  then  replaced. 

I  obviate  this  difficulty  by  the  following  arrangement: 
Opposite  the  center  or  hub  q  of  each  wheel,  and  located  in 
the  outer  rim,  I  place  a  locking  device  or  bolt,  r,  which, 
when  forced  in  against  the  said  center  or  hub,  holds  the 
same  firmly  in  place  with  the  outer  rim,  but  when  thrown 
out  disengages  said  parts  and  allows  the  centers  to  turn  free 
while  the  rims  remain  stationary.  Against  the  locking  de- 
vice or  bolt  r  rests  a  cam  or  eccentric,  s.  Through  each  or 
all  of  these  cams,  and  also  through  the  back  plate  of  the 
lock,  is  inserted  a  key,  P,  Pig.  6,  by  turning  which  it  will 
be  seen  that  said  locking  or  fastening  device  may  be  forced 
in  or  drawn  out  at  pleasure.  When  the  key  is  inserted  and 
the  fastening  device  thrown  back,  it  vnll  be  seen  that  the 
rims  of  the  wheels  are  held  stationary  by  the  key,  while  the 
centers  may  be  turned  to  any  different  position  by  the  spin- 
dle, thus  setting  the  lock  to  a  new  combination.  Motion  is 
communicated  from  the  disk  E  to  the  first  wheel,  and  from 
one  wheel  to  another,  by  means  of  pins  1 1^  which  strike  to- 
gether during  the  revolution.  This  arrangement  of  pins 
was  in  use  before  my  invention. 

The  novelty  in  the  first  part  of  my  invention  consists  in 
the  combination  of  the  fastening  devices  r  with  the  wheels, 
constructed  of  three  parts  each,  an  outer  rim  and  a  center  or 
hub  composed  of  two  parts,  secured  together  so  that  by  in- 
serting the  key  the  parts  composing  the  wheels  may  be 
loosened  and  the  outer  rims  held  stationary  while  the  cen- 
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ters  or  hubs  are  turned  to  a  different  position  by  the  action 
of  the  spindle  to  rearrange  the  combination,  and  then  the 
parts  locked  in  place  again,  and  all  accomplished  vrithout 
removing  the  wheels  themselves  from  the  lock.  In  all  prior 
locks  with  a  single  set  of  wheels,  (each  wheel  made  up  of  a 
rim  and  center  hub, )  so  far  as  I  am  aware,  the  wheels  had 
to  be  removed  from  the  lock  and  the  combination  changed 
by  hand. 

If  desired,  a- click,  u^  may  be  employed,  in  connection 
with  the  first  wheel,  to  stop  the  motion  opposite  a  given 
number  and  not  half-way  between.  A  block,  v,  may  also 
be  used,  acted  upon  by  the  springy,  to  hold  the  cam  s  when 
the  latter  has  made  a  half  revolution.  This  prevents  any 
accidental  motion  given  to  the  part  r. 

U  represents  a  disk  attached  to  the  back  part  of  the  lock, 
which  disk  is  partly  rotated  by  the  motion  of  the  lock-bolt, 
which  has  a  pin,  w^  fitted  in  a  notch  of  the  disk.  At  the 
latter  part  of  the  movement  of  the  lock-bolt  the  pin  sud- 
denly turns  the  disk,  thereby  moving  the  lever  V  connected 
tl\erewith  and  covering  and  uncovering  the  key-hole  y  ac- 
cordingly which  way  the  bolt  is  thrown.  This  is  shown 
most  clearly  in  Fig.  7. 

What  I  claim,  and  desire  to  secure  by  Letters  Patent  is — 

1.  In  a  i)ermutation  lock,  in  combination  with  a  set  of 
wheels  consisting  each  of  an  outer  ring  or  rim  and  a  central 
disk  or  hub,  a  set  of  fastening  devices  or  bolts,  r  r,  which 
is  made  to  fasten  or  unfasten  said  parts  composing  the 
wheels  by  the  insertion  of  a  key  through  each  or  all  of  the 
wheels,  whereby  the  combination  of  the  lock  may  be 
changed,  substantially  as  herein  specified, 

2.  In  connection  with  the  fixed  stud  K,  the  annular  bear- 
ings M  M,  provided  with  horizontal  bearmgs  m  and  vertical 
flanges  n  ?i,  which  are  slipped  upon  said  stud  to  hold  the 
wheels,  as  described. 

3.  The  combination  of  the  disk  U  and  lever  V  with  the 
lock-bolt  and  case  of  the  lock  for  the  purpose  of  covering 
the  key -hole  when  the  bolt  is  protruded,  as  herein  described. 
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4.  The  disk  E  attached  to  the  spindle  C,  when  combined 
with  the  dog  F  and  the  wheels  N  N  N,  so  as  to  support  said 
dog  from  said  wheels  when  the  spindle  is  engaged  with  the 
wheels,  and  to  allow  said  dog  to  fall  when  disengaged,  sub- 
stantially as  specified. 

Li  witness  whereof  I  have  hereunto  set  my  hand  this  8th 

day  of  June,  1871. 

GEORGE  ROSNER. 

Witnesses : 

Archd.  Baine, 
R.  F.  Osgood. 

RICKARD'S  APPLICATION. 

To  aU  persons  to  whom  these  presenls  shall  come: 

Be  it  known  that  I,  D.  H.  Rickards,  of  Boston,  in  the 
County  of  Suffolk  and  State  of  Massachusetts,  have  invented 
certain  new  and  useful  Improvement  in  Locks,  and  that  the 
following  description,  taken  in  connection  with  the  accom- 
panying drawings  hereinafter  referred  to,  forms  a  full  and 
exact  specification  of  the  same,  wherein  I  have  set  forth  the 
nature  and  principles  of  my  said  improvements  by  which 
ray  invention  may  be  distinguished  from  others  of  a  similar 
class,  together  with  such  parts  as  I  claim  and  desire  to  have 
secured  to  me  by  letters  patent. 

The  figures  of  the  accompanying  plate  of  drawings  repre- 
sent my  improvements. 

Figure  1  is  a  plan  or  top  view  of  my  lock  with  the  plate 
removed. 

Pig.  2  is  a  longitudinal,  vertical  section  taken  in  the  plane 
of  the  line  A  B,  fig.  1. 

Pig.  1  and  fig.  3  is  a  transverse  section  taken  in  the  plane 
of  the  line  C  D,  fig.  1. 

Pig.  4  is  a  detail  view  which  will  be  hereinafter  refer- 
red to. 

My  improved  lock  consists  of  a  series  of  corrugated  or 
scolloped  plates  with  slots  in  each  of  them  large  enough  to 
receive  the  end  of  the  bolt  when  it  is  drawn  back  a  sufficient 
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distance'  to  open  the  door.  By  a  peculiar  arrangement 
which  will  be  hereinafter  explained,  the  lever  which  oper- 
ates the  bolt  cannot  be  acted  upon  in  any  degree  by  the  key 
until  the  said  plates  have  been  brought  into  the  proper  posi- 
tion to  receive  the  bolt,  which  is  thus  secured  against  any 
tampeiing  by  ''feeling''  it  with  the  key. 

My  improvements  consist  in  the  manner  of  connecting  the 
notched  plates  to  the  gear  wheels  which  move  the  same,  by 
means  of  levers  and  in  disengaging  the  levers  from  the  gears 
when  it  is  desired  to  set  or  change  the  position  of  the  said 
,i^ears,  which  can  by  this  arrangement  be  turned  without 
moving  the  plates. 

a,  a,  a,  a,  in  the  drawings,  represents  the  outer  casing  or 
frame  work  of  the  lock;  b  h,  c  c^  d  d,  are  three  circular 
plates  with  their  periphery  notched  or  scolloped,  as  shown 
in  Fig.  1,  being  made  precisely  alike  and  placed  one  over 
another  in  a  stationary  box;  ^  ^^  f  f^  g  g^h  h^  are  three  gear 
wheels,  also  made  alike  and  having  the  same  number  of 
teeth  in  each  of  them,  as  there  are  scollops  in  the  plates. 

These  gear  wheels  turn  loosely  on  the  centre  stationary 
shaft  i  iy  and  are  connected  to  the  plates  by  means  of  the 
(log  levers  k  k  k^  the  palls  of  which  engage  with  the  teeth 
of  the  gears,  being  held  therein  by  the  bent  springs  III. 
One  end  of  each  of  the  levers  bears  against  a  shoulder  in  the 
notched  plates,  a  stud  or  projection  m  of  the  said  levers  en- 
tering a  hole  made  for  the  purpose  in  the  plates.  The  levers 
can  be  disengaged  from  the  teeth  of  the  gear  wheels  and 
consequently  disconnect  the  plates  from  the  said  gears  by 
inserting  a  projier  key  or  instrument  ^?  from  the  bottom  or 
ba<5k  of  the  lock,  as  shown  in  Fig.  3,  leaving  the  gears  free 
t<)  be  turned  so  that  the  (combination  of  the  lock  can  be 
clianged.  When  the  plates  are  disconnected  from  the  geai-s 
they  are  held  firmly  in  their  places  by  the  movable  bars  or 
rods,  11  n  rz,  which  are  pressed  upon  by  spiral  springs,  the 
end  of  said  rods  ])assinf]^  or  slipping  over  the  notches  of  the 
plates  when  the  said  plates  are  turned. 

o  o,  in  the  drawings  is  the  key,  the  shaft  of  whicOi  is  hoi- 
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low,  SO  as  to  fit  over  the  centre  shaft  i  i,  and  has  a  stud  or 
rod  j9,  in  its  right  angular  pro jection ,/,  which  fits  into  proper 
holes  in  the  gears//,  g  g^  hli,  the  said  stud  being  long 
enough  to  enter  into  the  hole  of  the  bottom  gear.  When 
the  slots  qqq^  of  the  plates  are  so  placed  by  turning  the 
gears  as  to  bring  the  said  slots  over  one  another  and  oppo- 
site the  bolt,  in  which  position  they  are  shown  in  the  draw- 
ings, the  bolt  can  be  drawn  back  so  as  to  enter  said  slots, 
by  the  projections,/,  of  the  key  working  in  the  forked  end 
of  the  lever  r  r,  attached  to  the  bolt  ^,  the  stud  p^  of  the 
key  being  drawn  out  of  the  holes  in  the  gears,  so  as  to  en- 
tirely disconnect  it  from  tlie  said  gears. 

The  operation  of  the  lock  is  as  follows : 

Tlie  bolt  being  drawn  back  into  the  slots  of  the  plates  by 
the  key  working  in  the  forked  lever  r  r,  as  above  described, 
tlie  dog  levers  k  k  k^  are  disengaged  from  the  teeth  of  the 
gears,  as  represented  by  dotted  lines  in  Pig.  2,  by  inserting 
the  cam  key  tj,  from  the  back  of  the  lock  and  turning  the 
said  cam  key  into  the  position  shown  by  dotted  lines  in 
Pig.  2,  so  that  they  can  be  turned  while  the  plates  are  held 
by  the  pressure  bars  or  rods  n  n  n.  By  inserting  the  stud 
p  of  the  key  through  all  the  holes  of  the  gears,  it  will  be 
seen  that  the  gear's  can  be  turned  to  any  desired  position, 
one  tooth  or  notch  at  a  time,  being  held  at  each  tooth  by 
the  pall  or  spring  ttt.  The  stud  p  is  then  drawn  out  from 
the  lower  gear  so  as  to  turn  only  the  two  upper  gears,  the 
number  of  teeth  which  they  are  turned  being  noted,  when 
the  key  is  again  drawn  out  so  Jis  to  turn  only  the  upper 
gear  and  the  dog  levei-s  k  k  A%  ai'e  then  allowed  to  engjige 
with  the  teeth  of  all  the  gear  wheels.  It  will  be  seen  by 
the  above  descrij)tion  that  by  turning  the  gear's,  when  the 
levers  are  engaged  with  the  teeth  of  the  same,  the  slots  in 
the  plates  will  not  remain  one  over  the  other,  but  will  have 
diflferent  relative  positions  aci^ording  to  the  number  of 
notches  which  the  gear  wheels  wer^  turned.  The  slots  q  q  q. 
can  be  brought  over  one  another  so  as  to  allow  the  bolt  to 
be  drawn  back,  by  tumins:  the  plates  severally  the  same 


312       YALE  LOCK  MNFG.  00.  v.  QREENLEAF.  [Sup.  Ot. 

Argument  of  counseL 

number  of  notehes  that  their  gear  wheels  were  turned  re- 
spectively. This  number  can  be  denoted  by  notches  or  pro- 
jections on  the  knob  of  the  key  as  shown  in  Fig.  4,  with 
ligures  or  letters  on  the  same  corresponding  to  the  number 
of  teeth  in  each  wheel. 

Having  thus  described  my  improvement  in  locks,  I  shall 
state  my  claims  as  follows  : 

What  I  claim  as  my  invention  and  desire  to  have  secured 
to  me  by  letters  patent,  is —  . 

First.  Changing  the  combination  of  the  lock  by  means  of 
a  cam  key  inserted  from  the  back  of  the  lock,  by  which  the 
dog  levers  are  disengaged  from  the  teeth  of  the  gear  wheels, 
substantially  as  above  described. 

Second.  I  claim  the  manner  of  connecting  the  gear  wheels 
to  the  plates,  so  that  the  said  gears  can  be  moved  either 
with  or  without  the  plates,  by  means  of  the  movable  dog 
levers  operating  substantially  as  above  described. 

Third.  I  claim  the  movable  pressure  bars  operated  by 
spiral  springs  and  working  in  the  notches  of  the  plates  for 
the  purpose  of  holding  the  said  plates  when  tliey  are  dis- 
connected from  their  ge.ars. 


Witness : 

Joseph  Garrett, 
Lowell  Lincoln. 


D.  H.  RICKARDS. 


Mr.  Frederick  H.  Betts^  for  appellant : 

It  is  evident  that  Rosner  believed  himself  to  be  the  first 
person  who  used  wheels  whose  rims  were  loosened  from  the 
hubs  by  a  key  while  the  wheels  were  in  the  lock,  as  dis- 
tinguished from  making  the  change  by  hand  after  removal 
of  the  wheel.  In  other  words,  he  claimed  to  be  the  first 
inventor  of  ''key -changing''  tumblers  or  wheels  provided 
with  removable  centers,  as  distinguished  from  "hand- 
changing''  wheels  or  tumblers  of  the  same  class. 
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But  the  subject  matter  of  his  claim  was  not  new  at  the 
date  of  Sargent's  patent. 

It  is  evident  upon  inspection  that  Rickard's  lock  embodies 
the  combination  recited  in  Rosner's  first  claim.  If  the 
Rickard's  lock  had  been  a  structure  subsequent  in  date  to 
Rosner's  patent,  it  is  clear  that  it  would  have  been  an  in- 
fringement ;  being  prior  in  date,  it  is  as  clearly  an  antici- 
pation. 

On  the  subject  of  substantial  similarity,  one  of  the  de- 
fendant' s  witnesses,  Mr.  To wne,  says :  ' '  Upon  examina- 
tion of  defendant's  Exhibit  A,  I  find  identically  the  same 
combination  of  parts  to  exist,  and  identically  the  same  re- 
sults to  be  accomplished  by  the  combination  of  said  parts." 

The  claim  is  not,  on  its  face,  limited  to  a  combination  in 
which  one  element  is  a  key -hole  that  fits,  and  as  no  such 
limitation  can  be  inferred,  because  it  expressly  appears,  by 
the  specification,  that  Rosner  supposed  himself  to  be  the 
first  inventor  of  key-changing  tumbler  locks  in  which  the 
rims  were  loosened  from  the  hubs  by  a  key  in  any  manner. 

As  Rosner  did  not  intend  to  impose  a  limitation  on  him- 
self, and  as  his  claim  does  not  in  fact  impose  it,  the  court 
cannot  judicially  reissue  his  patent  for  him,  nor  incorpo- 
rate into  it  limitations  which  he  has  not  designed. 

The  only  difference  between  the  Rickards  key-hole  and 
the  Rosner  key -hole  is  one  of  degree  of  close-fitting.  This 
difference  in  degree  of  close-fitting  of  the  key-hole,  and 
<x)nsequent  difference  in  degree  of  firmness  in  holding  the 
rims  stationary,  is  immaterial. 

It  is  clear  upon  inspection,  that  there  is  no  utility  in  the 
Rickards  lock  of  a  key-hole  which  fits  the  key,  to  hold  the 
rims  stationary,  because  the  rims  are  necessarily  held  sta- 
tionary by  the  tail  of  the  bolt  in  the  gates  in  the  wheels. 

The  complainant  cannot  support  his  patent  upon  a  differ- 
ence of  detail  not  made  a  feature  of  his  claim,  and  of  no 
practical  utility  if  it  were  one. 
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Messrs.  Edmund  WetTnore  and  Oeorge  Ticknor  Ourtis^ 
for  appellee : 

Li  the  lock  described  in  the  Rosner  reissue  each  outer 
rim  has  a  key-hole  in  it,  this  key -hole  being  formed  in  a 
little  cam,  which  when  turned  by  the  key,  operates  the 
fastening  devices.  These  cams  always  oc<;upy  the  same 
position  in  the  rims,  and  the  key,  therefore,  performs  two 
duties,  viz  :  first,  that  of  locking  and  unlocking  the  fasten- 
ing devices ;  and^  secondly^  the  duty  of  holding  all  the  rims 
at  rest^  with  their  gates  coincident,  and  the  rims  must  he 
held  in  this  i)osition  when  the  combination  of  the  lock  is  to 
be  changed. 

It  is  in  this  double  function  discharged  by  the  key  that 
the  novelty  of  the  combination  resides. 

The  prior  invention  of  D.  H.  Rickards,  shown  in  Exhibit 
B,  is  the  principal  device  by  which  the  novelty  of  the  claim 
has  been  attacked.  The  lock  of  the  Exhibit  shows  a  set  of 
wheels,  each  consisting  of  an  outer  rim  and  a  c*entral  disk  : 
also  a  set  of  fastenings,  devices,  or  bolts,  by  means  of  which 
the  rim  and  disk  of  each  wheel  may  be  secured  so  as  to  re- 
volve together,  or  may  be  permitted  to  revolve  sepamtely 
when  the  fastening  device  is  unlocked  :  but  it  has  no  key- 
holes through  the  outer  rims  of  the  wheels.  The  key  of  the 
lock.  Exhibit  B,  does  not  and  cannot  perform  the  duty  of 
holding  all  the  rims  at  rest  owing  to  the  absence  of  key- 
holes in  the  rims,  and  as  the  key-hole  is  one  of  the  elements 
of  the  combination  recited  in  the  first  claim  of  the  Rosner 
patent,  the  exhibit  lock  is  not  the  same. 

The  question  whether  Rosner  intended  to  impose  such  a 
limitation  upon  himself  is  not  before  the  court.  Tlie  fact 
appearing  upon  the  record  is  that  the  combination  is  new, 
when  it  includes  the  key -hole,  and  that  the  first  claim  of 
the  reissue  recites  the  insertion  of  a  key  through  each  or 
all  of  the  wheels.  Plainly,  the  court  below  correctly  held 
the  patent  good  and  valid,  under  the  rule  ut  res  rnagis  va- 
leat  quam  perent. 

Adams  r.  Joilet  Mnfg.  Co.,  12  Off.  Oaz.  98:  Stover  v, 
Halstead,  18  Blatch.  95.' 
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The  difference  in  detail  upon  which  the  novelty  of  the 
claim  depends  is  included  in  said  claim  by  express  terms, 
and  is  clearly  brought  out  in  the  specification. 

*'The  claim  must  be  construed  in  connection  with  the  en- 
tire specification,  and  in  view  of  the  state  of  the  art  at  the 
time.  The  invention  is  a  valuable  one,  and  the  patent 
ought  to  be  so  constnied  as  to  be  sustained,  if  possible.'' 

Rogers  v,  Sargent,  7  Blatch.  607. 

Mr.  .Justice  Woods  delivered  the  opinion  of  the  court : 

It  is  conceded  that  the  damages  for  which  .the  court  ren- 
dered its  decree  were  allowed  for  the  infringement  of  the 
first  claim  only  of  the  Rosner  patent,  which,  therefore,  is 
alone  to  be  considered  upon  this  appeal. 

The  invention  covered  by  this  claim  was  described  as  fol- 
lows in  the  specification : 

' '  This  invention  consists  in  combining  with  a  set  of  per- 
mutation wheels  or  tumblers,  constructed  each  of  a  rim  and 
center,  an  amingement  of  bolts  or  equivalent  devices,  w^hich 
fasten  and  unfasten  said  rims  and  centers  by  the  use  of  a 
key  inserted  through  holes  in  the  cams  in  the  wheels,  by 
which  said  bolts  or  equivalent  devices  are  operated,  the  ef- 
fect being  to  enable  the  relative  position  of  the  rims  and 
centers  to  be  changed  so  as  to  make  a  new  combination,  by 
moving  the  driving  pins  to  different  positions  relatively  to 
the  slots  in  the  wheels.  It  further  consists  in  the  arrange- 
ment of  parts  as  hereinafter  described.        *        *        * 

*' Prior  to  my  invention,  in  order  to  change  the  combina- 
tion, where  a  single  set  of  wheels  only  was  used,  made  up 
each  of  a  center  hub  and  rim,  tlie  wheels  had  to  be  re- 
moved from  the  lock  and  adjusted  by  hand  and  then  i(»- 
pla€ed. 

"  I  obviate  this  difliculty  by  the  following  arrangement : 
opposite  the  center  or  hub  q  of  each  wheel,  and  located  in 
the  outer  rim,  I  place  a  locking  device  or  bolt,  r,  which, 
when  forced  in  against  the  said  center  or  hub,  holds  tli(^ 
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same  firmly  in  place  with  the  outer  rim  ;  but,  when  thrown 
out,  disengages  said  parts  and  allows  the  centers  to  turn  free 
while  the  rims  remain  stationary.  Against  the  locking  de- 
vice or  bolt  r  rests  a  cam  or  eccentric,  s.  Through  each  or 
all  of  these  cams,  and  also  through  the  back  plate  of  the 
lock,  is  inserted  a  key,  P,  fig.  6,  by  turning  which  it  will  be 
seen  that  said  locking  or  fastening  device  may  be  forced  in 
or  drawn  out  at  pleasure.  When  the  key  is  inserted  and 
the  fastening  device  thrown  back,  it  will  be  seen  that  the 
rims  of  the  wheels  are  held  stationary  by  the  key,  while  the 
centers  may  be  turned  to  any  different  position  by  the 
iipindle,  thus  setting  the  lock  to  a  new  combination.  *  *  * 
*'  The  novelty  in  the  first  part  of  my  invention  consists  in 
the  combination  of  the  fastening  devices  r  with  the  wheels, 
constructed  of  three  parts  each,  an  outer  rim  and  a  center  or 
hub  comi)osed  of  two  parts,  secured  together  so  that  by  in- 
serting the  key  the  parts  composing  the  wheels  may  be 
loosened  and  the  outer  rims  held  stationary,  while  the  cen- 
ters or  hubs  are  turned  to  a  different  position  by  the  action 
of  the  spindle,  to  rearrange  the  combination,  and  then  the 
parts  locked  in  place  again,  and  all  accomplished  without 
removing  the  wheels  themselves  from  the  lock.  In  all  prior 
locks  with  a  single  set  of  wheels  (each  wheel  made  up  of  a 
rim  and  center  hub,)  so  far  as  I  am  aware,  the  wheels  had 
to  be  removed  from  the  lock  and  the  combination  changed 
by  hand.  *  *  *  ''What  I  claim,  and  desire  to  secure  by 
letters  patent,  is:  , 

"1.  In  a  permutation  lock,  in  combination  with  a  set  of 
wheels  consisting  each  of  an  outer  ring  or  rim  and  a  central 
<lisk  or  hub,  a  set  of  fastening  devices,  or  bolts,  r  r,  which  is 
made  to  fasten  or  unfasten  said  parts  composing  the  wheels, 
by  the  insertion  of  a  key  through  each  or  all  of  the  wheels, 
whereby  the  combinatioij  of  the  lock  may  be  changed,  sub- 
stantially as  herein  specified." 

The  testimony  showed  that  on  the  13th  of  March,  1852, 
the  D.  H.  Rickards  named  in  the  answer  of  the  defendant, 
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tiled  in  the  Patent  Office  an  application  for  a  patent  for  an 
Improvement  in  Locks,  which  was  either  rejected  or  with- 
drawn; and  that  locks  made  substantially  in  accordance  with 
the  description  contained  in  Rickards'  specification  were 
manufactured  and  sold  by  Evans  &  Watson,  safe-makers,  of 
Philadfelphia,  as  early  as  the  year  1853.  A  copy  of  the  ap- 
plication of  Rickards  is  found  in  the  record,  and  one  of  the 
locks  made  by  Evans  &  Watson  in  1853  was  produced  as  an 
exhibit  ui)on  the  trial  in  this  court. 

A  comparison  of  the  specification  and  model  of  the  plain- 
tiff's patent,  with  the  application  of  Rickards  and  the  lock 
made  by  Evans  &  Watson,  shows  that  the  device  of  Rickards 
and  the  lock  of  Evans  &  Watson  were  an  anticipation  of  the 
invention  covered  by  the  first  claim  of  the  plaintiff 's  patent. 

It  is  clear  from  the  statement  in  the  specification  of  Ros- 
ner's  patent  that  he  believed  that  prior  to  his  invention  it 
was  necessary,  in  order  to  change  the  combination  in  a  per- 
mutation lock,  to  remove  the  wheels  from  the  lock  case  and 
adjust  them  by  hand  and  then  replace  them. 

But  Rosner  was  in  error  in  making  this  statement.  The 
evidence  shows  that  what  Rosner  thought  had  never  been 
done  before  had  been  done  by  means  of  the  device  of  Rick- 
ards, embodied  in  the  lock  of  Evans  &  Watson,  which  is 
substantially  the  same  contrivance  as  that  covered  by  the 
first  claim  of  Rosner' s  patent. 

The  Rickards  device  embraces  a  set  of  wheels  consisting 
of  an  outer  rim  or  hub  and  a  set  of  fastening  devices  or  bolts, 
so  constructed  as  to  engage  and  disengage  with  a  set  of  cogs 
on  the  central  hub.  When  the  bolts  are  in  place  the  outer 
rim  and  the  central  hub  are  firmly  fastened  together;  when 
withdrawn  the  hub  may  be  made  to  revolve  without  moving 
the  rim.  The  bolts  are  withdrawn  by  n^ans  of  a  key. 
Each  of  the  wheels  has  an  opening  in  it  for  the  passiige  of 
the  key  by  which  the  bolts  are  moved;  these  openings  in  the 
wheels  are  placed  opposite  each  other  and  also  opposite  a 
key-hole  in  the  lock-case,  so  that  the  key  may  be  passed 
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from  the  exterior  of  the  lock-case  through  all  the  wheels, 
and  thus  withditiw  the  bolts  which  fasten  the  rims  to  the 
hubs  of  the  wheels,  thereby  permitting  the  hubs  to  be 
moved  and  a  change  to  be  made  in  the  combination  of  the 
lock.  When  the  change  is  made  the  key  is  withdrawn  and 
the  bolts  are  forced  back  into  their  places  by  springs.  By 
this  means  the  combination  of  the  lock  is  changed  without 
removing  the  wheels  from  the  lock-case,  or  even  opening 
the  case. 

The  only  difference  between  the  Rosner  device  and  that 
of  Rickards  which  the  plaintiff's  counsel  have  been  able  to 
point  out  is  thus  stated:  in  the  Rosner  contrivance  the  key, 
in  addition  to  locking  and  unlocking  the  fastening  devices, 
performs,  w^hen  in  the  lock,  the  function  of  holding  the 
outer  rims  in  place  while  the  combination  of  the  lock  is 
changed  by  moving  the  hubs.  It  is  insisted  that  this  key  is 
adapted  to  perform  this  office  by  the  fact  that  it  fits  snugly 
the  series  of  holes  in  the  rims  of  the  wheels  through  which 
it  passes,  and  thereby  prevents  any  motion  of  the  rims. 

The  Rickards  device  has  a  key -hole  in  the  lock-case  which 
the  key  neatly  fits.  But  the  holes  in  the  rims  of  the  wheels 
through  which  the  key  passes  are  irregular  apertures,  not 
fitted  to  the  shape  or  size  of  the  key,  so  that  they  allow 
some  motion  to  the  rims  of  the  wheels. 

We  think  this  difference  between  the  two  locks  does  not 
give  validity  to  the  Rosner  patent,  for  two  reasons:  first, 
l)ecause  the  shape  and  size  of  the  key -hole  is  not  mentioned 
in  the  claim  of  the  Rosner  patent  as  one  of  the  elements  of 
the  combination.  The  scope  of  letters  patent  must  be  lim- 
ited to  the  invention  covered  by  the  claim,  and  while  the 
claim  may  be  illustrated  it  cannot  be  enlarged  by  language 
used  in  other  parts  of  the  specification.  Keystone  Bridge 
Co.  V.  Phoenix  Iron  Co.,  95  U.  S.  274  [11  Am.  &  Eng.  364;] 
Railroad  Co.  v.  Mellon,  104  U.  S.  112  [13  Am.  &  Eng.  200. 1 
Secondly,  if  it  were  foimd  to  be  necessary  to  hold  the  rims 
of  the  wheels  rigidly  immovable  while  the  combination  of 
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the  lock  was  being  changed,  the  idea  of  ciianging  the  iri^eg- 
ular  ai)erture  in  the  wheels  through  which  the  key  in  the 
Rickards  device  was  thrust  to  one  of  the  shsqpe  and  size  of 
the  key  would  occur  to  the  rudest  and  most  unskilled  me- 
chanic. The  suggestion  of  such  a  change  could  not  be 
called  invention,  and  ought  not  to  be  dignified  by  letters 
patent.  Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  & 
Eng.  380]  andSlawson  v.  Grand  Street  Railroad  Co.,  107  U. 
S.  649  [14  Am.  &  Eng.  476;]  Phillips  v.  Detroit,  111  U.  S. 
604  [15  Am.  &  Eng.  269.] 

We  are  of  opinion,  therefore,  that  the  first  claim  of  the 
plaintiff's  patent  was  anticipated  by  the  application  and 
specification  of  Rickards  and  by  the  locks  manufactured  by 
Evans  &  Watson  and  that  it  is,  therefore,  void. 

It  follows  that  the  decree  of  the  Circuit  Court  must  be  re- 
versed and  the  cause  remanded^  with  directions  to  dismiss 
the  biU  ;  and  it  is  so  ordered. 
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Syllabus. 

EDWARD  J.  CANTRELL  AND  HENRY  B.  PETTY, 
Trading  as  Cantrell  &  Petty,  APPELLANTS,  v. 
WASHINGTON  WALLICK.* 

117  U.  S.  680-696.    Oct.  Term,  1885. 

[Bk.  29,  L.  ed.  1017;  35  O.  G.  871.] 

Affirming  Ibid,  12  Fed.  Rep.  790. 

Argued  March  30,  31,  1886.     Decided  April  12,  1886. 

Particular  patent  infringed.  Combination,  KoveUy,  Paienta- 
bility.     Improvement,     Estoppel,     Prior  use,  how  proven, 

1.  Letters  patent,  No.  163,825,  granted  to  W.  Wallick,  May  25, 
1875,  for  an  Improvement  in  Apparatus  for  enameling  Mold- 
ings, sustained  as  a  valid  and  patentable  improvement  consist- 
ing of  a  combination  ;  held,  infringed  by  defendant's  machine, 
which  performs  substantially  the  same  function  in  substan- 
tially the  same  way  to  obtain  the  same  result,  and  that  in  the 
absence  of  preponderence  of  proof,  prior  use  is  not  made  out. 
(p.  330.) 

*2.  The  validity  of  a  claim  in  a  patent  is  not  affected  where  its 
separate  elements  have  been  anticipated,  unless  the  entire  com- 
bination of  such  elements  has  also  been  anticipated,     (p.  331.) 

3.  Changes  in  the  construction  of  an  old  machine  which  increase 

its  usefulness  are  patentable,     (p.  331.) 

4.  A  new  combination  of  known  devices,  whereby  the  effectiveness 

of  a  machine  is  increased,  may  be  the  subject  of  a  patent,  (p. 
881.) 

6.  Two  patents  may  both  be  valid  when  the  second  is  an  improve* 
ment  on  the  first,  but  neither  patentee  can  lawfully  use  the 
other's  invention  without  his  consent,     (p.  331.) 

•6.  While  an  improvement  upon  an  earlier  patent  may  support  a 
valid  claim,  and  is  not  inconsistent  with  such  earlier  patent, 
one  who  infringes  both  the  earlier  patent  and  the  improve- 
ment upQn  it  is  not  permitted  to  set  up  the  earlier  patent  as 
an  anticipation  of  the  improvement  patent,     (p.  331.) 

*  Soe  Explanation  of  Notes,  page  III. 
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7.  To  make  out  the  defence  of  prior  use  and  consequent  want  of 
novelty,  the  party  setting  it  up  must  present  not  only  a  pre- 
ponderence  of  proof,  but  proof  beyond  a  reasonable  doubt, 
(p.  332.) 

[Citations  in  the  opinion  of  the  court:] 

Seymoar  v.  Osborne,  11  Wail.  516  [8  Am,  &  Eng.  290.]     p.  331. 

Ijoom  Go.  V.  Higgins,  1()5  U.  S.  580  [14  Am.  &  Eng.  70.]    p.  331. 

Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.]     p.  331. 

Star  Salt  Caster  Co.  v,  Crossman,  4  Cliff.  568.     p.  331. 

Machine  Co.  v.  Murphy,  97  U.  S.  120  [11  Am.  &  Eng.  494.]     p.  332. 

Smith  «.  Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  A  Eng  1.]    p.  333. 

Lehnhenter  v.  Holthans,  105  U.  S.  94.    p.  333. 

Coffin  V.  Ogden,  18  Wall.  120  [9  Am.  &  Eng.  425.]     p.  -,{33. 

Washburn  «.  Gould,  2  Story,  122.     p.  33:1 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 
The  case  is  stated  by  the  court. 

k   Mr.  John  Walker  Shortlidge,  for  appellaTvts  : 

The  defendants  have  both  sworn  that  they  became  the 
owners  by  purchase  of  the  complainants'  apparatus,  and 
found  it  unfit  and  inadequate  for  their  work ;  that  they 
threw  it  aside  as  practically  worthless,  and  at  great  exi)ense 
obtained  the  alleged  infringement.  They  also  say  that  the 
latter  machine  is  adjustable,  and  competent  to  enamel  mold- 
ings of  dimensions  not  exceeding  four  inches.  It  will  there- 
fore perform  all  that  can  be  accomplished  on  the  Marcher 
patents,  and  much  more  than  all  that  can  be  done  on  the 
Wallick  box,  and  in  a  much  superior  manner.  The  supe- 
rior quality  of  its  work  as  compared  with  Wallick' s  device, 
tirises  from  the  more  philosophical  principles  upon  which  it 
is  designed  and  constructed.  While  Wallick' s  box  will 
only  take  one  or  two  sizes  of  the  same  outline  (for  as  soon 
as  there  is  a  departure  from  the  form  with  the  groove  cut 
in  the  top,  the  bar  must  be  removed,  and  then  it  is  no 
longer  Wallick' s  device)  the  respondent' s  being  both  mova- 
ble and  adjustable,  will  take  any  size  of  any  form  in  ordi- 
nary use. 
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Again  an  immense  advantage  arises  from  the  use  of  the 
thin  steel  side-plates,  the  elasticity  of  which  enables  them 
to  accommodate  any  defect  in  quality  or  unevenness  in  the 
wood  or  grain  of  the  molding,  thus  imparting  to  the  com- 
pleted work  a  higher  and  finer  finish,  and  requiring  les.s 
power  to  force  it  through,  and  altogether  avoiding  the  lock- 
ing or  wedging  of  the  molding,  by  reason  of  the  inflexible 
or  unyielding  nature  of  a  solid  bar  of  wood  or  iron,  let  into 
a  rabbet  or  groove  cut  through  the  top  of  the  molding,  as 
it  is  driven  through  the  box. 

In  view  of  these  results,  it  could  hardly  be  successfully 
maintained,  that  the  flexible  or  elastic  side  plates,  (even  had 
they  not  been  used  by  Marcher)  are  the  equivalents  of  the 
inflexible  bar.  "  A  mechanical  equivalent  as  generally  un- 
derstood, is  when  the  one  may  be  adopted  instead  of  the 
other,  by  a  person  skilled  in  the  art."  Johnson  v.  Root,  1 
Fish.  363 ;  Eames  v.  Cook,  2  Fish.  146 ;  Parker  v.  Stiles, 
5  McLean,  63. 

The  flexible  or  elastic  side  plates  and  the  solid  bar,  so  far 
from  being  equivalent,  and  performing  the  same  work  in 
substantially  the  same  manner,  act  upon  directly  opi)osite 
principles". 

It  is  safe  to  conclude  that  the  complainant's  claim  should 
be  reduced  to  the  bar,  or  piece  of  wood  with  sheet  iron  sides 
fitted  between  the  end  plates  simply  ;  and  that  his  specifi- 
cation is  too  broad,  and  contains  more  than  is  necessary  to 
secure  and  protect  his  supposed  improvement.  Under  the 
ruling  in  American  Window  Screen  Co.  v.  Boughton,  10 
Phila.  262,  the  complainant's  bill  must  be  dismissed.  It 
was  decided  in  the  late  case  of  The  Lehigh  Valley  R.  R. 
Co.  V.  Mellon,  104  U.  S.  112  [13  Am.  &Eng.  200,]  that  ''  the 
scope  of  letters  patent  should  be  limited  to  the  improve- 
ment, defined  by  what  is  technically  known  as  the  claim ; 
and  that  while  the  latter  may  be  illustrated  it  cannot  be 
enlarged  by  other  parts  of  the  specification. ' '  It  was  also 
said,  ''that  where  infringement  is  alleged  it  must  be  proved^ 
it  cannot  be  assumed." 
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Mr.  Charles  Howson^  for  appellee : 

As  is  said  by  the  court  below :  '*  The  mechanical  appli- 
ances are  virtually  undistinguishable,  and  the  mode  of  oper- 
ation and  the  result,  identical.  Without  the  expert  testi- 
mony (which  is  very  positive,)  this  conclusion  is  fully  sus- 
tained by  examination  of  the  two  boxes  and  their  work.'' 

If  appellants'  argument  be  that  appellee's  claim  is  to  be 
construed  as  limited  to  the  precise  construction  of  central 
bar  shown  and  described,  the  answer  is  that  neither  the 
terms  of  the  claim  nor  the  evidence  as  to  the  prior  state  of 
the  art  calls  for  any  such  limited  construction.  So  far  as 
appears,  and  unless  the  proof  as  to  alleged  prior  use  is  con- 
sidered suflBcient,  appellee  was  the  first  to  devise  and  con- 
struct an  enameling  box  divided  by  a  slotted  partition  of 
any  construction,  into  two  compartments,  and  having  aper- 
tures in  the  end  plates,  in  a  line  with  the  slot  in  that  par- 
tition. K  this  be  so  appellee  is  entitled  to  a  libeml  appli- 
cation of  the  doctrine  of  equivalents  in  the  construction  of 
his  claim. 

The  case  is  not  that  of  the  combination  of  elements  all  in- 
dividually old,  but  that  of  a  combination  introducing  a  new 
element,  and  therewith,  a  new  mode  of  operation  in  the  art. 

The  burden  of  proof  as  to  alleged  prior  use,  is,  of  course, 
upon  the  appellants,  and  we  understand  the  rule  to  be  that 
the  burden  is  upon  the  defendant  raising  this  defence,  to 
establish  it  by  proof  beyond  reasonable  doubts  before  it  can 
avail  him.     Walker  on  Pats.,  §  76,  and  cases  there  cited. 

We  submit  that  the  court  below  was  clearly  right  in  hold- 
ing "  that  the  allegation  of  prior  use  is  not  sustained ;  that 
a  careful  examination  of  the  testimony  shows  its  weight  to 
be  against  the  defendants,  while  the  burden  of  proof  is  on 
them." 

Mr.  Justice  Woods  delivered  the  opinion  of  the  court : 
This  was  a  bill  in  equity  filed  by  Wallick  the  appellee  to 
restrain  the  infringement  by  Cantrell  and  Petty,  the  appel- 
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lants,  of  letters  patent  granted  to  Wallick,  dated  May  25th, 
1875,  for  an  ''improvement  in  apparatus  for  enameling 
moldings,"  on  an  application  filed  October  16th,  1874. 

The  specification  stated  the  object  of  the  invention  to  be 
''  a  rapid  and  economical  production  of  enameled  moldings." 
It  appears  from  the  record  that  the  moldings  referred  to  are 
those  which,  after  being  enameled,  are  gilded  and  used  for 
picture  and  mirror  frames  and  other  like  purposes.  In 
order,  to  prepare  the  molding  to  receive  and  retain  the  gild- 
ing it  is  necessary  to  enamel  the  surface  to  be  gilded  with  a 
composition  made  of  glue  and  whiting.  Long  before  the 
date  of  the  plaintiff's  application  the  method  of  doing  this 
was  by  passing  the  molding  through  a  vessel  containing 
the  enameling  material,  the  vessel  having  at  its  opi)osite 
sides  and  in  the  same  line  apertures  of  the  shape  of  a 
section  of  the  molding  and  large  enough  to  permit  the 
molding  to  pass  through  and  leave  a  proper  quantity  of  the 
enamel  to  pass  out  with  and  adhei'e  to  it.  As  early  as  Oc- 
t-ober,  1851,  a  patent  had  been  granted  to  Robert  Marcher 
for  an  improvement  in  machinery  for  enameling  moldings. 
In  Marcher's  contrivance  the  bottom  of  the  box  or  hoppei* 
which  contained  the  enameling  composition  was  left  open. 
The  opposite  sides  of  the  box  were  made  with  apertures  of 
suitable  size  and  shape  for  receiving  the  end  of  the  mold- 
ing ;  and  when  the  end  of  the  molding  was  thrust  through 
l>oth  the  apertures  the  molding  formed  the  bottom  of  the 
box.  The  result  was  that  on  passing  a  molding  through  the 
box  its  face  was  enameled,  but  its  back,  which  did  not  come 
in  contact  with  the  composition  in  the  box,  was  not. 

The  means  used  to  drive  the  moldings  through  the  box 
were  not  covered  by  this  patent ;  but  this  was  done  some* 
times  by  hand  and  sometimes  by  passing  them  between  re- 
volving feed  rollers.  The  latter  became  the  more  common 
method.  In  order  to  give  a  good  enamel  it  was  necessary 
to  pass  the  molding  though  the  box  several  times. 

Accordini^  to  the  contention  of  the  plaintiff,  this  was  the 

117  U.  S.  090-091. 


W.  WALLICK. 

Apparatvt  for  EiiantlliRg  MoldiRgt. 

No.  163,825.  ftt«iit«dll»jf25,i»75. 


J^a.i. 


TrdJi, 


jrtas 


zxds. 


jyae 


-TiCi.^ 


vtM  X^  /2A>r 


Oct.,  1886.]  OANTRELL  v.  WALLICK.  329 

Opinion  of  the  court 

state  of  the  art  when  he  invented  the  device  covered  by  liis 
patent. 

The  8i)ecification  of  the  plaintiff  s  patent  stated  that  in 
enameling  certain  f onns  of  molding,  for  instance,  the  mold- 
ings shown  in  figures  2  and  3  of  the  drawings,  feed  rollers 
'could  not  be  used  for  passing  the  moldings  through  the 
Marcher  box  without  disturbing  the  coats  of  enamel  on 
\  which  the  upper  feed  roller  must  bear.  It  then  proceeded 
jthus : 

"The  main  aim  of  my  invention  has  been  to  so  construct 
an  enameling  box  and  so  form  the  strips  of  wood  that  feed 
rollers  may  be  employed  to  pass  the  strips  through  the  res- 
ervoir containing  the  enameling  composition. 

''For  enameled  moldings  like  Figs.  1  and  2,  for  instance, 
I  prepare  a  strip  of  wood,  Figure  6,  with  a  groove,  a?,  above 
for  receiving  the  upper  feed-roller,  and  a  groove,  j/,  below 
for  receiving  the  lower  feed-roller,  and  then  pass  the  strip 
through  an  enameling  box  of  peculiar  construction,  so  that 
the  rounded  edges  only  are  coated ;  and  when  these  edges 
have  received  the  proper  number  of  coats  I  sever  the  strip, 
so  as  to  produce  either  of  the  moldings.  Figs.  1  and  2. 

''For  making  moldings  like  Fig.  8  I  prepare  a  strip  of  the 
form  shown  by  Fig.  6,  so  that  upper  and  lower  feed  rollers 
may  be  used  to  force  the  strip  through  the  enameling  box. 

''  After  the  edges  of  the  strip  have  been  properly  enam- 
eled I  sever  it  in  the  middle,  thereby  producing  two  mold- 
ings, like  Fig.  3. 

' '  The  box  by  which  the  enamel  is  applied  to  these  strips 
is  illustrated  in  the  vertical  section,  Fig.  8,  and  tranverse 
vertical  section,  Fig.  9,  of  the  accompanying  drawing,  the 
box  being,  in  the  present  instance,  arranged  for  enameling 
the  strip,  Fig.  6. 

''A  and  A'  are  two  plates,  which  are  confined  by  suita- 
ble bolts  a  a,  two  bent  plates  b  b\  forming  under  the  cir- 
cumstances explained  hereafter,  two  reservoirs,  BB',  for 
containing  the  fluid  or  semi-fluid  enameling  composition. 
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The  distance  between  the  turned  up  portion,  z^  of  one  plate. 
6,  and  that  of  the  other  plate  is  equal  to  the  width  of  the 
groove  y  of  the  strip,  Fig.  5.  A  permanent  longitudinal 
bar,  d,  extends  from  the  plate  A  to  the  plate  A',  and  to 
each  side  of  this  bar  is  secured  a  plate,  ^,  of  metal,  the  dis- 
tance across  the  bar  and  its  two  plates  being  equal  to  the 
width  of  the  groove  x  of  the  strip,  Fig.  5,  against  the  edges 
of  which  groove  the  said  plates  bear. 

"  In  each  of  the  plates  A  and  A'  there  is  an  opening,  con- 
forming in  shape  and  dimensions  to  that  of  the  strip,  Fig. 
T) ;  and  these  openings  bear  such  relations  to  the  turned  up 
edges  of  the  plates  b  h'  and  to  the  bar  d  that  the  strip,  when 
introduced  into  the  box,  will  be  in  the  position  shown  in 
Pig.  9,  so  that  no  parts  of  the  strip,  excepting  the  rounded 
edges,  are  exposed  to  the  enameling  composition.  After 
thus  passing  the  end  of  the  strip  of  molding  through  the 
openings  in  the  plates  A  A'  the  composition  may  be  intro- 
duced into  the  reservoirs  B  B',  for  all  avenues  for  the  escape 
of  the  fluids  are  cut  off  by  the  strip  itself. 

' '  Feed  rollers  X  X  (shown  in  dotted  lines)  may  be  used 
for  forcing  strip  after  strip  through  the  enameling-box,  the 
s:iid  rollers  in  no  way  interfering  with  the  different  coatings 
of  enamel,  because  they  are  never  in  contact  with  the  enam- 
eled surfaces. 

"  In  other  words,  the  enameling-box  is  separated  into  two 
reservoirs,  partly  by  a  permanent  partition  and  partly  by 
the  strip,  which  is  passed  through  the  box  so  that  the  edges 
only,  of  the  strip  are  exposed  to  the  enameling  composition, 
one  edge  to  the  composition  in  one  compartment  and  the 
other  edge  to  that  in  the  other  compartment." 

The  claim  was  as  follows : 

* '  An  enameling-box  divided  into  two  compartments  by  a 
slotted  partition,  and  having  openings  at  the  ends  in  a  line 
with  the  slot  in  the  partition,  all  substantially  as  and  for 
the  purpose  set  forth." 

The  defences  relied  on  were  that  the  specification  was  too 
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broad,  and  embraced  and  appropriated  the  Marcher  box, 
non-infringement,  and  prior  use  by  Frederick  W.  Werner 
and  T.  C.  Ladd  &  Co.,  of  Brooklyn. 

The  first  defence  is  based  on  the  theory  that  a  patent  can- 
not be  valid  unless  it  is  new  in  all  its  elements  as  well  as  in 
the  combination,  if  it  is  for  a  combination.  But  this  theory 
cannot  be  maintained.  If  it  were  sound  no  patent  for  an 
improvement  on  a  known  contrivance  or  process  could  be 
valid.  And  yet  the  great  majority  of  patents  are  for  im- 
provements in  old  and  well-known  devices,  or  on  patented 
inventions.  Changes  in  the  construction  of  an  old  max;hine 
which  increase  its  usefulness  are  patentable.  Seymour  v. 
Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290.]  So  a  new  com- 
bination of  known  devices,  whereby  the  eflPectiveness  of  a 
machine  is  increased,  may  be  the  sub jeet  of  a  patent.  Loom 
Co.  V.  Higgins,  105  U.  S.  580  [14  Am.  &  Eng.  70 ;]  Hailes 
V,  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.]  Two 
patents  may  both  be  valid  when  the  second  is  an  improve- 
ment on  the  first,  in  which  event,  if  the  second  includes  the 
first,  neither  of  the  two  patentees  can  lawfully  use  the  in- 
vention of  the  other  without  the  other's  consent.  Star  Salt 
Caster  Co.  v.  Crossman,  4  Cliff.  568. 

Therefore,  letters  patent  for  an  improvement  on  a  pat- 
ented invention  cannot  be  declared  void  because  they  in- 
clude such  patented  invention.  Much  less  does  it  lie  in  the 
mouth  of  a  party  who  is  infringing  both  the  improvement 
and  the  original  invention  to  set  up  the  existence  of  the 
first  patent  as  an  excuse  for  infringing  the  improvement. 
It  is  only  the  patentee  of  the  original  invention  who  has  the 
light  to  complain  of  the  use  made  of  his  invention.  We 
are,  therefore,  of  opinion  that  the  first  defence  to  the  suit 
must  fail. 
\r  On  the  question  of  infringement,  a  comparison  of  the 
^  model  of  the  plaintiff's  patent  with  the  model  of  the  device 
shown  to  be  in  use  by  the  defendants,  makes  it  clear  that 
the  defendants  have  adopted  substantially  the  invention  of 
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the  plaintiff.  It  would  baffle  the  ingenuity  of  the  most 
skilled  expert  to  show  a  substantial  difference  between  the 
invention  claimed  by  the  plaintiff  and  that  which  it  is  con- 
ceded that  the  defendants  use.  It  may  be  true,  as  con- 
tended by  the  defendants,  that  the  device  used  by  them  is 
in  some  respects  better  than  that  of  the  plaintiff,  but  this 
cannot  relieve  them  from  the  charge  of  infringement,  if  the 
devices  are  substantially  alike.  The  rule  was  well  stated 
by  Mr.  ,Iu8tice  Clifford,  in  delivering  judgment  in  the  case 
of  Machine  Co.  «.  Murphy,  97  U.  S.  120  [11  Am.  &  Eng. 
494,]  when  he  said  that  *'  In  determining  the  question  of  in- 
fringement, the  court  or  jury  are  not  to  judge  about^sunil- 
arities  or  differences  by  the  names  of  things ;  but  are  to 
look  at  the  machines  or  their  several  devices  or  elements  in 
the  light  of  what  they  do  or  what  office  or  function  they 
perform ;  and  to  find  that  one  thing  is  substantially  the 
same  as  another  if  it  performs  substantially  the  same  func- 
tion in  substantially  the  same  way  to  obtain  the  same 
result,  always  bearing  in  mind  that  devices  in  a  patented 
machine  are  different  in  the  sense  of  the  patent  law  when 
they  perform  different  functions  or  in  a  different  way,  or 
produce  substantially  a  different  result." 

Tested  by  this  rule  the  charge  of  infringement  made 
against  the  defendants  is  clearly  made  out. 

It  remains  to  inquire  whether  prior  use  and  want  of  nov- 
elty have  been  shown.  The  prior  use  and  consequent  want 
of  novelty  alleged  by  the  defendant  was  the  making,  in  1866, 
and  the  using  (a)  from  that  date  until  1871,  by  Frederick 
W.  Werner,  of  a  box  for  enameling  moldings  in  which  the 
invention  described  in  the  patent  of  the  plaintiff  was  em- 
bodied. Werner  testified  to  this  making  and  use,  and  to 
the  further  fact  that,  in  1874,  he  sold  the  box  to  Ladd,  who 
some  time  afterwards  began  using  it. 

The  burden  of  proof  is  ui)on  the  defendants  to  establish 
this  defence.     For  the  grant  of  lettera  patent  is  jyriTna  facie 
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evidence  that  the  patentee  is  the  first  inventor  of  the  device 
described  in  the  letters  patent  and  of  its  novelty.  Smith  v. 
Goodyear  Dental  Vulcanite  Co.,  93  U.  S.  486  [11  Am.  & 
Eng  1 ;]  Lehnbeuter  v.  Holthaus,  106  U.  S.  94.  Not  only 
is  the  burden  of  proof  to  make  good  this  defence  upon  the 
party  setting  it  up,  but  it  has  been  held  that ''  every  reason- 
able doubt  should  be  resolved  against  him."  Coffin  v.  Og- 
den,  18  Wall.  120,  124  [9  Am.  &  Eng.  125 ;]  Washburn  v. 
Gould,  2  Story,  122,  142. 

The  proof  of  prior  use  in  this  case  depends  on  the  testi- 
mony of  Werner  and  T.  C.  Ladd.  The  contrivance  to  which  * 
the  testimony  of  these  witnesses  refers  is  not  produced  nor 
any  model  of  it.  It  is  merely  represented  in  a  drawing 
made  by  Werner  six  years  after  he  had  sold  the  box  to 
Ladd. 

These  two  witnesses  are  contradicted  by  four  others  who 
were  engaged  in  the  factory  where  the  box  was  used,  and 
who  had  frequently  seen  the  box  referred  to  when  in  use 
and  the  moldings  enameled  by  its  use.  Their  testimony 
shows  that  the  distinctive  element  in  Wallick's  contrivance 
was  not  used  in  the  box,  but  that  it  was  substantially  the 
old  Marcher  box.  The  defendants  have,  therefore,  failed 
to  show  by  prei)onderance  of  proof,  much  less  beyond  rea- 
sonable doubt,  the  prior  use  on  which  they  rely.  On  the 
contrary  the  weight  of  the  evidence  is  against  this  defence. 

Decree  affirmed. 
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2.  Want  of  novelty  must  be  addressed  to  the  combination,  not  to 
the  separate  parts  : 
Le  Roy  v.  Tatham,  14  How.  166  [6  Am.  &  Eng.  313.] 
Gill  V,  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471.] 
Corn-Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1.] 
Fuller  V.  Yentzer,  94  U.  S.  288  [11  Am.  &  Eng.  138.] 
Bates  V.  Coe,  98  TJ.  S.  31  [12  Am.  &  Eng.  160.] 
Imhaeuser  v.  Buerk,  101  U.  S.  647  [12  Am.  &  Eng.  443.] 
Wicke  V.  Ostrum,  103  U.  S.  461  [13  Am.  &  Eng.  114.] 
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b.  Patentability  of  an  improvement : 

O'Reilly  v.  Morse,  16  How.  62  [6  Am.  &  Eng.  483.] 
Fuller  V.  Yentzer,  94  U.  S.  299  [U  Am.  &  Eng.  176.] 
Clough  r.  Gilbert  &  Barker  Mnfg.  Co.,  106  U.  S.  166  [14 

Am.  4&Eng.  211.] 
Blake  v.  City  of  San  Francisco,  113  U.  S.  679  [16  Am.  & 

Eng.  535.] 


Improvement  gives  no  title  to  use  device  improved  upon  : 
Robertson  t?.  Blake,  94  U.  S.  728  [11  Am.  &  Eng.  266.] 
Cochrane  v,  Deener,  94  U.  S.  780  [11  Am.  &  Eng.  288.] 
Tilgbman  v.  Proctor,  102  U.  S.  707  [13  Am.  &  Eng.  29.] 
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UNITED  STATES  RIFLE  AND  CARTRIDGE  COM- 
PANY AND  E.  REMINGTON  &  SONS,  APPEL- 
LANTS,  V.  WHITNEY  ARMS  COMPANY,  Eli  Whit- 
NET,  President,  et  al.  * 
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Affirming  Ibid,  14  Blatch.  94. 

Argued  March  10,11,  1886.     Decided  April  19,  1886. 

Particular  patent,     Abandonmmit.     Conclusivefiess  of    Commis- 
8io7ier^8  decision.    Abandonment  subsequent  to  application. 

1.  Cochran  originally  filed  his  application  January,  1859,  which 

was  rejected  in  February,  1859,  withdrawn  in  February,  1860, 
and  twenty  dollars  refunded.  Cochran  filed  a  new  application 
for  the  same  invention  in  1868,  which  was  rejected  by  the 
Commissioner  in  1869,  upon  the  ground  of  abandonment,  but 
upon  appeal  the  decision  of  the  Commissioner  was  reversed  by 
the  Supreme  Court  of  the  District  of  Columbia.  On  July  7, 
1870,  the  Commissioner  again  rejected  the  application,  and  on 
December  5,  1870,  Cochran  renewed  his  application  of  1868 
under  the  act  of  July  8, 1 870, which  resulted  in  the  patent  in  suit. 
In  the  interim  between  the  applications  of  1859  and  of  1868. 
Cochran  obtained  numerous  patents,  sold  some  of  them  to  ad- 
vantage, but  remained  poor  and  in  debt,  and  still  it  was  evi- 
dent that  his  delay  did  not  arise  from  poverty,  but  from  a 
small  estimate  of  the  value  of  the  particular  invention.  Jleld, 
that  under  these  circumstances  the  invention  had  been  aban- 
doned before  the  renewed  application  of  1 868,  and  letters  pat- 
ent granted  to  John  W.  Cochran,  May  7,  1872,  for  an  Im- 
provement in  Breech-loading  Firearms,  declared  invalid,  (p. 
341.) 

2.  The  decision  of  the  Commissioner  upon  the  question  of  aban- 

donment is  not  conclusive,  but  may  be  reviewed  in  a  suit  for 
infringement.     Planing  Machine  Co.  v,  Keith,  101   U.   S.  479 
[12  Am.  &  Eng.  404]  re-affirmed,     (p.  343.) 
*See  Explanation  of  Notes,  page  III. 
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.s.  An  invention  may  be  abandoned  as  well  after  rejection  or  with- 
drawal of  application,  as  before  filing  it.  Such  abandonment 
may  be  proved  either  by  express  declarations  or  by  conduct 
inconsistent  with  any  other  conclusion.  Planing  Machine  Co. 
V.  Keith,  101  U.  S.  479  [12  Am.  &  Eng.  404]  re-affirmed,  (p. 
343.) 

4.  An  inventor  whose  application  has  been  rejected,  and  who,  with- 
out substantial  reason  or  excuse,  takes  no  steps  for  years  to  re- 
instate or  renew  it,  must  be  held  to  have  acquiesced  in  the  re- 
jection, and  to  have  abandoned  any  intention  of  further  prose- 
cution. Planing  Machine  Co.  v,  Keith,  101  U.  S.  479  [12  Am. 
&  Eng.  404]  re-affirmed,     (p.  343.) 

[Citation  in  the  opinion  of  the  oonrt :] 

Rifle  &  Cartridge  Co.  v.  Whitney  Arms  Co.,  14  Blatch.  94.     p.  342. 
Planing  Machine  Co.  v.  Keith,  101  U.  S.  479  [12  Am.  &  Eng.  404.]    p. 
343 

Appeal  from  tlie  Circuit  Court  of  the  United  States  for 
the  District  of  Connecticut. 
The  case  is  stated  by  the  court. 

Messrs.  J.  B.  Hind^m  Hyde  and  F,  H.  Betts^  for  appel- 
lants : 

The  withdrawal  of  an  application  for  a  patent  is  not  nec- 
essarily an  abandonment  of  such  application,  and  still  less 
is  it  an  abandonment  of  the  invention  itself. 

In  all  the  cases,  so  far  as  we  can  find,  where  an  inventor 
has  filed  two  or  more  applications  for  a  patent,  with  greater 
or  less  intervals  between  them,  and  the  question  of  aban- 
donment of  the  invention  has  come  before  the  courts  and 
has  been  decided  adversely  to  the  patentee,  there  has  been 
a  long  continued  public  use  of  the  invention  for  more  tlian 
two  years  intermediate  the  two  applications.  In  some  of 
the  cases  the  first  application  had  not  been  formally  with- 
drawn, but  had  been  neglected  for  a  long  series  of  years, 
and  a  new  one  tiled,  or  the  prosecution  of  the  old  one  re- 
sumed only  after  many  years  of  public  use. 

Bevin  v.  East  Hampton  Bell  Co.,  9  Blatch.  50 ;  Marsh  v. 
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Sayles,  5  Pish.  610 ;  Consolidated  Fruit  Jar  Co.  v.  Wright, 
94  U.  S.  92  [11  Am.  &  Eng.  46 ;]  Planing  Machine  Co.  v. 
Keith,  101  U.  S.  484  [12  Am.  &  Eng.  404 ;]  Rich  v.  lippin- 
cott,  2  Fish.  1 ;  Weir  t?.  Morden,  29  Off.  Gaz.  83. 

In  all  of  these  cases  the  effect  of  more  than  two  years' 
public  use  prior  to  the  last  application  was  considered. 

In  none  of  them,  nor  in  any  other  case,  has  it  ever  been 
held  that  the  withdrawal  of  one  application  and  the  filing 
of  a  new  one  before  two  years'  public  use  had  occurred  could 
be  construed  to  be  an  abandonment  of  the  invention. 

The  first  application,  as  an  application,  might  be  aban- 
doned, and  the  patent  based  solely  on  the  last  application, 
but  the  mere  withdrawal,  or  even  final  and  absolute  aban- 
donment of  a  former  application  is  not  fatal  to  the  patent, 
if  the  last  application  is  filed  in  time. 

Nor  do  the  statutes  provide  that  withdrawal  or  abandon- 
ment of  an  application  is  an  abandonment  of  an  invention. 
On  the  contrary  it  is  to  be  clearly  inferred  that  a  valid  pat- 
ent may  be  granted  upon  a  second  application,  though  a 
prior  one  had  been  in  fact  abandoned. 

The  filing  of  the  application  is  a  secret  transaction  be- 
tween the  inventor  and  the  Patent  OflBce  until  it  is  allowed. 
It  remains  a  secret  transaction  after  the  application  has  been 
withdrawn.  Until  allowed  and  a  patent  granted  upon  it,  it 
forms  no  bar  to  a  patent  for  the  same  invention  to  a  subse- 
quent inventor. 

Corn-Planter  Case,  23  Wall.  181  [10  Am.  &  Eng.  1.] 

Its  mere  filing  unless  prosecuted  to  a  final  issue,  impairs 
no  right  of  the  public  or  subsequent  inventors,  and  hence 
its  withdrawal  confers  no  rights  upon  them. 

Mere  delay  in  applying  for  a  patent,  or  in  prosecuting  an 
application,  is  not  of  itself  an  abandonment  of  the  inven- 
tion to  the  public ;  that  can  only  be  done  in  two  ways, 
either  1st.  Intentionally,  by  the  inventor  expressly  dedi- 
cating his  invention  to  the  public,  or  by  conduct  which  the 
law  construes  to  be  an  expression  of  such  intention,  and  it 
is  to  be  remembered  that  abandonment  is  not  proved  by  a 
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mere  expression  of  an  intention.  Pitts  v.  Hall,  2  Blatch. 
237.  2d.  By  operation  of  law,  which  can  only  be  worked 
in  the  mode  i)rescribed  by  statute,  viz :  by  two  years  public 
use  or  sale  prior  to  filing  his  application. 

Neither  of  these  conditions  existed  in  the  present  case. 
On  the  contrary  the  affidavits  on  file  in  the  Patent  Office  on 
his  renewed  application  of  1868  are  pointedly  to  the  fact 
that  Cochran  never  intended  to  abandon  either  his  applica- 
tion or  invention. 

Cochran  was  wrefbhedly  poor  most  of  the  time  between 
the  withdrawal  of  his  first  application  and  its  renewal  in 
1868,  and  if,  as  was  the  case,  within  a  reasonable  time  after 
coming  into  the  possession  of  means,  he  did  in  fact  renew 
his  application,  the  court  will  not  regard  a  delay  of  a  few 
months  only  as  prejudicial  to  his  rights,  especially  as  he 
was,  during  a  portion  of  that  time  absent  in  Europe  on  busi- 
ness connected  with  another  invention  which  had  met  with 
merited  success. 

Mr.  Benjamin  F.  Thurston^  for  appellee: 

The  case  which  in  its  principle  entirely  covers  the  present 
case,  and  where  the  facts  very  closely  resemble  the  present, 
is  Planing  Machine  Co.  ?j.  Keith,  101  U.  S.  479  [12  Am.  & 
Eng.  404.] 

Tliere  the  court  approved  the  view  of  the  law  that  was 
taken  by  Mr.  Commissioner  Fisher  in  dealing  with  the  pres- 
ent case,  upon  the  proposition  that  abandonment  of  the  in- 
vention was  a  fact  which  the  court  having  jurisdiction  of  the 
case  was  entitled  to  try  and  determine,  and  that  in  deter- 
mining the  question  the  controlling  considerations  are  the 
acts  and  conduct  of  the  patentee  exhibiting  consistency  with 
the  one  purpose  or  the  other.  It  is  not  necessary  that  an 
intent  to  abandon  should  be  expressed  in  words  or  that  any 
formal  deed  or  instrument  in  writing  should  contain  a  state- 
ment of  such  purpose. 

Kendall  ??.  Winsor,  21  How.  322  [7  Am.  &  Eng.  1 ;]  Shaw 
V,  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286  ;J  Bevin  \.  East 
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Hampton  Co.,  9  Blatch.  50 ;  Consolidated  Fruit  Jar  Co.  t;. 
Wright,  12  Blatch.  149  ;  Adams  v.  Jones,  1  Fish.  627. 

Again  in  the  case  of  Planing  Machine  Co.  v.  Keith  the 
court  held  that  there  may  be  an  abandonment  of  an  inven- 
tion after  an  application  has  been  made  for  a  patent  as  well 
as  before  the  application  was  made. 

The  court  refers  to  the  plain  intention  of  Congress  in  re- 
quiring diligence  in  the  prosecution  of  claims  for  letters 
patent,  and  states  the  reasonableness  of  the  conclusion,  that 
after  an  inventor  has  been  rejected  and  has  taken  no  steps 
for  many  years  to  prosecute  his  application,  it  should  be 
held  that  he  designed  to  desert  it.  The  opinion  is  consonant 
with  sound  equity,  and  is  in  accord  with  the  long  line  of 
decisions  of  this  court  since  January,  1882,  upon  the  subject 
of  the  dedication  by  inventors,  to  the  public,  of  subjects  of 
claim  which  might  have  been  made  when  the  original  pat- 
ents were  taken,  but  which  the  patentees  have  forborne  to 
<;laim  until  after  the  public  have  acquired  vested  rights  in 
the  subject. 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 
This  was  a  bill  in  equity  for  the  infringement  of  letters 
patent  granted  May  7,  1872,  to  John  W.  Cochran  for  an  im- 
provement in  breech-loading  firearms^  of  which  one  of  the 
plaintiffs  was  the  owner,  and  the  others  were  the  exclusive 
licensees.  The  answer  denied  that  Cochran  was  the  origi- 
nal inventor,  and  alleged  that  his  application,  ux)on  which 
the  letters  patent  were  issued,  was  made  and  filed  in  the 
Patent  Office,  on  May  6, 1868 ;  that  for  more  than  two  years 
before  that  date  the  thing  patented  had  been  in  public  use 
and  on  sale  with  his  consent  and  allowance ;  and  that  long 
prior  to  that  date  the  invention  had  been  abandoned  by  him 
to  the  public.  A  general  replication  was  filed,  and  evidence 
taken,  by  which  the  material  facts  appeared  to  be  as  fol- 
lows : 
On  January  10,  1859,  Cochran  filed  an  application  for  a 
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patent  for  this  invention,  which  on  February  8,  1859,  was- 
rejected  by  the  Commissioner  of  Patents,  for  want  of  nov- 
elty ;  and  on  February  20,  1860,  was  withdrawn  by  Coch- 
ran, and  $20  refunded  to  him,  at  his  request,  agreeably  to 
the  Act  of  July  4,  1836,  ch.  357,  §  7.  5  Stat.  120. 

At  various  dates  from  November  19, 1861,  to  February  11, 
1868,  eighteen  patents  were  granted  to  other  persons  for  the 
same  devices  or  their  equivalents,  and  the  defendants  bought 
some  of  those  patents,  and  afterwards  manufactured  firearms 
under  them. 

On  May  6,  1868,  Cochran  filed  a  new  application,  which 
was  rejected  by  the  examiners,  on  the  ground  of  abandon- 
ment. On  June  9,  1869,  Mr.  Commissioner  Fisher,  on  ap- 
peal, affirmed  their  decision.  His  opinion  is  published  in 
the  Decisions  of  the  Commissioner  of  Patents  for  1869,  p. 
30.  On  appeal  to  the  Supreme  Court  of  the  District  of  Co- 
lumbia, his  decision  was  reversed.  On  July  7,  1870,  he 
rejected  the  application.  But  on  December  5,  1870,  Coch- 
ran filed  a  formal  renewal  of  his  application,  under  the  Act 
of  July  8,  1870,  ch.  230,  §  35,  and  on  May  7, 1872,  the  patent" 
sued  on  was  granted  to  him  by  Mr.  Fisher's  successor. 

During  the  time  between  the  applications  of  1859  and  of 
1868,  Cochran  applied  for  and  obtained  twenty-two  other 
patents,  nine  of  them  for  improvements  in  breech -loading 
firearms,  some  of  which  he  sold  for  considerable  sums.  He 
was  poor  and  in  debt ;  but  upon  the  whole  evidence  it  is 
quite  clear  that  his  delay  in  renewing  the  application  of 
1859  was  not  owing  to  want  of  means,  but  to  his  regarding 
this  patent  as  of  less  value  than  the  others. 

The  Circuit  Court  was  of  opinion  that  the  invention  had 
been  abandoned  before  May,  1868,  and  therefore  entered  a 
decree  dismissing  the  bill.  14  Blatcli.  94 ;  S.  C.  2  Ban.  & 
A.  493.     From  that  decree  this  appeal  is  taken. 

The  renewal  of  Cochian's  application  on  December  5, 
1870,  was  under  the  provision  of  the  Act  of  July  8, 1870,  ch. 
230,  §  35,  which  allowed  any  inventor  whose  application  for 
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a  patent  had  been  rejected  or  withdrawn  before  the  passage 
of  that  Act  to  renew  it  within  six  months  after  its  passage ; 
and  provided  that  upon  the  hearing  of  such  renewed  appli- 
cation abandonment  should  be  considered  as  a  question  of 
fact.     16  Stat.  202. 

The  rules  of  law  which  must  govern  this  case  are  clearly 
established  by  the  judgment  of  this  court  in  Planing  Ma- 
chine Co.  V.  Keith,  101  U.  S.  479  [12  Am.  &  Eng.  404.]  The 
decision  of  the  Commissioner  in  favor  of  the  applicant,  upon 
the  question  whether  the  invention  has  been  abandoned,  is 
not  conclusive,  but  may  be  contested  and  reviewed  in  a  suit 
brought  for  the  infringement  of  the  patent.  There  may  be 
an  abandonment  of  an  invention  to  the  public,  as  well  after 
an  application  has  been  rejected  or  withdrawn,  as  before  any 
application  is  made.  Such  abandonment  may  be  proved, 
either  by  express  declarations  of  an  intention  to  abandon,  or 
by  conduct  inconsistent  with  any  other  conclusion.  An  in- 
ventor whose  application  for  a  patent  has  been  rejected,  and 
who,  without  substantial  reason  or  excuse,  omits  for  many 
years  to  take  any  step  to  reinstate  or  renew  it,  must  be  held 
to  have  acquiesced  in  its  rejection,  and  to  have  abandoned 
any  intention  of  further  prosecuting  his  claim. 

In  the  case  at  bar,  the  first  application  was  both  rejected 
by  the  Commissioner  and  withdrawn  by  the  applicant ;  and 
the  question  presented  is  well  put  in  the  opinion  of  Mr. 
Commissioner  Fisher,  above  referred  to :  ' '  Can  an  inventor 
withdraw  his  application,  make  no  effort  to  renew  it  for 
eight  years,  during  which  time  the  subject-matter  of  the  in- 
vention has  been  incorporated  into  the  substance  of  many 
other  subsequent  inventions,  and  then  file  a  new  applica- 
tion and  obtain  a  patent  which,  to  support  the  novelty  of 
the  invention,  shall  relate  back  to  the  first  application  1" 
We  concur  with  him  and  with  the  Circuit  Court  in  deciding 
that  an  inventor  cannot  do  this. 

Decree  affi/rToed. 
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Patent  In  maltt 

No.  126,446.     Cochran,  J.  W.     May  7,  1872.     Breech-load- 
ing Firearm. 


Othbb  Suits  ok  Same  Patent  : 

United  States  Rifle  A  Cartridge  Co.  v.  Whitney  Arms  Co.,  1877. 
14  Blatch.  94;  2  Ban.  A  Ard.  493;  11  O.  G.  373. 
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tiyiiabus. 

WINFIELD  SCOTT  KEYES  AND  ALBERT  ARENTS, 
PLAINTIFFS  IN  ERROR,  v.  JAMES  B.  GRANT  AND 
JAMES  GRANT.* 

118  U.  S.  25-37.    Oct.  Term,  1880. 

[Bk.  30,  L.  ed.  54  ;  35  O.  G.  747.] 

Argued  April  2,  1886.     Decided  April  19,  1886. 

Jurt/  trial.     Identity  of  patent  with  prior  publication.      When   a 
question  of  law  and  when  of  fact.     Evidence. 

1.  Where  plaintiffs  put  in  evidence  their  letters  patent,  No.  121,- 

385,  for  Smelting-Furnaces,  granted  November  28,  1871,  t<» 
Winfield  S.  Keyes  and  Albert  Arents,  and  proof  of  infringe- 
ment, and  the  defendants  put  in  evidence  certain  old  publica- 
tions and  illustrations  of  smel  ting-furnaces,  and  testimony  that 
these  were  anticipations  of  the  patent  furnace,  and  the  plain- 
tiffs in  rebuttal  put  in  testimony  that  the  furnace  of  the  old 
publications  differed  materially  from  the  patent  furnace  in 
construction,  mode  of  operation,  and  result ;  and  the  court  in- 
structed the  jury  to  return  a  verdict  for  the  defendants,  which 
was  done,  and  to  this  intruction  exception  was  taken  and  as- 
signed for  error,  heldy  that  this  instruction  was  erroneous,  be- 
cause the  identity  of  the  furnaces  in  the  publication  with  that 
of  the  patent  was  neither  manifest  as  matter  of  law,  nor  es- 
tablished so  conclusively  as  matter  of  fact,  that  a  verdict  for 
the  plaintiffs  could  not  be  supported,     (p.  350.) 

2.  As  matter  of  law  where  the  differences  in  construction  are  obvious 

upon  inspection,  and  where  it  is  not  within  judicial  knowledge 
that  the  differences  are  immaterial  or  did  not  require  the  exer- 
cise of  invention,  the  legal  identity  of  two  structures  is  not 
manifest. 

Where  as  matter  of  fact  there  is  evidence  that  these  differ- 
ences between  two  structures  are  material,  the  case  should  e 
submitted  to  the  jury.     (p.  365.) 

3.  Where  there  is  evidence  on  both  sides  of  an  issue,  it  ought  to 

be  submitted  to  the  jury  to  weigh  and  consider  if  the  verdict 

*  See  Explanation  of  Notes,  page  III. 
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would  not  be  set  aside  by  the  court  for  want  of  sufficient  evi- 
dence,    (p.  366.) 

(Citation  in  the  opinion  of  the  court :] 

Randall  v.  Baltimore  and  Ohio  R.  R.  Co.,  109  U.  S.  478.     p.  362. 

Ill  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  Colorado. 
The  case  is  stated  by  the  court. 

Messrs.  George  Harding,  O,  G.  Symes,  and  Francis  T. 
Cliambers,  for  plaintiff  in  error : 

The  only  question  at  issue  being  the  identity  of  the  thing 
described  in  the  Karsten  publication :  the  nature,  construc- 
tion, mode  of  operation,  and  practicability  of  the  Karsten 
furnace  were  proper  subject-matter  for  the  evidence  of  ex- 
perts, and  all  such  evidence  should  have  been  submitted  to 
the  jury,  together  with  general  instiaictions  as  to  the  rules 
by  which  they  should  consider  the  evidence. 

Bischoflf  V.  Wethered,  9  Wall.  812  [8  Am.  &  Eng.  213 ;] 
Tucker  v.  Spaulding,  13  WaU.  453  [8  Am.  &  Eng.  474.] 

The  evidence  of  the  witnesses  introduced  in  behalf  of 
the  plaintiffs  in  error  was  received  without  objection  and 
was  before  the  jury ;  this  evidence  contraverted  the  suffi- 
ciency of  the  Karsten  publication,  and  the  practicability  of 
the  Karsten  furnace,  besides  pointing  out  that  the  differ- 
ences between  the  patented  and  the  Karsten  furnace  were 
of  such  a  nature  as  to  necessitate  a  different  mode  of  opera- 
tion and  prevent  the  same  results  being  obtained  by  the 
two  furnaces. 

This  evidence,  if  true,  proved  that  the  Karsten  publica- 
tion was  no  anticipation  of  the  patented  invention,  and  to 
judge  of  its  strength  or  weakness,  truth  or  falsity,  was  ex- 
clusively the  province  of  the  jury. 

Hickman  c.  Jones,  9  Wall.  201 ;  Chandler  v.  Van  Roe- 
der,  24  How.  226  ;  United  States  v.  Tillotson,  12  Wheat.  181 ; 
Greenleaf  t).  Birth,  9  Pet.  299. 

(The  remainder  of  the  argument  was  upon  the  construe- 
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Hon  of  the  patent,  and  whether  it  was  previously  described 
in  Karsten^s  publication.) 

Messrs.  Benjamin  F,  Thurston^  E,  T.  WeUs,  Thoraa^ 
Macon^  B.  T.  McNeal^  and  Whit.  M.  Grants  for  defend- 
ants in  error  : 

The  court  should  instruct  the  jury  to  return  a  verdict  for 
either  party,  when  the  evidence  is  of  such  conclusive  char- 
acter that  any  other  verdict  the  court  would,  in  the  exer- 
cise of  sound,  legal  discretion,  be  compelled  to  set  aside. 

Herbert  v.  Butler,  97  U.  S.  319 ;  County  of  Macon  v. 
Shores,  97  U.  S.  272 ;  Orleans  v.  Piatt,  99  U.  S.  676  ;  Griggs 
V.  Houston,  104  U.  S.  553 ;  Heald  v.  Rice,  104  TJ.  S.  737 
[13  Am.  &  Eng.  460;]  Insurance  Co.  e.  Doster,  106  U.  S. 
30 ;  Arthur  v.  Jacoby,  103  U.  S.  677 ;  Pence  v.  Langdon, 
99  U.  S.  578 ;  Mont  Clair  v.  Dana,  107  U.  S.  162 ;  Bank  v. 
Ins.  Co.,  103  U.  S.  783. 

A  consideration  of  the  record  of  the  case  will  show  not 
only  that  the  court  was  justified  in  directing  a  verdict  for 
the  defendant,  but  that  if  the  case  had  been  submitted  to 
the  jury  and  a  verdict  for  the  plaintiffs  rendered,  it  would 
have  been  the  duty  of  the  court  to  have  set  the  same  aside, 
and  have  ordered  a  Yiew  trial  before  acquiescing  in  such 
finding. 

Essentially  the  preliminary  question  which  the  judge  was 
bound  to  consider  was,  whether  a  smelting  furnace  already 
known  to  the  art,  and  described  and  illustrated  in  a  printed 
publication  long  prior  in  date  to  the  plaintiffs'  patent,  ex- 
hibited the  same  organization  in  principle,  and  involved, 
or  was  capable  of  involving  the  same  method  for  withdraw- 
ing the  molten  metal.  It  was  also  entirely  competent  for 
the  judge  presiding  at  the  trial,  in  case  the  prior  publica- 
tion described  a  furnace,  inferior  to  the  furnace  described 
in  plaintiffs'  patent  to  exercise  his  judgment,  whether  such 
differences  were  due  only  to  improvements  in  mechanical 
construction  involving  no  difference  in  principle. 

Furthermore,  in  case  the  prior  publication  was  not  an 
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exact  anticipation  of  the  patent,  it  might  nevertheless  be 
clear  that  the  inventive  faculty  was  not  required  to  be  ex- 
ercised to  produce  the  8i)ecific  organization  of  form  shown 
in  the  plaintiffs'  patent.  In  such  cases  it  would  not  only 
be  proper,  but  it  would  be  the  duty  of  the  court  to  incur  no 
risk  as  to  the  miscarriage  of  justice,  by  submitting  ques- 
tions to  be  determined  by  the  jury  which,  by  the  decisions 
of  this  court  fall  more  appropriately  within  the  province  of 
the  judge. 

Bischoflf  t.  Wethered,  9  Wall.  812  [8  Am.  &  Eng.  213 ;] 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290 ;] 
Powder  Co.  tJ.  Powder  Works,  98  U.  S.  126  [12  Am.  &  Eng. 
201  ;1  Heald  v.  Rice,  104  U.  S.  749  [13  Am.  &  Eng.  460.] 

(The  remainder  of  the  argument  was  on  construction  of 
patent. ) 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court : 
This  was  an  action  at  law  to  recover  damages  for  an  al- 
leged infringement  of  letters  patent,  No.  121,385,  issued 
November  28th,  1871,  to  the  plaintiffs  for  an  improvement  in 
furnaces  for  smelting  lead  and  other  ores.  There  were  sev- 
eral defences  set  up  by  way  of  pleas,  but  the  two  chiefly 
relied  on  were  that  "the  plaintiffs'  pretended  invention" 
had  been  described  "  in  a  certain  printed  publication  enti- 
tled '  System  der  Mettallurgie,'  von  Dr.  J.  B.  Karsten,  pub- 
lished at  Berlin,  Prussia,  in  1831-2,  in  5  volumes,  with  an 
atlas  of  plates,  I,  at  pages  315,  316,  317,  318,  319,  320,  321, 
and  322,  of  Volume  III,  and  pages  IBO  to  166,  both  inclu- 
sive, and  166  to  180,  both  inclusive,  of  Volume  V,  and  fig- 
ures 479,  480,  481,  482,  483,  484,  473,  474,  475  on  plate  XXI, 
and  figures  850  to  868,  both  inclusive,  of  plate  XLI  of  the 
atlas  accompanying  said  work  ;"  and  secondly,  that,  in  view 
of  the  state  of  the  art  at  the  date  of  the  alleged  inven- 
tion, the  improvement  was  not  patentable  as  not  requiring 
the  exercise  of  invention. 
The  issues  came  on  for  trial  before  a  jury,  and  there  was 
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a  verdict  for  the  defendants  and  judgment  thereon,  to  re- 
verse which  this  writ  of  error  is  brought. 

It  appears  from  the  bill  of  exceptions  that  the  plaintiffs 
read  in  evidence  the  patent  sued  on,  the  substantial  part  of 
the  specifications  attached  to  which  was  as  follows : 

"  The  object  of  this  invention  is  to  provide  a  novel,  sim- 
ple, and  improved  method  of  tapping  or  withdrawing  lead 
and  other  metals,  when  in  a  molten  state,  from  the  bottom 
of  a  smel ting-furnace,  so  that  the  metal  may  be  obtained 
therefrom  in  a  clean  state,  and  also  that  the  formation  of 
hard  matters  or  incrustations  on  the  sides  and  bottom  of 
the  furnace  may  be  avoided.  The  nature  of  this  invention 
consists  in  the  use  or  employment  of  a  basin  of  suitable  di- 
mensions, located  a  short  distance  from  one  side  of  the  fur- 
nace and  at  a  suitable  elevation  above  the  bottom  of  the 
furnace ;  which  said  basin  is  connected  with  the  furnace  by 
means  of  a  tube  which  extends  from  the  bottom  of  the  basin 
to  the  bottom  of  the  furnace.  As  the  molten  metal  fills  the 
lower  part  of  the  furnace  it  rises  to  the  same  level  in  the 
tube  until  it  reaches  the  basin,  from  whence  it  may  be  re- 
moved as  clean  metal. 

' '  To  enable  others  skilled  in  the  art  to  make  and  use  our 
invention,  we  will  proceed  more  particularly  to  describe  the 
same. 

' '  The  figure  represents  a  sectional  elevation  of  a  portion 
of  a  smelting- furnace  with  our  improvements. 

* '  A  represents  the  furnace  which  may  be  of  ordinary  or 
common  construction.  B  is  a  basin  of  suitable  dimensions, 
located  at  the  top  of  an  extension  built  on  one  side  of  the 
furnace  and  at  a  suitable  elevation  above  the  bottom  of  the 
furnace.  The  basin  may  be  constructed  of  any  material 
suitable  for  receiving  and  holding  the  molten  metal.  Ex- 
tending from  the  bottom  of  the  basin  B,  to  the  bottom  of 
the  furnace  A,  through  the  above-mentioned  extension,  is  a 
tube  C,  which  connects  the  basin  with  the  furnace,  and 
which  mny  be  made  of  iron,  clay,  or  other  material  suita- 
ble for  the  puipose. 
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"  The  metal  as  it  melts  falls  to  the  bottom  of  the  furnace ; 
as  the  surface  of  the  molten  metal  rises  within  the  furnace 
it  rises  to  the  same  level  in  the  tube  C  until  it  reaches  the 
basin  B,  from  which  it  may  be  removed  with  a  ladle. 

"The  advantages  of  this  invention  are  obvious,  as  by  this 
means  the  metal  is  tapped  or  withdrawn  from  the  furnace 
free  from  impurities  ;  and  it  will  also  be  seen  that  the  diffi- 
culties arising  from  the  formation  of  hard  matter  or  incrus- 
tations on  the  bottom  or  sides  of  the  furnace,  occasioned  by 
the  usual  method  of  drawing  oflf  a  large  quantity  of  molten 
metal  at  one  time,  are  obviated. 

' '  Having  thus  described  our  invention,  what  we  claim  as 
new,  and  desire  to  secure  by  letters  patent  of  the  United 
States,  is — 

"Tlie  method  of  tapping  or  withdrawing  molten  lead  or 
other  metals  from  a  smelting-fumace  by  means  of  the  basin 
B  and  tube  or  connection  C,  in  combination  with  the  fur- 
nace substantially  as  shown  and  described." 

The  drawing  referred  to  is  as  follows : 

Albert  Arents,  one  of  the  plaintiffs,  testified  to  his  own 
qualifications  as  an  expert  in  the  art  of  smelting,  and  also 
''that  the  obtaining  of  clean  metal  from  the  side  of  a  fur- 
nace of  ordinary  construction  automatically  by  the  means 
described  in  the  specifications  in  the  patent  was  novel  and 
useful,  and  a  great  improvement  over  the  old  method  of 
withdrawing  clean  metal  from  smelting-f umaces ;  that  the 
specifications  were  sufficiently  full,  clear,  and  precise  to  en- 
able persons  skilled  in  the  art  to  which  they  appertained, 
to  wit,  the  art  of  smelting,  to  construct  a  furnace  which 
would  produce  the  useful  result  claimed  by  the  patent,  to 
wit,  the  obtaining  clean  metal  automatically  from  a  smelt- 
ing-fumace when  in  oi)eration  of  ordinary  construction; 
that  a  furnace  of  ordinary  construction,  as  it  existed  at  the 
date  of  plaintiff  s  patent,  as  defined  by  the  art  of  smelting, 
so  far  as  is  material  to  this  case,  consisted  of  an  inner  hearth 
with  an  open  breast  or  sump,  into  which  the  molten  masses 
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of  the  furnace,  when  fused,  collected  and  settled,  according 
to  their  specific  gravities ;  that  the  front  of  a  smelting-f ur- 
nace  was  that  part  of  the  furnace  where  the  slag  ran  and 
was  handled  by  the  smelter ;  that  the  back  of  the  furnace 
was  opposite  to  the  front,  and  that  those  parts  of  the  fur- 
nace to  the  right  and  left  were  known  and  called  the  sides ; 
that  the  slag  ran  off  through  a  spout  over  the  open  breast 
of  the  furnace  in  front,  and  the  clean  metal  was  tapped  pe- 
riodically from  a  taphole  at  the  bottom  of  and  from  the 
side  of  the  furnace  ;  that  each  part  in  the  construction  of 
the  furnace  had  its  particular  functions,  which  were  im- 
portant, as  understood  and  known  and  taught  in  the  art  of 
smelting  at  that  time,  to  wit,  the  front  was  the  working 
door  of  the  furnace,  and  was  where  the.  slag  ran  off  and  was 
handled ;  the  back  and  sides  where  the  tuyeres  were  situ- 
ated, through  which  the  blast  was  forced  into  the  furnace, 
and  the  clean  metal  was  periodically  drawn  or  tapped  from 
one  side  or  other  of  the  furnace." 

The  plaintiff  then  introduced  a  model  on  the  scale  of  one 
inch  to  the  foot,  in  sections,  showing  what  a  furnace  of  or- 
dinary construction  was  at  the  date  of  the  patent,  as  known 
in  the  art  of  smelting,  showing  the  improvement  of  the 
plaintiffs  and  the  old  mode  of  tapping,  of  which  the  follow- 
ing are  drawings : 
A — Section  of  furnace  of  ordinary  construction  in  187 1^ 

showing  plaintiff^  s  device. 
B — Basin  similar  to  that  shown  in  plaintiff^  s  patent. 
C— Tube  connecting  bottom  of  basin  with  bottom  of  fur- 
nace. 
D — Section  of  sarne  furnace. 

JS— Basin  to  receive  clean  metal  when  furnace  wa^  tapped. 
F—Tap  hole  through  which  clean  metal  was  periodically 

tapped  by  the  old  method  into  basin  E. 
O — Section  of  same  furnace. 
H— Inner  hearth. 
I— Fore  hearth  or  sump. 
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K—Slag  spotU  or  exit. 
L — Tuyere  holes. 

The  plaintiffs  then  corroborated  this  testimony  of  Arents, 
by  that  of  numerous  experts,  and  gave  evidence  tending  to 
prove  infringement  by  the  defendants,  and  rested  their  case. 

The  defendants  put  in  evidence  certain  extracts  from  the 
text  and  illustrative  drawings  of  smelting-fumaces  of  the 
treatise  ui)on  Metallurgy  by  Dr.  J.  B.  Karsten,  published 
at  Berlin  in  1881-32,  mentioned  in  the  plea,  translated  as 
follows : 

"  (318)  The  fore-hearth  is  that  part  of  the  crucible  pro- 
jecting in  front  of  the  fire- walls  of  the  furnace. 

'*  Crucible-furnaces  are  those  shaft-furnaces  in  which  the 
crucible  is  entirely  on  the  inside.  They  are  divided  into  . 
eye-crucible  furnaces  and  tap-crucible  furnaces.  The  former 
have  an  eye  in  the  front  wall  from  which  the  slag  flows  con- 
tinuously, the  metal  and  matte  being  tapped  off  at  inter- 
vals into  basins. 

''  The  tap-crucible  furnaces  are  those  in  which  the  metal, 
matte,  and  slag  are  all  tap])ed^  off  from  time  to  time. 

"Sump-furnaces  are  those  shaft-furnaces  in  which  the 
crucible  is  partly  in  the  furnace  and  partly  in  front  of  the 
furnace.  The  slag  runs  off  continuously  over  the  fore-hearth. 
The  metal  and  matte  are  tapped  off  into  receiving  vessels  or 
tap-basins.  Sometimes  the  sump-furnaces  are  not  provided 
with  tap-basins,  and  the  metal  in  them  is  dipped  with  ladles 
direct  from  the  fore-hearth. 

"  Spur  or  channel  furnaces  are  shaft-furnaces  without  a 
crucible.  The  molten  contents  flow  through  the  eye  di- 
rectly from  the  furnace-hearth  into  receiving  vessels.  These 
different  furnaces  can  be  more  advantageously  studied  from 
the  drawings  than  from  vmtten  descriptions. 

"(319)  In  some  countries  the  crucible-furnace  is  prefer- 
red; in  others,  the  sump-furnace.  It  is  not  advisable  to 
use  the  channel-furnace  when  clean  metal  is  produced. 
With  this  furnace  the  metal  is  not  protected  from  oxida- 
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tion.  It  is  used  chiefly  in  smelting  copper  ores,  with  a  view- 
to  producing  copper  matte. 

**The  drawings,  figures  461  to  463,  represent  an  eye-cru- 
cible furnace.  The  slag  runs  continuously  through  a  hole 
in  the  front  wall.  The  metal  and  matte  are  tapped  off  at 
intervals  through  a  hole  in  the  side  of  the  crucible. 

^ '  The  drawings,  figures  464  to  466,  represent  an  eye-cru- 
cible furnace,  which  differs  from  the  former,  in  that  the 
tap-hole  is  in  the  front  wall  and  at  the  bottom  of  the  cru- 
cible. 

' '  The  drawings,  figures  467  to  469,  represent  a  tap-cruci- 
ble furnace.  The  metal,  matte,  and  slag  are  tapped  off  from 
time  to  time  into  receiving-basins. 

' '  The  drawings,  figures  470  to  472,  represent  an  eye-cruci- 
ble similar:  to  the  one  represented  by  drawings,  figui'es  464 
to  466 ;  it  is  provided  with  two  tap-basins.  The  slag  also 
passes  through  a  basin,  for  the  purpose  of  allowing  the 
small  particles  of  metal  and  matte  mixed  with  it  to  settle. 

"(320)  The  drawings,  figures  473  to  475,  represent  a  sump- 
furnace,  with  a  covered  eye,  in  which  the  brasque  (a  mix- 
ture of  fire-clay  and  coke-dust)  under  the  front  wall  divides 
the  sump  into  two  communicating  vessels. 

' '  The  slag  runs  off  continuously  through  the  eye  between 
the  bottom  of  the  front  wall  and  the  top  of  the  brasque  par- 
tition. 

' '  This  arrangement  is  used  when  it  is  desired  to  dip  the 
clean  metal  with  ladles  from  the  fore-hearth,  instead  of 
drawing  it  off  into  tap-basins. 

' '  The  drawings,  figures  476  to  478,  represent  a  sump-fur- 
nace with  an  entirely  open  breast,  in  which  the  slag  passes 
off  immediately  over  the  fore-hearth. 

'*  The  drawings,  figures  479  and  480,  represent  a  sump- 
furnace  with  a  covered  eye,  and  with  a  tap-basin,  into  which 
the  metal  and  matte  are  tapped  from  the  fore-hearth.  This 
furnace  might  be  regarded  as  a  channel-furnace,  by  simply 
considering  the  short  canal,  or  eye,  which  connects  the  sump 
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under  the  shaft  with  the  fore-hearth,  as  a  channel.  But, 
by  means  of  this  short  canal  or  eye,  the  sump  and  the  fore- 
hearth  stand  in  combination  with  each  other  as  a  pair  of 
communicating  tubes  or  vessels  ;  consequently,  it  is  a  sump 
and  not  a  channel-furnace.  The  slag  may  pass  through  the 
covered  eye  into  the  fore-hearth,  or  through  an  open  eye 
above  the  fore-hearth,  the  latter  eye  being  used  exclusively 
for  the  slag. 

''In  smelting  operations,  where  little  or  no  slag  is  pro- 
duced, the  upper  eye  is  dispensed  with  entirely." 

The  following  are  figures  858-860  and  their  scale  from 
Plate  XLI  of  Karsten's  Atlas : 

The  defendants  also  introduced  experts  as  witnesses, 
whose  testimony  tended  to  prove  that,  as  stated  by  one  of 
them : 

"The  furnaces  thus  figured  by  Karsten  are  planned  for 
withdrawing  the  reduced  metal  continuously,  and  as  fast 
as  i)ossible,  from  the  oxidizing  action  of  the  blast  and  the 
intensely  heated  part  of  the  slag.  So  the  metal  is  made  to 
flow  constantly  outward  and  upward  through  the»open  eye 
into  the  fore-hearth,  which  is  made  as  high  as  the  inner 
crucible ;  and  generally,  the  clean  molten  metal  alone  is 
passing  through  this  bottom  eye.  When  much  slag  is 
formed  it  is  run  oflf  separately  by  another  eye  placed  higher 
up ;  when  very  little  slag  is  produced,  it  accumulates  for  a 
long  time  on  the  top  of  the  molten  metal  in  the  inner  cruci- 
ble, and  the  clean  metal  in  the  fore-bay  may  be  partially 
removed  many  times  without  allowing  any  of  the  slag  to 
escape  through  the  eye." 

One  of  the  defendants,  James  Grant,  was  called  to  prove 
that  he  had  constructed  an  experimental  furnace  of  small 
size,  according  to  the  description  and  drawing  of  figure  860 
of  Karsten's  publication,  and  worked  it  successfully.  A 
model  was  exhibited,  the  proportions  and  features  of  which 
,are  shown  in  the  following  drawings : 

A — fforizarUal  section. 
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B — Fore-hearth, 

C—Open  eye. 

E—Slag-exit  made  by  defendants^  vMh  sponl  or>er^ore' 
hearth, 

F— Front  section. 

O — Open  eye. 

H— 'Slag-exit  made  by  dtfendants. 

I—  Vertical  section. 

K— Fore-hearth. 

L — Hidden  eye. 

M—Open  eye. 

N— Tuyeres. 

And  his  testimony  was  supported  by  that  of  others  who 
had  seen  the  furnace  in  operation. 

On  the  other  hand  the  plaintiffs,  in  rebuttal,  called  ex- 
pert witnesses,  who  testified  that  the  plaintiffs'  furnace,  as 
described  in  the  patent,  differed  materially  from  that  de- 
scribed by  Karsten  and  from  the  model  of  the  one  made  by 
the  defendant  Grant,  and  who  pointed  out  in  their  evidence 
the  particulars  in  which  that  difference  consisted,  in  the 
<'onstruction  and  armngement  of  the  furnace,  in  the  princi- 
l)le  of  its  operation  and  in  the  results  produced. 

All  of  the  evidence  on  both  sides  having  been  given,  the 
whole  of  which  is  set  out  in  the  bill  of  exceptions,  the  court, 
having  refused  to  charge  the  jury  as  requested  by  the  plain- 
tiffs, instructed  the  jury  to  return  a  verdict  for  the  defend- 
ants, which  was  done ;  and  to  this  ruling  exception  was 
duly  taken,  and  is  now  assigned  for  error. 

The  judgment  entered  on  the  verdict  rendered  in  favor  of 
the  defendants,  in  pursuance  of  the  direction  of  the  court, 
can  be  maintained  only  on  the  ground,  either  that  the  legal 
identity  of  tlie  furnace  described  by  Karsten  with  that  cov- 
ered by  the  plaintiffs'  patent  was  manifest  as  4  matter  of 
law,  or  that  it  was  established  as  a  matter  of  fact  so  conclu- 
sively by  the  evidence  that  a  verdict  the  other  way  could 
not  be  supported,  within  the  rule  as  stated  in  Randall  r. 
Baltimore  &  Ohio  R.  R.  Co.,  109  U.  S.  478. 
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Clearly  it  was  not  matter  of  law  that  the  specification  of 
the  plaintiflEs'  patent,  and  the  publication  of  Karsten,  taken 
in  connection  with  the  drawings  intended  in  illustration, 
described  the  same  thing.  The  differences  were  obvious  in 
the  arrangement  of  the  parts,  and  the  relation  of  the  basin 
in  one,  and  the  fore-hearth  in  the  other,  to  the  interior  of 
the  furnace,  and  the  mode  of  connecting  the  one  with  the 
other  for  the  purpose  of  drawing  the  metal  from  the  f ur- 
nai'^.  So  that  it  certainly  was  not  a  matter  of  mere  judi- 
cial knowledge  that  these  differences  were  either  not  mate- 
rial in  any  degree  to  the  result  or,  if  material  at  all,  were 
only  such  as  would  not  require  the  exercise  of  the  faculty 
of  invention  but  would  be  suggested  by  the  skill  of  an  ex- 
perienced workman  employed  to  produce  the  best  result  in 
the  application  of  the  well-known  arrangements  of  the  fur- 
nace. It  was  claimed,  on  behalf  of  the  plaintififs,  that  the 
furnace  described  in  the  patent  and  as  used  by  them,  em- 
bodied an  idea  not  contained  in  or  suggested  by  Karsten'  s 
publication.  That  idea  consisted  in  the  employment  of  a 
basin  to  receive  the  molten  metal,  located  at  a  suitable  ele- 
vation above  the  bottom  of  the  furnace,  and  connected 
with  the  interior  of  the  furnace  by  means  of  a  tube,  so 
that,  instead  of  tapping  a  lead  smelting-f  umace  by  with- 
drawing the  molt/en  metal  through  a  tap-hole  near  the  bot- 
tom, it  was  proposed  to  allow  the  metal  to  flow  upward  into 
the  receiving  basin  under  the  operation  of  the  familiar  nat- 
ural law  that  liquids  will  seek  the  same  level  in  communi- 
cating vessels.  The  object  to  be  attained  by  this  arrange- 
ment was  that  clean  metal,  unaccompanied  with  slag  or 
other  impure  products  resulting  from  the  operation  of  smelt- 
ing lead  ores,  should,  after  settling  to  the  bottom  of  the  fur- 
nace, by  reason  of  its  greater  specific  gravity,  ascend  through 
the  connecting  tube,  as  the  mass  of  molten  metal  accumu- 
lates and  rises  within  the  furnace,  into  the  receiving-basin, 
and  be  dipped  thence  with  a  ladle.  It  was  insisted  by  the 
patentees  that  no  such  arrangement  and  combination  were 
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to  be  found  in  Karsten's  publication  or  in  the  furnaces  de- 
picted in  his  figures,  and  that  the  improvement  which  they 
constituted  was  not  the  result  of  mere  mechanical  skill,  but 
sprung  from  a  genuine  effort  of  invention.  And  this  view 
was  supported  by  the  opinion  of  many  experts  skilled  in 
the  art. 

In  our  opinion  this  was  a  question  of  fact  properly  to  he 
left  for  detennination  to  the  jury,  under  suitable  instruc- 
tions from  the  court  upon  the  rules  of  law,  which  should 
guide  them  to  their  verdict.  And  there  was  evidence  upon 
both  sides  of  the  issue  sufficient  to  require  that  it  should  be 
weighed  and  considered  by  the  jury  in  the  determination 
of  the  question ;  and  this  implies  that,  if  it  had  been  sub- 
mitted to  the  jury  and  the  verdict  had  been  for  the  plain- 
tiffs, it  would  not  have  been  the  duty  of  the  court  to  have 
set  it  aside  as  not  8upi)orted  by  sufficient  evidence.  The 
court  erred,  we  think,  in  withdrawing  the  case  from  the 
jury  as  it  did  by  directing  a  verdict  for  the  defendants. 

If^or  this  error  the  Jvdgment  is  reversed^  and  the  cause 
remanded^  with  directions  to  grant  a  new  trial ;  and  it  is 
so  ordered. 
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Particular  patent.    Absence  of  invention.     New  use.     Defences  t^t 

infringeme^it,     "  New  "  J?.  S,  sec,  4S86, 

1.  Claim  2  of  reissued  letters  patent,  No.  9,094,  G.  Gardner,  Feb- 

ruary 24,  1880,  (original  No.  127,045,  May  21,  1872,)  Chair 
Seat  for  *'  A  chair  seat  made  of  laminae  of  wood  glued  to- 
gether with  the  grains  in  one  layer  crossing  those  of  the  next, 
concave  on  the  upper  surface,  convex  on  the  lower  surface  and 
perforated,  as  a  new  article  of  manufacture  substantially,  <fcc." 
construed  and  held,  in  view  of  the  fact  that  the  mode  of  con- 
struction of  the  article  claimed,  the  material  employed,  the  form 
after  construction,  and  the  purpose  for  which  it  was  to  be  used 
had  been  described  separately  in  earlier  patents,  although  the 
article  itself  had  never  been  described  in  any  single  patent, 
and  to  that  extent  was  novel  and  was  of  great  utility,  that  it 
<lid  not  require  invention  to  produce  it. 

The  statement  of  a  new  use  that  the  chair  seat  was  an  indepen- 
dent article,  formed  and  shaped  as  described,  not  found  in  the 
original  patent,  but  imported  into  the  reissue  obtained  after 
unreasonable  delay,  held,  not  to  confer  validity  to  the  claim 
whose  patentability  rested  upon  such  new  use.     (p.  381.) 

2.  Defences  of  suits  for  infringement  are  not  limited  to  those  enu- 

merated in  section  4920,  Revised  Statutes,  but  embrace  all  vio- 
lations of  statute  in  the  granting  of  a  patent,  such  violations 
raising  questions  of  law,  the  decision  of  the  Commissioner 
upon  them  is  not  binding  upon  the  courts,  (p.  384.) 
:j.  The  word  "  new  "  in  section  4886,  Revised  Statutes,  means  new 
to  the  extent  of  requiring  the  exercise  of  the  inventive  faculty, 
(p.  384.) 

♦See  Explanation  of  Notes,  page  III. 
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[Citations  in  the  opinion  of  the  court :] 

Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &  £ng.  322.]  p.  3H4. 
Thompson  v.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549.]     p.  :)84. 
Yale  Lock  Mnfg.  Go.  v.  Greenleaf,  117  U.  8.  554  [p.  303  anU.]    p.  385. 
Baxby  v.  Gloucester  Waggon  Co.,  7  Q.  B.  Di^.  305.     p.  386. 
Penn.  R.  R.  Ck>.  v.  Locomotive  Truck  Co.,  110  U.  8.  490  [15  Am.  &  Eng. 
148.]     p.  387. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Mr.  Edward  N.  Dicker son^  for  appellants  : 

As  soon  as  the  invention  was  made  its  value  was  at  once 
i-ecognized  by  the  trade,  and  it  went  into  rapid  and  enor- 
mous use,  because,  it  is  the  cheapest  seat  and  the  strongest 
and  most  durable ;  it  is  the  only  seat  that  can  be  applied  to 
different  chair-seat  frames ;  it  is  the  only  seat  capable  of 
being  sold  separate  from  chair-seat  frames  ;  it  is  the  only 
seat  that  can  be  applied  to  chair-seat  frames  by  unskilled 
labor. 

The  principles  of  law  which  govern  the  new  application  of 
an  old  material  to  an  old  use,  are  well  enough  settled  ;  al- 
though there  has  been  some  confusion  in  the  decisions,  aris- 
ing from  a  very  singular  misapprehension  of  the  case  of 
Hotchkiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240,] 
which  has  been  often  supposed  to  have  decided  that  it  was 
not  patentable  to  substitute  porcelain  as  a  door  knob  for 
metal  or  wood.  That  case  decided  no  such  thing.  On  the 
contrary  it  admitted  the  patentability  of  such  a  substitu- 
tion, which  was  a  very  valuable  invention.  The  point  de- 
cided was  that  it  was  not  patentable  to  fasten  the  shank 
into  a  knob  made  of  porceliiin  by  the  same  means  and  in 
the  same  manner  that  had  been  used  in  fastening  the  shank 
into  metal  or  wooden  knobs  :  and  the  court  below  submitted 
it  to  the  jury  whether  there  was  any  difference  in  the  two 
methods  of  fastening  the  shank  to  the  knob. 

Smith  V,  Goodyear,  93  U.  S.  496  [11  Am.  &  Eng.  1,]  states 
the  law  correctly ;  which  is  that  where  a  decidedly  im- 
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proved  result  follows  from  the  substitution  of  one  material 
for  another,  that  constitutes  patentability.  See  also,  Hicks 
0.  Kelsey,  18  Wall  670  [9  Am.  &  Eng.  150.] 

The  court  erred  in  deciding  that  the  new  article  of  manu- 
facture, specified  and  claimed  in  the  present  reissue,  which 
is  possessed  of  great  practical  value  and  utility,  is  not  pat- 
entable, in  view  of  a  number  of  other  attempts  to  make  a 
valuable  and  useful  chair  seat  which  have  failed,  some  of 
which  contained  some  of  the  elements  contained  in  the  pat- 
ented chair  seat,  but  none  of  which  contained  them  all. 

Mr,  James  P,  Foster^  for  appellees  : 

On  the  question  of  the  patentability  of  the  complainants^ 
structure,  cited  : 

Aggregation  of  old  elements — no  new  product — unpaten- 
table. 

Wilson  Packing  Co.  v.  Chicago  Pack.  &Prov.  Co.,  106  U.  S. 
566  [14  Am.  &  Eng.  49 ;]  Thatcher  Heating  Co.  n.  Burtis,  12 
Fed.  Rep.  569;  Reckendorf er  v.  Faber,  92  U.  S.  867  [10  Am.  & 
Eng.  373.]  See  12  Fed.  Rep.  727;  Hayes  z>.  Seton,  12  Fed.  Rep. 
120  ;  The  Packing  Co.  Cases,  13  Fed.  Rep.  304,  decided  May 
8, 1882;  Perfection  Window  Cleaner  Co.  v.  Bosley,  2  Fed. 
Rep.  574  ;  Sawyer  v.  Bixby,  9  Blatch.  361 ;  Double  Pointed 
Tack  Co.  V,  Two  Rivers  Mnfg.  Co.,  3  Fed.  Rep.  26 ;  Wil- 
liams V,  Rome,  W.  &  O.  R.  R.  Co.,  15  Blatch.  200 ;  Hailes 
V.  Van  Wormer,  5  Off.  Gaz.  89  [9  Am.  &  Eng.  340.] 

Elements  must  co-operate. 

Doubleday  v.  Roess,  11  Fed.  Rep.  737 ;  Pickering  v. 
McCullough,  21  Off.  Gaz.  75  [13  Am.  &  Eng.  238.] 

Old  material  and  form.     No  new  functions. 

Wallace  o.  Noyes,  13  Fed.  Rep.  172. 

No  novelty  where  process  is  a  single  one,  and  there  is  no 
succession. 

Wallace  v.  Noyes,  13  Fed.  Rep.  180. 

• '  No  combined  patentable  result. ' ' 

Perry  v.  Co-op.  Foundry  Co.,  12  Fed.  Rep.  436. 

Piece  of  India  rubber  with  a  hole  in  it.  No  one  could 
lack  skill  to  make  the  hole. 
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Rubber  Tip  Pencil  Co.  v.  Howard,  9  Blatch.  490. 

Hole  for  light  in  fare  box.     Anyone  could  make  it. 

Slawson  v.  Grand  St.  P.  P.  &  F.  R.  R.  Co.,  4  Fed.  Rep. 
581. 

Air  spaces  and  nail  holes  in  corrugated  iron.  No  inven- 
tion to  make  larger  or  different  shape.  Might  work  well, 
but  anyone  could  make  it. 

Belt  V,  Crittenden,  2  Fed.  Rep.  82. 

Change  caused  simply  by  difference  in  material. 

Albright  V.  Celluloid  Harness  Tr.  Co.,  12  Off.  Gaz.  227. 

Reduction  of  size  of  old  device  for  new  use  is  no  inven- 
tion. 

Double  Pointed  Tack  Co.  v.  Two  Rivers  Mnfg.  Co.,  3  Fed. 
Rep.  31. 

"  Substantially  same  article." 

Griffiths  V.  Holmes,  8  Fed.  Rep.  154 ;  Kerosene  Lamp 
Heater  Co.  v.  Little,  3  Ban.  &  Ard.  312 ;  Dunbar  v.  Albert 
Field  Tack  Co.,  4  Fed.  Rep.  543. 

"Mechanical  skill  is  one  thing;  invention  is  another 
thing.  Perfection  of  workmanship,  however  much  it  may 
increase  the  convenience,  extend  the  use,  or  diminish  ex- 
pense, is  not  patentable." 

Reckendorfer  v.  Faber,  swpra. 

''Ordinary  mechanical  adaptation,  nothing  'more,'  is  not 
patentable."- 

Mahn  «.  Harwood,  3  Ban.  &  Ard.  515. 

Used  flesh  instead  of  grain  side  of  leather.     No  invention. 

Brummitt  v,  Howard,  3  Fed.  Rep.  801. 

Sheet  metal  instead  of  papier -macM^  no  invention. 

Ingersoll  v.  Turner,  12  Off.  Gaz.  189. 

Need  not  be  practically  useful  apart  from  other  known 
instrumentalities.  Test  is  not  "  whether  in  present  state  of 
the  art  his  (patentee's)  invention  (without  improvement) 
would  be  deemed  of  any  value,  or  be  salable  for  use." 

AVheeler  2?.  Clipper  Mower  &  Reaper  Co.,  10  Blatch.  181. 

Failure  to  attract  attention  is  no  proof  invention  is  not 
complete  and  valuable. 
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Crandall  «.  Richardson,  8  Fed.  Rep.  808. 
Great  sales,  no  proof  of  invention. 
Crandall  v.  Richardson,  supra. 

Mr.  Justice  Blatohford  delivered  the  opinion  of  the 
couil; : 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York, 
by  William  Gardner,  Oliver  L.  Gardner  and  Jane  E.  Gard- 
ner against  Martin  Herz  and  John  K.  Mayo,  for  the  in- 
fringement of  reissued  letters  patent,  No.  9,094,  granted  to 
the  plaintiffs,  February  24th,  1880,  for  an  improvement  in 
chair-seats,  (the  original  patent,  No.  127,045,  having  been 
granted  to  George  Gardner  and  Gardner  &  Gardner,  as  as- 
signees of  George  Gardner,  as  inventor,  May  21st,  1872,  and 
having  been  reissued  as  No.  7,203,  to  George  Gardner,  Wil- 
liam Gardner,  and  Jane  E.  GJardner,  July  4th,  1876.)  The 
application  for  the  first  reissue  was  filed  April  8th,  1876,  and 
that  for  the  second,  October  31st,  1879.  The  drawings  an- 
nexed to  the  original  patent  and  each  of  the  reissues  were 
substantially  the  same.  Those  of  the  second  reissue  were 
as  follows : 

The  specification  and  claim  of  the  original  patent  were  in 
these  words : 

''Figure  1  is  a  plan  view,  partly  in  section,  the  section 
showing  the  middle  layer  of  veneer.  Fig.  2  is  a  longitudinal 
section,  taken  on  the  line  a?  rr  of  Fig.  1 .  Similar  letters  of 
reference  refer  to  like  parts  in  both  of  the  figures. 

This  invention  relates  to  chair-seats  ;  and  it  consists  in 
constructing  a  seat  out  of  veneers  of  wood,  with  the  grain 
running  across  each  other  and  glued  together. 

I  have  shown,  in  the  drawing  accompanying  this  specifi- 
cation, three  layers  of  veneers,  they  being  represented  by 
the  lett^ers  ABC.  The  grain  of  veneer  A  crosses  that  of 
veneer  B,  as  shown  in  section  in  Fig.  1,  and  the  grain  of 
veneer  B  crosses  that  of  veneer  C,  as  seen  in  Fig.  2.  Ye- 
ns U.S.  181-18». 


a.  OAEDKEB, 
Oh&ir-Se&t. 

RalMU*d  Feb.  24, 1880. 
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neers  when  thus  arranged,  that  is  to  say,  with  the  grain  run- 
ning in  diverse  directions,  will  make  a  seat  which,  for 
economy  and  durability,  will  be  found  to  be  a  very  useful 
improvement.  The  seats  may  be  left  solid,  or  perforated 
after  some  design  agreeable  to  the  fancy  of  the  one  having 
them  made.  A  slightly  concave  configuration  may  be  given 
to  the  seat,  as  shown  in  Fig.  2. 

Seats  thus  made  do  not  cost  as  much  as  those  that  are 
made  of  cane,  and  are  better  by  far  in  point  of  durability. 

The  veneers  rest  upon  a  shoulder,  /,  of  a  frame,  F.  which 
surrounds  them. 

Having  thus  described  my  invention,  what  I  claim  and  de- 
sire to  secure  by  letters  patent  is : 

As  a  new  article  of  manufacture,  a  chair  seat  constructed 
of  veneers  of  wood  with  the  grain  running  crosswise  of  each 
other  and  glued  together,  all  substantially  as  set  forth,  and 
for  the  purpose  specified." 

The  specification  and  claims  of  the  first  reissue  were  in 
these  words : 

"  Figure  1  is  a  plan  view,  partly  in  section,  of  my  im- 
proved seat,  the  section  showing  the  middle  layer  of  veneer. 
Fig.  2  is  a  view  of  my  improved  seat  for  chairs,  settees,  etc. , 
this  figure  showing  a  longitudinal  section  of  the  seat,  taken 
on  the  line  x  xoi  Fig.  1.  Similar  letters  of  reference  refer 
to  like  parts  in  both  of  the  figures. 

This  invention  relates  to  bottoms  for  seats,  and  consists 
in  constructing  the  said  seats  of  two  or  more  veneers  of 
wood,  with  the  grains  crossing  each  other,  the  said  veneers 
of  wood  being  glued  together  by  an  adhesive  substance. 

I  have  shown  in  the  drawing  accompanying  this  specifica- 
tion three  layers  of  veneer,  applied  to  the  construction  of 
and  forming  a  seat  for  chairs.  These  layers  of  veneer  are 
represented  by  the  letters  A,  B,  and  C.  The  grain  of  veneer 
A  crosses  that  of  veneer  B,  as  shown  in  section  in  Fig.  1 , 
and  the  grain  of  veneer  B  crosses  that  of  veneer  C,  as  seen 
in  Fig.  2.     Veneers,  when  thus  ^  arranged,  that  is  to  say, 
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with  the  grains  crossing  each  other,  or  diversified,  will  make 
a  seat  which,  for  durability  and  economy,  will  be  found- to 
be  a  very  useful  improvement.  I  make  the  seat  either  solid, 
or  perforated  as  shown  in  Fig.  1.  A  slight  concave  config- 
uration may  be  given  to  the  seat. 

The  perforated  seats  are  made  by  boring  a  round  hole  of 
any  design  desired  ;  and  they  may  be  bored  either  by  hand 
or  by  machinery  adapted  for  the  purpose.  The  perforateil 
seats  are  desirable,  as  they  are  ventilated  and  ornamental. 

I  have  especially  shown  and  described  my  improved  seat 
for  chairs.  The  veneers  of  which  this  seat  is  constructed 
rest  upon  a  shoulder,/,  of  a  frame,  F,  which  surrounds 
them,  as  shown  in  Fig.  2  of  the  drawing.  The  veneers,  with 
the  grains  crossed  or  diversified  and  glued  together,  become 
homogeneous,  thus  making  a  solid  piece  of  wood,  from 
which  I  make  the  bottom  of  the  seat,  which,  when  i)erfor- 
ated  and  varnished,  is  ready  for  the  market. 

Veneers,  when  thus  arranged,  that  is  to  say,  with  the 
grain  running  crosswise  or  in  diverse  directions,  will  make 
a  bottom  for  a  seat  which,  for  economy  and  durability,  will 
be  found  to  be  a  very  useful  improvement.  The  bottoms 
thus  made  may  be  left  solid,  or  perforated  after  some  design 
agreeable  to  the  fancy  of  the  one  having  them  made.  A 
slightly  concave  configuration  may  be  given  to  the  bottom, 
as  shown  in  Fig.  2,  which  greatly  adds  to  the  comfort  of  the 
party  using  it.  The  bottom  thus  made  is  secured  to  a 
frame,  F,  which  surrounds  it,  and  through  the  latter  is 
secured  to  the  seat-frame  K. 

Having  thus  described  my  invention,  what  I  claim  is : 

1.  As  a  new  article  of  manufacture,  a  bottom  for  a  seat, 
constructed  of  two  or  more  veneers  of  thin  layers  of  wood, 
with  the  grain  of  the  one  layer  crossing  that  of  the  other, 
and  the  whole  secured  together  with  an  adhesive  substance, 
substantially  as  set  forth. 

2.  As  a  new  article  of  manufacture,  a  bottom  for  a  seat- 
frame,  constructed  of  two  or  more  veneers  or  thin  layers  of 
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wood,  with  the  grain  of  the  one  layer  crossing  that  of  the 
other,  said  layers  being  secured  together  by  an  adhesive 
substance,  and  having  perforations  formed  therein  for  the 
purpose  of  ventilation  or  ornamentation,  substantially  as  set 
forth. 

H.  The*  combination  of  a  seat-bottom,  constructed  of  two 
or  more  veneers  or  thin  layers  o|  wood,  with  the  grain  of 
the  one  layer  crossing  that  of  the  other,  and  the  whole  se- 
cured together  by  an  adhesive  substance,  with  the  frame 
of  the  seat,  substantially  as  set  forth. 

4.  The  combination  of  a  seat-bottom,  constructed  of  two 
or  more  veneers  of  thin  layers  of  wood,  the  grain  of  the  one 
layer  crossing  that  of  the  other,  and  the  whole  secured  to- 
gether by  an  adhesive  substance,  and  provided  with  per- 
forations  for  the  purpose  of  ventilation  or  ornamentation, 
with  the  frame  of  a  seat,  substantially  as  set  forth. 

5.  As  a  new  article  of  manufacture,  a  wooden  bottom  for 
seats,  provided  with  i)erforations  for  the  purpose  of  venti- 
lation or  ornamentation. 

6.  As  a  new  article  of  manufacture,  a  seat-bottom  con- 
structed of  two  or  more  veneers  or  thin  layers  of  wood,  the 
grain  of  the  one  layer  crossing  that  of  the  other,  and  se- 
cured together  by  an  adhesive  substance,  said  bottom  thus 
formed  having  a  curved  or  concave  configuration  on  its  up- 
per side,  substantially  as  set  forth." 

The  specification  and  claims  of  the  second  reissue  were  in 
these  words : 

' '  The  state  of  the  art  in  relation  to  devices  having  a  simi- 
larity to  my  invention  may  be  set  forth  as  follows :  In  let- 
ters patent.  No.  16,562,  granted"  to  John  H.  Belter,  "Au- 
gust 19,  1856,  a  bedstead  is  described  made  of  veneers  glued 
together,  with  the  grains  crossing ;  and  in  such  patent  there 
is  a  statement  that  veneers  crossing  and  glued  together  had 
been  used  for  combining  strength  and  lightness.  In  letters 
patent.  No.  19,406,"  granted  to  John  H.  Belter,  "February 
23,  1858,  chairs  and  other  articles  of  furniture  are  described 
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as  made  of  layers  of  wood  or  veneers  crossing  each  other, 
glued  together,  and  pressed  to  shape.  In  letters  patent, 
No.  40,5(j9,  granted  November  3,  1863,  boxes  are  described 
as  made  of  veneers  or  layers  of  wood  crossing  each  other 
and  glued  together.  In  letters  patent.  No.  23,235,  granted '' 
to  Zebulon  B.  Bellows,  ''March  15,  1859,  a  chair-bottom  is 
described  as  made  of  a  piece  of  board  softened  by  steam 
and  pressed  up  to  shape  in  molds.  In  letters  patent,  No. 
110,096,  December  13,  1870,  a  barrel  is  described  of  laminie 
of  wood  with  the  grain  crossing  and  glued  together.  Sheet 
metal  perforated  to  form  chair-bottoms  is  set  forth  in  A.  S. 
Smith's  patent,  reissued"  to  Isaac  P.  Tice,  "June  27, 1865. 
Chair-seats  of  enameled  hard  rubber  and  gutta-percha  per- 
forated are  set  forth  in  letters  patent.  No.  54,863,"  granted 
to  J.  W.  Cochran,  ''May  7,  1866.  Letters  patent.  No. 
51,736,  granted  December  26,  1865,  to  J.  K.  Mayo,  sets 
forth  numerous  articles  made  of  laminae  of  wood  ;  and  in  a 
subsequent  reissue,  dated  August  18,  1868,  mention  is  made 
of  a  chair-seat,  but  the  same  was  neither  concave  nor  per- 
forated. 

My  invention,  as  distinguished  from  the  foregoing,  relates 
to  a  new  article  of  manufacture,  consisting  of  a  chair-seat 
made  of  veneers  of  wood,*  with  the  grains  of  one  veneer 
crossing  the  other  and  glued  together,  and  having  a  con- 
cave or  dishing  form,  and  perforated. 

From  the  foregoing  it  will  be  apparent  that  I  do  not  lay 
any  claim  to  the  veneers  crossing  each  other  and  glued  to- 
gether, as  these  have  been  used  for  various  purposes,  and 
even  for  furniture,  and  have  become  public  property. 
Neither  do  I  claim  the  pressing  of  a  chair  seat  into  a  con- 
cave form  by  dies.  Neither  do  I  claim  a  perforated  seat, 
as  sheet  metal  has  been  employed ;  but  it  is  cold  to  the 
person,  and  liable  to  break  and  to  catch  the  clothing. 
Neither  do  I  claim  a  single  layer  of  such  material  as  hard 
rubber  or  gutta-percha  perforated.  This  is  so  expensive  as 
not  to  be  adapted  to  general  use. 
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My  chair-seat  is  a  new  article,  i)ossessii]g  great  strength 
and  durability.  It  is  very  light  and  cheap.  It  forms  an 
agreeable  seat.  It  is  not  hot  in  summer  or  cold  in  winter. 
The  perforations  give  the  wood  a  handsome  appearance  and 
affoi'd  the  required  ventilation  ;  and  the  seat  is  adapted  to 
be  secured  to  any  chair  frame,  as  it  is  easily  cut  and  fitted 
to  the  same,  and  the  cost  of  these  seats  is  less  than  those 
made  of  cane,  and  they  are  much  more  durable. 

In  the  drawings,  Figure  1  is  a  plan,  with  the  upper  layer 
of  veneer  partially  removed.  Fig.  2  is  a  vertical  section  of 
the  chair  and  seat. 

I  have  shown  three  layers  of  veneers,  A,  B,  C.  The  grain 
of  the  veneer  A  crosses  that  of  the  veneer  B,  and  the  grain 
of  the  veneer  B  crosses  that  of  the  veneer  C,  and  these  are 
cemented  together  by  suitable  adhesive  substance,  such  as 
glue. 

The  seat  is  of  a  concave  or  dishing  form,  so  as  to  be  bet- 
ter adapted  to  the  shape  of  the  person,  and  the  under  side 
of  the  seat  is  convex. 

The  perforations  through  the  seat  are  to  be  arranged  to 
produce  any  design  that  may  be  agreeable  to  the  fancy  of 
the  person  making  or  using  the  chair.  These  perforations 
make  the  seat  light,  and  also  ventilate  the  same. 

The  edges  of  the  seat  rest  upon  and  are  secured  to  the 
chair-frame ;  and  in  Fig.  2  the  frame  is  rabbeted  to  form 
shoulders/,  upon  which  the  edges  of  the  seat  rest. 

I  claim  as  mv  invention — 

1.  As  a  new  article  of  manufacture,  a  chair-seat  formed 
of  laminae  of  wood  with  the  grain  crossed,  glued  together, 
and  concave  on  the  upper  surface  and  convex  on  the  lower 
surface,  adapted  to  a  chair-frame,  substantially  as  set  forth. 

2.  A  chair-seat  made  of  laminae  of  wood  glued  together, 
with  the  grains  in  one  layer  crossing  those  of  the  next,  con- 
cave on  the  upper  surface,  convex  on  the  lower  surf  ace,  and 
perforated,  as  a  new  article  of  manufacture,  substantially 
as  set  forth.'' 
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While  the  first  reissue  was  in  life  the  owners  of  it  brought 
a  suit  in  equity  against  the  present  defendants,  in  the  same 
court,  alleging  infringement  of  the  first  five  claims  of  the 
first  reissue.  An  application  being  made  for  a  preliminar}' 
injunction  it  was  denied,  in  May,  1879.  16  Blatchford,  303. 
The  patent  of  December,  1865,  to  the  defendant  Mayo,  and 
division  E  of  its  reissue  of  August  18th,  1868  (both  of  them 
mentioned  in  Gkirdner's  second  reissue, J  being  put  in  evi- 
dence, it  was  held  that  what  was  claimed  in  the  first  claim  of 
Gardner's  first  reissue  was  described  in  the  two  Mayo  pat- 
ents, both  of  which  were  reissued  prior  to  Gardner's  origi- 
nal x)atent.  This  related  to  the  veneers,  with  crossing  grains, 
glued  together,  of  the  first  four  claims  of  Gardner's  first  re- 
issue. As  to  the  perforations  of  the  second,  fourth,  and 
fifth  claims  of  that  reissue,  the  Tice  reissue  of  June  27th, 
1865,  and  the  Cochran  patent  of  May  22d,  1866  (both  of 
them  mentioned  in  Gardner's  second  reissue,)  were  put  in 
evidence,  and  it  was  held  that  they  showed  a  chair-seat  of 
perforated  sheet  metal,  and  one  of  i)erfonited  enameled 
India-rubber  or  gutta-percha,  containing  every  feature  of 
ventilation  and  ornamentation,  resulting  from  perforations, 
which  Gardner' s  perforated  chair-seat  exhibited  ;  and  that, 
in  view  of  those  prior  i)erforated  seats,  there  was  no  pat- 
entable novelty  in  perforating  a  wooden  bottom.  The  con- 
clusion of  the  court  was  that  there  was  nothing  new  or  pat- 
entable in  the  first  five  claims  of  Gardner's  first  reissue,  in 
view  of  the  patents  referred  to.  It  was  not  claimed  that 
the  sixth  claim  of  that  reissue  had  been  infringed.  The  de- 
fendants' seat-bottom  involved  in  that  case  was  made  of  two 
or  more  veneers  or  thin  layers  of  wood,  with  the  grain  of 
the  one  layer  crossing  that  of  the  other,  and  the  whole  se- 
cured together  with  an  adhesive  substance  ;  and  there  wert> 
slots  or  slits  cut  through  the  seat,  as  long  as  the  length  of 
the  seat-bottom  from  front  to  rear,  leaving  longitudinal  holes 
of  that  length,  and  thus  forming  ribs  or  slats,  the  effect  of 
which  was  to  make  the  seat-bottom  yielding  and  elastic. 
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A  little  over  five  months  after  this  decision  was  made, 
the  second  reissue  was  applied  for,  and  about  four  months^ 
after  it  was  granted  this  suit  was  brought.  The  answer  at- 
tacks the  novelty  and  patentability  of  the  invention  and  the 
validity  of  both  reissues.  After  issue,  proofs  were  taken, 
and  in  June,  1882,  the  Circuit  Court  rendered  a  decision, 
dismissing  the  bill  (20  Blatch.  638,)  and  from  the  decree 
to  that  eflFect  the  plaintiffs  have  appealed. 

The  second  claim  is  the  only  one  in  question.  It  will  be 
well  here  to  repeat  it:  '*2.  A  chair-seat  made  of  laminse 
of  wood  glued  together,  with  the  grains  in  one  layer  cross- 
ing those  of  the  next,  concave  on  the  upper  surface,  convex 
on  the  lower  surface,  and  perforated,  as  a  new  article  of 
manufacture,  substantially  as  set  forth."  The  defendants 
made  and  sold  such  chair-seats. 

Eef erring  to  the  decision  as  to  the  first  reissue,  to  the  ef- 
fect that  veneers,  with  the  grains  of  the  successive  layers 
crossed  and  cemented  together,  adapted  for  the  construc- 
tion of  chairs  and  settees,  were  shown  in  the  two  Mayo  pat- 
ents, and  that  the  Mayo  reissue,  division  E,  described  the 
shaping  of  the  material,  when  made  pliable,  by  compres- 
sion in  a  matrix  or  on  formers,  and  that  the  Tice  and  Coch- 
ran patents  showed  perforated  chair-seats  of  metal  and 
gutta-percha,  the  Circuit  Court  held,  in  this  case,  that  the 
only  question  open,  as  to  the  second  reissue,  was  whether 
the  concavity  of  form,  made  an  element  of  the  second  claim 
of  that  reissue,  would  support  the  patent.  Concurring,  as 
we  do,  in  the  views  and  conclusions  of  the^court,  and  find- 
ing them  well  expressed  in  its  opinion,  we  repeat  them 
here : 

'*  Chair-bottoms  made  of  board  and  softened  by  steam  and 
pressed  to  a  concave  shape  in  a  mold,  so  that  the  form  of 
the  seat  will  conform  to  the  shape  of  the  person  who  may 
occupy  it,  are  shown  in  the  letters  patent  issued  to  Z.  B. 
Bellows,  bearing  date  March  15th,  1859.  So,  also,  the  con- 
cave or  dishing  form  of  chair-seats  had  been  adopted  long 
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before  Gardner' s  patent,  in  ordinary  chair-seats.  In  the 
specification  of  the  present  reissue  the  inventor  states  that 
he  does  not  lay  any  claim  to  the  veneers  crossing  each  other 
.and  glued  together,  as  these  have  been  used  for  various  pur- 
poses and  have  become  public  property,  and  that  he  does 
not  claim  the  pressing  of  a  chair-seat  into  the  concave  form 
by  dies. 

If  there  was  no  patentable  novelty  in  using  the  perfora- 
tions of  the  metal  or  gutta-percha  chair-seats  in  the  veneer 
seat  by  Gai-dner,  neither  can  there  seem  to  be  any  in  em- 
ploying a  well-known  form  of  chair-seat  in  his  veneer  seat. 
As  it  had  been  pointed  out  by  Mayo  that  the  material  used 
is  pliable  and  can  be  pressed  into  any  desired  form,  and  as 
the  reissue  disclaims  the  pressing  of  a  chair-seat  into  a  con  • 
<!ave  form,  and  as  chair-seats  had  been  so  formed,  it  is  dif- 
ficult to  see  how  there  was  any  invention  in  Gardner's  chair- 
seat.  Qurdner  merely  applied  a  process  that  was  old  to  a 
material  that  was  old,  to  obtain  an  old  form.  Considered 
as  a  combination,  it  is  hardly  possible  to  believe  that  the 
I)erforations  or  the  concavity  performed  any  new  functions 
in  the  Ghirdner  seat.  An  ingenious  feature  has  been  pre- 
sented, to  the  effect  that  the  perforations  and  concavity  co- 
operate, in  Gardner' s  seat,  to  prevent  warping  and  curling 
of  the  material  used.  If  this  is  true,  the  same  elements 
were  combined  in  the  Baillie  chair-back  and  performed  there 
the  same  functions  they  performed  in  the  Gardner  seat.  It 
may  be  that  the  Gardner  seat  is  mechanically  a  better  seat 
than  any  which,  preceded  it,  but  his  improvement  is  not  a 
patentable  one. 

It  is  strenuously  insisted  that  the  popularity  and  success 
tichieved  by  the  Gardner  seat,  beyond  those  of  his  prede- 
cessors, affords  cogent  evidence  both  of  the  utility  and  pat- 
entable novelty  of  his  invention.  The  answer  to  this  argu- 
ment is  that  the  success  of  his  seat  is  probably  due  to  a  fea- 
ture which  is  not  suggested  in  the  original  patent ;  that  is, 
its  adaptability  for  use  by  unskilled  workmen.     His  seats, 
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as  now  made,  can  be  fitted  without  mechanical  skill  to  a 
bottomless  chair,  and  are  largely  used  to  repair  chairs  in 
which  the  original  seats  have  been  worn  out,  and  can  be  so 
used  without  any  special  skill.  They  are,  also,  largely 
sold  to  chair  manufacturers,  because  they  can  be  easily 
adapted  to  chairs  of  different  sizes  and  seats  of  different 
forms.  But  the  chair-seat  described  in  Gardner's  original 
patent,  and  shown  in  the  drawings,  did  not  practically  pos- 
sess this  characteristic  of  adaptability,  but  was  a  frame- 
seat,  which  could  only  be  fitted  to  a  chair  by  a  skilled  la- 
borer. Such  a  chair-seat  would  fail  to  meet  the  peculiar 
want  which  the  present  chair-seat  supplies.  Considered  as 
a,  new  article  of  manufacture,  if  the  complainant's  chair- 
jseat  has  no  frame,  and  its  novelty  and  utility  consist  in  its 
adaptability  to  be  sold  separate  from  the  frame,  and  to  be 
readily  applied  by  any  person  to  any  chair,  then  the  reissue 
is  for  a  different  invention  from  that  disclosed  in  the  origi- 
nal patent. 

In  conclusion,  in  view  of  the  former  decision  of  this  court, 
the  complainant  can  only  succeed  upon  the  theory  that,  by 
imparting  a  concave  form  to  his  chair-seat,  he  has  imparted 
43uflBicient  patentable  novelty  to  his  article  to  sustain  a  pat- 
ent ;  and  this,  when  such  a  form  of  chair-seat  was  old,  the 
material  used  was  old,  and  the  method  of  imparting  the 
form  to  the  material  was  old.    This  theory  cannot  stand." 

On  the  argument  of  the  appeal  the  following  considerations 
were  strongly  urged,  as  grounds  for  reversing  the  decree :  An 
article  of  manufacture  is  patentable  under  section  4886  of 
the  Revised  Statutes,  if  it  is  new  and  useful.  This  chair- 
seat  was  new  and  useful.  There  did  not  exist  before,  as  an 
article  of  manufacture,  a  chair-seat  composed  of  laminse  of 
wood,  with  the  grains  crossed  and  glued  together,  molded 
to  be  concave,  and  i)erforated.  The  statute  makes  novelty 
and  utility  the  only  test  of  patentability.  In  a  suit  for  in- 
fringement, the  decision  of  the  Commissioner  of  Patents  is 
final,  as  to  matters  involved  in  granting  a  patent,  except  as 
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to  the  questions  specifically  enumerated  as  defences  in  the 
five  subdivisions  of  section  4920  of  the  Revised  Statutes. 
Unless  substantially  the  same  thing  existed  before,  the  ar- 
ticle, if  useful,  is  new  and  jyatentable.  The  declBion  of  the 
Commissioner  of  Patents  to  that  effect  is  not  reviewable  in 
a  suit  on  the  patent. 

It  is  a  sufficient  answer  to  these  suggestions  to  say  that 
the  questions  presented  are  not  op^ji  ones  in  this  coxul;. 

In  Mahn  «.  Harwood,  112  U.  S.  354,  368  [15  Am.  & 
Eng.  322,]  it  was  said:  "The  statutory  defences  are 
not  the  only  defences  which  may  be  made  against  a 
patent.  Where  it  is  evident  that  the  Commissioner,  under 
a  misconception  of  the  law,  has  exceeded  his  authority 
in  granting  or  reissuing  a  patent,  there  is  no  sound  prin- 
ciple to  prevent  a  party  sued  for  its  infringement  from 
availing  himself  of  the  illegality,  independent  of  any 
statutory  permission  so  to  do.  *  *  *  In  cases 
of  patents  for  inventions,  a  valid  defence  not  given  by 
the  statute  often  arises  where  the  question  is  whether  the 
thing  patented  amounts  to  a  patentable  invention.  This 
being  a  question  of  law  the  Courts  are  not  bound  by  the  de- 
cision of  the  Commissioner,  although  he  must  necessarily 
pass  upon  it."  Several  cases  in  this  court  were  there  cited 
to  this  effect. 

On  the  other  point  presented  it  was  said,  in  Thompson  v. 
Boisselier,  114  U.  S.  1,  11  [15  Am.  &  Eng.  649,]  that, 
under  article  1,  section  8,  subdivision  8  of  the  Constitu- 
tion, a  patentee  ' '  must  be  an  inventor  and  he  must  have 
made  a  discovery;"  that  "the  statute  has  always  carried 
out  this  idea,"  referring  to  §  6  of  the  Act  of  July  4th, 
1836,  5  Stat.  119,  and  §  24  of  the  Act  of  July  8th,  1870, 
16  Stat.  201,  and  §  4886  of  the  Revised  Statutes;  that 
' '  it  is  not  enough  that  a  thing  shall  be  new,  in  the  sense 
that, in  the  shape  or  form  in  which  it  is  produced,  it  shall 
not  have  been  before  known,  and  that  it  shall  be  use- 
ful, but  it  must,  under  the  Constitution  and  the  statute, 
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amount  to  an  invention  or  discovery."  A  large  number  of 
cases  in  this  court  were  there  referred  to,  and  one  especially 
where  the  thing  claimed  was  new,  '^  in  the  sense  that  it  had 
not  been  anticipated  by  any  previous  invention,  and  it  was 
shown  to  have  superior  utility  ;  yet  it  was  held  not  to  be 
such  an  improvement  as  was  entitled  to  be  regarded  in  the 
patent  law  as  an  invention."  A  case  to  the  same  effect  at 
this  term  is  Yale  Lock  Mfg.  Co.  o.  Greenleaf,  117  U.  S.  654 
[p.  303  ante.] 

It  is  strongly  urged  that  Gkirdner's  seat  is  cheap,  strong, 
durable,  can  be  applied  to  different  chair-seat  frames,  can 
be  sold  separate  from  chair-seat  frames,  and  can  be  applied 
to  chair-seat  frames  by  unskilled  labor ;  and  that,  therefore, 
it  was  patentable.  But  these  views  are  fully  met  by  the  ob- 
servations of  the  Court  below,  above  set  forth. 

The  fabric  being  old,  the  suggestion  to  construct  chair- 
seats  out  of  it  being  old,  the  shaping  of  it  in  a  former  being 
old,  the  perforation  of  a  seat  for  ventilation  and  ornamenta- 
tion being  old,  and  the  giving  of  a  concave  shape  to  a 
wooden  seat  by  pressure  being  old,  there  cannot,  in  view  of 
the  disclaimers  in  the  second  reissue,  be  anything  patenta- 
ble in  the  structure.  It  was  convenient  to  sell  and  conven- 
ient to  buy,  and  commercially  a  good  article.  But  a  patent 
cannot  be  taken  out  for  an  article,  old  in  purpose  and  shape 
and  mode  of  use,  when  made  for  the  iirst  time  out  of  an  ex- 
isting material,  and  with  accompaniments  before  applied  to 
such  an  article,  merely  because  the  idea  has  occurred  that 
it  would  be  a  good  thing  to  make  the  article  out  of  that  par- 
ticular old  material.  Beyond  that,  the  suggestion  in  the 
second  reissue  that  ^^the  seat  is  adapted  to  be  secured  to 
any  chair-frame,  as  it  is  easily  cut  and  fitted  to  the  same," 
is  not  found  in  the  original  patent,  or  in  the  first  reissue, 
and  is  new  matter,  so  far  as  anything  in  it  can  be  invoked 
to  confer  i)atentability  on  the  article. 

The  second  reissue  appears,  by  the  decision  of  the  exam- 
iners-in-chief of  the  Patent  OflSce,  on  appeal,  found  in  the 
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record,  to  have  been  granted  on  the  sole  ground  that  Gtard- 
ner's  chair-seat  was  an  independent  article,  formed  and 
shaped  as  described,  to  be  put  on  the  market  by  itself,  and 
ready  to  be  attached  to  a  chair-frame,  and  not  to  be  mar- 
keted as  a  component  part  of  a  chair,  but  as  a  seat  ready  to 
be  fitted  and  affixed  to  a  chair.  Nothing  to  this  purport 
being  found  in  the  original  patent,  or  in  the  first  reissue, 
and  the  first  reissue  having  been  applied  for  more  than  three 
years  and  ten  months,  and  the  second  reissue  more  than 
seven  years  and  five  months,  after  the  original  patent  was 
granted,  no  ground  for  patentability  can  be  derived  from 
the  insertion  of  such  suggestions  in  the  second  reissue. 

There  was  a  recent  instructive  case  in  England,  in  the 
Court  of  Appeal,  before  Lord  Coleridge  and  Justices  Field 
and  Bowen  (Saxby  v.  Grloucester -Waggon  Co.,  7  Q.  B.  Div. 
305,)  where  the  question  was,  whether  "  the  invention  speci- 
fied was  such  a  substantial  improvement  on  what  had  al- 
ready been  known  and  published  as  to  render  it  the  proper 
subject  of  a  patent."  The  specified  patented  combination 
did  not  before  exist,  but  it  existed  with  the  exception  of 
two  pieces  of  mechanism,  and  their  use  for  the  purpose  of 
doing  what  they  did  in  the  combination  was  well  known. 
But  it  was  held  that  the  combination  might  have  been  made 
"by  any  intelligent  mechanical  workman,"  with  no  other 
instructions  than  those  contained  in  a  prior  patent  to  the 
same  inventor ;  and  that  there  was  no  novelty  in  the  com  • 
bination  sufficient  to  constitute  a  patent.  In  regard  to  an- 
other branch  of  the  case,  it  appeared  that,  taking  two  prior 
separate  inventions  together,  every  element  of  the  patent  in 
question  was  to  be  found  in  one  or  the  other  of  those  inven- 
tions, and  it  was  held  that  the  combination  of  the  two  prior 
inventions  did  not  require  ' '  an  exercise  of  such  an  amount 
of  skill  and  ingenuity  as  to  entitle  it  to  the  protection  of  an 
exclusive  grant."  This  case  is  referred  to  for  the  purpose 
of  showing  that  the  question  of  patentability,  as  depending 
on  the  qitantum  of  inventive  skill  in  a  given  case,  is  one 
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which  the  courts  of  England  consider  in  a  suit  for  infringe- 
ment. See  also  Penn.  R.  R.  Co.  v.  Locomotive  Truck  Co., 
110  U.  S.  490  [16  Am.  &  Eng.  148,]  and  the  cases  there  col- 
lected. 

The  decree  of  the  Circuit  Court  is  affirmed. 
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2.  Act  1790,  sec.  6;  Act  1793,  sec.  6;  Act  1836,  sec.  15;  Act  1870, 
sec  61;  B.  S.  see.4920. 

Special  defences  that  may  be  made  to  a  patent  considered: 

Bates  V.  Coe,  98  U.  S.  31  [12  Am.  &  Eng.  150;]  and  see 
United  States  v.  American  Bell  Telephone  Co.,  128  U.  S. 
315. 


3.  Act  1790,  sec.  1;  Act.  1793,  sec.  1;  Act  1800,  sec.  1;  Act  1836, 
sec.  6;   Act  1863,  sec.  1;   Act   1870,  sec.  24;   B.   S«  See. 
4886. 
Unpatentable  novelty : 

Glue  Co.  V.  Upton,  97  U.  S.  3  [11  Am.  &  Eng.  458.] 
Thompson  v.  Boisselier,  114U.  S.  1[15  Am.  <JkEng.  549.] 
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Oct,  1886.]  CONSOLIDATED  VALVE  CO.  v.  KDNKLE.  391 

Syllabus. 

CONSOLIDATED   SAFETY-VALVE    COMPANY,    AP^ 
PELLANT,  V,  ERASTUS  B.  KUNKLE.* 

il9   U.  8.  45-40.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  302;  37  O.  G.  1003.] 
Affirming  Ibid,  14  Fed.  Rep.  732. 

Argued  October  27,  28,  1886.     Decided  November  15,  1886. 

Particular  patent  construed,  limited,  and  not  in/ringed, 

1.  The  claims  of  letters  patent,  No.  58,294,  September  25,  1866,. 
and  No.  85,963,  January  19,  1869,  both  of  them  granted  to  G. 
W.  Richardson  for  Safety- Valves,  construed  as  limited  in  the 
case- of  the  Safety- Valve  Co.  v.  Crosby  Steam  Gage  &  Valve 
Co.,  113  U.  S.  157  [15  Am.  &  Eng.  460,]  to  include  as  essen- 
tial elements  a  huddling-chamber,  and  a  strictured  orifice  from 
the  huddling  chamber  to  the  open  air  and,  held,  not  infringed 
by  a  valve  which  has  no  huddling-chamber  and  no  strictured 
orifice  from  a  huddling-chamber  to  the  open  air.     (p.  394.) 

[Citation  in  the  opinion  of  the  court :] 

Consolidated  Safety-Valve  Co.  v.  Croeby  Steam  Gage  &  VaWe  Co.,  113  U. 
8.  157  [15  Am.  &  EDg.  460.]    p.  394. 

Appeal  from  the  Circuit  Court  of  tlie  United  States  for 
the  Northern  District  of  Illinois. 
The  case  is  stated  by  the  court. 

Mr,  Thos,  Wm.  Clarke^  for  appellant : 

This  court  held  in  the  Crosby  case,  113  U.  S.  176  [15  Am. 
&  Eng.  460,]  and  nothing  has  been  advanced  in  this  case  to 
militate  against  or  modify  the  construction  of  the  Richard- 
son patent  as  there  given — that  the  claim  of  the  patent  of 
1866  covers  "a  valve  in  which  are  combined  an  initial  area, 
an  additional  area,  a  huddling-chamber  beneath  the  addi- 
tional area,  and  a  strictured  orifice  leading  from  the  hud- 

*  See  Explanation  of  Notes,  page  III. 
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dling-chamber  to  the  open  air,  the  oriJEice  being  proportioned 
to  the  strength  of  the  spring  as  directed." 

The  Kunkle  valve  '"A,"  is,  according  to  Mr.  Forbes,  made 
and  proportioned  as  set  forth  in  Richardson's  patent  of 
1866,  and  operates  identically  like  it. 

Whatever  difference  there  is  between  Kunkle  Exhibit  A, 
and  the  Richardson  valve  of  the  patent  of  1866,  is  due  to  a 
modification  of  no  greater  importance  than  would  be  that 
of  dividing  a  brigade  of  forty-eight  hundred  men,  accord- 
ing to  the  Prussian  system,  into  two  regiments  of  three 
battalions  each ;  or,  according  to  the  French  system,  into 
three  regiments  of  two  battalions  each ;  or,  according  to  the 
old  English  and  American  system,  into  five  regiments  of 
one  battalion  each. 

It  is  a  mere  question  of  detail,  us  all  the  Kunkle  valves 
(A,  B,  and  C*)  complained  of  are  alike  in  this  respect,  they 
all  infringe  the  patent  of  1866 ;  for  the  additional  lifting 
force  is  applied  to  the  additional  area  by  the  pressure  of 
steam  in  the  huddling-chamber  beneath  the  additional  area, 
being  retained  therein  by  a  strictured  orifice  leading  there- 
from. 

The  only  reason  given  why  there  is  no  infringement  is  the 
erroneous  notion  that  Richardson  announced  a  necessary 
relation  to  exist  between  the  size  of  the  stricture  and  the 
opening  at  the  ground- joint,  which  we  have  seen  was  not  so. 

Defendants'  construction  of  the  Richardson  patent  of 
1866  fails  to  relieve  them,  and  the  infringement  is  plain  in 
all  those  of  the  valves  pursued. 

Mr.  Jarnes  H.  Raymond,,  for  appellee : 

On  the  question  of  infringement  we  shall  find  that  the 
record  and  the  argument  of  complainant  proceeds,  on  that 
question,  solely  upon  identity  of  results.  Identity  of  re- 
sults, however,  is  never  per  se  conclusive,  for  it  is  not  re- 
sults but  means  and  their  well-known  equivalents  which 
are  protected,  and  form  the  subject  matter  of  patents  and 
the  patent  laws. 
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» 

The  Kunkle  valve  differs  in  every  operative  element  and 
combination  from  the  valve  passed  upon  in  the  Crosby  case. 
The  present  question  of  infringement  is  entirely  new.  The 
valves  now  charged  also  differ  in  structural  elements,  in 
combination  and  in  operation  from  the  valves  shown  in  the 
Richardson  patents. 

In  defendant's  valve,  steam,  on  escaping  from  the  slightly 
open  ground  joint,  escapes  through  a  series  of  passages 
which  grow  gradually  larger  all  the  way,  and  in  nowhere 
contracted  or  "huddled,"  but  goes  on  with  pressure  con- 
stantly diminishing  till  it  reaches  the  open  air.  This  unin- 
terrupted, progressive  expansion  of  escaping  steam  is  due 
to  the  absence  of  a  narrow  space  or  stricture — to  the  ab- 
sence of  overlaps.  Indeed,  as  there  is  no  stricture,  no  lips, 
rims,  or  walls  of  any  stricture  less  in  area  than  any  pre- 
ceding space,  opening,  or  orifice,  there  can  be  no  overlap, 
for  there  is  nothing  to  be  overlapped. 

No  compressi&n  is  possible  in  any  of  the  Kunkle  passages, 
and  any  malformation,  any  mal-adjustment,  or  any  tam- 
pering with  a  Kunkle  valve  which  should  result  in  pro- 
ducing any  "huddling,"  or  intermediate  pressure  between 
the  open  ground  joint  and  the  open  air ;  anything  at  aU  re- 
sembling the  operation  of  escaping  steam  such  as  is  indis- 
pensable in  Richardson's  valve,  whether  of  1866  or  1869 — 
any  impediment  to  free  escape  and  continuous  expansions 
with  c>onstantly  diminishing  pressure,  would  be  fatal  to  the 
operation  of  such  Kunkle  valve. 

On  the  authority  of  Wicke  n.  Ostrum,  103  U.  S.  461  [13 
Am.  &  Eng.  114,]  which  is  the  leading  case  for  the  doctrine 
there  stated  in  the  opinion  delivered  by  his  honor,  the  Chief 
Justice,  it  matters  not,  for  any  purpose  of  this  case,  whether 
Richardson  was  or  was  not  the  firat  to  utilize  a  screw-ring 
in  a  safety-valve,  for  he  is  by  law  limited,  in  the  proper 
construction  of  the  claim  of  his  patent,  to  all  the  means 
therein  described  which  are  necessary  to  attain  the  object 
of  his  invention,  and  "the  mechanical  equivalents  of  his 
several  elements  known  at  the  time  of  his  invention  if  used 
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in  the  same  combination."  This  necessarily  follows  from 
the  fundamental  doctrine  that  no  one  can  properiy  claim 
all  ways  of  accomplishing  any  one  object,  which  doctrine, 
since  the  decision  in  1853,  of  O'Reilly  v.  Morse,  15  How.  62 
[5  Am.  &  Eng.  483,  J  has  been,  by  this  court  most  rigorously 
enforced. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court. 

This  is  an  appeal  by  the  plaintiff  in  a  snit  in  equity  to 
recover  for  the  infringement  of  two  letters  patent,  from  a 
decree  dismissing  the  bill.  The  suit  was  brought  in  the 
Circuit  Court  of  the  United  States  for  the  Northern  District 
of  Illinois,  by  the  Consolidated  Safety- Valve  Company,  a 
Connecticut  corporation,  against  Erastus  B.  Kunkle,  on  let- 
ters patent  No.  68,294,  granted  to  Greorge  W.  Richardson, 
September  25th,  1866,  for  an  improvement  in  safety-valves, 
and  on  other  letters  patent.  No.  85,963,  granted  to  the  same 
person,  January  19th,  1869,  for  an  improvement  in  safety- 
valves  for  steam  boilers  or  generators.  These  are  the  same 
two  patents  which  were  the  subject-matter  of  the  litigation 
involved  in  the  case  of  Consolidated  Safety- Valve  Company 
V.  Crosby  Steam-Grage  &  Valve  Company,  decided  by  this 
court  at  October  Term,  1884  and  reported  in  113  U.  S.  157 
[15  Am.  &  Eng.  460.]  The  specifications  and  claims  and 
drawings  of  the  two  patents  are  set  forth  fully  in  the  re- 
port of  that  case.  The  patents  were,  both  of  them,  held  to 
be  valid  and  to  have  been  infringed. 

The  claim  of  the  patent  of  1866,  '^A  safety-valve,  with 
the  circular  or  annular  flange  or  lip  c  c,  constructed  in  the 
manner,  or  substantially  in  the  manner,  shown,  so  as  to 
operate  as  and  for  the  purpose  herein  described,"  was  con- 
strued as  covering  "a  valve  in  which  are  combined  an  initial 
area,  an  additional  area,  a  huddling-chamber  beneath  the 
additional  area,  and  a  strictured  orifice  leading  from  the  . 
huddling-chamber  to  the  open  air,  the  orifice  being  propor- 
tioned to  the  strength  of  the  spring  as  directed." 


f 
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The  claim  of  the  patent  of  1869,  *'  The  combination  of  the 
surface  beyond  the  seat  of  the  safety-valve,  with  the  means 
herein  described  for  regulating  or  adjusting  the  area  of  the 
passage  for  the  escape  of  steam,  substantially  as  and  for  the 
purpose  described,"  was  construed  as  covering  "the  combi- 
nation with  the  surface  of  the  huddling-chamber,  and  the 
strictured  orifice,  of  a  screw  ring  to  be  moved  up  or  down 
to  obstruct  such  orifice  more  or  less,  in  the  manner  de- 
scribed." 

The  decree  in  the  present  case  was  made  in  January,  1883, 
and  proceeded,  as  it  states,  on  the  ground  that  the  def  end- 
ant' s  valve  did  not  infringe  the  patents.  This  also  appears 
from  the  decision  of  the  Circuit  Court,  reported  in  14  Fed. 
Rep.  732.  As  the  defendant's  valves  have  no  huddling- 
chamber,  and  no  strictured  orifice  leading  from  a  huddling- 
ohamber  to  the  open  air,  we  are  of  opinion  that  they  do  not 
infringe  either  of  the  patents. 

Decree  oMrmed. 

11917.8.40. 

Patents  In  salt  t 

No.  68,294.  Richardson,  6.  W.  September  26, 1866.  Sa- 
fety-Valve. 

No.  86,963.  Richardson,  6.  W.  January  19,  1869.  Safety- 
Valve. 

Othsb  Sinxs  ON  Same  Patent  : 

Consolidated  Safety- Valve  Co.  v.  Crosby  Steam-Gage  &  Valve 

Co.,  1881.     Y  Fed.  Rep.  768. 
Consolidated  Safety- Valve  Co.  v.  Kunkle,  1883.     14  Fed.  Rep. 

732  ;  23  O.  6.  630. 
-Consolidated  Safety- Valve  Co.  v.  Crosby  Steam-Gage  &  Valve 

Co.,  1884.     113  U.  S.  157  [15  Am.  &  Eng.  460.] 
Consolidated  Safety- Valve  Co.  v.  Ashton  Valve  Co.,  1886.     26 

Fed.  Rep.  319. 
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Syllabos. 

THEODORE  T.  WHITE,  WILLIAM  A.  GORDON  AND 
EMMET  C.  PECOR,  APPELLANTS,  ^).  GEORGE  H. 
DUNBAR,  FRANCIS  B.  DUNBAR,  AND  CHAR- 
LOTTE Z.  DUNBAR.* 

119  U.  a  47-52.    Oct.  Term,  1886. 

[Bk  30,  L.  ed.  303  ;  37  O.  G.  1002.] 

Reversing  Dunbar  t>.  White,  4  Woods,  116. 

Argued  October  29,November  1, 1886.  Decided  November  16, 1886. 

Particular  reissued  patent  Invalid  expansion.  /Statement  of  ob- 
ject of  invention.  Construction  of  claim.  Intervening  rights 
prior  to  reissue, 

1.  Where  the  original  letters  patent.  No.  178,916,  G.  W.  Dunbar, 
June  20,  1876,  Preserving  Shrimp,  covered  the  use  of  a  textile 
fabric  between  the  can  and  its  contents,  while  the  reissue.  No. 
9,957  of  December  6,  1881,  covered  the  use  of  an  enveloping 
material  for  the  shrimps  between  the  can  and  the  shrimps. 
Held,  that  this  was  a  material  expansion  and  enlargement,  and 
the  reissue  was  adjudged  to  be  invalid,     (p.  401.) 

S.  The  statement  of  the  object  of  the  invention  in  the  specification 
is  a  different  thing  from  the  invention  itself,     (p.  406.) 

3.  While  the  specification  may  be  resorted  to  for  a  better  under- 

standing of  the  claim,  it  cannot  be  used  for  the  purpose  of 
changing  it.     (p.  407.) 

4.  The  claim  is  a  statutory  requirement  calling  for  precision  on  the 

part  of  the  patentee,  and  must  be  construed  in  accordance  with 
the  plain  import  of  its  terms,     (p.  408.) 

5.  While  rights  of  other  parties  intervening  between  the  original 

patent  and  its  reissue  may  illustrate  the  evil  consequences  of 
improper  reissues,  they  add  nothing  to  its  illegality,  which  is 
determined  from  general  principles  of  law  applied  to  the  stat- 
utes,    (p.  408.) 

[Citations  in  the  opinion  of  the  court :] 

Keystone  Bridge  Go.  i;.  Phoenix  Iron  Ck).,  95  U.  S.  274  [11  Am.  &  Eng. 
364.]    p.  406. 

*See  Explanation  of  Notes,  page  III. 


«98  WHITE  V.  DUNBAR.  [Sup.  Ot 

Argument  of  counseL 

Jamee  r.  Campbell.  104  U.  S.  356  [13  Am.  &  Eog.  341.]    p.  40a 
Miller  v.  Brass  Co.,  [13  Am.  &  Eng.  303.]    p.  406. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Louisiana. 
The  case  is  stated  by  the  court. 

Messrs.  William  G.  Henderson^  Joseph  P.  Hornor^  F, 
W,  Bakei\  and  Joyce  &  Spear  ^  for  appellants  : 

If  the  state  of  the  art  shows,  as  we  contend  it  does,  that 
the  enveloping  of  tea  in  lead  before  putting  it  into  wooden 
boxes  to  preserve  the  flavor  of  the  tea ;  the  putting  jelly  in 
paper  bags  before  putting  it  into  cans,  and  many  other 
equally  familiar  illustrations,  have  been  done  for  ages,  then 
there  can  be  no  novelty  in  complainants'  device,  and  there- 
fore they  have  no  legal  right  to  appropriate  it  to  themselves 
under  the  protection  of  a  patent.  Rubber-Tip  Pencil  Co. 
V.  Howard,  20  Wall.  498  [9  Am.  &  Eng.  390 ;]  Brown  r. 
Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272 ;]  Terhune  v.  Phil- 
lips, 99  U.  S.  693  [12  Am.  &  Eng.  270.] 

It  was  held  by  this  court  in  the  case  of  the  Giant  Powder 
Co.  V.  California  Powder  Works,  15  O.  G.  289  ;  98  U.  S.  126 
[12  Am.  &  Eng.  201,]  that  "a  reissue  can  only  be  granted 
for  the  same  invention  which  formed  the  subject  of  the 
original  patent  of  which  it  is  a  reissue.  The  express  words 
of  the  statute  are,  '  a  new  patent  for  the  same  invention '  and 
'  no  new  matter  shall  be  introduced  into  the  specification.'  '■ 

"This  privilege  of  reissue  was  not  given  to  the  patentee 
in  order  that  the  patent  may  be  rendered  more  elastic  or  ex- 
pansive, and  therefore  more  available  for  the  suppression  of 
all  other  inventions."  Burr  v.  Duryee,  1  Wall.  577  [7  Am. 
&  Eng.  224 ;]  Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  & 
Eng.  290.] 

The  statute  embraces  only  the  right  to  a  reissue  where, 
from  an  unintentional  error  in  the  description  of  the  inven- 
tion, the  patent  is  wholly  inoperative  or  invalid.  Whiteley 
V.  Swayne,  7  Wall.  685  [8  Am.  &  Eng.  70 ;]  Whiteley  v. 
Swayne,  4  Pish.  117. 
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And  even  in  a  case  involving  accident  or  mistake,  nothing 
but  what  was  shown  in  the  original  specification,  drawings, 
or  model  can  be  introduced  into  a  reissue.  Goodyear  v. 
Prov.  Rubber  Co.,  2  Fish.  499. 

In  the  case  at  bar  there  were  neither  drawings  nor  model 
showing  the  new  matter  embraced  in  the  reissue,  and  noth- 
ing mentioned  or  described  in  the  specification  except  a 
' '  textile  fabric, ' ' 

In  the  case  at  bar  there  is  no  proof  and  can  be  no  pretense 
that  the  original  patent  was  inoperative  or  invalid,  or  that 
there  was  either  ac>cident  or  mistake  in  drawing,  specifica- 
tion, or  claims ;  and  the  conclusion  is  irresistible  that  the 
only  possible  object  of  the  reissue  must  have  been  to  en- 
large and  generalize  the  claim. 

Russell  V.  Dodge,  93  U.  S.  464  [10  Am.  &  Eng.  495 ;] 
Powder  Cc.  v.  Powder  Works,  98  U.  S.  138  [12  Am.  &  Eng. 
201 ;]  MDler  v.  Brass  Co.,  104  U.  S.  361  [13  Am.  &  Eng. 
303 ;]  James  v,  Campbell,  104  U.  S.  373  [13  Am.  &  Eng. 
341  ;i  Searls  tj.  Bouton,  12  Fed.  Rep.  874. 

As  covering  the  whole  subject  of  reissued  patents,  and 
abundantly  supporting  the  view  we  take  of  this  case,  we 
would  refer  to  the  following  additional  cases : 

Griant  Powder  Co.  v.  Cal.  Vigorit  Powder  Co.,  18  O.  G. 
1340 ;  Glue  Co.  v.  Upton,  97  U.  S.  3  [11  Am.  &  Eng.  458 ;] 
Railway  Co.  v.  Sayles,  97  U.  S.  563  [12  Am.  &  Eng.  121  ;] 
Russell  c.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495;] 
Powder  Co.  v.  Powder  Works,  98  U.  S.  138  [12  Am.  & 
Eng.  201  ;]  Burr  v.  Durj-ee,  1  Wall.  631  [7  Am.  &  Eng. 
224 ;]  Carlton  v.  Bokee,  17  Wall.  463  [9  Am.  &  Eng.  91 ;] 
Combined  Patents  Can  Co.  v,  Lloyd,  21  O.  G.  713 ;  Sheriflf 
/).  Fulton,  22  O.  G.  87 ;  Sarven  v.  Hall,  9  Blatch.  524 ;  U.  S. 
&  Foreign  Salamander  Felting  Co.  v.  Haven,  2  Ban.  &  Ard. 
164 ;  Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &Eng.  322.] 

Mr.  Melville  Church  and  Joseph  B.  ChurcJi,  for  appel- 
lees : 

This  court  in  recent  cases  has  declared  in  effect :  1.  That 
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no  claim  can  be  sustained  in  a  reissue  which  is  broader  than 
the  claim  or  claims  of  the  original  unless  the  reissue  be  ap- 
plied for  promptly. 

Torrent  &  Arms  Lumber  Co.  v.  Rodgers,  112  U.  S.  650 
[16  Am.  &  Eng.  396 ;]  Coon  v,  WUson,  5  S.  C.  R.  537  [lo 
Am.  &  Eng.  504 ;]  Miller  r^.  Brass  Co.,  104  U.  S.  350  [13  Am. 
&  Eng.  303 ;]  Mahn  v.  Harwood,  112  U.  S.  364  [16  Am.  & 
Eng.  322  ;]  McMurray  v.  Mallory,  111  U.  S.  97  [15  Am.  & 
Eng.  171 ;]  Gage  v.  Herring,  107  U.  S.  640  [14  Am.  &  Eng. 
464  ;]  Moffitt  t).  Rogers,  106  U.  S.  423  [14  Am.  &  Eng.  244.  | 

2.  That  no  claim  in  a  reissue  can  be  valid  which  is  for  a 
different  invention  from  that  daimed  in  the  original. 

Coon  V.  Wilson,  113  U.  S.  268  [15  Am.  &  Eng.  504 ;] 
Eachus  V,  Broomall,  115  U.  S.  429  [p.  llQante;^  Turner 
&  Seymour  Mnfg.  Co.  v,  Dover  Stamping  Co.,  Ill  U.  S. 
319  [15  Am.  &  Eng.  238 ;]  Clements  v.  Odorless  Excavating 
Apparatus  Co.,  109  U.  S.  641  [15  Am.  &  Eng.  44  ;]  Wing  t\ 
Anthony,  106  U.  S.  142  [14  Am.  &  Eng.  188.] 

3.  That  a  claim  made  in  an  original  patent  and  repeated 
in  a  reissue  is  valid. 

McMurray  v,  Mallory,  111  U.  S.  97  [15  Am.  &  Eng.  171  ;] 
Gage  V,  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454.] 

4.  That  the  claim  of  a  reissue  will  be  so  construed  as,  if 
possible,  to  cover  no  more  than  the  claim  of  the  original. 
Mnfg.  Co.  V.  Ladd,  102  U.  S.  408  [13  Am.  &  Eng.  1.]  See 
also,  Brainard  v.  Cramme,  12  Fed.  Rep.  623. 

Examined  critically  in  the  light  of  these  declarations  as 
to  what  the  law  is,  we  think  the  reissue  in  suit  will  be 
found  clearly  valid. 

The  claims  of  both  original  and  reissue  are  for  a  mode  or 
method  of  preserving  shrimps  whereby  the  discoloration  of 
the  shrimps  is  prevented. 

The  claim  of  the  original  on  its  face  without  reference  to 
its  accompanying  specification  is,  in  one  sense,  broader  than 
the  reissue,  and  the  claim  of  the  reissue  is  likewise,  on  its 
face  and  without  reference  to  its  specification,  broader  than 
the  original,  yet  both  claims,  when  considered  with  refer- 


Oct.,  1886.]  WHITE  t>.  DUNBAR.  401 

Opinion  of  the  court 

ence  to  their  respective  specifications,  are  of  equal  scope  and 
for  the  same  invention. 

Both  claims,  however,  refer  back  by  the  words  ' '  substan- 
tially as  described  "  or  theiv  equivalent,  to  their  resj)ective 
specifications,  and  must  be  construed  in  the  light  of  the 
same — as.  this  court  has  decided.  Seymour  v.  Osborne,  1 1 
Wall.  616  [8  Am.  &  Eng.  290 ;]  Curtis  on  Pats.,  §§  226,  227. 

This  rule  of  construction  is  a  rule  of  law,  because  it  is  a 
rule  of  common  sense.  A  claim  is  simply  the  epitome  of 
the  specification,  and  unless  reference  could  be  made  back 
to  the  latter  for  explanation,  it  would  nearly  always  be 
meaningless. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  is  a  suit  on  a  reissued  patent.  The  appellees  ob- 
tained a  patent  dated  June  20th,  1876,  for  a  method  of  pre- 
serving shrimps  and  other  shell-fish  by  placing  them  in  a 
bag  or  sack  made  of  cotton,  muslin,  or  other  textile  fabric, 
and  then  sealing  them  up  in  a  metallic  can,  and  subjecting 
them  to  a  boiling  process.  In  their  specification  they  de- 
clare that  the  object  of  placing  the  shrimp  in  the  bag  is  to 
keep  them  from  coming  in  direct  contact  with  the  can,  and 
thus  prevent  their  discoloration  and  loss  of  flavor.  They 
describe  the  process  as  follows : 

^'  The  shell  having  been  removed  from  the  shrimp  in  the 
usual  manner,  the  fish  is  thrown  into  salt  water  of  about  six 
degrees,  and  there  remains  for  an  hour,  more  or  less,  and 
from  thence  to  kettles  filled  with  water  and  brought  to  a 
boiling  heat,  after  which  they  are  placed  on  dippers,  and 
cooled  and  thoroughly  rinsed  with  fresh  cold  water,  and 
from  which,  so  soon  as  thoroughly  dripped,  in  a  moist  con- 
dition, they  are  placed  in  a  sack  B,  the  same  having  been 
previously  arranged  in  the  can  A,  and  without  the  addition 
of  any  salted  or  otherwise  prepared  liquid.  So  soon  as  the 
sack  is  filled,  the  mouth  thereof  being  properly  secured,  the 
lid  or  head  a  is  placed  in  position  on  the  can  A  and  imme- 
diately sealed. 

110 U.S.  47-48. 


402  WHITE  V.  DUNBAR  [Sup.  Ct 

Opinion  of  the  court 

''  The  cans  are  then  subjected  to  a  steam  bath,  or  placed 
in  kettles  containing  boiling  water,  and  boiled  for  two  hours 
at  the  highest  temperature  attainable,  and  which  completes 
the  process." 

The  claim  is  then  stated  as  follows  : 

"  What  we  claim  as  new,  and  desire  to  secure  by  letters 
patent,  is 

''  The  herein  described  method  of  preserving  shrimps,  etc., 
preventing  their  discoloration,  which  consists  in  placing 
textile  fabric  between  the  can  and  its  contents,  and  then 
sealing  the  can  and  subjecting  the  same  to  a  boiling  pi-o- 
(^ess,  substantially  as  and  for  the  purpose  specified." 

In  April,  1880,  Pecor,  one  of  the  appellants,  together  with 
one  Bartlett,  obtained  a  patent  for  another  method  of  pre- 
serving shrimps,  by  first  lining  the  inside  of  the  can  with  a 
(•oating  of  asphaltum  cement,  and  then  with  paper  coated 
with  a  solution  of  paraffine,  or  kindred  substance  ;  the  can 
is  then  filled  with  shrimp,  sealed  up,  and  subjected  to  the 
boiling  or  steaming  process,  in  the  usnal  manner  of  canning 
vegetables  and  meats. 

In  April,  1881,  the  appellees  surrendered  their  original 
patent,  and  applied  for  a  reissue  thereof,  which  was  granted 
in  December,  1881.  In  the  new  specification  they  described 
their  process  to  consist,  first,  providing  the  can  With  a  lining 
to  prevent  direct  contact  of  the  shrimps  with  the  metal, 
and,  second,  placing  them  in  the  lined  can  while  they  are  in 
a  dry  or  moist  condition  and  devoid  of  free  liquid  or  gravy, 
sealing  the  can  without  adding  any  liquid  to  its  contents, 
and  cooking  the  contents  of  the  can  after  sealing.  They 
add  that  "there  is  nothing  arbitrary  about  the  peculiar 
form  and  construction  of  the  textile  fabric  lining,  as  other 
forms  and  arrangements  might  be  substituted  therefor;'' 
and  again,  ' '  B  is  the  lining,  constructed  preferably  of  cot- 
ton or  muslin."  The  claim  of  the  reissued  patent  is  in  the 
following  words : 

*'  What  we  claim  as  new,  and  desire  to  secure  by  lettei's 
patent,  is 

119  U.  8.48-49. 
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''As  an  improvement  in  the  art  of  preserving  shrimps  in 
metal  cans,  the  mode  of  preventing  the  discoloration  of  the 
shrimps,  which  consists  in  interposing  between  the  metal 
can  and  the  shrimps  an  enveloping  material  for  the  shrimps, 
which  is  not  itself  capable  of  discoloring  the  shrimps,  and 
then  sealing  the  can  and  subjecting  the  same  and  its  con- 
tents to  a  boiling  process,  substantially  as  described." 

In  March,  1882,  the  appellants  commenced  the  canning  of 
shrimps,  and  in  their  answer  state  that  all  the  business  of 
canning  shrimps  that  they  have  ever  done  has  been  under 
the  authority  of  the  patent  granted  to  Pecor  and  Bartlett. 
They  further  describe  the  process  used  by  them  as  follows : 

' '  The  common  tin  cans  being  ready  for  packing,  three 
pieces  of  paper,  previously  boiled  in  parafline  wax  or  coated 
with  same,  are  cut  and  placed  in  the  can,  so  that  one  piece 
covers  the  bottom,  another  piece  the  sides,  and  a  third  piece 
the  top  of  the  contents  when  the  can  is  filled ;  the  shrimps 
are  then  picked  raw,  then  washed  and  thoroughly  cooked 
for  about  twenty  minutes,  until  fit  to  eat ;  they  are  then 
placed  in  the  cans,  which  are  soldered,  and  then  put  into  a 
steam  retort  without  water,  which  is  heated  to  240°  Fahren- 
heit, where  they  remain  from  two  and  a  half  to  three  hours, 
which  process  has  the  effect  of  condensing  the  air  and 
liquids  in  the  can,  and  exterminating  any  animal  or  vege- 
table life  that  may  remain  in  the  contents  of  the  can,  after 
which  they  are  ready  to  be  labeled  and  sold." 

The  process  thus  used  by  the  appellants  is  claimed  by  the 
appellees  to  be  an  infringement  of  their  reissued  patent ; 
they  also  contend  that  the  claim  of  the  reissued  patent  is  no 
broader  than  that  of  the  original  properly  construed. 

In  the  latter  proposition  we  cannot  concur.  The  claim  in 
the  original  patent  was  for  placing  textile  fabric  between 
the  can  and  its  contents ;  whilst  in  the  reissue  it  is  for  in- 
terposing between  the  metal  can  and  the  shrimps  an  envel- 
oping material  for  the  shrimps.  This  is  certainly,  on  its 
face,  a  very  important  enlai'gement  of  the  claim  ;  and  we 
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see  nothing  in  the  context  of  the  specification  in  the  original 
patent  which  could  possibly  give  the  claim  so  broad  a  con- 
struction. The  description  of  the  invention,  throughout, 
specifies  a  textile  fabric  as  the  material  to  be  interposed  be- 
tween the  shrimp  and  the  metallic  can.  It  is  true  that  the 
object  of  the  invention  is  stated  to  be  "to  prevent  the  article 
to  be  preserved  from  coming  in  direct  contact  with  the  sur- 
face of  the  can."  But  the  object  of  an  invention  is  a  very 
different  thing  from  the  invention  itself.  The  object  may 
be  accomplished  in  many  ways  ;  the  invention  shows  one 
way.  Again,  in  describing  the  nature  of  the  improvement, 
the  patentees  say : 

"Primarily,  our  improvement  consists  in  so  placing  a 
suitable  textile  fabric  between  the  fish  or  other  article  of 
food  to  be  preserved  as  to  cause  it  to  intervene  as  to  prevent 
under  all  circumstances,  any  direct  contact  between  the  me- 
tallic surface  of  the  can  and  its  contents  ;  and  it  is  the  em- 
ployment  of  such  textile  fabric,  in  connection  with  the  pro- 
cess hereinafter  described  of  treating  the  fish  or  other  article, 
both  before  and  after  the  same  is  placed  in  the  can  and 
sealed,  which  constitutes  the  nature  or  subject-matter  of  our 
present  invention. ' ' 

Then,  in  describing  the  apparatus  used,  referring  to  the 
figures  annexed  to  the  specification  (which  are  not  necessary 
to  the  understanding  of  the  description,)  they  say  : 

"  In  the  accompanying  drawing  is  illustrated,  at  Figure  1, 
a  metallic  can,  such  as  is  ordinarily  used  for  articles  of  food 
which  are  offered  to  the  trade  in  a  canned  state.  Pig.  2  is  a 
textile  lining,  which  we  propose  usually  to  make  (although 
there  is  nothing  arbitrary  about  the  form,  as  other  forms 
may  be  used)  in  the  form  of  a  cylindrical  bag  or  sack,  the 
diameter  of  which,  when  filled,  is  to  be  such  as  will  permit 
of  its  fitting  snugly  within  the  can. 

"  A  is  the  metallic  can  ;  a,  its  lid  or  cover.  B  is  the  bag  or 
sack,  constructed  of  cotton,  muslin,  or  any  other  suitable  tex- 
tile fabric.  Material  of  the  cheapest  and  most  inferior  quality 
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may  be  used,  as  the  sole  object  of  its  use  is  to  prevent  the 
article  to  be  preserved  from  coming  in  direct  contact  with 
the  surface  of  the  can,  and  which  contact  with  the  metal,  in 
the  case  of  the  shrimp,  causes,  during  the  process  of  boiling, 
and  all  along  thereafter  until  the  can  is  opened,  a  profuse 
precipitation  of  a  black  substance,  generally  believed  to  be 
sulphur,  and  which  supposition  is  based  upon  the  fact  that 
the  shrimp  is  said  to  possess  a  much  larger  proportion  of 
sulphur  than  other  shell-fish.  The  substance  thus  precipi- 
tated not  only  discolors  the  fish  (shrimp,)  but  detracts  much 
from  the  color,  freshness,  and  richness  of  its  flavor.  Now, 
practical  experience  has  fully  demonstrated  the  fact  that, 
by  using  a  textile  fabric  as  described,  the  precipitation  of 
the  substance  alluded  to  is  prevented,  or  at  least  does  not 
appear  either  on  the  fabric  or  metal ;  hence,  the  value  and 
importance  of  this  feature  of  our  invention ;  &,  Fig.  3,  is  a 
circular  piece  cut  out  of  material  similar  to  that  of  which 
the  bag  B  is  made,  and  which  is  inserted  within  the  mouth 
of  the  latter  after  the  same  is  filled  with  the  fish  or  other 
article  to  be  preserved. 

*^  Such  a  can  and  lining,  as  herein  described,  are  admira- 
bly adapted  for  the  purpose  attained  by  our  present  inven- 
tion ;  but,  as  before  stated,  there  is  nothing  arbitrary  about 
the  peculiar  form  or  construction  of  the  textile  fabric  lin- 
ing, as  other  forms  and  arrangements  might  be  substituted 
therefor  without  in  any  manner  altering  the  principle  of  the 
invention." 

We  see  nothing  in  all  this  to  raise  the  slightest  implica- 
tion that  the  patentees  were  the  inventors  of  the  process  of 
interposing  any  and  every  kind  of  lining  between  the  cans 
and  their  contents ;  and  when  their  claim  is  confined  to  a 
lining  of  textile  fabric,  it  is  tantamount  to  a  declaration  that 
they  claimed  nothing  else. 

Some  persons  seem  to  suppose  that  a  claim  in  a  patent  is 
like  a  nose  of  wax  which  may  be  turned  and  twisted  in  any 
direction,  by  merely  referring  to  the  specification,  so  as  to 
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make  it  include  something  more  than,  or  something  diif  erent 
from,  what  its  words  express.  The  context  may  undoubt- 
edly be  resorted  to,  and  often  is  resorted  to,  for  the  purpose 
of  better  understanding  the  meaning  of  the  claim  ;  but  not 
for  the  purpose  of  changing  it  and  making  it  different  from 
what  it  is.  The  claim  is  a  statutory  requirement,  prescribed 
for  the  very  purpose  of  making  the  patentee  define  pre- 
cisely what  his  invention  is  ;  and  it  is  unjust  to  the  public, 
as  well  as  an  evasion  of  the  law,  to  construe  it  in  a  manner 
different  from  the  plain  import  of  its  terms.  This  has  bt*en 
so  often  expressed  in  the  opinions  of  this  court  that  it  is  un- 
necessary to  pursue  the  subject  further.  See  Keystone 
Bridge  Co.  r.  Phoenix  Iron  Co.,  95  U.  S.  274,  278  [11  Am.  & 
Eng.  364  ;]  James  v.  Campbell,  1()4  U.  S.  366,  370  [13  Am. 
&  Eng.  341.  ] 

We  are  clearly  of  opinion,  therefore,  that  the  original  pat- 
ent is  not  susceptible  of  the  broad  construction  which  the 
appellees  would  give  to  it ;  and  that  the  reissued  patent  is 
a  material  expansion  and  enlargement  of  it.  As  such  ex- 
pansion appears  to  be  the  only  object  of  the  reissue,  and  as 
the  application  for  the  reissue  was  not  made  until  nearly 
five  years  after  the  original  was  gi'anted,  the  case  comes 
within  the  ruling  of  Miller  v.  Brass  Co.,  104  U.  S.  350  [13 
Am.  &  Eng.  303,]  and  subsequent  cases  to  the  same  pui- 
port. 

We  attach  no  importance  to  the  fact  that  between  the 
date  of  the  original  patent  and  the  application  for  the  re- 
issue, the  patent  to  Pecor  and  Bartlett  was  granted.  It  is, 
indeed,  quite  apparent  that  the  appellees  applied  for  a  re- 
issue in  consequence  of  that  patent,  ami  in  order  to  prevent 
the  canning  of  shrimps  under  it.  The  circumstance  that 
other  improvements  and  inventions,  made  after  the  issue  of 
a  patent,  are  often  sought  to  be  suppressed  or  appropriated 
by  an  unauthorized  reissue,  hjis  sometimes  been  referred  to 
for  the  purpose  of  illustrating  the  evil  consequences  of 
granting  such  reissues ;  but  it  adds  nothing  to  their  ille- 
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gality.  That  is  deduced  from  general  principles  of  law  as 
applied  to  the  statutes  authorizing  reissues,  and  affecting 
the  rights  of  the  government  and  the  public. 

In  our  judgment  the  reissued  patent  in  this  case  was  un- 
lawfully granted,  and  the  bill  should  have  been  dismissed. 

The  decree  of  the  Circuit  Court  is  therefore  reversed  and 
the  case  remanded^  with  directions  to  dismiss  the  bill. 
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Syllabus. 

CHARLES  H.    HAPGOOD  kt  al.,    APPELLANTS,    p. 

HORACE  L.  HEWITT.* 

ilQ  U.  a  22e-284.     Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  369 ;  37  O.  G.  1247.] 

Affirming  J  bidy  1 1  Biss.  1 84. 

Argued  November  10,  11,  1886.     Decided  November  29,  1886. 

Employer  and  employe- — inventor,     Licen-ae,    Injunction,     Equity 

relief. 

1.  An  employ^  of  a  corporation  made  an  invention  in  the  direct 

line  of  it8  business  while  in  its  pay,  and  used  material  and  la- 
bor wholly  paid  for  by  it,  but  was  under  no  special  contract 
to  invent  for  it,  and  there  being  no  circumstances  from  which 
it  might  fairly  be  inferred  that  he  was  required  or  expected 
to  invent  for  it,  held,  that  he  did  not  thereby  give  such  corpo- 
ration a  right  to  an  assignment  of  the  patent  granted  for  such 
invention,     (p.  421.) 

2.  Under  such  circumstances  the  corporation  had  only  a  naked 

license  to  make  and  sell  the  patented  improvement  as  a  part 
of  its  business,     (p.  421.) 

3.  The  right  was  a  mere  personal  one,  was  not  transferable,  and 

was  extinguished  with  the  dissolution  of  the  corporation,  (p. 
421.) 

4.  The  bill  asked  to  have  the  patentee  enjoined  from  bringing  any 

action  for  infringement  at  law  or  in  equity  against  said  cor- 
poration. As  the  patentee  could  only  bring  a  suit  at  law 
against  the  trustees  or  stockholders  of  said  corporation  for  in- 
fringements by  it  while  it  existed,  and  the  theory  of  the  bill 
discloses  a  perfect  defence  to  such  suit,  no  equity  court,  cer- 
tainly no  Circuit  Court,  of  the  United  States,  will  interfere  to 
enjoin  a  pending  suit  at  law,  much  less  the  bringing  of  one 
in  the  future,     (p.  422.) 

[Citations  in  the  opinion  of  the  court:] 

Hapgood  r.  Hewitt,  11  Biss.  184.     p.  421. 

♦  See  Kxplanation  of  Notes,  page  III. 
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McCloTg  V.  Eingsland,  1  How.  202  [4  Am.  &  Eng.  382.]    p.  421. 

Ck>ntinental  Windmill  Co.  v.  Empire  Windmill  Co..  8  Blatch.  295.     p.  421. 

Whiting  V.  Graves,  3  Ban.  &  Ard.  222.     p.  421. 

Wilkens  v.  Spafford,  3  Ban.  &  Ard.  274.     p.  422. 

Troy  Iron  &  Nail  Factory  v.  Comings  14  How.  193  [5  Am.  &  Eng.   375.] 

p.  422. 
Oliver  v.  Rumford  Chemical  Works,  109  U.  S.  75  [14  Am.  &  Eng.  532.] 

p.  422. 
Grand  Chute  v.  Winegar,  15  Wall.  373.     p.  423. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Indiana. 
The  case  is  stated  by  the  court. 

Messrs.  E,  W,  PcMison  and  Newton  Orane^  for  appel- 
lants : 

1.  Under  the  facts  alleged  in  the  amended  bill  the  corpo- 
ration of  Hapgood  &  Company  was  the  equitable  owner  of 
the  patent  issued  to  the  defendant. 

McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382 ;] 
Wilkins  t).  Spaflford,  13  Pat.  Off.  Gaz.  676;  Whiting  r. 
Graves,  13  Pat.  Off.  Gaz.  456 ;  Continental  Windmill  Co.  v. 
Empire  WindmiU  Co.,  8  Blatch.  295;  S.  C.  4  Pish.  Pat. 
Cas.  428;  Gower  t?.  Andrew,  59Cal.  119  ;Grumleyt).  Webb, 
44  Mo.  444. 

2.  If  the  right  which  accrued  to  Hapgood  &  Company 
was  only  a  license,  that  is  sufficient  to  support  the  suit  in- 
stituted by  the  trustees. 

3.  Such  license  is  transmissible  to  the  new  corporation, 
the  Hapgood  Plow  Company. 

Brooks  7).  Byam,  2  Story,  625 ;  Curt.  Pat.  4th  ed.  213  ; 
Wilson  V.  StoUy,  5  McLean,  1 ;  Goodyear  v,  Cong.  Rubber 
€o.,  3  Blatch.  449 ;  Goff  v.  Oberteuffer,  3  Phil.  71. 

4.  Api)ellants  have  no  adequate  remedy  at  law,  and  the 
'Ciise  as  presented  by  the  bill  falls  within  the  equity  juris- 
diction of  the  court. 

1  Story,  Eq.  Jur.  669,  703  ;  Hartford  r.  Chipman,  21  Conn. 
488 ;  Barber  v.  Barber,  21  How.  692. 
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Argument  of  counseL 

Messrs.  E,  E,  Wood  arid  Edward  Boyd^  for  appellee : 

Now,  while  the  whole  bill  is  uncertain,  so  much  of  it  as 
states  the  contract  of  employment  is  clear  and  unambigu- 
ous, **said  corporation  did  employ  him  to  devote  his  tim<' 
and  services  to  getting  up,  improving,  and  perfecting  plows 
and  other  goods  adapted  to  the  southern  plow  trade,  and 
to  introduce  the  same." 

We  admit  that  the  employment,  as  stated  in  the  bill, 
comes  within  the  rule  laid  down  in  McClurg  t>.  Kingslan<l, 
1  How.  202  [4  Am.  &  Eng.  382,]  and  operated  as  a  license 
to  Hapgood  &  Co.  to  manufacture  and  sell  any  improve- 
ment made  or  introduced  by  the  defendant  while  in  its  em- 
ploy, but  think  that  it  did  not  confer  upon  the  company 
any  legal  title  to  inventions  or  letters  patent  therefor. 

Whiting  V.  Graves,  3  Ban.  &  Ard.  222. 

The  appellants,  who  are  trustees  of  the  defunct  corpora- 
tion, under  the  laws  of  Missouri,  for  the  purpose  of  wind- 
ing up  its  affairs,  cannot  stand  in  any  better  position  than 
the  corporation  did. 

Judge  Gresham,  in  deciding  this  case  below,  said :  '*  If 
Hapgood  &  Co.  had  any  right  to  the  invention  by  virtue  of 
the  terms  of  the  defendant' s  contract  of  employment,  it  was 
a  mere  naked  license  to  make  and  sell  the  j)atented  im- 
provement as  a  part  of  their  business.  This  right,  if  it  ex- 
isted, being  a  mere  personal  one,  was  not  transferable,  and 
it  was  extinguished  with  the  dissolution  of  the  corpora- 
tion." 

So  far  as  the  prayer  of  the  trustees  is  concerned,  this 
court  has  answered  it  by  saying:  '^An  instrument  of  li- 
cense is  not  one  which  will  carry  the  right  conferred  to  any 
one  but  the  licensee  personally,  unless  there  are  express 
words  to  show  an  intent  to  extend  the  right  to  an  executor, 
administrator,  or  assignee,  voluntary  or  involuntary." 

Oliver  t?.  Rumford  Chem.  Works,  109  U.  S.  75  [14  Am. 
&Eng.  532.] 

Acc^ording  to  the  rule  just  quoted,  and  that  announced  in 
Troy  Iron  &  Nail  Factory  v.  Coming,  14  How.  193  [6  Am. 
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&  Eng.  375,]  Hapgood  &  Co.  had  no  assignable  interest  in 
the  invention  or  patent. 

We  respectfully  submit  that  the  decree  should  be  af- 
firmed and  the  appeal  dismissed  with  costs. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court : 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Indiana,  by  Charles  H. 
Hapgood,  James  H.  Hesse,  and  John  Packer,  trustees  of 
Hapgood  &  Company,  a  dissolved  Missouri  corporation,  and 
the  Hapgood  Plow  Company,  an  IlUnois  corporation,  against 
Horace  L.  Hewitt.  The  main  object  of  the  suit  is  to  obtain 
from  Hewitt  the  transfer  of  letters  patent  granted  to  him 
for  an  invention.  The  defendant  interposed  a  general  de- 
murrer to  the  bill,  for  want  of  equity.  The  Circuit  Court 
sustained  thie  demurrer  and  dismissed  the  bill  (Hapgood  v, 
Hewitt,  11  Biss.  184,)  and  the  trustees  have  appealed  to 
this  court. 

The  material  allegations  of  the  bill  are  as  follows :  The 
Missouri  corporation  was  in  existence  from  before  August 
1st,  1873,  to  January  1st,  1880,  when  it  was  dissolved.  At 
the  latter  date  the  three  trustees  constituted  its  board  of 
directors,  and  Hapgood  was  president.  By  virtue  of  the 
laws  of  Missouri,  Hapgood  and  the  other  two  persons  be- 
came trustees  of  the  corporation,  with  power  to  settle  its 
affairs  and  recover  the  debts  and  property  belonging  to  it. 
Hapgood  was  the  president  of  the  corporation  during  its 
entire  existence,  and  had  the  control  and  management  of 
its  business.  All  the  officers  and  employ6s  were  under  his 
direction.  He  had  power  to  hire  and  discharge  all  agents 
and  employes  of  every  grade,  to  determine  the  classes  and 
kinds  of  goods  that  should  be  manufactured,  and  the  gen- 
eral way  in  which  the  business  should  be  conducted.  The 
corporation  employed  a  large  number  of  manual  laborers, 
and  various  employ6s  of  higher  grades,  among  them  a  su- 
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perintendent,  a  secretary,  a  foreman,  and  a  traveling  sales- 
man, all  of  whom  hiui  charge  of  different  departments,  but 
were  under  the  control  and  direction  of  the  president  as 
chief  executive  officer.  The  duties  of  the  superintendent 
were  to  have  general  charge  of  the  manufacturing  depart- 
ment, subject  to  the  discretion  of  the  president,  and  to  de- 
vise and  get  up  such  new  devices,  arrangements  and  im- 
provements in  the  plows  manufactured  as  should  adapt 
them  to  the  market,  and  as  should  be  needed  from  time  to 
time  to  suit  the  wants  of  customers.  Shortly  before  August 
1st,  1873,  Hewitt  represented  to  the  corporation  that  he  was 
a  man  of  large  experience  in  mechanical  pursuits ;  that  he 
had  been  for  several  years  immediately  preceding  engaged 
with  Avery  &  Sons,  plow  manufacturers  in  Louisville,  and 
had  been  since  1868,  familiar  with  the  manufacturing  of 
plows  and  agricultural  implements  ;  that  he  had  been  in- 
strumental in  devising  and  getting  up  the  best  plows  manu- 
factured by  Avery  &  Sons ;  that  the  most  valuable  improve- 
ments in  the  plows  manufactured  by  them  had  been  devised 
by  him  and  adopted  at  his  suggestion  and  instigation  ;  that 
since  1869  he  had  given  his  undivided  attention  to  the  man- 
ufacture of  plows,  and  understood  thoroughly  the  different 
kinds  of  plows  in  the  market,  and  the  classes  of  plows 
needed  for  the  trade  ;  and  that  he  could  and  would  give  to 
any  manufacturer  who  should  secure  his  services  the  bene- 
fit of  his  experience  in  devising  and  making  improvements 
in  the  plows  manufactured.  In  consequence  of  these  repre- 
sentations and  relying  upon  them,  the  corporation  employed 
Hewitt  to  devote  his  time  and  services  to  getting  up,  im- 
proving and  perfecting  plows  and  other  goods,  and  to  intro- 
ducnng  the  same  ;  and,  that  he  might  be  more  fully  identi- 
fied with  the  corporation,  he  purchased  one  share  of  its 
stock,  and  was  elected  vice-president.  At  some  time^  in 
1874,  Hewitt  increased  his  interest  in  the  company  by  pur- 
chasing one-half  of  the  shares  owned  by  the  president.  As 
a  part  of  the  same  transaction,  it  was  agreed  between  Hewitt 
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and  the  corporation  that  from  that  date  Hewitt  should  fill 
the  position  of  superintendent  of  the  manufacturing  depart- 
ment, and  as  such,  not  only  exercise  a  general  sui)ervision 
over  that  department,  subject  to  the  president,  but  also  de- 
vote his  time  and  services  to  devising  improvements  in,  and 
getting  up  and  perfecting,  plows  adapted  to  the  general 
trade  of  the  corporation.  He  accepted  the  position  and  hel^ 
it  until  the  fall  of  1877,  when  his  connection  with  the  cor- 
poration ceased.  He  agreed,  in  such  new  position,  to  use 
his  best  efforts,  and  devote  his  knowledge  and  skill,  in  de- 
vising and  making  improvements  in  the  plows  manufact- 
ured by  the  corporation,  and  in  getting  up  and  perfecting 
plows  and  other  agricultural  implements  adapted  to  its 
trade.  In  view  of  the  expected  value  of  his  services  in  this 
latter  direction,  the  corporation  was  induced  to  pay  him, 
and  did  pay  him,  a  salary  of  $3,000  a  year.  It  was  manu- 
facturing a  plow  known  as  a  sulky  or  riding  plow,  so  ar- 
ranged that  the  plow  was  carried  on  a  frame  supported  by 
wheels,  and  that  the  driver  of  the  horses  rode  on  the  frame. 
Down  to  the  year  1876  this  sulky-plow  had  a  wooden  frame. 
During  that  year  it  was  thought  desirable  by  the  officers  of 
the  corporation  that  a  change  should  be  made  by  the  sub- 
stitution of  an  iron  frame  for  the  wooden  one.  The  officers, 
including  Hewitt,  had  frequent  conversations  during  the 
winter  of  1875-6  with  reference  to  such  change.  In  those 
conversations,  and  in  personal  conversations  with  Hewitt, 
the  president  stated  that  he  was  anxious  to  retain  in  the 
iron  sulky  all  the  essential  features  of  the  wooden  sulky, 
so  far  as  was  consistent  with  the  use  of  an  iron  frame,  and 
suggested  other  features  which  he  thought  it  important  to 
adopt  in  the  new  plow ;  and  Black,  a  salesman,  urged  the 
importance  of  having  an  iron  axle  of  an  arched  form.  Aa 
the  result  of  these  conversations  and  deliberations,  Hewitt 
was  early  in  the  summer  of  1876,  directed  by  the  president 
to  proceed  at  once  to  devise  and  build  an  iron  sulky  plow 
according  to  the  suggestions  so  made  ;  that  is,  that  he  should 
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retain  in  the  new  plow  all  the  valuable  features  of  the 
wooden  sulky  which  the  corporation  had  been  manufactur- 
ing, should  construct  the  plow  of  wrought  and  malleable 
iron,  should  adopt  the  other  features  suggested  by  the  presi- 
dent and  the  arch  suggested  by  Black,  and  should  add  such 
additional  features  as  might  seem  advantageous  to  him, 
Hewitt.  He  was  directed  to  proceed  with  the  work  without 
delay,  so  that  the  corporation  might  be  ready  to  manufact- 
ure the  new  plow  for  the  season  of  1877.  In  accordance 
with  those  directions,  Hewitt  devised  and  constructed  a 
sulky-plow  of  wrought  and  malleable  iron,  and,  after  some 
delays,  about  the  first  of  April,  1877,  produced  a  plow  sat- 
isfactory to  the  president.  During  all  the  time  he  was  en- 
gaged in  devising  and  constructing  the  new  plow,  he  was 
in  the  employ  of  the  corporation,  and  drawing  a  salary  of 
$3,000  a  year.  The  time  during  which  he  was  so  engaged 
was  the  regular  working  hours  in  the  factory.  The  men 
who  did  the  manual  labor  on  the  new  plow  were  all  em- 
ployes of,  and  paid  by,  the  corporation ;  and  all  the  ma- 
terials used  in  its  construction  were  bought  and  paid  for  by 
the  corporation.  The  work,  as  it  progressed,  was  under  the 
general  superintendence  of  Hewitt,  but  the  work  in  the  re- 
spective departments  was  also  under  the  special  superin- 
tendence of  the  respective  foremen  of  those  departments, 
who  were  also  paid  by  the  corporation.  During  the  whole 
time  of  the  construction  of  the  plow,  it  was  understood  by 
all  the  parties  engaged  therein,  and  by  those  at  whose  in- 
stance its  construction  was  commenced,  that  it  was  being 
devised  and  constructed  for  the  use  and  benefit  of  the  cor- 
poration, and  as  a  model  for  the  future  construction  of 
sulky-plows  by  it.  After  the  plow  was  completed,  and  had 
been  accepted  by  the  president  as  satisfactory,  the  latter 
directed  Hewitt  to  go  to  Chicago  and  have  the  necessary 
malleable  castings  made  for  the  construction  of  plows 
after  the  model.  Hewitt  did  so,  obtaining  at  Chicago  cast- 
ings, mold,  and  other  things  necessary  for  the  future  build- 
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ing  of  plows  after  the  model.  During  the  time  so  spent,  he 
was  drawing  his  regular  salary ;  and  all  his  expenses,  as 
well  as  the  price  of  the  models,  eastings,  and  other  things 
obtained  by  him,  were  paid  by  the  corporation.  During 
the  time  Hewitt  remained  in  its  employ,  he  never  made 
any  claim  of  property  in  any  of  the  devices  and  improve- 
ments made  or  suggested  by  him  in  the  new  plow,  and  never 
stated  or  claimed  that  he  was  entitled  to  a  patent  on  any  of 
said  improvements,  or  that  he  had  any  rights  adverse  to  the 
corporation  in  any  of  said  improvements  or  devices,  and 
never,  during  the  term  of  his  employment,  asserted  any 
right  .to  a  patent  in  his  own  name  for  such  improvements  or 
devices,  or  any  of  th^m.  After  his  connection  with  the  cor- 
poration had  ceased,  and  after  he  had  made  an  arrangement 
with  the  president,  whereby  the  latter  bought  back  all  his 
(Hewitt's)  stock  in  the  corporation,  and  after  the  corpora- 
tion had  been  for  many  months,  with  the  knowledge  of 
Hewitt,  engaged  in  the  manufacture  of  such  plows,  Hewitt, 
on  January  14th,  1878,  applied  for  a  patent  on  the  improve- 
ments in  the  plow,  and  on  the  26th  of  March,  1878,  a  patent 
was  granted  to  him,  covering  certain  parts  of  the  plow, 
being  devices  which  had  been  theretofore  used  by  the  cor- 
poration with  his  knowledge  and  consent.  After  this  pat- 
ent was  issued  he  for  the  first  time  claimed,  as  he  has  since 
claimed,  that  he  had  and  has  an  exclusive  right  to  manu- 
facture such  parts  of  the  plow  as  are  covered  by  the  patent, 
and  has  threatened  to  enforce  his  rights  under  the  patent 
as  against  the  corporation,  its  representatives,  successors, 
and  assigns,  and  to  hold  them  liable  in  damages  for  any  in- 
fringement of  the  same. 

The  bill  also  alleges  that,  in  devising  and  constructing 
the  plow,  Hewitt  was  only  performing  his  duty  as  an  em- 
ploye of  the  corporation,  and  carrying  out  his  contract  with 
it ;  that  he  was  doing  only  what  he  was  hired  and  paid  to 
do ;  that  the  result  of  his  labors  belonged  to  the  corpora- 
tion ;  that  it  became,  in  equity  and  good  conscience,  the 
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true  and  rightful  owner  of  the  right  to  manufacture  the 
plow  ;  that,  if  there  is  any  part  thereof  which  is  patentable, 
the  patent  belonged  to  the  corporation  as  equitable  assignee 
of  Hewitt ;  and  that  he  was  and  is  bound,  in  equity  and 
good  conscience,  to  make  an  assignment  of  the  patent  to 
the  corporation  or  to  its  trustees. 

The  bill  also  alleges  that  upon  the  dissolution  of  the  cor- 
poration of  Hapgood  &  Company,  the  stockholders  thereof 
organized  another  corporation,  under  the  laws  of  Illinois, 
under  the  name  of  the  Hapgood  Plow  Company,  one  of  the 
plaintiffs ;  that  the  Hapgood  Plow  Company  succeeded  to 
the  business  of  the  prior  corporation  and  became,  by  assign- 
ment from  it,  the  owner  of  all  the  latter's  assets,  whether 
legal  or  equitable,  including  the  rights  in  the  patent  issued 
to  Hewitt,  which  such  prior  corporation  had  or  was  entitled 
to,  whether  legal  or  equitable,  and  its  right  to  manufacture 
a  sulky-plow  in  accordance  with  the  model  plow  made  by 
Hewitt,  including  aU  the  devices  covered  or  claimed  to  be 
covered  by  the  patent ;  and  that  all  the  rights  in  the  prem- 
ises which  the  prior  corporation  had  have  been  fully  trans- 
ferred to  and  vested  in  the  new  corporation.  The  bill  then 
alleges  a  refusal  by  Hewitt  to  assign  the  patent  to  the  plain- 
tiffs, and  that  he  claims  to  hold  it  adversely  to  theni. 

The  prayer  of  the  bill  is  for  a  decree  directing  the  defend- 
ant to  make  an  assignment  of  the  patent,  or  of  such  inter- 
eat  as  he  may  have  therein,  and  of  all  his  rights  thereun- 
der, to  the  Hapgood  Plow  Company,  assignee  of  Hapgood 
&  Company,  or  to  the  trustees  of  Hapgood  &  Company,  in 
trust  for  the  Hapgood  Plow  Company,  vesting  the  title  to 
the  patent,  or  to  the  defendant's  rights  thereunder,  in  the 
Hapgood  Plow  Company,  or  in  said  trustees  in  trust  for 
that  corporation  ;  and  that  he  be  enjoined  and  restrained 
from  maintaining  any  action  at  law  or  in  equity  for  any  in- 
fringement of  the  patent  by  Hapgood  &  Company,  or  for 
the  use  by  that  corporation  of  any  of  the  devices  or  im- 
provements covered  by  the  patent. 

119  U.  S.  238-833. 
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The  decision  of  the  Circuit  Court  (11  Biss.  184)  was  placed 
on  the  ground  (1)  that  Hewitt  was  not  expressly  required, 
by  his  contract,  to  exercise  his  inventive  faculties  for  the 
benefit  of  his  employer,  and  there  was  nothing  in  the  bill 
from  which  it  could  be  fairly  inferred  that  he  was  required 
or  expected  to  do  so  ;  (2)  that  whatever  right  the  employer 
had  to  the  invention  by  the  terms  of  Hewitt's  contract  of 
employment  was  a  naked  license  to  make  and  sell  the  pat- 
ented improvement  as  a  part  of  its  business,  which  right,  if 
it  existed,  was  a  mere  personal  one,  and  not  transferable, 
and  was  extinguished  with  the  dissolution  of  the  corpora- 
tion. 

We  are  of  opinion  that  the  views  taken  of  the  case  by  the 
Circuit  Court  were  correct.  There  is  nothing  set  forth  in 
the  bill,  as  to  any  agreement  between  the  corporation  and 
Hewitt,  that  the  former  was  to  have  the  title  to  his  inven- 
tions or  to  any  patent  that  he  might  obtain  for  them.  The 
utmost  that  can  be  made  out  of  the  allegations  is  that  the 
corporation  was  to  have  a  license  or  right  to  use  the  inven- 
tions in  making  plows.  It  is  not  averred  that  anything 
passed  between  the  parties  as  to  a  patent.  We  are  not  re- 
ferred to  any  case  which  sustains  the  view,  that,  on  such 
facts  as  are  alleged  in  the  bill,  the  title  to  the  invention  or 
to  a  patent  for  it  passed.  In  McClurg  v.  Kingsland,  1  How. 
202  [4  Am.  &  Eng.  382,]  the  facts  were  in  some  respects  like 
those  in  the  present  case,  but  the  decision  only  went  to  the 
])oint  that  the  facts  justified  the  presumption  of  a  license  to 
the  employer  to  use  the.  invention,  as  a  defence  by  him  to  a 
suit  for  the  infringement  of  the "  patent  taken  out  by  the 
employ^. 

The  Circuit  Court  cases  referred  to  do  not  support  the 
plaintiffs  suit.  In  Continental  Windmill  Co.  v.  Empire 
Windmill  Co.,  8  Blatch.  296,  there  was  an  agreement  that 
the  employe  should  receive  $600  for  any  patentable  improve- 
ment he  might  make.  In  Whiting  v.  Graves,  3  Ban.  &  Ard. 
222,  it  was  held  that  an  employment  to  invent  machinery 
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for  use  in  a  particular  factory  would  operate  as  a  license  to 
the  employer  to  use  the  machinery  invented,  but  would  not 
(confer  on  the  employer  any  legal  title  to  the  invention  or 
to  a  patent  for  it.  In  Wilkens  v.  Spaflford,  3  Ban.  &  Ard. 
274,  the  contract  was  that  the  employer  should  have  the  ex- 
clusive benefit  of  the  inventive  faculties  of  the  employe  and 
of  such  inventions  as  he  should  make  during  the  term  of 
service. 

AVhatever  license  resulted  to  the  Missouri  corporation, 
from  the  facts  of  the  case,  to  use  the  invention,  was  one 
confined  to  that  corporation,  and  not  assignable  by  it.  Troy 
Iron  &  Nail  Factory  c.  Coming,  14  How.  193  [5  Am.  &  Eng. 
375  ;]  Oliver  v.  Rumford  Chemical  Works,  109  U.  S.  75  [14 
Am.  &  Eng.  532.  J  The  Missouri  corporation  was  dissolved. 
Its  stockholders  organized  a  new  corporation  under  the  laws 
of  Illinois,  which  may  naturally  have  succeeded  to  the  busi- 
ness of  the  prior  corporation,  but  the  express  averment  of 
the  bill  is  that  it  took  by  assignment  the  rights  it  claims  in 
this  suit.  Those  rights,  so  far  as  any  title  to  the  invention 
or  patent  is  concerned,  never  existed  in  the  assignor.  As 
to  any  implied  license  to  the  assignor,  it  could  not  pass  to 
the  assignee. 

As  to  so  much  of  the  prayer  of  the  bill  as  asks  that  Hewitt 
be  enjoined  from  maintaining  any  action  at  law  or  in  equity 
for  any  alleged  infringement  of  the  patent  by  the  prior  cor- 
poration, or  for  its  use  of  any  of  the  devices  or  improve- 
ments covered  by  the  patent,  which  is  all  there  is  left  of  the 
prayer  of  the  bill,  any  suit  to  be  brought  would  not  be  a 
suit  against  the  corporation,  for  it  is  dissolved  ;  and  could 
not  be  a  suit  in  equity  against  its  trustees,  for  they  are  not 
alleged  to  be  using  the  invention.  It  could  only  be  a  suit 
at  law  against  the  trustees  or  stockholders  of  the  old  corpo- 
ration, for  infringement  by  it  while  it  existed.  The  theory 
of  the  bill  is  that  there  is  a  perfect  defence  to  such  a  suit. 
In  such  a  case  a  court  of  equity,  certainly  a  Circuit  Court 
of  the  United  States,  will  not  interfere  to  enjoin  even  a 
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pending  suit  at  law,  much  less  the  bringing  of  one  in  the 
future.    Grand  Chute  v.  Winegar,  16  Wall.  3T3 ;  1  High  on 
Injunctions,  §§  89-93,  and  cases  there  cited. 
Decree  affi/rmed. 
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Notes  s 

1.  Limitation  of  employer's  right  to  the  invention  under  contract 

with  inventor  : 
A]»pleton  V,  Bacon,  2  Black,  699  [7  Am.  &  Eng.  151  ;J 

and  see 
United  States  «.  Burns  (Government  employ^,)  12  Wall. 

246  [8  Am.  &  Eng.  458.] 
United  States  v.  Palmer,  128  U.  S.  262. 


2.  Implied  license  from  employ^  to  employer  : 

McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382.] 


Use  by  employer  with  inventor's  consent  defeats  the  patent  : 
Worley  v.  Loker  Tobacco  Co.,  104  U.  S.  340  [13  Am.  & 
Eng.  291.] 


Relations  of  employer  and  employ^  with  regard  to  origin  of 
invention  : 
Collar  Co.  r.  Van  Deusen,  23  Wall.  530  [10  Am.  &  Eng. 

156.] 
Agawam  Co.  v,  Jordan,  7  Wall.  683  [8  Am.  A;  Eng.  24.] 


424  HAPGOOD  v.  HEWITT.  [Sup.  Ct 

Notes  and  citaUons. 

Employer's  liability  for  profits  where  bis  contractor  infringes  : 
Elizabetb  v.  Pavement  Co.,  97  U.  S.  127  [11  Am.  A  Eng. 
614.] 


Patent  in  rait  s 

No.  201,670.     Hewitt,  H.  L.     March  26,  1878.  Sulkv-Plow. 

Other  Suits  on  Same  Patent  : 

Hapgood  y.  Hewitt,  1882.     11  Biss.  184  ;  11  Fed.  Rep.  422  ;  21  O. 
G.  1786. 


Cited  s 

In  Circuit  Courts  in: 

MontroBS  v,  Mabie,  March,  1887.  30  Fed.  Rep.  234. 
Solomon's  Case,  June,  1887.  22  Ct.  of  Claims,  335. 
Locke  V.  Lane  &  Bodley  Co.,  May,  1888.     35  Fed.  Rep.  289. 


In  Text  Books  : 
Walker  on  Pats.,  2d  ed.,  1889,  pp.  207,  238. 


J 


Oct,  1886.]  HAPGOOD  v.  HEWITT.  425 


426  CLARK  V.  WOOSTER.  [Sup.  Ct 

Syllabus. 

ABBIE  B.  CLARK,  Executrix,  AND  RUFUS  D.  CHASE, 
Executor  of  Andrew  J.  Clark,  Deceased,  et  ai-., 
APPELLANTS,  v.  GEORGE  H.  WOOSTER.* 

119  v.  S.  822-826.    Oct,  Term,  1886. 

[Bk.  30,  L.  ed.  392 ;  37  O.  G.  1477.] 
Affirming  Wooster  v.  Clark,  21  O.  G.  264. 

Argued  November  8,  9,  1886.     Decided  December  6,  1886. 

Patent  about  to  expire.  Equity  jurisdiction,  If\function.  Oriffi- 
nal  patent  m  evidence  in  suit  09i  reissue.  License  fee.  Mecuure 
of  damages. 

1.  Where  a  bill  in  equity  for  the  infringement  of  a  patent  and 

praying  for  an  injunction  was  filed  fifteen  days  before  the  ex- 
piration of  the  patent,  and  in  season,  by  the  rules  of  the  proper 
court,  to  have  obtained  a  preliminary  injunction,  the  court  had 
jurisdiction  of  the  case,  and  could  retain  the  bill  if  in  its  dis- 
cretion it  saw  fit  to  do  so.     (p.  434.) 

2.  If,  however,  by  the  course  of  the  court  where  the  suit  was 

brought,  no  preliminary  injunction  could  be  obtained,  the  bill 
should  be  dismissed  for  want  of  jurisdiction,     (p.  435.) 

3.  The  jurisdiction  of  the  court  having  attached,  although  the  prin- 

cipal grounds  of  relief  expired  with  the  patent,  if  the  general 
allegations  of  the  bill  covered  other  grounds  of  relief,  the  juris- 
diction remained.  Even  if  the  bill  had  no  such  general  alle- 
gations, if  it  was  for  equitable  relief  when  the  suit  was  com- 
menced, the  mere  fact  that  the  ground  for  such  relief  expired 
with  the  patent  would  not  take  away  the  jurisdiction  and  pre- 
clude the  court  from  the  incidental  relief  which  belongs  to 
cases  of  that  sort.  Root  «.  Railway  Company,  105  U.  S.  189 
[13  Am.  A;  Eng.  556,]  is  not  inconsistent  with  the  views  ex- 
pressed in  this  case.     (p.  435.) 

4.  Where  the  bill  alleges  equitable  grounds  for  relief — as,  for  in- 

stance, fraud— and  the  allegations  are  not  sustained  by  the 
proofs,  the  bill  will  be  dismissed  in  toto^  both  as  to  the  princi- 

*  See  Explanation  ot  Notes,  page  III. 
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pal  relief  sought  as  well  as  to  the  relief  incidental  thereto,  (p. 
435.) 

<5.  Where  the  court  below  had  jurisdiction  at  the  commencement  of 
the  suit,  even  upon  a  narrow  ground,  if  the  defendant  did  not 
ask  for  a  dismissal  for  want  of  jurisdiction,  this  Court  will  be 
reluctant,  if  it  had  the  power,  after  the  case  had  been  tried 
and  determined  on  the  merits,  to  reverse  the  decree  upon  ap- 
peal on  the  ground  of  lack  of  jurisdiction  in  the  lower  court, 
(p.  436.) 

iS.  In  a  suit  upon  a  reissued  patent  the  allegations  of  invalidity  of 
the  reissue  must  be  proved,  and  the  original  patent  is  material 
evidence  for  the  purpose  of  comparison  with  the  reissue,  (p. 
436.) 

7.  Established  license-fees  are  the  best  measure  of  damages  for  in- 
fringement of  patents,  and  special  damages  beyond  these  are 
more  properly  the  subjects  of  allowance  by  the  Court  under 
the  provisions  of  the  statute,     (p.  436.) 

[Citations  in  the  opinion  of  the  court :] 

Thomson  v.  Wooster,  114  U.  S.  104  [p.  28  ante,]    pp.  433,  435.  436. 
Koot  V.  Railway  Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556.]     p.  435. 
Cotton-Tie  Co.  v.  Simmons,  106  U.  S.  89  [14  Am.  &  Eng.  159.]    p.  435. 
Lake  Shore  &  M.  8.  H.  Co.  v.  Car-Brake  Shoe  Co..  110  U.  S.  229  [15  Am. 

&  Eng.  124.]     p.  435. 
Consolidated  Valve  Co.  r.  Crosby  Valve  Co.,  113  U.  S.  157  [15  Am.  & 

Eng.  460.]     p.  435. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Messrs.  Frederick  P.  Fish  and  T.  L.  LiverTnore^for  ap- 
pellants : 

The  Supreme  Court,  in  the  case  of  Root  v.  Railway  Co. , 
105  U.  S.  189  [13  Am.  &  Eng.  666,]  have  affirmed  that  the 
right  to  proceed  in  equity  for  the  infringement  of  letters 
patent  depends  not  upon  anything  peculiar  to  the  subject 
matter  of  the  litigation,  but  upon  general  principles  of 
equity. 

See  also,  Hayward  v.  Andrews,  106  U.  S.  672  [14  Am.  & 
Eng.  276.] 
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It  is  snbmitted  that  in  patent  causes,  as  in  other  branches 
of  equity,  the  plaintiffs  right  to  come  into  equity  because 
of  his  prayer  for  an  injunction ;  depends  upon  whether  he 
has  shown  in  his  bill  that  his  cause  of  action  and  the  situa- 
tion of  the  parties  are  such  that  he  does  not  have  a  plain, 
adequate  and  complete  remedy  at  law.  but  needs  the  sj)ecial 
and  peculiar  remedies  to  be  obtained  only  in  a  court  of 
equity. 

It  is  well  settled  that  the  ground  of  the  jurisdiction  of  a 
court  of  equity  to  grant  injunctions  against  torts  is  not 
based  upon  the  fact  that  the  plaintiff  has  suffered  damage 
in  the  past,  for  the  courts  of  law  will  in  that  case  afford  him 
full  redress  by  way  of  damages. 

* '  The  jurisdiction,  in  all  cases  in  which  an  injunction  is 
prayed  for  to  restrain  a  tort,  is  founded  upon  the  equity  of 
protecting  property  from  irreparable  injury,  or  of  protecting 
the  plaintiff  against  a  continuing  violation  of  his  rights." 

Kerr  on  Injunctions,  Am.  Ed.  1871,  pp.  236,  287,  332,  and 
cases  there  cited. 

Fletcher  v.  Bealey,  28  Ch.  Div.  688 ;  Doherty  v.  Allman, 
3  App.  Cas.  H.  of  L.  709 ;  Pulteny  v.  Shelton,  5  Ves.  260, 
note ;  Lathrop  v.  Marsh,  5  Ves.  259 ;  Thwort  d,  Thwort,  16 
Ves.  128 ;  Hawley  v,  Clowes,  2  John.  Ch.  122 ;  Watson  v. 
Hunter,  5  John.  Ch.  169 ;  Duvall  v.  Waters,  1  Bland  (Md.) 
577 ;  Jesus  College  v.  Bloom,  3  Atk.  262 ;  Smith  v.  Cook,  3 
Atk.  381  ;  Livingston  ».  Livingston,  6  John.  Ch.  497 ; 
Clowes  V,  Beck,  13  Beav.  347  ;  Hodgson  v.  Duce,  2  Jur.  N. 
S.  1014;  Parker  v,  Cotton  &  Woolen  Co.,  2  Black.  546; 
Bailey  v.  Taylor,  1  R.  &  M.  73. 

The  only  decided  cases  found,  upon  a  careful  examination 
of  the  reports,  in  which  it  has  ever  been  intimated,  how- 
ever, that  there  was  a  special  and  peculiar  equity  under  the 
statute  of  the  United  States,  giving  to  causes  based  upon  the 
infringement  of  letters  patent  a  standing  in  the  courts  of 
equity  of  a  different  character  from  other  cognate  cases  of 
torts  or  trespass,  are  those  circuit  cases  distinctly  overruled 
in  Root  V.  Railway  Co.  [13  Am.  &  Eng.  656,]  in  which  it 
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had  been  held  that  the  court  could  take  jurisdiction  in  suits 
on  expired  patents,  where  there  were  no  special  equities  to 
confer  jurisdiction. 

In  aU  other  cases  it  has  been  assumed  that  the  sole  ground 
for  the  interference  in  a  court  of  equity  by  injunction,  in 
patent  cases,  was  the  same  as  in  other  cases. 

Neilson  v.  Thompson,  1  Web.  Pat.  Cas.  286  [8  Am.  &  Eng. 
151 ;]  Rumford  Chem.  Works  v.  Hecker,  2  Ban.  and  Ard. 
886 ;  Jenkins  v,  Greenwald,  2  Fish.  38. 

It  is  submitted  that  with  the  exception  of  the  cases  over- 
ruled in  Root  V.  Railway,  no  cases  can  be  found  in  which  it 
is  decided  that  a  patentee  is  entitled  to  an  injunction  except 
upon  the  ground  that  he  needs  it  to  protect  him  against  a 
continuing  mf  ringement  which  will  cause  him  irreparable 
damage.  If  this  is  the  law,  it  follows  that  a  court  of  equity 
will  not  take  jurisdiction  in  any  case  in  which  the  bill  does 
not  contain  the  necessary  allegations  to  lay  the  foundation 
for  the  granting  by  the  court  of  an  injunction  for  which  the 
bill  prays. 

Story,  Eq.  PI.  §  23 ;  Pai*ker  v.  Cotton  &  Woolen  Co.,  2 
Black.  545. 

In  bills  brought  for  an  injunction  against  waste,  a  court 
will  not  interfere  where  the  wBste  is  trivial,  nor  will  such  an 
injunction  be  granted  where  the  person  against  whom  such 
relief  is  sought  has  stopped  committing  waste  since  the  filing 
of  the  bill. 

Parker  v.  Cotton  &  Woolen  Co.,  2  Black.  561 ;  Brace  v. 
Taylor,  2  Atk.  253 ;  Barry  v,  Barry,  IJ.  &  W.  663 ;  Lam- 
bert V.  Lambert,  2  Ir.  Eq.  210 ;  Doran  v.  Carroll,  11  Ir.  Ch. 
283. 

On  the  same  principle,  a  bill  for  an  injunction  will  not  lie 
to  prevent  a  nuisance  or  a  trespass  which  is  of  small  mo- 
ment. 

Kerr  on  Injunctions,  Am.  Ed.  1871,  pp.  353,  363,  and  cases 
there  cited. 

It  is  submitted  that  these  cases  are  authority  for  holding 
that  a  court  in  equity  has  no  jurisdiction  of  a  patent  cause, 
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where  the  prospective  damage,  if  any  is  alleged,  must  nec- 
essarily be  slight  as  would  have  been  the  continuance  of  in- 
fringement by  the  defendants  in  the  present  case  for  fifteen 
days. 

When,  however,  as  in  the  present  case,  there  is  no  allega- 
tion of  continuing  infringement,  no  allegation  that  the  de- 
fendants threaten  or  intend  to  continue  their  infringement, 
or  that  if  they  do  continue  their  infringement  they  will 
cause  the  complainant  injury  of  such  a  character  that  he 
cannot  be  compensated  for  it  by  damages,  and  not  even  an 
allegation  to  the  effect  that  the  infringement  of  the  past  was 
of  such  a  character  so  to  cause  irreparable  damage  from 
which  it  might  possibly  be  inferred  that  a  continuance  of 
the  infringement,  if  alleged,  would  in  like  manner  seriously 
affect  the  plaintiflf  s  interests,  it  is  hard  to  see  any  theory 
upon  which  the  bill  can  be  sustained,  which  will  not  be  a 
violation  of  the  fundamental  principles  upon  which  courts 
of  equity  have  always  based  their  jurisdiction  to  grant  in- 
junctions in  cases  of  tort. 

In  the  present  case,  the  proofs,  when  taken,  do  not  in  any 
degree  tend  to  show  that  it  was  possible  for  the  complainant 
to  have  made  in  his  bill  those  allegations  which  alone  confer 
jurisdiction  upon  a  court  of  equity,  or  that  he  did  not  have 
a  plain,  adequate  remedy  at  law.  The  single  act  of  in- 
fringement upon  which  the  plaintiff  hosed  his  prima  facie 
case  consisted  of  the  sale  in  the  defendants'  store  to  the 
plaintiff' s  counsel  of  a  single  folding  guide  or  binder,  on  the 
seventh  day  of  April,  1879,  five  months  and  thirteen  days 
before  the  bill  was  brought.  K  the  plaintiff  was  in  danger 
of  suffering  irreparable  damage  from  the  defendants'  acts, 
or  if  the  defendants  were  in  fact  continuing  their  infringe- 
ment after  the  time  of  this  single  sale,  it  was  the  complain- 
ant's duty  to  have  brought  his  bill  long  prior  to  its  actual 
date  of  filing. 

It  is  an  elementary  rule  in  pleading  that  everything  which 
it  is  necessary  for  the  complainant  to  prove,  to  sustain  his 
case,  must  be  stated  in  the  bill  of  complaint.  Story,  Eq. 
PL  §  23. 
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This  being  the  case,  there  is  no  escape  from  the  conclu- 
sion that  this  complainant,  having  alleged  in  substance  that 
after  a  lapse  of  fourteen  years,  he  surrendered  his  original 
patent  to  amend  his  claim  so  as  to  make  his  patent  valid, 
and  therefore  to  obtain  rights  against  the  public  which  his 
original  patent  did  not  claim,  must  fail  to  maintain  his  case, 
because  if  an  excuse  for  the  extraordinary  delay  of  fourteen 
years  is  possible,  he  has  not  alleged  such  an  excuse. 

The  bill  of  complaint  must  exclude  the  presumption  of 
laches  which  arises  from  the  lapse  of  time  in  bringing  suit, 
and  for  this  reason  the  defect  can  be  taken  advantage  of  by 
demurrer. 

National  Bank  v.  Carpenter,  101  U.  S.  667.  See  also» 
Maxwell  v.  Kennedy,  8  How.  210;  Walker  v.  Jeffreys,  1 
Hare,  348 ;  Tatam  v,  Williams,  3  Hare,  347  ;  B.  &  M.  Rail- 
road V.  Bartlett,  10  Gray,  384. 

It  is  submitted  that  the  master  erred  in  finding  that  there 
was  an  establised  license  fee  which  should  be  the  measure 
of  damages  in  this  case,  and  that  he  should  have  awarded 
nominal  damages  only  against  defendants. 

Mr.  Frederic  H.  Betts^  for  appellee  : 

There  can  be  no  doubt,  under  the  circumstances  of  this 
case,  that  the  court  of  equity  had  jurisdiction. 

The  bill  distinctly  and  repeatedly  alleges  a  present  and 
continuing  wrong,  and  one  from  which  the  defendants  have 
''refused"  to  desist. 

The  rule  seems  to  be  well  settled  that  an  infringement 
once  committed  is  sufficient  to  entitle  a  patentee  to  an  in- 
junction, even  though  the  mtringeT  promises  not  to  repeat 
the  offence. 

Jenkins  v.  Greenwald,  2  Fish.  38 ;  Potter  v,  Crowell,  2 
Pish.  112 ;  Losh  v.  Hague,  1  Web.  Pat.  Cas.  197  [2  Am.  & 
Eng.  477 ;]  Woodworth  v.  Wilson,  4  How.  712  [  4  Am.  & 
Eng.  542.] 

How  much  moi'e  is  this  remedy  appropriate  when  it  is 
alleged  that  defendant  has  refused  to  desist. 
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In  American  Cotton-Tie  Co.  v.  Simmons,  106  U.  S.  89  [14 
Am.  &  Eng.  159 ;]  and  in  Lake  Shore  &c.  R.  R.  v.  Car-Brake 
Shoe  Co.,  110  U.  S.  229  [15  Am.  &  Eng.  124,]  and  in  ConsoU- 
dated  Valve  Co.  v.  Crosby  Valve  Co.,  113  U.  S.  157  [15  Am. 
&  Eng.  460,]  this  court  entertained  suits  in  equity  and 
granted  decrees  for  accounts,  though  the  patents  had  long 
expired. 

In  the  second  named  case  the  bill  was  filed  ^^  less  than  four 
months  before  the  expiration  of  the  '  patent '  and  the  answer 
was  only  filed  '  two  days  before  the  i)atent  expired.'  " 

In  Thomson  v.  Wooster,  114  U.  S.  104  [p.  28  ante,']  this 
court  affirmed  a  decree,  which,  on  the  present  patent,  granted 
an  injunction,  and  which  was  filed  August  2, 1879,  only  two 
months  and  three  days  before  the  expiration. 

The  Circuit  Courts  have  followed  the  same  practice. 

Gottfried  V.  Moerlein,  14  Fed.  Rep.  170;  M'Millan  v.  St. 
Louis  Co.,  18  Fed.  Rep.  261 ;  N.  Y.  Belting  Co.  v.  Magowan, 
27  Fed.  Rep.  Ill ;  Adams  v,  Bridgewater  Iron  Co.,  26  Fed. 
Rep.  325 ;  Dick  v.  Struthers,  25  Fed.  Rep.  103 ;  Toledo 
Mower  &  Reai)er  Co.  v,  Johnson  Harvester  Co.,  23  Blatch. 
132;  Rumford  Chem.  Works  v.  Vice,  14  Blatch.  179; 
Adams  v,  Howard,  19  Fed.  Rep.  317 ;  Sayles  v.  Dubuque 
Co.,  5  Dill.  562 ;  Jones  v.  Barker,  11  Fed.  Rep.  597;  Reay 
V,  Raynor,  19  Fed.  Rep.  308. 

In  the  present  case  the  proof  s  show  that  the  complainant's 
<*onduct  in  coming  into  equity  was  fully*  justified ;  and  per- 
suasive evidence  is  found  tending  to  show  that  any  remedy 
which  he  could  obtain  at  law  would  have  been  inadequate, 
and  that  the  interposition  of  equity  was  quit;e  essential  to 
his  protection,  and  to  avoid  multiplicity  of  suits. 

The  validity  of  the  reissue  cannot  be  attacked.  The  suit 
was  brought  upon  the  reissued  patent  named  in  the  bill,  the 
original  patent  was  not  offered  in  evidence  and  is  not  on  the 
record. 

This  jissignment  of  error  needs  little  attention.  The  bill 
in  this  case  is  framed  in  the  identical  words  to  that  already 
J)efore  this  court  in  Thomson  v,  Wooster. 
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This  court  has  so  often  ruled  that  the  validity  of  a  reissue 
cannot  be  attacked,  on  account  of  alleged  variation  from  the 
original  patent,  unless  the  original  patent  be  offered  in  evi- 
dence, that  the  subject  needs  no  discussion  here. 
Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.] 
It  appears  that  a  number  of  resx)onsible  companies  took 
licenses,  made  returns,  and  regularly  paid  license  fees  for 
precisely  the  same  form  of  folding  guides  as  those  which 
the  defendants  disi)osed  of  in  infringing  the  patent.  This 
is  ample  proof  that  the  complainant  had  an  "  established'' 
license  fee  which  becomes  a  fair  measure  of  his  damages  from 
the  disposition  by  the  defendants  of  precisely  the  same 
thing. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court  : 
This  is  a  suit  on  a  patent,  brought  by  Wooster,  the  ap- 
pellee, against  the  persons  composing  the  firm  of  Johnson, 
Clark  &  Co. ,  of  New  York,  to  restrain  them  from  infring- 
ing the  patent,  and  to  recover  profits  and  damages.  The 
bill  was  filed  on  the  20th  of  December,  1879,  and  the  patent 
expired  fifteen  days  afterwards.  The  patent  was  for  fold- 
ing-guides used  on  sewing-machines,  and  is  the  same  that 
was  involved  in  the  case  of  Thomson  v.  Wooster,  114  U.  S. 
104  [p.  28  ante,  ]  It  was  granted  to  one  Douglas  in  October, 
1858,  for  a  i)eriod  of  fourteen  years,  was  extended  in  Octo- 
ber, 1872,  for  seven  years  longer,  and  was  then,  in  the  same 
month,  surrendered  and  reissued.  The  bill  does  not  si)ecif  y 
the  particular  ground  on  which  the  reissued  patent  was 
granted  ;  and  although  the  answer  avers  that,  it  was  unlaw- 
fully granted,  that  the  original  was  surrendered  for  the  pur- 
pose of  claiming  more  and  other  things  than  were  described 
and  claimed  in  it,  and  that  the  reissued  patent  is  not  for  the 
same  invention  for  which  the  original  was  granted,  it  does 
not  set  out  the  original,  nor  was  the  original  put  in  evidence 
in  the  cause,  and  no  evidence  was  offered  to  substantiate 
the  allegations  of  the  answer.     The  complainant  produced 
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the  reissued  patent  in  evidence  and  proved  infringement. 
The  defendant  adduced  evidence  before  the  examiner,  but 
out  of  time,  and  it  was  ruled  out  by  the  court.  A  decree  was 
made  establishing  the  patent,  and  the  infringement  thereof 
by  the  defendants,  and  referring  it  to  a  master  to  take  and 
state  an  account  of  profits,  and  to  assess  damages,  and  the 
defendants  were  ordered  to  produce  their  books,  papers,  and 
devices  used,  so  far  as  related  to  the  matter  in  issue.  Upon 
this  reference,  the  parties  entered  into  a  stipulation  before 
the  master,  by  which  the  defendants  admitted  that  they  had 
purchased  and  disposed  of  15,000  folding-guides  covered  by 
the  decree ;  and  in  consideration  thereof  the  complainant 
waived  all  further  testimony  as  to  profits  received  by  the 
defendants  therefrom,  and  agreed  to  rely  on  proof  of  dam- 
ages in  place  of  profits.  The  complainant  adduced  evidence 
to  show  that  he  had  an  established  license  fee  of  ten  cents 
for  each  folding-guide  purchased  or  disposed  of,  and  had 
granted  licenses  at  that  rate  to  divers  sewing-machine  com- 
panies. The  master,  being  satisfied  with  this  evidence,  re- 
ported the  damages  at  $1,500.  The  defendants  filed  a  num- 
ber of  exceptions  to  the  rei)ort,  none  of  which  were  sus- 
tained, and  a  decree  was  entered  for  the  amount  of  damages 
reported.    The  defendants  thereupon  appealed. 

The  points  taken  by  the  appellants  are  : 

First.  That  the  court  below,  sitting  as  a  court  of  equity, 
had  no  jurisdiction  of  the  case,  because  the  complainant  had 
a  plain  and  adequate  remedy  at  law. 

Second.  That  the  reissue  of  the  patent  was  illegal  by 
reason  of  laches  in  applying  for  it. 

Third.  That  the  court  erred  in  finding  that  the  measure 
of  damages  was  an  established  license  fee,  and  that  such 
license  fee  was  proved. 

As  to  the  first  i)oint,  the  bill  does  not  show  any  special 
ground  for  equitable  relief,  except  the  prayer  for  an  injunc- 
tion. To  this  the  complainant  was  entitled,  even  for  the 
short  time  the  patent  had  to  run,  unless  the  court  had 
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deemed  it  imp^opel^  to  grant  it.  If,  by  the  course  of  the 
court,  no  injunction  could  have  been  obtained  in  that  time, 
the  bill  could  very  xroi)erly  have  been  dismissed,  and  ought 
to  have  been.  But  by  the  rules  of  the  court  in  which  the 
suit  was  brought,  only  four  days'  notice  of  application  for 
an  injunction  was  required.  Whether  one  was  applied  for 
does  not  appear.  But  the  court  had  jurisdiction  of  the  case, 
and  could  retain  the  bill,  if  in  its  discretion  it  saw  fit  to  do 
so,  which  it  did.  It  might  have  dismissed  the  bill,  if  it  had 
deemed  it  inexpedient  to  grant  an  injunction ;  but  that  was 
a  matter  in  its  own  sound  discretion,  and  with  that  discre- 
tion it  is  not  our  province  to  interfere,  unless  it  was  exer- 
cised in  a  manner  clearly  illegal.  We  see  no  illegality  in 
the  manner  of  its  exercise  in  this  case.  The  jurisdiction  had 
attached,  and  although,  after  it  attached,  the  principal 
ground  for  issuing  an  injunction  may  have  ceased  to  exist 
by  the  expiration  of  the  patent,  yet  there  might  be  other 
grounds  for  the  writ  arising  from  the  possession  by  the  de- 
fendants of  folding-guides  illegally  made  or  procured  whilst 
the  patent  was  in  force.  The  general  allegations  of  the  bill 
were  suflBiciently  comprehensive  to  meet  such  a  case.  But 
even  without  that,  if  the  case  was  one  for  equitable  relief 
when  the  suit  was  instituted,  the  mere  fact  that  the  ground 
for  such  relief  expired  by  the  expiration  of  the  patent  would 
not  take  away  the  jurisdiction,  and  preclude  the  court  from 
proceeding  to  grant  the  incidental  relief  which  belongs  to 
cases  of  that  sort.  This  has  often  been  done  in  patent 
causes,  and  a  large  number  of  cases  may  be  cited  to  that 
effect ;  and  there  is  nothing  in  the  decision  in  Root  v.  Rail- 
way Co.,  105  U.  S.  189  [13  Am.  &  Eng.  556]  to  the  contrary. 
American  Cotton-Tie  Co.  v.  Simmons,  106  U.  S.  89  [14  Am. 
&  Eng.  159 ;]  Lake  Shore  &  M.  S.  R.  Co.  v.  Car-Brake  Co., 
110  U.  S.  229  [15  Am.  &  Eng.  124;]  Consolidat>ed  Valve  Co. 
V.  Crosby  Valve  Co.,  113  U.  S.  157  [15  Am.  &  Eng.  460;] 
Thomson  v.  Wooster,  114  U.  S.  104  [p.  28  ante.]  It  is  true 
that  where  a  party  alleges  equitable  ground  for  relief  and 
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the  allegations  are  not  sustained,  as  where  a  bill  is  foonded 
on  an  allegation  of  fraud,  which  is  not  maintained  by  the 
proofs,  the  bill  will  be  dismissed  in  totOj  both  as  to  the  relief 
sought  against  the  alleged  fraud,  and  that  w^hich  is  sought 
as  incidental  thereto. 

The  point  insisted  on,  that  the  bill  contained  no  chai^  of 
continued  infringement,  or  of  infringement  at  the  time  of 
commencing  the  suit,  if  it  were  material,  is  not  sustained  by 
the  fact.     The  bill  does  contain  such  a  charge. 

As  the  court  had  jurisdiction  at  the  inception  of  the  suit, 
even  though  upon  a  narrow  ground,  yet,  as  the  defendants 
did  not  ask  the  dismissal  of  the  bill  on  the  ground  of  want 
of  jurisdiction,  we  should  be  very  reluctant,  if  we  had  the 
power,  now,  on  an  appeal,  after  the  case  has  been  tried  and 
determined,  to  reverse  the  decree. 

The  second  point  raised  was  substantially  disposed  of  in 
the  case  of  Thomson  v,  Wooster,  qua  supra.  The  allega- 
tions in  the  present  bill  are  the  same  as  they  were  in  that 
case.  Neither  the  bill  nor  the  proofs  show  anything  from 
which  the  court  can  infer  that  the  reissue  was  illegally 
granted  ;  and  the  allegations  of  the  answer  are  unsupported 
by  evidence.  The  reissued  patent  itself  made  a  prima  faciv 
case  for  the  complainant.  The  allegations  of  the  answer, 
that  it  was  issued  for  the  mere  purpose  of  expanding  the 
claim  of  the  original,  and  that  it  was  for  another  and  differ- 
ent invention,  should  have  been  proved.  But  we  have  no 
evidence  on  the  subject,  not  even  the  original  patent  with 
which  to  compare  the  reissue.  This  point,  therefore,  is 
wholly  without  foundation. 

The  third  point,  as  to  the  measure  of  damages  and  the 
want  of  proof  thereof,  is  equally  untenable.  It  is  a  general 
rule  in  patent  causes,  that  established  license  fees  are  the 
l>est  measure  of  damages  that  C4in  be  used.  There  may  be 
damages  beyond  this,  such  as  the  expense  and  trouble  the 
plaintiif  has  been  put  to  by  the  defendant,  and  any  special 
inconvenience  he  has  suffered  from  the  wrongful  acts  of  the 
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defendant ;  but  these  are  more  properly  the  subjects  of  al- 
lowance by  the  court  under  the  authority  given  to  it  to  in- 
crease the  damages. 

As  to  the  sufficiency  of  the  proof,  we  see  no  occasion  to 
disturb  the  conclusion  reached  by  the  master  on  this  point. 
The  complainant  proved  several  instances  of  licenses  given 
by  him  to  large  sewing-machine  companies,  the  fees  on 
which  were  regularly  paid,  and  corresponded  with  the  rate 
allowed  by  the  master.  We  think  that  the  defendants  have 
no  occasion  to  complaim  of  the  amount  awarded. 

The  decree  of  the  Circuit  Court  is  affi/rmed. 
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Syllabus. 

CLARK  POMACE  HOLDER  COMPANY,  APPELLANT, 

V.  WILLIAM  H.  FERGUSON.* 

119  U.  S.  88S-88a    Oct.  Term,  1880. 

[Bk.  30,  L.  ed.  406  ;  37  O.  G.  1479.] 

Aiiinniiig  Ibid,  21  Blatch.  376. 

Argued  November  19,  1886.     Decided  December  6,  1886. 

Particidar  patent.     Absence  of  invention.     Mechanical  skill. 

1.  Letters  patent,  No.  187,100,  granted  to  John  Clark,  February 
6,1877,  for  *' Improvements  in  Cheese-Formers  for  Cider- 
Presses,"  construed  and  heidy  in  view  of  the  fact  that  the  rack 
for  the  pomace  was  old,  a  cloth  to  envelope  the  pomace  on  tlu* 
rack  was  old,  and,  in  combination  with  these  parts,  an  inclo- 
sure  to  confine  the  pomace  with  a  uniform  depth  was  old,  it 
did  not  involve  invention,but  only  ordinary  mechanical  skill 
and  judgment,  to  employ  a  guide-frame  smaller  than  the  raok 
to  confine  the  pomace,     (p.  444.) 

[Citations  in  the  opinion  of  the  court :] 

Clark  Pomace  Holder  Co.  v.  Fergnson,  21  Blatch.  376.     p.  444. 
Vinton  v,  Hamilton,  104  U.  S.  485  [13  Am.  &  Eng.  394.]     p.  447. 
Hall  c.  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291.]    p.  447. 
Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  &  Eng.  380.]    p.  447. 
Slawaon  v.  Grand  Street  Railroad  Co.  107  U.  S.  649  [14  Am.  &  Eng.  475.  J 

p.  447. 
King  t;.  Gallun,  107  TJ.  S.  99  [14  Am.  &  Eng.  559.]    p.  447. 
Doable-Pointed  Thck  Co.  v.  Two  Rivers  Mnfg.  Co.,  109  U.  S.  117  [14  Am. 

&  Eng.  571.]    p.  447. 
«.  Estey  V.  Burdett,  109  U.  S.  633  [15  Am.  &  Eng.  32.]    p.  447. 
Bnssey  v.  Excelsior  Mnfg.  Co.,  110  U.  S,  131  [15  Am.  &  Eng.  77.]   p.  447. 
Pennsylvania  Railroad  Co.  v.  Locomotive  Truck  Co.,  110  U.  S.  490  [15 

Am.  &  Eng.  148.]    p.  447. 
Phillips  V.  Detroit,  111  U.  S.  604  [15  Am.  &  Eng.  269.]    p.  447. 
Morris  v.  McMillin,  112  U.  S.  244  [15  Am.  &  Eng.  310.]     p.  447. 
Hollister  v.  Benedict  Mnfg.  Co.,  113  U.  S.  59  [15  Am.  &  Eng.  417.]    p.  447. 
Thomi>son  v.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549.]    p.  447. 
Stephenson  v.  Brooklyn  Railway  Co.  [p.  63  ante."]    p.  447. 

*See  Explanation  of  Note*,  pago  III. 


442  POMACE  HOLDER  00.  v.  FERGUSON.    [Sup.  Ot. 

Argument  of  oounseL 

Tale  Lock  Co.  v.  Oreenleaf,  117  U.  S.  554  [p.  303  aiUe.]     p.  448. 
Gardner  v.  Herz,  118  U.  8.  180  [p.  368  anieJ]    p.  448. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Mr,  Walter  E,  Ward^  for  appellaTd : 

Clark  did  all  that  is  necessary  to  constitute  one  an  in- 
ventor. He  invented  a  new  ''guide  frame,"  a  new  "ex- 
tended pomace  rack,"  and  an  entirely  new  combination  of 
the  "racks,"  "form,"  and  "cloths,"  which  operate  in  a 
manner  never  before  known.  His  invention  was  new  and 
useful  and  has  been  of  great  benefit  to  the  public.  He  was 
clearly  entitled  to  a  patent. 

Winans  v.  Denmead,  15  How.  341  [6  Am.  &  Eng.  107 ;] 
Davis  V.  Palmer,  2  Brock.  310 ;  Mabie  v.  Haskell,  2  Cliflf. 
510 ;  Aiken  v.  Dolan,  3  Fisher,  204 ;  Consolidated  Valve 
Co.  V.  Crosby  Valve  Co.,  113  U.  S.  157  [16  Am.  &  Eng. 
460 ;]  HoUister  v.  Benedict,  113  U.  S.  59  [15  Am.  &  Eng. 
417;]  N.  Y.  Belting  &  Packing  Co.,  v.  Magowan,  27  Fed. 
Rep.  362 ;  Asmus  v,  Alden,  27  Fed.  Rep.  684 ;  Smith  v. 
Goodyear  etc.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1 ;]  Wash- 
bum  &  Moen  Mnfg.  Co.  v.  Haish,  4  Fed.  Rep.  907;  Ep- 
pinger  v.  Richey,  14  Blatch.  307 ;  Hill  v.  Biddle,  27  Fed. 
Rep.  560;  Celluloid  Mnfg.  Co.  v.  American  Zylonite  Co., 
36  O.  G.  1043. 

Mr.  William  H,  King^  for  appellee : 

The  precise  combination  and  the  precise  process  described 
and  claimed  in  the  patent  in  suit  was  known  and  used  two 
years  and  more  prior  to  the  application  for  said  patent. 

We  have  the  positive  proof  of  more  than  one  person  pub- 
licly and  successfully  using  the  improvement  in  his  busi- 
ness prior  to  the  date  of  the  alleged  invention  by  Clark. 

The  prior  knowledge  and  use  by  a  single  i)erson  is  suffi- 
cient. 

Coffin  tJ.  Ogden,  18  Wall.  120  [9  Am.  &  Eng.  125 ;]  Bed- 


Oct.,  1886.]  POMACE  HOLDER  CO.  v.  FERGUSON.        443 

Opinion  of  the  court 

ford  V.  Hunt,  1  Mas.  302 ;  Egbert  t,  Lippmann,  104  U.  S. 
833  [13  Am.  &  Eng.  273 ;]  Manning  v.  Glue  Co.,  23  O.  G. 
2413  [14  Am.  &  Eng.  504.] 

The  use  of  the  various  elements  claimed  in  the  patent  do 
not  constitute  a  valid  combination,  but  is  merely  an  aggre- 
gation or  assemblage  of  parts.  Each  of  the  elements  acts 
independently  of  the  others.  There  is  no  novelty  in  the 
alleged  improvement,  and  the  patentee  has  not  invented 
anything  that  rises  to  the  dignity  of  invention. 

To  constitute  a  valid  combination  there  must  be  a  new 
result  produced  by  the  combined  action  of  all  the  comjx)- 
nent  x)arts.  What  is  the  result  in  this  case  ?  It  may  per- 
haps be  admitted  that  the  guide-frame  operates  more  con- 
veniently than  the  old  devices,  but  something  more  than 
this  is  necessary  to  sustain  a  patent  for  a  combination. 

Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340 ;] 
Pickering  v.  McCullough,  104  U.  S.  310  [13  Am.  &  Eng. 
238 ;]  Reckendorfer  v.  Faber,  92  U.  S.  347  [10  Am.  &  Eng. 
373 ;]  Packing  Co.  Cases,  105  U.  S.  566  [14  Am.  &  Eng.  49.] 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court : 

,  This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Northern  District  of  New  York, 
for  the  infringement  of  letters  patent.  No.  187,100,  granted 
to  John  Clark,  February  6th,  1877,  for  an  "improvement 
in  cheese-formers  for  cider-presses,"  on  an  application  filed 
September  11th,  1876.  The  si)ecification  and  drawings  of 
the  patent  are  as  follows : 

"The  object  I  have  in  view  is,  in  laying  up  a  ' cheese '  for 
the  cider-press,  where  each  layer  is  folded  up  in  a  cloth,  to 
secure  uniformity  of  thickness  of  all  the  layers  in  the  mass 
or  cheese,  and  thus  secure  uniform  pressure  on  its  entire 
area,  and  to  avoid  all  tendency  to  break  the  pomace  frames 
or  racks.  To  this  end  it  consists  in  the  employment  of  a 
guide-frame,  in  combination  with  extended  pomace-racks, 

119  U.  S.  335-336. 
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as  more  fully  hereinafter  set  forth.  Figure  1  is  a  perepect- 
ive  view,  showing  the  manner  of  laying  up  a  cheese  in  press. 
Fig.  2  is  a  cross  section  at  x  x.  In  the  drawing,  A  repre- 
sents the  lower  frame-work  of  a  cider-press,  on  which  is 
laid  a  bed,  B.  C  is  a  pomace-rack,  which  may  be  rigid,  as 
shown,  or  flexible,  as  described  in  letters  patent,  No.  148,- 
034,  issued  to  me  March  3,  1874.  On  this  rack  is  laid  a 
guide-frame,  D,  whose  bottom  girts  are  not  spaced  far 
enough  apart  to  extend  the  full  length  of  the  rack  on  which 
they  rest.  A  cloth,  E,  large  enough  to  envelope  the  layer, 
is  then  laid  on  the  rack,  inside  the  frame,  and  opened  out 
to  receive  the  pomace,  which  is  '  struck '  level  with  the  girts 
of  the  frame,  after  which  the  cloth  is  folded  over  the  leveled 
pomace,  and  the  frame  is  lifted  oflf.  The  next  and  succeed- 
ing racks  are  in  like  manner  laid  on  the  first,  and  filled  up, 
and  a  follower  is  placed  on  the  upper  one,  when  the  cheese 
is  ready  to  press.  Laid  up  in  this  way,  the  several  layers 
are  uniform  in  thickness,  and  the  cheese,  in  mass,  is  level 
on  top,  and  offers  a  uniform  resistance  to  the  pressure,  over 
its  entire  area,  thus  assuring  the  expression  of  all  the  juice 
and  precluding  all  danger  of  breaking  the  pomace-racks. 
If  the  bed,  B,  be  extended,  a  cheese  may  be  built  upon  a 
board  while  one  is  being  pressed,  and  then  be  slid  under 
the  follower  when  the  first  one  is  removed." 

The  claim  is  in  these  words:  ''The  guide-frame,  D,  in 
combination  with  an  extended  pomace-rack,  and  a  cloth  to 
inclose  a  layer  of  pomace  therein,  substantially  as  described.'' 

The  answer  sets  up  as  defences,  want  of  novelty,  want 
of  patentability,  and  public  use  for  more  than  two  years  be- 
fore the  application  for  the  patent.  After  a  hearing  on 
proofs,  a  decree  was  made  adjudging  the  patent  to  be  in- 
valid and  dismissing  the  bill.     The  plaintiff  has  appealed. 

The  decision  of  the  Circuit  Court  (21  Blatch.  376)  pro- 
ceeded on  these  grounds :  1.  Cloths,  and  also  racks,  and 
also  guide -frames,  having  each  been  used  before,  the  aggre- 
gation of  them,  as  described  in  the  patent,  was  not  a  valid 
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combination.  2.  The  use  of  the  described  guide-frame  in 
connection  with  the  racks  and  cloths,  did  not  involve  inven- 
tion. 3.  The  precise  combination  described  in  the  patent 
was  in  public  use  more  than  two  years  before  the  patent  was 
applied  for. 

Without  examining  any  other  question  raised  in  the  case, 
we  are  of  opinion  that  the  patent  must  be  held  void  on  the 
second  ground  above  mentioned.  A  rack  on  which  to  place 
the  pomace  was  old,  and  a  cloth  to  cover  the  pomace  lying 
on  the  rack  was  old,  the  two  being  used  in  connection,  and 
an  enclosure  was  used  with  them,  which  enabled  the  opera- 
tor to  make  the  pomace  of  uniform  depth  on  each  rack,  and 
prevented  the  lateral  spreading  of  the  pomace.  The  only 
point  of  the  invention  would  seem  to  be  the  use  of  a  guide- 
frame  smaller  than  the  rack ;  or,  in  other  words,  the  use  of 
a  rack  larger  than  the  guide-frame.  There  was  no  inven- 
tion in  making  the  guide-frame  or  the  rack  of  the 
desired  size.  It  required  only  ordinary  mechanical  skill 
and  judgment.  Within  the  recent  cases  in  this  court  on 
the  subject  the  patent  must  be  held  void. 

Vinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  &  Eng.  394  ;| 
Hall  V.  MacNeale,  107  U.  S.  90  [14  Am.  &  Eng.  291 ;]  At- 
lantic Works  V.  Brady,  107  U.  S.  192  [14  Am.  &Eng.  380  ;J 
Slawson  v.  Grand  Street  Railroad  Co.,  107 U.  S.  649  [14  Am. 
&  Eng.  475  ;]  King  v.  Gallun,  109  U.  S.  99  [14  Am.  &  Eng. 
659 ;]  Double-Pointed  Tack  Co.  v.  Two  Rivers  Manufactur- 
ing Co.,  109  U.  S.  117  [14  Am.  &  Eng.  571 ;]  Estey  v.  Bur- 
dett,  109  U.  S.  633  [15  Am.  &  Eng.  32 ;]  Bussey  v.  Excel- 
sior Manufacturing  Co.,  110  U.  S.  131  [15  Am.  &  Eng.  77 ;] 
Pennsylvania  Railroad  Co.  v.  Locomotive  Truck  Co.,  110 
U.  S.  490  [15  Am.  &  Eng.  148;]  Phillips  v.  Detroit,  111  U. 
S.  604  [15  Am.  &  Eng.  269 ;]  Morris  v.  McMillin,  112  U.  S. 
244  [15  Am.  &  Eng.  310 ;]  HoUister  v.  Benedict  Manufact- 
uring Co.,  113  U.  S.  59  [15  Am.  &  Eng.  417;]  Thompson  v. 
Boisselier,  114  U.  S.  1,  11  [15  Am.  &  Eng.  549;]  Stephen- 
son V.   Brooklyn  Railroad  Co.,  114  U.  S.  149  [p.  63  ante ;] 
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Yale  Lock  Manufacturing  Co.  v.  Greenleaf,  117  U.  S.  554 
[p.  303  ariie;]  Gardner  v,  Hera,  118  U.  S.  180  [p.  368  ante.] 
Decree  affirmed. 

110  U.S.  888. 

1.  Change  in  size  does  not  involve  invention  : 

Phillips  V.  Page,  24  How.  161  [7  Am.  &  Eng.  9t.] 
Dalton  V.  Jennings,  93  U.  S.  271  [10  Am.  &  Eng.  459.] 
Glue  Co.  u.  Upton,  97  U.  S.  3  [11  Am.  &  Eng.  458.] 
Estey  V.  Burdett,  109  U.  S.  633  [15  Am.  &,  Eng.  32.] 
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ROBERT  NEWTON,  APPELLANT,  v.  FURST  AKD 
BRADLEY  MANUFACTURING  COMPANY,  CON- 
RAD  FURST,  et  al.* 

119  U.  S.  87a-S86.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  442  ;  38  O.  G.  104.] 

Affirming  Ibid,  1 1   Biss.  405. 

Argued  December  3,  1886.     Decided  December  13,  1886. 

Particular  reissued  patent.     Inadvertence  and  mistaJee.     Invalid 

reissue  claim. 

i.  The  first  claim  of  the  original  letters  patent,  No.  58,612,  F.  S. 
Davenport,  Gang-Plows,  which  covered  only  the  combination 
of  three  specific  devices,  viz  :  the  lever  P,  the  rod  Q,  and  the 
brake  R,  limited  in  view  of  the  prior  state  of  the  art  to  the 
specific  devices,  and  held,  that  the  friction-band  of  defend- 
ants was  not  the  brake  of  plaintiff^s  patent,  nor  the  crank- 
axle  of  defendants  the  hinged-board  axle  of  plaintiffs,  although 
apparently  the  purpose  and  mode  of  operation  of  these  part^ 
were  substantially  alike  in  both  instances,     (p.  464.) 

2.  The  first  claim  of  the  reissue.  No.  8,986,  granted  Dec.  2,  1879, 
more  than  thirteen  years  after  the  date  of  the  original  patent, 
after  the  defendants  had  begun  to  make  plows  like  those  com- 
plained of,  and  which  claimed  the  combination  of  four  things 
— (l)  Friction-clutch  mechanism;  (2)  means  for  engaging  and 
disengaging  it  with  the  ground  or  carrying  wheel;  (3)  a  swing 
axle;  (4)  a  ground  or  carrying  wheel,  held,  to  be  evidently 
taken  to  cover  defendants'  machine,  which  did  not  infringe  the 
first  claim  of  the  original  patent,  and  that  no  inadvertence  or 
mistake  in  the  original  patent  was  shown  and  that  the  reissue 
was  invalid  in  respect  to  the  first  claim,     (p.  466.) 

.s.  The  plaintiff  testified  "  that  he  thought  there  *  was  a  mistake 
and  deficiency  in  the  patent;'  that  he  did  not  consider  that 
other  manufacturers  respected  it;  that  he  considered  it  defi- 
cient because  it  applied  the  friction-brake  to  the  pheriphery  of 

*See  Explanation  of  Notes,  page  III. 
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the  wheel,  and  that  he  believed  the  patent  was  entitled  to 
cover  different  friction-clutch  devices,  so  as  to  be  a  better  pro- 
tection against  infringers.''  This  was  hot  regarded  as  proof 
of  inadvertence  or  mistake  in  the  original  patent.       (p.  466.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  history  and  facts  of  the  case  appear  in  the  opinion 
of  the  court. 

Mr.  L.  L.  Coburn^forappeUaTU: 

The  withdrawal  of  one  ingredient  in  a  patented  combina- 
tion, and  the  substitution  of  another  which  was  well  known 
at  the  date  of  the  patent  as  a  proper  substitute,  is  a  mere 
formal  alteration  of  the  combination,  which  does  not  con- 
stitute any  defence  to  the  charge  of  infringement. 

Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290 ;] 
Gould  V.  Rees,  15  Wall.  187  [9  Am.  &  Eng.  39  ;]  Blake  v. 
Robertson,  11  Blatch.  237 ;  Taylor  v.  Garretson,  9  Blatch. 
156 ;  King  tj.  Louisville  Cement  Co.,  6  Pish.  336. 

A  combination  claim  is  infringed  when  all  of  the  elements 
of  the  claim  are  used,  either  in  the  form  shown  in  the  pat- 
ent, or  in  the  form  of  old  and  well-known  mechanical  equiv- 
alents, whether  substituted  in  place  of  aU  or  part  of  them. 

Seymour  v.  Osborne,  11  Wall.  653  [8  Am.  &  Eng.  290 ;] 
American  Whip  Co.  t.  Lombard,  4  Cliflf.  506 ;  Puller  t>. 
Yentzer,  94  U.  S.  288  [11  Am.  and  Eng.  138  ;]  Water  Meter 
Co.  7).  Desper,  101  U.  S.  332  [12  Am.  &  Eng.  380.] 

The  first  claim  of  the  reissue  is  within  the  scope  of  the 
claim  of  the  original  patent  and  is  legally  identical  with  it. 

Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454  ;]  Reed 
t>.  Chase,  25  Ped.  Rep.  95. 

Messrs.  L.  L.  Bond  and  E.  A.  West^  for  appellees  : 
If  the  later  combination  is  new,  or  one  element  thereof  is 

new,  it  is  not  an  infringement. 

Gould  D.  Rees,  15  Wall.  187  [9  Am.  &  Eng.  39 ;  ]  Seymour 

«. 'Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290; J  Eames  v. 
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Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  168 ;]  Prouty  ».  Rug- 
gles,  16  Pet.  336  [4  Am.  &  Eng.  351  ;]  Puller  v.  Yentzer,  94 
U.  S.  288  [11  Am.  &  Eng.  138.] 

If  the  elements  are  not  combined,  connected,  and  arranged 
in  the  same  manner,  there  is  no  infringement. 

Singer  v.  Walmsley,  1  Pish.  668;  Brooks  v.  Piske,  15 
How.  212  [6  Am.  &  Eng.  16.] 

By  combining  old  parts,  a  patentee  cannot  prevent  others 
from  recombining  them. 

Hailes  v.  Van  Wormer,  20  Wall.  371  [9  Am.  &  Eng.  340;] 
Puller  V.  Yentzer,  94  U.  S.  288  [11  Am.  &  Eng.  138.] 

Only  the  originator  of  a  new  art  or  an  entire  machine  is 
entitled  to  a  broad  application  of  equivalents. 

R.  R.  Co.  V.  Sayles,  97  U.  S.  666  [12  Am.  &  Eng.  121  ;] 
McCormick  v.  Talcott,  20  How.  402  [6  Am.  &  Eng.  410.] 

The  reissue  falls  clearly  within  the  rule  stated  in  Miller 
V.  Brass  Co.,  104  U.  S.  360  [13  Am.  &  Eng.  303 ;]  Mahn  v. 
Harwood,  112  U.  S.  364  [16  Am.  &  Eng.  322 ;]  WoUensak 
V.  Reiher,  116  U.  S.  96  [p.  162  ante.] 

The  reissue  is  void  because  obtained  after  appellants  ob- 
tained their  patents ;  intervening  rights  being  involved. 

Clements  v.  Odorless  etc.  Co.,  109  U.  S.  641  [15  Am.  & 
Eng.  44 ;]  Turner  etc.  Mnfg.  Co.  v.  Dover  Stamping  Co., 
Ill  U.  S.  319  [16  Am.  &  Eng.  238 ;]  Brown  v,  Davis,  116  U. 
S.  237  [p.  212  ante.] 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court: 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Northern  District  of  Illinois  by 
Robert  Newton  against  the  Purst  and  Bradley  Manufactur- 
ing Company  and  others,  to  recover  for  the  infringement  of 
reissued  letters  patent,  No.  8,986,  granted  to  the  plaintiff, 
December  2d,  1879,  on  an  applioAtion,  filed  October  16th, 
1 879,  for  an  improvement  in  gang-plows,  (the  original  pat- 
ent, No.  68,612,  having  been  granted  to  P.  8.  Daveni)ort  aj» 
inventor,  October  9th,  1866.) 

119  V.  8.  S74. 
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The  specificatioii  and  claims  of  the  original,  and  those  of 
the  reissue,  and  the  drawings  of  the  reissue,  are  as  follows, 
the  parts  in  each  which  are  not  found  in  the  other  being  in 
italic: 


Original. 
"Be  it  known  that  I,  P. 
S.  Davenport,  of  Jerseyville, 
Jersey  county,  and  State  of 
Illinois,  have  invented  a  new 
and  improved  gang-'plow ; 
and  I  do  hereby  declare  that 
the  following  is  a  full,  clear, 
and  exact  description  thereof, 
which  will  enable  others 
skilled  in  the  art  to  make  and 
use  the  same,  reference  being 
had  to  the  accompanying 
drawings,  forming  part  of  this 
specification,  in  which — 


Reissue. 

"Be  it  known  that  I,  F. 
S.  Davenport,  of  Jerseyville, 
Jersey  County,  and  State  of 
Illinois,  have  invented  a  new 
and  improved  wheel  plow ; 
and  I  do  hereby  declare  that 
the  following  is  a  full,  clear, 
and  exact  description  thereof, 
which  will  enable  others 
skilled  in  the  art  to  make  and 
use  the  same,  reference  being 
had  to  the  accompanying 
drawings,  forming  part  of  this 
specification. 

The  object  of  my  indention 
is  to  provide  improved  means 
for  utilizing  the  draft  of  the 
team  in  raising  a  plow  from 
the  ground;  and  to  this  end 
my  invention  consists^  first, 
in  the  combination^  with  a 
swing -axle  and  ground  or 
carrying  wheels  ^friction- 
clutch  mechanism  and  means 
for  engaging  and  disengag- 
ing the  latter  with  the  ground 
or  carrying  wheels  said  parts 
being  corastructed  and 
adapted  to  raise  the  plow  by 
locking  the  swing -axle  to  the 
carrying  wheel  by  friction- 
clutch  engagemeat^  and  raise 
the  plow  beam  by  the  draft 
or  power  of  the  team;  second^ 
in  the  combination^  with  a 
ground  wJieef,  a  swing  axle, 

119  U.S.  374-375. 
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Figure  1  is  a  plan  or  top 
\iew  of  my  invention ;  Fig. 

2,  a  side  view  of  the  same, 
partly  in  section  as  indicated 
by  the  line  x  x^  Fig.  1 ;  Fig. 

3,  a  transverse  vertical  section 
of  the  same,  taken  in  the  line 
y  2/,  Fig.  1.  Similar  letters 
of  reference  indicate  like 
parts. 

This  machine  consists  of  a 
fmme,  A,  made  of  two  paral- 
lel beams  or  bars,  a  a,  braced 
together  near  the  front  and 
back  pieces,  h  b.  From  each 
of  these  beams  or  bars  de- 
pends a  plow,  B.  To  the  front 
cross-piece  is  bolted  an  iron 
standard,  C,  strengthened  by 
an  iron  stay,  D,  running  down 
to  the  back  cross-piece.  To 
the  top  of  the  standard,  C,  is 

110  U.S.  375-377. 


and  a  plow-beam  connected 
to  the  latter^  of  clutch  Tnech- 
anism  connected  to  the  axle 
anA  adapted  by  engagement 
with  tJte  wheel  to  viiUze  the 
drcft  of  the  team  in  turning 
the  swing-axle  into  upright 
position^  and  thereby  raise 
the  plow-beam  ;  thirds  in  the 
combination^  with  a  ground- 
wheel^  a  swing-axle^  and  a 
plow-beam  connected  to  the 
loiter y  of  a  friction-clvtch 
connected  to  the  axle  and' 
a^apted^  by  contact  with  the 
wheels  to  turn  the  axle  into 
upright  position^  and  tlure- 
by  raise  the  plow-beam,  by  the 
aid  of  the  draft  of  the  team,. 

R^erring  to  the  draw- 
ings^ Figure  1  is  a  plan  or  top 
view  of  my  invention  ;  Fig.  2 
is  a  side  view  of  the  same, 
partly  in  section,  as  indicated 
by  the  line  x  x^  Fig.  1 ;  Fig. 
3  is  a  transverse  vertical  sec- 
tion of  the  same,  taken  in  the 
line  y  y^  Fig.  1.  Similar  let- 
ters of  reference  indicate  like 
parts. 

This  machine  consists  of  a 
frame.  A,  made  of  two  paral- 
lel beams  or  bars,  a  a,  braced 
together  near  the  front  and 
back  pieces,  b  i.  From  each 
of  these  beams  or  bars  de- 
pends a  plow,  B.  To  the  front 
cross-piece  is  bolted  an  iron 
standard,  C,  strengthened  b\ 
an  iron  stay,  D,  running  down 
to  the  back  cross-piece.  To 
the  top  of  the  standaixl,  C,  is 
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attached  a  spring  seat,  E,  the 
whole  supported  upon  two 
wheels,  F  F,  each  turning 
upon  an  iron  axle,  c,  attachea 
to  a  hinged  boards  G, 

It  will  be  observed  that  one 
of  the  axUs^  c,  is  attached  to 
the  front  upper  side  of  the 
hinged  hoards  G,  and  the 
other  to  the  back  or  under 
side,  in  such  a  manner  that 
when  it  is  turned  down  in  a 
horizontal  position  to  lower 
the  plows  to  the  ground,  the 
wheel  that  runs  in  the  furrow 
will  be  as  much  lower  than 
the  other  as  the  depth  of  the 
furrow  may  require.  The 
axle  that  carries  the  wheel 
that  runs  in  the  furrow  is  so 
formed  that  it  mav  be  re- 
moved from  the  back  of  the 
hinged  board  and  bolted  to 
the  front  so  that  the  machine 
may  run  level  when  there  is 
no  furrow  for  the  wheel  to 
run  in,  as  is  the  case  when 
preparing  the  ground  for  cot- 
ton-seed. 

The  hinged  board  G  is  at- 
tached to  the  plow-frame  by 
two  iron  hinges,  H  H',  the 
one  H  on  the  side  of  the  long 
beam  forming  an  arm  or  lever, 
I,  to  which  is  attached  a 
chain,  J,  which  passes  over  a 
wheel,  K,  and  is  made  fast  to 
the  plow-frame.  The  wheel 
K  turns  upon  a  stud  in  the 
end  of  a  lever,  L,  this  lever 
being  bolted  to  the  foot-board 
M,  which  is  hinged  to  the 
plow-frame  in  the  same  man- 


attached  a  spring  seat,  E,  the 
whole  supported  upon  two 
wheels,  F  P,  each  turning 
upon  a  journal^  c,  of  b,  swing- 
a^le^  G. 

It  will  be  observed  that  one 
of  the  journals,  c,  is  attached 
to  the  front  or  upper  side  of 
the  swing-axle,  G,  and  the 
other  to  the  back  or  under 
side,  in  such  a  manner  that 
when  it  is  turned  down  in  a 
horizontal  position  to  lower 
the  plows  to  the  ground,  the 
wheel  that  runs  in  the  furrow 
will  be  as  much  lower  than 
the  other  as  the  depth  of  the 
furrow  may  require.  The 
journal  that  carries  the 
wheel  that  runs  in  the  furrow 
is  so  formed  that  it  may  be 
removed  from  the  back  of  the 
swing-a^le  and  be  secured  to 
the  front,  so  that  the  machine 
may  run  level  when  there  is 
no  furrow  for  the  wheel  to 
run  in,  as  is  the  case  when 
prei)aring  the  ground  for  cot- 
ton-seed. 

The  swing-axle  G  is  at- 
tached to  the  plow-frame  by 
two  iron  hinges,  H  H',  the 
one  H  on  the  side  of  the  long 
beam  forming  an  arm  or  lever, 
I,  to  which  is  attached  a 
chain,  J,  which  passes  over  a 
wheel,  K,  and  is  made  fast  to 
the  plow-frame.  The  wheel 
K  turns  upon  a  stud  in  the 
end  of  a  lever,  L,  this  lever 
being  bolted  to  the  foot-board 
M,  which  is  hinged  to  the 
plow-frame  in  the  same  man- 

119  U.S.  877-378. 
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ner  and  at  the  same  place  as 
the  2CK\%'board  Gr.  To  the 
opposite  end  of  the  foot-board 
is  bolted  a  bracket  or  stop,  rf, 
against  wliich  rests  an  aim, 
€,  by  which  the  hinged  hoard 
G  is  operated,  the  arm  e 
being  held  in  the  vertical  po- 
sition by  a  latch,  N,  which  is 
lifted  by  placing  the  foot  on 
the  back  part  of  it. 

Now,  it  will  be  seen  that  to 
lower  tYie  plows  to  the  ground 
it  is  only  necessary  to  brin^ 
down  the  arm  e  till  a  block./, 
which  is  bolted  to  its  side, 
rests  upon  a  roller^  g^  of  a 
lever,  0,  which  is  secured  in 
the  required  position  by  a 
notched  quadrant,  N.  It  will 
be  observed,  that,  as  the  lever 
O  is  moved  forward  from 
notch  to  notch,  the  plows  will 
cut  deeper  and  deeper,  and 
the  reverse  as  it  is  drawn 
back.  By  these  details  the 
driver  has  entire  control  of 
the  depth  of  the  furrow  with- 
out movinff  from  his  seat  or 
stopping  the  machine. 

Through  a  mortise  in  the 
top  of  the  arm  ^  passes  a  small 
iron  lever,  P,  to  which  is  at- 
tached a  rod,  Q,  connecting 
it  with  a  brake,  R,  which  acte 
upon  one  of  the  wheels,  P, 
the  brake  R  working  upon  a 
pin  fixed  in  a  block  of  wood 
or  an  iron  plate  fastened  to 
the  front  side  of  the  hinged 
board  G.  The  object  of  this 
brake  is  to  facilitate  the  ope- 
ns u.s.  378-379. 


ner  and  at  the  same  place  as 
the  axle  G.  To  the  opposite 
end  of  the  foot-board  is  bolted 
a  bracket  or  stop,  d^  against 
which  rests  an  arm,  e,  by 
which  the  swivg-a^le  G  is  op- 
erated, the  arm  e  being  held 
in  the  vertical  position  by  a 
latch,  N,  wluch  is  lifted  bv 
placing  the  foot  on  the  back 
part  of  it. 

Now,  it  will  be  seen  that  to 
lower  the  plmo  to  the  ground 
it  is  only  necessary  to  bring 
down  the  arm  e  till  a  block,  /, 
which  is  bolted  to  its  side, 
rests  upon  a  stop^  g^  of  a  lever, 
O,  which  is  secured  in  the  re- 
quited position  by  a  notched 
quadrant,  N.  It  will  be  ob- 
served that,  as  the  lever  0  is 
moved  forward  from  notch  to 
notch,  the  plows  will  cut 
deeper  and  deei)er,  and  the 
reverse  as  it  is  drawn  back. 
By  these  details  the  driver 
has  entire  control  of  the  depth 
of  the  furrow  without  moving 
from  his  seat  or  stopping  the 
machine. 

Through  a  mortise  in  the 
top  of  arm  e  passes  a  small 
iron  lever,  P,  to  which  is  at- 
tached a.  rod,  Q,  connecting 
it  with  a  brake,  R,  which  acts 
upon  one  of  the  wheels  F, 
the  brake  R  working  upon  a 
pin  fixed  in  a  block  of  wood 
or  an  iron  plate  fastened  to 
the  front  side  of  the  swing- 
axle  G.  The  object  of  this 
brake  is  to  facilitate  the  opera- 
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ration  of  lifting  the  plows  out 
of  the  ground  when  the  ma- 
<»hine  is  moving  forward ;  for, 
by  applying  but  a  little  force 
to  the  lever  P  the  brake  is 
pressed  sufficiently  hard  to 
the  wheel  to  turn  the  hinged 
hoard  to  the  vertical  position. 

The  draft-pole  or  tongue  Of 
is  fastened  to  the  under  side 
of  the  foot-board  M  by  two 
bolts,  at,  a  number  of  holes 
being  made,  so  that  the 
tongue  may  be  moved  to  the 
right  or  left  to  give  the  re- 
quired land  to  the  plows, 
'rhe  back  holes  ftf  are  made 
oblong,  so  that  il  can  be  slant- 
ed when  needed.  The  tongue 
may,  if  necessary,  be  used 
on  either  side  of  the  draft- 
line,  and  the  double-tree  at- 
tached to  the  foot-board  in- 
dependent of  the  tongue. 
This  arrangement  is  chiefly 
for  the  convenience  of  using 
three  horses  abreast. 

When  the  hinged  board  G 
is  turned  down  'in  the  hori- 
zontal  position  the  lever  or 
arm  I  gives  the  chain  J,  which 
is  attached  to  it,  considerable 
slack,  allowing  the  ton^e  to 
move  up  and  down  without 
influencing  the  plows,  consti- 
tuting what  is  commonly 
called  ^'a  limber  ton^e." 

In  regard  to  raising  the 
plows  out  of  the  ground,  it 
will  be  observed  that  the  front 
part  of  the  machine  is  lifted 
nearly  two-thirds  of  its  course 


tion  of  lifting  the  plows  out  of 
the  ground  when  the  machine 
is  moving  forward,  for  by  ap- 
plying but  a  little  force  to  the 
lever  r  the  brake  is  pressed 
sufficiently  hard  to  the  wheel 
to  turn  the  swing-a^le  to  the 
vertical  position. 

The  draft-pole  or  tongue  C* 
is  fastened  to  the  under  side 
of  the  foot-board  M  by  two 
bolts  a*,  a  number  of  holes 
being  made,  so  that  the 
tongue  may  be  moved  to  the 
right  or  left  to  give  the  re- 
quired land  to  the  plows. 
The  back  holes  6*  are  made 
as  oblong  slots^  so  that  the 
tongue  can  be  slanted  when 
needed.  The  tongue  may,  if 
necessary,  be  used  on  either 
side  of  tne  draft-line,  and  the 
double-tree  attached  to  the 
foot-board  independent  of  the 
tongue.  This  arrangement  is 
chiefly  for  the  convenience  of 
using  three  horses  abreast. 

Wnen  the  swing  axle  G  is 
turned  down  in  the  horizon- 
tal position  the  lever  or  arm 
I  gives  the  chain  J,  which  is 
attached  to  it,  considerable 
slack,  allowing  the  tongue  to 
move  up  and  down  without 
influencmg  the  plows,  consti- 
tuting what  is  commonly 
called  a  "  limber  tongue." 

In   regard    to  raising  the 

plows  out  of  the  ground,  it 

will  be  observed  that  the  front 

part  of  the  machine  is  lifted 

.  nearly  two-thirds  of  its  course 
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before  the  lever  I  tightens  the 
chain  and  commences  to  lift 
the  back  part.  This  contri- 
vance produces  an  easy  mo- 
tion, without  causing  either 
jerk  or  strain  upon  the  horses 
or  the  machine. 

The  hind  plow  can  be  raised 
or  lowered  independent  of 
the  other,  the  standard  B' 
sliding  in  an  iron  block,  Of, 
and  opei'ated  by  a  lever,  Af, 
extending  forward  to  the 
front  of  the  seat,  and  secured 
in  the  required  position  by 
notches  in  the  side  of  the  seat- 
standard,  as  shown  in  Fig.  3. 

I  claim  as  new  and  desire 
to  secure  by  letters  patent — 


1.  The  lever  P,  rod  Q,  and 
brake  li^  arranged  arid  ope- 
rated as  and  for  the  purpose 
described. 

2.  The  hinged  board  (?,  m 
connection  with  the  reversi- 
ble axles^  substantially  as 
and  for  the  purpose  de- 
scribed. 

3.  The  lever  0  and  quad- 
rant iV,  for  regulating  the 
depth  of  the  furrow  J  substan- 
tially as  and  for  thepurpose 
specified, 

i.  Lifting  the  hind  part 
of  the  machine  by  means  of 
the  lever  or  arm  /,  in  con- 
nection with  the  chain  ,/, 
wheel  K^  and,  lever  L,  these 
parts  operating  together^ 
substantially  as  and  for  the 
purpose  desc7'ibed. 

119  U.S.  380-381. 


before  the  lever  I  tightens  the 
chain  and  commences  to  lift 
the  back  part.  This  contri- 
vance produces  an  easy  mo- 
tion without  causing  either 
jerk  or  strain  upon  the  horses 
or  the  machine. 

The  hind  plow  can  be  raised 
or  lowered  independent  of 
the  other,  the  standard  B' 
sliding  in  an  iron  block,  O*, 
and  operated  by  a  lever,  A*, 
extending  forward  to  the 
front  of  the  seat,  and  secured 
in  the  required  position  by 
notches  in  the  side  of  the  seat- 
standard,  as  shown  in  Fig.  3. 

Having  fully  describeamy 
invention^  what  I  claim  as 
new  and  desire  to  secure  by 
letters  patent  is — 

1.  In  a  wheel-plow^  the 
combination^  with  a  swing- 
a^le  and  ground  or  carrying 
wheel,  of  friction-clutch  me- 
dian ism^  and  means  for  en- 
gaging and  disengaging  the 
latter  with  the  grourid  or 
carrying  wheel,  said  parts 
being  constructed  and  adapt- 
ed to  raise  the  plow  by  lock- 
ing  the  swing-a^le  to  the  car- 
rying wheel  by  friction- 
clutch  engagement,  and  raise 
the  plow-beam  by  the  draft  or 
power  of  the  team,  substan- 
tially as  set  forth. 

2.  In  a  wheel-plow,  the 
combination  with  a  ground- 
wheel,  a  swing-axle^  and  a 
plow-beam  connected  to  the 
lattei\  of  clutch-mechanism 
connected  to  the  axle^  and 
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6.  Hinging  the  foot-hoard 
M  to  the  plow-frame,  as  de- 
scribed, 

6.  Securing  the  tongue  or 
draft-pole  to  the  foot-board 
M,  in  the  manner  and  for 
the  purpose  described. 

7.  The  sliding  plow-stand- 
ard B\  guide-block  Of,  lever 
A\,  arid  notched  seat-stand- 
ard (7,  when  used  together 
and  in  connection  with  the 
other  parts. 

8.  Connecting  the  lever  L 
with  the  tongue  or  draft-pole 
by  fastening  it  to  the  foot- 
board, the  whole  operating 
together,  substantially  as 
and  for   the    purpose    set 


adapted  by  engagement  with 
the  wheel  to  utilize  the  draft 
of  the  team  in  turning  the 
swing -axle  into  upright  po- 
sition, and'  thereby  raise  the 
plow-beam,  substantially  as 
setforth. 

3,  In  a  wheel-plow,  the 
combination,  with  aground- 
wheel,  a  swing-axle,  and^  a 
pl(>w-btam  connected  to  the 
latter,  of  a  friction  clutch 
connected  to  the  axle,  and 
adapted,  by  contact  with  the 
wheel,  to  turn  the  axle  into 
upright  position,  and  there- 
by raise  the  plow-beam  by 
aid  of  the  draft  of  the  team^ 
substantially  as  set  for  thy 


forth:' 

The  answer  sets  up,  among  other  defences,  non-infringe- 
ment ;  and  that  the  reissued  patent  is  invalid  because  not 
for  the  same  invention  as  the  original.  On  a  hearing  on 
proofs,  the  Circuit  Court  entered  a  decree,  which  iinds  that 
the  equities  are  with  the  defendants,  and  that  they  do  not 
infringe  on  the  rights  of  the  plaintiff,  and  dismisses  the  bill. 
The  plaintiff  has  appealed  to  this  Court. 

By  the  opinion  of  the  Circuit  Court  in  this  case  (11  Biss. 
405, )  it  appears  that  the  defences  of  non-infringement  and 
of  the  invalidity  of  the  reissue  were  sustained.  Infringe- 
ment is  not  asserted  in  this  court  as  to  any  claim  of  the 
reissue  but  the  first. 

In  regard  to  the  subject-matter  of  that  claim,  the  specifi- 
cation of  the  reissue  states  that  the  invention  consists  ' '  in 
the  combination,  with  a  swing-axle  and  ground  or  carrying 
wheel,  of  friction-clutch  mechanism,  and  means  for  engag- 
ing and  disengaging  the  latter  with  the  ground  or  carrying 
wheel,  said  parts  being  constructed  and  adapted  to  raise  the 
plow  by  locking  the  swing-axle  to  the  carrying- wheel  by 
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friction-clutch  engagement,  and  raise  the  plow-beam  by  the 
draft  or  i)ower  of  the  team."  The  first  claim  of  the  reissue 
uses  the  same  language,  with  the  prefix  of  the  words  "  In  a 
wheel-plow,"  and  the  addition  at  the  end,  of  the  words 
*'  substantially  as  set  forth." 

The  other  alterations  made  in  the  specification  are,  that 
' '  g^aTi^-plow  "  is  changed  into  "  wJieel-^low ;"  **  iron  cutle  " 
into  ^'journal ;^^  and  ^^ hinged-hoard'''*  into  '' svyiiig-dxley 

The  first  claim  of  the  original  patent  is  for  a  combination 
of  the  lever  P  vdth  the  rod  Q  and  the  brake  R.  When  force 
is  applied  to  the  lever  P,  motion  is  communicated  through 
the  rod  Q  to  the  brake  R,  which  brake  acts  on  the  periphery 
of  one  of  the  two  supporting  or  carrying  wheels  F,  the  axle 
of  which,  c,  is  attached  to  a  hinged  board  6,  and  by  the 
action  of  the  brake  the  hinged  board  is  changed  from  a  hori- 
zontal position  to  a  vertical  position,  and  the  effect  is  to 
facilitate  the  operation  of  lifting  the  plows  out  of  the 
ground.  The  first  claim  of  the  original  patent  covers  only 
the  combination  of  the  three  specific  devices — ^the  lever  P, 
the  rod  Q,  and  the  brake  R.  The  first  claim  of  the  reissue 
calls  the  brake  R  "friction-clutch  mechanism,"  and  calls 
the  lever  P  and  the  rod  Q  ''means  for  engaging  and  disen- 
gaging the  latter  with  the  ground  or  carrying  wheel,"  and 
then  claims  the  combination  of  four  things — (1)  friction- 
clutch  mechanism ;  (2)  means  for  engaging  and  disengaging 
it  with  the  ground  or  carrying  wheel ;  (3)  a  swing-axle ;  (4) 
a  ground  or  carrying  wheel. 

The  hinged-board  Qt  of  the  plaintiffs  original  patent  is 
ten  or  twelve  inches  wide,  and  at  each  end  of  it  is  a  spindle 
for  one  of  the  two  ground  or  carrying  wheels  to  run  on,  the 
spindles  being  in  line  with  one  edge  of  the  hinged-board. 
The  forward  ends  of  the  plow-beams  are  attached  by  joints 
to  what  is  the  back  edge  of  the  hinged-board  while  that 
board  is  horizontal,  so  that  when  it  comes  to  be  vertical  by 
the  action  of  the  brake  and  the  forward  movement  of  the 
team,  the  forward  ends  of  the  plow-beams  are  raised  in 
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height  a  distance  equal  to  the  width  of  the  hinged -board, 
lifting  the  plows. 

The  defendants'  machine  is  thus  described  in  the  opinion 
of  the  Circuit  Court,  and  the  description  is  conceded  by  the 
counsel  for  the  plaintiff  to  be  a  fair  one :  "  The  defendants' 
machine  is  a  wheel  or  sulky  plow,  with  a  bent  or  cranked 
iron  axle,  upon  which  the  plow-beams  are  pivoted  at  about 
two-thirds  of  the  distance  from  the  forward  end  to  the 
coulter,  so  that  the  plow  is  nearly  balanced  upon  the  axle 
or  crank,  and  the  arrangement  of  the  mechanism  is  such 
that  when  the  plow  is  running  or  operating  in  the  ground, 
the  crank  part  is  in  a  horizontal  position  ;  and  when  it  is 
desired  to  raise  the  plows  out  of  the  ground,  the  crank  is 
turned  upward  towards  a  vertical  position,  whereby  the  for- 
ward ends  of  the  beam  are  raised  until  the  point  of  the  plow 
runs  out  of  the  ground.  After  the  forward  end  of  the  beam 
has  risen  to  a  certain  point,  it  strikes  a  stop,  so  that,  when 
the  crank  has  assumed  a  vertical  i)osition,  the  plow  is  bal- 
anced across  the  crank  part  of  the  axle,  thus  sustaining  the 
plow  at  the  height  above  the  ground  of  the  crank  when  in 
a  vertical  position.  This  turning  of  the  crank-axle  so  as  to 
lift  the  plow  is  accomplished  by  a  friction  band  or  brake, 
which  is  made  to  engage  with  an  inner  extension  of  the  hub 
of  one  of  the  carrying- wheels,  so  that,  as  the  wheel  moves 
forward,  it  causes  the  crank-axle  to  turn  upwards  from  a 
horizontal  to  a  vertical  position." 

The  Circuit  Court  was  of  opinion  that  if  the  state  of  the 
art  was  such  as  to  entitle  Davenport  to  a  broad  claim  for 
any  device  by  which  the  plow  is  lifted  by  the  power  of  the 
team  through  a  brake  or  friction  clutch,  .the  defendants' 
machine  would  infringe.  But  the  court  found  that,  prior 
to  Davenport,  devices  had  been  used  in  agricultural  imple- 
ments for  utilizing,  by  means  of  a  brake,  the  motion  of  the 
carrying-wheel,  through  a  crank-axle,  in  raising  operative 
parts  of  the  machine  from  the  ground,  which  devices  were 
so  alike  in  structure  and  so  analogous  in  use  to  those  of 
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Davenport,  as  to  require  his  claims  to  be  limited  to  his 
8i)ecitic  devices.  In  view  of  those  prior  devices  the  court 
held  that  the  defendants'  friction-band  could  not  be  re- 
garded as  the  same  means  for  engaging  and  disengaging  the 
carrying- wheel  and  the  axle  as  the  brake  of  Davenport ;  and 
that  the  defendants'  crank-axle  was  not  the  plaintiff's 
hinged  board.     In  these  views  we  concur. 

The  reissue  was  applied  for  more  than  thirteen  years  after 
the  original  was  granted,  and  after  the  defendants  had  be- 
gun to  make  machines  of  the  patem  now  complained  of. 
The  original  patent  did  not  make  a  swing-axle  and  a  carry- 
ing-wheel elements  in  the  combination  of  the  first  claim  of 
that  patent.  The  reissue  was  evidently  taken  to  cover  the 
defendants'  machine,  which  did  not  infringe  the  first  claim 
of  the  original  patent,  because  it  did  not  have  the  Daven- 
port brake  R.  No  mistake  or  inadvertence  is  shown.  The 
plaintiff,  in  his  testimony  as  a  witness,  assigns  as  a  reason 
for  the  reissue  that  he  thought  there  ''was  a  mistake  and  a 
deficiency  in  the  patent ;"  that  he  did  not  consider  that 
other  manufacturers  respected  it ;  that  he  considered  it  de- 
ficient because  it  applied  the  friction-brake  to  the  periphery 
of  the  wheel ;  and  that  he  believed  the  patent  was  entitled 
to  cover  different  friction-clutch  devices,  so  as  to  be  a  better 
protection  against  infringers. 

Without  pursuing  the  subject  further,  we  are  of  opinion 
that,  within  numerous  decisions  of  this  court,  the  reissued 
patent  is  invalid,  as  respects  its  first  claim. 

Decree  affi/naed, 

1 10  U.  S.  384-385. 

3.  "  Accident,  inadvertence,  or  mistake  :" 
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McMurray  v.  Mallory,  111  U.  S.  97  [15  Am.  &  Eng.  171.] 
Coon  V,  Wilson,  113  U.  S.  268  [15  Am.  &  Eng.  604.] 
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CALIFORNIA  ARTIFICIAL  STONE  PAVING  COM- 
PANY,  APPELLANT,  v.  F.  W.  SCHALICKK* 

119  U.  S.  40L-407.     Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  471;  38  O.  G.  329.] 

Submitted  December  6,  1886.     Decided  December  20,  1886. 

Particular  patent  construed  and  not  in/ringed, 

1.  The  claims  of  reissued  letters  patent,  No.  4,364,  granted  to 
Schillinger,  May  2, 1871,  (original  No.  105,699,  July  19, 1870,) 
for  Concrete  Pavements,  held,  not  infringed  by  a  concrete 
pavement  laid  in  strips  in  one  mass  from  the  curb  inwardly, 
and  then  marked  crosswise  into  blocks  with  a  blunt  marker  to 
the  depth  of  about  one-sixteenth  of  an  inch  where  such  mark- 
ing was  for  ornamentation,  and  produced  no  free  joints  be- 
tween the  blocks,  the  free  joints  being  an  essential  element  of 
the  patented  invention,     (p.  477.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Schillinger  v.  Gunther,  14  Blatch.  152.     p.  475. 

Schillinger  v.  Gunther,  17  Blatch.  66.     p.  476. 

California  Artificial  S.  P.  Co.  v.  Molitor,  7  Sawy.  190.     p.  476. 

California  Artificial  S.  P.  Co.  v.  Freeborn,  8  Sawy.  443.     p.  476. 

Schillinger  v.  Greenway  Brewing  Co..  21  Blatch.  '383.     p.  477. 

Kahl  V.  Mueller,  21  Fed.  Rep.  510.     p.  477. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  California. 
The  case  is  stated  by  the  court. 

Mr.  M.  A.  WhealoUy  for  appellarU : 

The  one  thing  which  Schillinger  did  that  made  such  a 
vast  improvement  in  concrete  pavements  was  to  divide  them 
into  blocks.  This  was  the  change  he  made,  and  tlie  only 
change. 

Simple  as  this  improvement  was  it  turns  out  to  be  one  of 
inestimable  value,  and  one  that  was  not  dreamed  of  before 
Schillinger' 8  invention. 

*See  Explanation  of  Notes,  page  III. 
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All  the  decisions  which  have  been  given  upon  this  patent 
agree  that  the  advantages  of  Schillinger's  invention  result 
solely  from  the  separation  or  '^joints"  which  divides  the 
pavement  into  blocks.  The  dividing  Joints  are  the  means 
employed,  and  any  other  psirtj  mnkiag  dividing  JoirUs  that 
operate  in  the  same  way  and  produce  the  same  results  are 
using  Schillinger's  exdct  Toeans. 

Both  Judge  Blatchford  and  Judge  Sage  have  decided  di- 
rectly that  the  pavement  divided  into  blocks  on  the  surface 
by  a  mere  Jlsh'line  indentation  infringed  the  patent. 

Mr,  Manv^l  Eyre^  for  appellee : 

I  respectfully  submit  that  in  no  remotest  manner,  allow- 
ing the  utmost  latitude  to  the  invention,  whether  the  pat- 
entee has  specified  such  benefit  or  not,  has  the  api)ellee  in- 
fringed in  the  slightest  particular,  and  that  the  judgment 
of  the  Circuit  Court  should  be  affirmed. 

The  invention,  as  stated  in  the  specification,  consists  in 
laying  a  concrete  pavement  in  sections  "  so  ih2A>  ench  section 
€an  be  taken  up  and  relaid  without  disturbing  the  adjoin- 
ing sectiony  In  all  the  reported  decisions  the  patent  is  so 
interpreted. 

The  plaintiff  forms  his  joint  by  the  permanent  interposi- 
tion of  some  material  between  the  blocks.  The  appellee  in- 
serts nothing  between  the  blocks.  After  he  has  marked  the 
surface,  and  the  pavement  has  hardened,  it  is  one  solid 
mass,  both  the  coarse  under  layer  and  the  top  layer  are  each 
one  continuous  mass.  If  you  wish  to  remove  a  block  of  the 
patentee's  pavement  you  can  pry  it  out  separately,  but  the 
evidence  shows  that  to  replace  one  of  the  squares  in  our 
pavement  you  must  chisel  it  out.  That  shows  the  differ- 
ence.   There  are  no  blocks  in  our  pavement. 

It  has  been  claimed  by  appellant  that  Judge  Sage  had  de- 
cided that  marking  the  surface  with  a  fish-line  was  an  in- 
fringement, and  was  so  decided  by  him  in  Kuhl  o.  Mueller, 
21  Fed.  Rep.  510.  In  that  case  the  blocks  were  brought 
into  court,  and  showed  clean  cuts  making  separate  blocks. 
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The  contention  of  defendants  that  they  only  used  a  fish-line 
to  mark  the  surface,  was  clearly  disproved  by  the  appear- 
ance of  the  blocks  produced. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the 
court : 

This  is  a  suit  in  equity,  brought  by  the  California  Artifi- 
cial Stone  Paving  Company,  a  California  corporation,  against 
F.  W.  Schalicke,  to  recover  for  the  infringement  of  reissued 
letters  patent,  No.  4,864,  granted  to  John  J.  Schillinger, 
May  2,  1871,  for  an  improvement  in  concrete  pavements,  on 
the  surrender  of  original  letters  patent.  No.  105,569,  granted 
to  him  July  19,  1870.  The  specification  and  drawings  of 
the  reissued  patent  are  as  follows : 

"  Figure  1  represents  a  plan  of  my  pavement.  Fig.  2  is 
a  vertical  section  of  the  same.  Similar  letters  indicate  cor- 
responding parts. 

This  invention  relates  to  a  concrete  pavement,  which  is 
laid  in  sections,  so  that  each  section  can  be  taken  up  and 
relaid  without  disturbing  the  adjoining  sections.  With  the 
joints  of  this  sectional  concrete  pavement  are  combined 
strips  of  tar  paper,  or  equivalent  material,  arranged  between 
the  several  blocks  or  sections  in  such  a  manner  as  to  pro- 
duce a  suitable  tight  joint  and  yet  allow  the  blocks  to  be 
raised  separately  without  affecting  the  blocks  adjacent 
thereto. 

In  carrying  out  my  invention,  I  form  the  concrete  by  mix- 
ing cement  with  sand  and  gravel,  or  other  suitable  material, 
to  form  a  plastic  compound,  using  about  the  following  pro- 
portions :  One  part,  by  measure,  of  cement,  one  part,  by 
measure,  of  sand,  and  from  three  to  six  parts,  by  measure, 
of  gravel,  with  sufficient  water  to  render  the  mixture  plas- 
tic ;  but  I  do  not  confine  myself  to  any  definite  proportions  or 
materials  for  making  the  concrete  composition.  While  the 
mass  is  plastic,  I  lay  or  spread  the  same  on  the  foundation 
or  bed  of  the  pavement,  either  in  molds  or  between  mova- 
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ble  joists  of  the  proi)er  thickness,  so  as  to  form  the  edges 
of  the  concrete  blocks,  a  a,  one  block  being  formed  after 
the  other.     When  the  first  block  has  set  I  remove  the  joists 
or  partitions  between  it  and  the  block  next  to  be  formed, 
and  then  I  form  the  second  block,  and  so  on,  each  succeed- 
ing block  being  formed  after  the  adjacent  blocks  have  set 
[and,  since  the  concrete  in  setting  shrinks,  the  second  block, 
when  set,  does  not  adhere  to  the  first,  and  so  on,  ]  and,  when 
the  pavement  is  completed,  each  block  can  be  taken  up  in- 
dependent of  the  adjoining  blocks.     Between  the  joints  of 
the  adjacent  blocks  are  placed  strips,  6,  of  tar  paper,  or 
other  suitable  material,  in  the  following  manner :    After 
completing  one  block,  a,  I  place  the  tar  paper,  ft,  along  the 
edge  where  the  next  block  is  to  be  formed,  and  I  put  the 
plastic  comi)osition  for  such  next  block  up  against  the  tar 
paper  joint,  and  proceed  with  the  formation  of  the  new 
block  until  it  is  completed.    In  this  manner  I  proceed  until 
the  pavement  is  completed,  interposing  tar  paper  between 
the  several  joints,  as  described.    The  paper  constitutes  a 
tight  water-proof  joint,  but  it  allows  the  several  blocks  to 
heave  separately,  from  the  effects  of  frost,  or  to  be  raised 
or  removed  separately,  whenever  occasion  may  arise,  with- 
out injury  to  the  adjacent  blocks.    The  paper,  when  placed 
against  the  block  first  formed,  does  not  adhere  thereto,  and 
therefore  the  joints  are  always  free  between  the  several 
blocks,  although  the  paper  may  adhere  to  the  edges  of  the 
block  or  blocks  formed,  after  the  same  has  been  set  up  in 
its  place  between  the  joints.     [In  such  cases,  however,  where 
cheapness  is  an  object,  the  tar  paper  may  be  omitted,  and 
the  blocks  formed  without  interposing  anything  between 
their  joints,  as  previously  described.     In  this  latter  case, 
the  joints  soon  fill  up  with  sand  or  dust,  and  the  pavement 
is  rendered  sufficiently  tight  for  many  purposes,  while  the 
blocks  are  detached  from  each  other,  and  can  be  taken  up 
and  relaid,  each  independent  of  the  adjoining  blocks.] 

What  I  claim  as  new,  and  desire  to  secure  by  letters  pat- 
ent,  is — 

lie  V,  S.  408.404. 
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1.  A  concrete  pavement  laid  in  detached  blocks  or  sec- 
tions, substantially  in  the  manner  shown  and  described. 

2.  The  arrangement  of  tar  paper,  or  its  equivalent,  be- 
tween adjoining  blocks  of  concrete,  substantially  as  and  for 
the  purpose  set  forth." 

On  the  first  of  March,  1875,  Schillinger  filed  in  the  Patent 
Office  a  disclaimer,  in  which  he  disclaimed  the  matter  above 
enclosed  in  brackets  ;  and  stated  also  that  he  disclaimed 
"the  forming  of  blocks  from  plastic  material  without  inter- 
posing anything  between  their  joints  while  in  the  process 
of  formation." 

Tlie  only  defence  set  up  in  the  answer  is  non-infringement. 
After  a  hearing,  on  proofs,  the  Circuit  Court  dismissed  the 
bill,  on  the  ground  that  the  defendant' s  pavement  did  not 
infringe  either  one  of  the  two  claims  of  the  patent. 

This  patent  has  been  construed  by  several  Circuit  Courts 
since  the  disclaimer  was  filed.  In  Schillinger  v.  Gunther, 
14  Blatch.  152,  in  the  Southern  District  of  New  York,  in 
February,  1877,  the  defendant's  pavement  had  a  bottom 
layer  'of  coarse  cement,  on  which  was  laid  a  course  of  fine 
cement,  divided  into  blocks  by  a  trowel  run  through  that 
course  while  plastic.  It  possessed  the  advantage  of  Schil- 
linger's  invention,  because  any  blocks  in  the  upper  course 
could  be  taken  up  without  injury  to  the  adjoining  blocks. 
Concrete  pavement  having  been  before  laid  in  sections,  with- 
out being  divided  into  blocks,  the  invention  of  Schillinger 
was  held  to  consist  in  dividing  the  pavement  into  blocks, 
so  that  one  block  could  be  removed  and  repaired  without 
injury  to  the  rest  of  the  pavement,  the  division  being  ef- 
fected by  either  a  permanent  or  a  tempoiury  interposition 
of  something  between  the  blocks.  It  was  held  that  the  ef- 
fect of  the  disclaimer  was  to  leave  the  i)atent  to  be  one  for 
a  pavement  wherein  the  blocks  are  formed  by  interposing 
some  separating  material  between  the  joints  ;  that  to  limit 
the  patent  to  the  permanent  interposition  of  a  material 
equivalent  to  tar  paper,  would  limit  the  actual  invention ; 

119  U.  S.  404-400. 
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that  using  the  trowel  accomplished  the  substantial  results 
of  the  invention  in  substantially  the  same  way  deiised  by 
Schillinger ;  that  the  only  difference  in  result  was  that  the 
defendant's  method  left  an  open  joint ;  that  having  a  tight 
joint  was  not  a  material  part  of  Schillinger' s  invention : 
and  that  the  mode  of  operation  involved  in  using  the  trowel 
was  within  the  first  claim  of  the  reissue  as  it  stood  after  the 
disclaimer. 

In  the  same  suit  (17  Blatch.  66,)  in  August,  1879,  it  was 
held  that  the  disclaimer  took  out  of  the  first  claim  of  the 
reissue  only  so  much  thereof  as  claimed  a  concrete  pave- 
ment made  of  plastic  material  laid  in  detached  blocks, 
without  interposing  anything  between  the  joints  in  the  pro- 
cess of  formation,  leaving  the  claim  to  be  one  for  such  a 
pavement  laid  in  detached  blocks,  when  free  joints  are  made 
between  the  blocks,  by  interposing  tar  paper  or  its  equi^-a- 
lent. 

In  California  Artificial  S.  P.  Co.  v,  Molitor,  7  Sawy.  190, 
in  the  District  of  California,  in  May,  1881,  the  defendant's 
pavement  was  made  by  cutting  a  lower  course  into  sections 
with  a  trowel,  to  a  greater  or  less  depth,  accoixiing  to  the 
character  of  the  material,  making  a  joint,  and  doing  the 
same  with  an  upper  course,  the  upper  joint  being  directly 
over  the  lower  joint.  Into  the  open  joint,  in  each  case,  was 
loosely  put  some  of  the  partially  set  material  from  the  top 
of  the  laid  course,  answering  the  purpose  of  tar  paper.  A 
blunt  and  rounded  joint  marker,  which  was  said  to  be  ^ly 
or  I  of  an  inch  in  depth,  was  then  run  over  the  line  of  the 
joints,  marking  oflf  the  block.  The  pavement  was  weaker 
along  the  line  of  the  joint  than  in  any  other  place.  This 
was  held  to  be  an  infringement. 

In  California  Artificial  S.  P.  Co.  v.  Freeborn,  8  Sawy.  443, 
in  the  District  of  California,  in  January,  1883,  it  was  held, 
that,  where  nothing  was  interposed  in  the  joint  between  a 
newly  laid  block  and  one  laid  before,  but,  after  the  mate- 
rial in  the  newly  laid  block  had  partially  set,  a  blunt  and 

119  U.  S.  405. 


Oct.,  1886.]  CALIFORNIA  PAVING  00.  v.  SOHALICKE.  477 

Opinion  of  the  court 

rounded  joint  marker,  -^  of  an  inch  in  depth,  was  run  along 
the  line  between  the  newly  laid  block  and  the  one  laid  be- 
fore, there  was  no  infringement. 

In  Schillinger  o.  Greenway  Brewing  Co.,  21  Blatch.  383, 
^  in  the  Northern  District  of  New  York,  in  July,  1883,  it  was 
held  that  the  second  claim  of  the  reissue  was  infringed  by 
a  concrete  pavement  which  had  an  open  cut  made  by  a 
trowel  entirely  through  two  courses  of  material,  the  line  of 
cut  in  the  upper  course  being  directly  over  the  line  of  cut 
in  the  lower  course ;  and  that  the  interposition  of  the  trowel, 
though  temi)orary,  was  an  equivalent  for  the  tar  paper, 
even  though  the  joint  was  left  open  after  the  trowel  was  re- 
moved, and  was  not  made  tight. 

In  Kuhl  V.  Mueller,  21  Fed,  Rep.  610,  in  the  Southern 
District  of  Ohio,  in  June,  1884,  it  was  held  that  the  use  of 
any  marker  was  an  infringement,  which  made  a  cut  or  de- 
pression having  the  eflEect  to  cause  the  pavement  to  break 
by  upheaval,  or  cracking,  from  any  cause,  along  the  line  of 
the  cut  or  depression ;  and  that,  as  the  blocks  from  the 
pavements  laid  by  the  defendant  showed  clear,  distinct,  and 
complete  lines  of  division,  there  was  infringement,  whether 
those  lines  were  produced  by  a  trowel  or  by  a  marker. 

The  evidence  in  the  present  case  shows  that  the  defend- 
ant, during  the  process  of  making  his  pavement,  marked 
oflf  its  surface  into  squares.  But  the  question  is  whether 
he,  to  any  extent,  divided  it  into  blocks,  so  that  the  line  of 
cracking  was  controlled,  and  induced  to  follow  the  joints 
of  the  divisions,  rather  than  the  body  of  the  block,  and  so 
that  a  block  could  be  taken  out,  and  a  new  one  put  in  its 
place,  without  disturbing  or  injuring  an  adjoining  block. 
The  specification  makes  it  essential  that  the  pavement  shall 
be  so  laid  in  sections  * '  that  each  section  can  be  taken  up 
and  relaid  without  disturbing  the  adjoining  sections." 
Again,  it  says  that  the  joint  between  the  blocks  "allows 
the  several  blocks  to  heave  separately,  from  the  effects  of 
frost,  or  to  be  raised  or  removed  separately,  whenever  ocea- 
ns U.S.  406. 


478    CALIFORNIA  PAVING  00.  v.  SOHALIOKE.  [Sup.  Ot 

Notes  and  citations^. 

sion  may  arise,  without  injury  to  the  adjacent  blocks."' 
This  is  essential ;  and  in  all  the  cases  where  infringement 
has  been  held  to  have  been  established,  there  have  been 
blocks  substantially  separate,  made  so  by  the  permanent 
or  temporary  interpositon  of  a  separating  medium  or  a  cut- 
ting instrument,  so  that  one  block  could  upheave  or  be  re- 
moved without  disturbing  the  adjoining  blocks.  The  pat- 
entee, in  the  disclaimer,  expressly  disclaimed ' '  the  forming  of 
blocks  from  plastic  material  without  interposing  anything 
between  their  joints  while  in  the  process  of  formation." 

It  appears  that  the  defendant  laid  his  pavement  in  strips 
from  the  curb  of  the  sidewalk  inward  to  the  fence,  in  one 
mass,  and  then  marked  the  strip  crosswise  with  a  blunt 
marker,  which  is  made  an  exhibit,  to  the  depth  of  about 
one-sixteenth  of  an  inch.  But  it  is  not  shown  that  this  pro- 
duced any  such  division  into  blocks  as  the  jyatent  speaks  ot 
even  in  degree.  There  were  no  blocks  produced,  and, of  course, 
there  was  nothing  interposed  between  blocks.  The  mass 
underneath  was  solid,  in  both  layers,  laterally.  So  far  as 
appears,  what  the  defendant  did  was  just  what  the  patentee 
disclaimed.  The  marking  was  only  for  ornamentation,  and 
produced  no  free  joints  between  blocks,  and  the  evidence 
as  to  the  condition  of  the  defendant' s  pavements  after  they 
were  laid  shows  that  they  did  not  have  the  characteristic 
features  above  mentioned  as  belonging  to  the  patented 
pavement. 

Without  affirming  or  disaffirming  the  constructions  given 
to  the  patent  in  the  particular  cases  cited  from  the  circuit 
courts,  we  are  of  opinion  that,  under  any  construction 
which  it  is  possible  to  give  to  the  claims,  the  defendant  in 
this  case  has  not  infringed. 

Decree  affirmed, 

llOU.  S.  406-407. 
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LOUIS  P.  SUTTER  et  al.,  APPELLANTS,  v.  ISAAC 
ROBINSON,  AND  JULIUS  ROSENTHAL,  Adminis« 
TRATORS  OF  ABRAHAM  RoBiNSON,  Deceased.* 

119  U.  8.  580-542.    Oct.  Term.  1886. 

[Bk.  30,  L.  ed.  492;  38  O.  G.  230.] 

Reversing  Robinson  v,  Sutter,  10  Biss.  100,  and  Ibid,  11  Fed.  Rep. 

798. 

Argued  December  9,  10,  1886.     Decided  December  20,  1886. 

Partieukir  patent.    File-tcrapper  and  contents,     Constructiofi  of 
pateiit  in  view  of  limitations  imposed  by  Patent  Office, 

1.  Letters  patent,  No.  216,293,  granted  June  10,  1879,  to  Abraham 

Robinson,  for  Improved  Apparatus  for  st.eaming  Leaf -Tobacco, 
construed  and  limited,  in  view  of  express  abandonment  and 
disavowal  in  the  application  file-wrapper  and  contents,  to  the 
substitution  of  a  wooden  vessel  for  holding  tobacco  while  being 
resweated,  in  place  of  a  metallic  one,  and  heldy  that  if  this  con- 
struction in  patentee's  apparatus,  is  equivalent  to  the  cases, 
boxes,  or  packages  in  which  tobacco-leaves  are  originally 
packed  by  the  producer,  it  has  been  anticipated  by  various  per- 
sons and  is  wanting  in  novelty.  If  not,  it  is  not  infringed  by 
respondents,  who  use  as  a  tobacco-holder  the  ordinary  tobacco 
cases  in  which  the  leaf  comes  packed,     (p.  493.) 

2.  A  patentee  having,  in  compliance  with  the  requirements  of  the 

Patent  Office,  excluded  by  amendment  certain  matter  from  his 
original  specification,  is  not  at  liberty  to  insist  upon  a  construc- 
tion of  his  patent  which  will  include  what  he  was  expressly  re- 
quired  to  abandon  and  disavow  in  it.     (p.  497.) 

[Citations  in  the  opinion  of  the  conrt :] 

Robinson  r.  Sutter,  10  Biss.  100;  8  Fed.  Rep.  828.    p.  491. 

Robinson  v.  Satter,  11  Fed.  Rep.  798.    p.  491. 

Sbepard  v.  Carrigan,  116  U.  S.  593.     [p.  235  ante.]    p.  497. 

*See  Explanation  of  Notes,  page  III. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  history  and  facts  of  the  case  f uUy  appear  in  the  opin- 
ion of  the  court. 

Messrs.  Thomas  A.  Banning  and  Ephraim  Banning, 
for  appellants : 

The  court  erred  in  sustaining  the  Robinson  patent  in  view 
of  the  various  prior  uses  shown  by  the  evidence. 

While  several  prior  uses  are  well  established  we  have  no 
hesitation  in  singling  out  the  one  at  August  Beck  &  Co.'s, 
Chicago,  as  most  clearly  made  out  by  the  proofs. 

The  prime,  indispensable,  and  important  feature  of  com- 
plainants' combination,  according  to  the  patent,  is  the 
wooden  tobacco  holding  vessel.  In  the  use  of  this  Robinson 
considered  his  discovery  to  lie.  He  regarded  it  as  the  only 
feature  of  his  combination.  Readmitted  that  the  "general 
structural  plan ' '  was  old,  but  he  thought  it  new  to  resweat 
in  a  wooden  tobacco  holder. 

From  the  evidence  introduced  after  the  court's  first  opin- 
ion, it  appears  that  at  the  time  of  the  Robinson  invention, 
a  wooden  tobacco  holding  vessel  had  been  long  known  and 
extensively  used  in  the  resweating  of  tobacco.  It  was 
known  and  used  as  early  as  July  11,  1865,  and  is  described 
in  the  patent  to  W.  W.  Huse,  of  that  date. 

From  the  testimony  given  we  submit  that  the  complain- 
ants' patent  cannot  be  sustained  with  the  construction  put 
upon  it  by  the  complainants  and  the  court.  If  they  take  a 
more  confined  view,  then  the  court  erred  in  finding  infringe- 
ment. 

It  is  plain  that  the  defendants'  sweat  room  as  described 
has  no  vessel  "  suspended"  in  another.  Yet  this  is  made 
an  element  of  complainants'  patent.  The  cases  containing 
the  tobacco  cannot  be  considered  as  this  vessel  as  they  form 
no  part  of  the  ajyparatus.  Nor  are  they  "tight."  They 
are  free  to  the  ingress  of  the  steam  arising  from  the  lower 
part  of  the  chamber. 
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From  reading  complainants'  patent  it  is  evident  that  the 
patentee  did  not  contemplate  operating  his  invention  in  the 
same  way  as  that  embodied  in  the  defendants'  sweat-house. 
He  nowhere  intimates  that  the  tobacco  can  be  sweated  in 
the  oTigiTial  cases  ;  on  the  contrary  he  must  have  intend'Cd 
that  his  mode  of  operation  should  be  to  remove  the  to- 
bacco from  the  cases  and  deposit  it  by  hand  in  the  sweating 
chamber  as  the  evidence  shows  to  be  the  way  employed. 
The  construction  and  description  of  his  apparatus  limit 
him  to  that  mode.  In  defendants'  sweat-room,  on  the  con- 
trary, an  important  object  was  to  dispense  with  the  handling 
of  the  tobacco  and  to  re-sweat  it  in  the  original  packages. 
Their  construction  contained  the  features  necessary  to  em- 
body that  idea.  It  was  their  mode  of  operation.  Differing 
so  widely  in  their  principle  of  operation  it  is  submitted  that 
the  two  apparatus  cannot  be  the  same,  nor  one  infringe  the 
patent  claiming  the  other. 

Messrs,  John  W,  Munday  and  Edmund  Adcock^  for 
appellees: 

The  patent  sued  upon  is  for  an  apparatus  for  steaming  or 
reswearing  leaf  tobacco.  While  some  old  methods  were  at- 
tempted to  be  used,  to  some  extent,  prior  to  Robinson's  in- 
vention, the  testimony  in  the  record  clearly  shows  that  they 
were  practically  failures. 

Robinson  invented  an  apj>aratus  to  effect  the  desired  re- 
sult ;  and  his  patented  apparatus  consists,  as  stated  in  the 
specification  of  his  patent,  of  three  elements — a  tank  or 
chamber  adapted  to  hold  a  body  of  water ;  a  wooden  vessel 
or  tobacco-holder,  in  which  the  tobacco  is  packed  in  mass, 
which  tobacco-holder  is  placed  or  suspended  inside  of  said 
tank  or  chamber  ;  and  a  heater  or  steam  generator  for  heat- 
ing or  warming  the  body  of  water. 

The  efficiency  and  success  of  Robinson's  apparatus  and 
the  marked  or  radical  character  of  his  improvement  is  sig- 
nificantly manifested  by  the  fact  that  even  before  his  patent 
was  issued  Robinson  sold  fifteen  of  these  great  apparatuses 
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in  one  week  on  his  first  visit  to  New  York  to  introduce  hl^ 
invention. 

The  defendants'  apparatus  is  identical  in  principle  and 
function,  and  has  jirecisely  the  same  mode  of  operation  as 
the  patented  apparatus.  It  is  true  it  is  slightly  disguised 
It  is  square  instead  of  round. 

The  complainants'  invention  is  broader  than  the  round  or 
square  form  of  his  apparatus ;  than  the  particular  method 
of  supporting  the  wooden  tobacco-holder  above  the  body  of 
water ;  than  the  degree  of  tightness  with  which  the  carpen- 
ter may  construct  his  wooden  tobacco-holder,  whether  it  be 
round  or  square.  This  is  appai-ent  from  the  patent  itself, 
as  well  as  from  the  state  of  the  prior  art.  The  fact  that 
Robinson  himself,  in  his  first  successful  apparatus,  used  an 
ordinary  tobacco  case  as  his  tobacco-holder,  and  supported 
it  over  the  body  of  water  in  the  tank  chamber  on  a  slat  flooi; 
conclusively  shows  the  scope  of  the  invention,  and  it  is  a 
well-settled  principle  of  law  that  the  patentee' s  specification 
and  claim  shall  be  so  construed  as  to  be  commensurate  with 
his  invention,  if  it  can  be  done  without  doing  violence  t4) 
its  language. 

Haworth  v.  Hardcastle,  1  Web.  Pat.  Cas.  485 ;  Grant  r. 
Raymond,  6  Pet.  218  [4  Am.  &  Eng.  245 ;]  Ames  tj,  Howard, 
1  Sumn.  482 ;  Blanchard  v.  Sprague,  3  Sumn.  536 ;  Davoll 
V.  Brown,  1  Wood.  &  M.  53  ;  Parker  v.  Haworth,  4  McLean, 
372;  LeRoy  v.  Tatham,  14  How.  181  [5  Am.  &  Eng.  313,1 
and  opinion  of  Baron  Parke  there  quoted ;  Neilson  v.  Har- 
ford, Web.  Pat.  Cas.  341  [3  Am.  &  Eng.  231 ;]  Russell  r. 
Cowley,  Web.  Pat.  Cas.  470  [2  Am.  &  Eng.  76 ;]  Coming 
V.  Burden,  15  How.  252  [6  Am.  &  Eng.  69.] 

Mr.  Justice  Matthews  delivered  the  opinion  of  the  court: 
This  is  a  bill  in  equity  filed  by  Isaac  Robinson  and  Abra- 
ham Robinson  against  the  appellants  to  restrain  an  alli^^l 
infringement  of  letters  patent  granted  by  the  United  States 
to  Abraham  Robinson  on  June  10,  1879,  for  an  improved 
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apparatus  lor  resweating  tobacco.  The  defences  relied  on 
are,  that  the  patent  is  invalid  for  want  of  novelty,  and  a 
denial  of  the  alleged  infringement.  The  specifications  and 
claims  of  the  patent,  with  reference  to  accompanying  draw- 
ings, are  as  follows : 

"Figure  1  is  a  top  or  plan  view  of  an  apparatus  embody- 
ing my  improvements,  and  Fig.  2  is  a  vertical  central  section 
of  the  steam  receiver  and  tobacco  holder. 

''  Like  letters  of  reference  indicate  like  parts. 

' '  It  is  usual  to  soften  the  leaves  of  tobacco,  as  is  well 
known,  in  order  to  prepare  them  for  being  manufactured 
into  cigars  and  other  manufactured  goods,  and  to  bring  out 
a  good  and  uniform  color.  This  has  been  done  heretofore 
in  various  ways,  and,  among  others,  by  dampening  the 
leaves  and  exposing  them  to  heat  while  in  that  condition. 

"The  object  of  this  invention  is  to  provide  improved 
means  for  exposing  the  leaves  to  the  action  of  steam  for  the 
purposes  above  set  forth  ;  and  to  that  end  my  invention 
consists  of  a  tobacco-holding  vessel  made  of  wood  suflB- 
ciently  porous  to  permit  the  steam  to  percolate  through  it, 
in  combination,  substantially  as  hereinafter  described,  with 
a  steam-generating  aj)paratus  and  a  steam-receiving  cham- 
ber surrounding  the  vessel  for  containing  the  tobacco. 

'  *  I  am  aware  that  the  general  structural  plan  of  the  ap- 
paratus hereinafter  described  is  old,  and  I  do  not,  therefore, 
here  intend  X/o  claim  the  same  independently  of  a  tobacco 
receiving  vessel  made  of  wood  suflSciently  porous  to  permit 
the  steam  to  percolate  through  it,  as  and  for  the  purposes 
set  forth,  the  said  wooden  .vessel  constituting,  as  I  believe, 
an  improvement  upon  the  apparatus  heretofore  in  use  ;  for 
the  reason  that,  in  employing  wood  instead  of  metal  in  the 
construction  of  the  said  vessel,  the  tobacco  is  prevented 
from  being  tainted,  and  may  be  kept  continually  moist  by 
the  action  of  the  steam  instead  of  being  merely  heated  and 
sweated  by  it,  or  steamed  only  by  the  generation  of  steam 
in  the  same  vessel  containing  the  tobacco ;  it  being  obvious 
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that  if  the  tobac^^o-i'eceiving  vessel  be  made  of  metal,  as 
heretofore  in  devices  of  this  class,  the  steam  in  an  outer 
surrounding  vessel  would  merely  heat  the  tobacco  and  sweat 
it  without  imparting  new  moisture  to  it.  Neither  do  I  here 
intend  to  claim  the  process,  as  such,  of  steaming  tobacco. 

' '  In  the  drawings  A  represents  an  ordinary  boiler  for  gen- 
erating steam.  B  is  a  tank  or  vessel  for  receiving  the  steam 
generated  by  the  boiler  A.  C  is  a  tight  wooden  vessel  for 
receiving  the  tobacco  to  be  treated.  This  vessel  should  be 
provided  with  a  tight-fitting  cover,  a.  I  make  the  vessel  C 
of  wood,  as  an  essential  feature  of  my  invention,  in  order 
that  the  steam  may  sweat  or  percolate  through  it  from  the 
tank  B,  and  so  that  the  tobacco  will  not  be  tainted  by  con- 
tact with  metal.  The  vessel  C  is  enough  smaller  than  the 
tank  B  to  be  susi)ended  in  the  latter  and  leave  an  annular 
space,  6,  between  the  two,  as  weU  as  a  space  underneath 
the  bottom  of  the  vessel  C,  as  shown.  The  space  b  should 
also  be  covered.  In  order  to  provide  a  cover  for  the  space 
&,  and  also  suspend  the  vessel  C  firmly  in  the  tank  B,  I  em- 
ploy an  annular  rim  or  lid,  c,  having  an  upwardly  turned 
flange,  c\  fitted  to  the  vessel  C,  and  a  downwardly  turned 
flange,  c",  fitted  to  the  tank  B,  screws  or  other  fastenings 
passing  through  the  flanges  into  the  parts  to  which  they  are 
fitted ;  but  it  is  not  essential  that  these  flanges  should  be 
continuous  or  extend  entirely  around  the  vessels.  Neither 
is  it  essential  that  the  flanged  portions  of  the  lid  c  should  be 
continuous,  or  in  the  same  piece  with  the  remaining  part  of 
the  said  lid.  It  is,  in  fact,  much  the  easier  way  to  make 
the  flanged  portions  separately  from  the  lid  proper,  and  I 
have  represented  them  as  made  in  that  manner. 

"  I  do  not,  however,  here  intend  to  be  restricted  to  any 
particular  way  of  applying  the  lid  c  and  suspending  tlie 
vessel  C,  as  both  may  be  done  in  various  suitable  ways ;  but 
I  deem  the  manner  shown  to  be  the  best. 

*'D  is  a  steam -pipe  leading  from  the  upper  part  of  the 
boiler  A  into  the  upper  part  of  the  space  6,  and  E  is  a 
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water-pipe  leading  from  the  lower  part  of  the  said  space 
into  the  lower  part  of  the  boiler.  To  use  this  apparatus  for 
the  purpose  for  which  it  is  intended,  the  water  in  the  boiler 
should  be  heated  until  steam  is  generated.  The  tobacco  to 
be  treated  should  be  placed  in  the  vessel  C  and  covered, 
the  tobacco  then  being  in  the  condition  in  which  it  exists 
when  tjiken  from  the  cases  or  packages  in  which  it  may  have 
been  packed  by  the  producers  or  shippers. 

' '  The  water,  as  well  as  the  steam,  will  enter  the  space  b 
and  produce  a  sufficient  temperature  in  the  vessel  C  to  sweat 
the  tobacco  therein,  the  steam  producing  moisture  in  the 
vessel  C  by  sweating  or  i)ercolating  through  it  from  the 
vspace  6,  in  addition  to  the  moisture  originally  in  the  tobacco 
before  it  was  confined  in  the  vessel.  The  steam  which  en- 
ters the  space  6,  through  the  pii)e  D,  finding  a  lower  tem> 
perature  in  the  said  space  than  in  the  boiler,  becomes  con- 
densed, and  is  added  or  returned  to  the  volume  of  water 
which  flows  from  the  said  space  into  the  boiler,  and  thus 
keeps  the  latter  supplied.  A  circulation  of  water  and  steam 
is  also  kept  up  to  a  certain  extent. 

"  In  a  building  where  steam  is  supplied  through  pipes, 
the  steam  may  be  conducted  into  the  space  b  from  the  boiler 
which  supplies  the  steam,  wherever  the  boiler  may  be  sit- 
uated. The  tobacco  should  be  exj)osed  to  this  treatment 
from  three  to  eight  days,  according  to  the  result  desired  to 
be  produced,  and  it  will  thus  be  rendered  soft  and  pliable, 
and  of  a  uniform  and  dark  color,  without  being  in  any  way 
injured.  The  tobacco  prepared  in  this  manner  may  be  man- 
ufactured into  various  articles,  like  cigars  and  cigarettes. 

*'  I  deem  it  preferable  to  make  the  tank  B,  as  well  as  the 
tank  C,  of  wood,  so  as  to  prevent  tainting  the  tobacco,  and 
so  as  to  render  the  apparatus  capable  of  treating  large  quan- 
tities of  tobacco  at  the  same  time,  and  without  making  the 
apparatus  heavy  and  expensive,  and  to  employ  a  boiler 
wholly  detached  from  the  tank  B,  excepting  by  the  steam 
and  water  pipes  connecting  the  same,  thus  enabling  me  to 
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make  the  outer  or  larger  tank  of  wood  without  exposing  it 
to  danger  from  fire.  A  detached  boiler  amply  sufficient  to 
be  employed  in  connection  with  very  large  tanks  will  be 
comparatively  simple  and  cheap. 

"Having  thus  described  my  invention,  what  I  claim  as 
new,  and  desire  to  secure  by  letters  patent,  is — 

'*1.  The  apparatus,  substantially  as  described,  for  treat- 
ing tobacco,  to  wit :  The  tight  vessel  or  tank  B,  the  tight 
vessel  C,  made  of  wood  and  suspended  in  the  tank  B,  and  a 
steam-generator  or  heater,  all  combined  and  operating  to- 
gether, substantially  as  and  for  the  purposes  specified. 

' '  2.  The  combination  of  the  boiler  A,  the  tight  tank  B, 
made  of  wood,  the  tight  vessel  C,  made  of  wood  and  sus- 
pended in  the  tank  B,  and  the  pipes  D  and  E  entering  the 
tank  B  and  the  boiler,  all  arranged  and  operating  substan- 
tially as  and  for  the  purposes  specified." 

On  the  hearing  in  the  Circuit  Court  it  was  found  upon  the 
evidence,  that  the  device  used  by  the  defendants  differed 
from  that  of  the  complainants,  as  described  in  the  patent, 
only  in  this  respect,  that  the  defendants'  tobacco-holder  is  not 
made  tight  so  as  to  exclude  moisture,  except  through  the  pores 
of  the  wood  ;  the  defendants  using  the  ordinary  tobacco  cases 
in  which  the  leaf  tobacco  comes  packed,  to  hold  the  tobacco 
during  the  process  of  re-sweating.  It  was  contended  on  the 
part,  of  the  defendants  that  this  was  a  substantial  difference, 
l)ecause  the  complainants'  claim  required  their  tobacco 
holder  to  be  tight,  while  that  of  the  defendants  was  not. 
In  disposing  of  the  case  upon  this  point,  the  judge  holding 
the  Circuit  Court,  in  his  opinion,  said  :  ''  The  essential  fea- 
ture of  complainants'  invention  consists  in  subjecting  the 
mass  of  leaf  tobacco  to  moisture  and  heat  in  a  comparatively 
close  wooden  box  for  a  sufficient  time  to  have  it  undeigo 
the  process  of  re-sweating,  and  it  is  no  answer  to  complain- 
ants' charge  of  infringement  of  their  patent  to  sjiy  that  de- 
fendants' box  is  not  quite  so  tight  as  that  complainants 
deem  desirable  or  necessary  for  the  most  satisfactory  opera- 
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tion  of  their  device."  Robinson  v.  Sutter,  lOBissell  100; 
S.  C.  8  Fed.  Rep.  828. 

The  issue  as  to  novelty,  upon  the  proof,  was  also  decided 
against  the  defendants,  for  the  reason  that  the  two  devices 
relied  upon — one  described  in  the  Oppelt  patent  of  June  16, 
1874,  and  the  other  in  the  Wenderoth  patent  of  July  16, 
1878 — ^both  use  metal  tanks  and  a  metal  tobacco-holder.  It 
was  shown  that  contact  with  metal  taints  and  injures  the 
tobacco  operated  upon,  and  that  the  free  admission  of  steam 
wets  and  to  some  extent  cooks  the  tobacco ;  and  the  conclu- 
sion of  the  Circuit  Court  was  that  ' '  The  porous  wooden  to- 
bacco holder  devised  by  Robinson  seems,  from  the  proof,  to 
stimulate  that  slow  fermentation  and  action  in  the  constit- 
uent elements  of  the  leaf  which  is  required  to  make  the 
whole  mass  homogeneous." 

Upon  a  showing  made  by  the  defendants,  a  rehearing  of 
the  cause  was  granted,  and  further  proofs  taken.  Upon 
that  hearing  it  was  made  clearly  to  api)ear,  from  the  testi- 
mony, that  the  artificial  re-sweating  of  tobacco  had  been 
effected  long  prior  to  the  application  for  the  complainants' 
patent,  by  means  of  the  application  of  steam  in  a  chamber 
adapted  for  that  purpose,  applied  to  the  tobacco  while  in 
the  ordinary  tobacco  cases  in  which  the  leaf  tobacco  comes 
packed,  just  as  the  defendants  were  found  to  have  prac- 
ticed. The  case,'  however,  was  decided  against  the  defend- 
ants upon  another  ground,  as  appears  from  the  opinion  of 
the  judge  holding  the  Circuit  Court.  Robinson  .  Sutter, 
11  Fed.  Rep.  798.  He  said:  "The  distinctive  feature  of 
complainants'  device  for  resweating  tobacco  is  the  water 
tank  in  the  bottom  of  their  outer  chamber,  so  that,  by  keep- 
ing this  water  at  the  proper  temperature,  the  atmosphere  of 
the  outer  chamber  can  be  kept  warm  and  humid,  whereby 
the  process  of  re-sweating  will  be  induced  and  carried  on  to 
whatever  extent  shall  be  deemed  desirable."  The  devices 
used  prior  to  Robinson's  invention,  and  proven  as  anticipa- 
tions, which  would  avoid  his  patent  for  want  of  novelty, 
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were  found  not  to  meet  that  point  in  the  description  of  the 
complainants'  device,  inasmuch  as  the  outer  tank  in  each, 
into  wliich  the  steam  entered  for  the  purpose  of  heating  and 
moistening  the  tobacco,  had  specific  provision  made  in  it  for 
drawing  off  the  water  formed  by  condensation  of  the  steam, 
instead  of  being  arranged  so  as  to  hold  a  body  of  water  in 
order  to  equalize  and  maintain  the  temperature  of  the  vapor 
in  the  room  or  tank. 

The  defendants  had  also  introduced  in  evidence,  as  an  an- 
ticipation, a  patent  granted  in  1865  to  one  Huse.  His  in- 
vention is  described  in  his  specification  as  follows  : 

' '  I  take  the  tobacco  by  preference,  after  it  has  been  desic- 
cated and  packed  in  the  usual  manner  in  hogsheads  or 
cases,  and  whicli  it  is  well  known  are  not  by  any  means  so 
close  as  to  exclude  steam.  I  place  these  hogsheads  or  cases, 
or  both,  in  a  chamber  of  convenient  size,  and  which  can  be 
closed  up  steam-tight,  and  I  then  introduce  heat  and  mois- 
ture by  means  of  steam  apparatus,  such  as  generally  em- 
ployed for  heating  buildings,  the  coils  or  congeries  of  pipe 
being  arranged  in  any  suitable  manner  for  a  proper  distri- 
bution of  the  heat.  Some  of  the  pipes,  about  one-half  of 
them,  are  to  be  pierced  with  very  small  holes,  to  permit  the 
escape  of  steam  into  the  chamber.  It  will  be  found  best  to 
raise  and  maintain  the  temperature  at  about  150  degrees 
Fahrenheit,  and  for  about  forty-eight  hours  for  tobacco 
which  has  been  well  desiccated,  a  longer  time  being  required 
when  treated  before  it  has  been  well  dried.  At  the  end  of 
the  time  specified,  the  tobacco  should  be  examined,  and,  so 
soon  as  nicotine  is  well  developed,  which  will  be  indicated 
by  the  evolution  of  ammonia,  the  steam  must  be  shut  off, 
the  chamber  opened,  the  hogsheads  or  cases  opened,  the  to- 
bacco all  opened  and  shaken  and  thoroughly  dried,  which 
is  best  done  in  an  open  and  well-ventilated  room ;  and  after 
it  has  been  well  dried  the  tobacco  will  be  found  to  be  thor- 
oughly cured  and  ready  for  use,  and  further  fermentation 
so  completely  stopped  that  it  can  be  repacked  and  kept  for 
any  desired  length  of  time. 
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''In  this  way  I  avoid  all  the  evil  consequences  o 
method  heretofore  practiced,  while  at  the  same  time  it 
enable  the  planter  to  put  his  crop  of  tobacco  in  market 
comparatively  short  space  of  time. 

''  What  I  claim  as  my  invention,  and  desire  to  secui 
letters  patent,  is  the  process,  substantially  as  hereiE 
scribed,  of  curing  t/obacco,  which  process  consists  in  sub 
ing  it  to  the  action  of  artificial  heat  and  steam  to  induct 
required  fermentation  until  nicotine  is  evolved,  and  i 
stopping  the  further  progress  of  fermentation  by  ope] 
the  packages  and  thoroughly  drying  every  part  substanti 
as  described." 

In  respect  to  this,  the  Circuit  Court  said  :  "As  for 
Huse  patent  of  1865,  it  was  only  a  box  heated  with  st< 
coils,  in  which  the  tobacco  was  to  be  placed  and  heated 
the  radiation  of  heat  from  the  pipes  and  the  introductioi 
live  steam."     11  Fed.  Rep.  798 

There  was,  accordingly,  a  decree  entered  in  favor  of 
complainants  for  an  injunction,  and  for  the  recovery  of } 
309. 30  damages  found  by  the  master.    The  defendants  h; 
brought  the  present  api)eal. 

It  sufficiently  appears  from  the  evidence  that  if  the  ess 
tial  and  sole  chai^acteristic  of  the  complainants'  invent 
consists  in  a  substitution  of  a  close  wooden  box,  to  hold  l 
tobacco  while  being  subjects  to  the  process  of  re-sweatii 
for  metal  tobacco-holders  previously  in  use,  either  the  pr. 
tice  of  the  defendants  in  using  as  a  tobacco  holder  the  or< 
nary  tobacco  cases  in  which  the  leaf  tobacco  comes  packc 
during  the  process  of  re-sweating,  is  not  an  infringemei 
or,  if  it  be  so  held,  the  complainants'  invention  was  antit 
patted  by  others  long  prior  to  its  date.    This  is  shown  by  t 
Huse  patent,  and  it  is  proven  to  have  been  employed  1 
others,  particularly  by  Louis  Specht  in  the  tobacco  factoi 
of  August  Beck  &  Co. ,  in  Chicago. 

It  only  becomes    important,  therefore,  to  consider   tl 
ground  finally  taken  in  support  of  the  decree,  which  ii 
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volves  the  question  whether  the  appellees  are  entitled  to 
claim  the  water  tank  in  the  bottom  of  the  outer  chamber, 
and  the  use  of  water  in  it,  whereby  the  atmosphere  of  the 
outer  chamber  can  be  kept  warm  and  humid,  so  that  the 
process  of  re-sweating  may  be  induced  and  earned  on  to  any 
desirable  extent.  In  this  connection  it  becomes  important 
to  consider  the  proceedings  in  the  Patent  Office  in  the  grant- 
ing of  the  patent,  as  shown  by  the  file- wrapper.  It  appears 
from  the  transcript  of  the  record  in  the  case  that  the  defend- 
ants offered  in  evidence  a  copy  of  this  file- wrapper  and  con- 
tents, which  was  objected  to  as  incompetent  and  not  suffi- 
ciently verified.  No  ruling  of  the  Circuit  Court  seems  to 
have  been  made  upon  the  objection,  and  the  paper,  although 
described  as  marked,  ' '  Defendants'  exhibit,  copy  of  the  file- 
wrapper  and  contents  of  the  Robinson  patent,"  is  not  certi- 
fied as  a  part  of  the  evidence,  and  is  not  contained  in  the 
transcript.  It  does  not,  therefore,  appear  that  the  paper 
was  ever  before  the  court  below,  or  considered  by  it  in  the 
liearing  of  the  case.  In  this  court,  however,  on  the  hearing, 
by  consent  of  parties,  the  file- wrapper  and  contents  were 
ordered  to  be  made  a  part  of  the  record.  Prom  that  paper 
it  appears  that  the  original  specification,  on  which  the  ap- 
l)lication  for  a  patent  was  based,  declared  that  the  petitioner 
had  invented  certain  new  and  useful  improvements  in  the 
method  as  well  as  apparatus  for  steaming  leaf  tobacco.  In 
setting  out  the  object  of  the  invention,  he  said  :  '^The  ob- 
je(5t  of  this  invention  is  to  provide  suitable  means  whereby 
the  leaves  may  be  subjected  to  the  process  of  sweating  by 
means  of  steam  or  water  under  the  influence  of  heat,  and 
to  that  end  my  invention  consists  of  that  process  and  in  the 
apparatus  by  means  of  which  I  carry  on  the  said  process, 
substantially  as  hereinafter  specified." 

It  was  also  stated,  that  ''  B  is  a  tank  or  vessel  for  contain- 
ing water  and  receiving  the  steam  generated  by  the  boiler 
A  ;"  and  that  '*  steam  may  also  be  generated  in  the  space 
by  filling  the  latter  partly  with  water,  and  by  applying  heiit 
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Amendments  were  also  made  by  inserting  other  parts  of  the 
specification  as  it  now  stands ;  amongst  others,  the  follow- 
ing :  ''I  make  the  vessel  C  of  wood,  as  an  essential  feature 
of  my  invention,  in  order  that  the  steam  may  sweat  or  per- 
colate through  it  from  the  tank  B,  and  so  that  the  tobacco 
will  not  be  tainted  by  contact  with  the  metal."  And  also 
the  following :  ''  The  steam-producing  moisture  in  the  ves- 
sel C,  by  sweating  or  percolating  through  it  from  the  space 
6,  in  addition  to  the  moisture  originally  in  the  tobacco  be- 
fore it  was  confined  in  the  vessel." 

On  the  10th  of  April,  1879,  the  examiner  informed  the  ap- 
plicant that  he  ''  should  specifically  set  forth  that  the  struc- 
tural plan  of  the  device  is  old,  and  that  the  improvement 
consists  alone  in  making  the  vessel  C  of  wood  instead  of 
metal,  and  suflBiciently  porous  to  permit  the  steam  to  per- 
colate through  it." 

Thereupon  the  applicant  filed  an  amendment  by  inserting 
the  following :  ''I  am  aware  that  the  general  structural 
plan  of  the  apparatus  hereinbefore  described  is  old,  except- 
ing that  the  vessel  C  for  receiving  the  tobaccx;  has  not,  so 
far  as  I  am  aware,  heretofore  been  made  of  wood,  but  of 
metal.  The  making  of  the  vessel  C  of  wood,  and  sufficiently 
porous  to  permit  the  steam  to  percolate  through  it,  consti- 
tutes the  essential  feature  of  this  invention.  When  metallic 
vessels  are  employed  to  receive  the  tobacco,  it  is  liable  to  be 
tainted,  and  in  such  cases  is  memly  heated,  but  not  sub- 
jected to  the  moistening  influence  of  steam  or  vapor  perco- 
lating through  the  vessel  containing  the  tobacco,  as  when 
this  vessel  is  made  of  wood  sufficiently  porous  to  admit  of 
that  result.  I  do  not,  therefore,  here  intend  to  claim  the 
i2:eneral  structural  plan  of  the  said  apparatus  independently 
of  a  vessel,  C,  made  of  wood,  sufficiently  porous  to  dllow 
the  steam  to  percolate  through  it." 

On  the  24th  of  April,  1879,  the  examiner  wrote  to  the  ap- 
1  )1  leant  as  follows :  *'The  specification  should  be  amended 
l)y  omitting  all  statements  that  the  applicant  has  an  im- 
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proved  process  or  is  the  inventor  of  such.  *  *  *  The 
statement  of  invention,  and  reference  to  the  state  of  the  art, 
both  require  correction,  as  the  invention  is  an  improved  ap- 
paratus only." 

Thereujyon  further  amendments  were  made,  resulting  in 
the  specification  and  claims  as  they  now  stand,  and  the  pat- 
ent was  granted. 

A  comx)arison  of  the  patent  as  granted  with  the  applica- 
tion very  conclusively  establishes  the  limits  within  which  the 
patentee's  claims  must  be  confined.  He  is  not  at  liberty  now 
to  insist  upon  a  construction  of  his  patent  which  will  include 
what  he  was  expressly  required  to  abandon  and  disavow  as  a 
condition  of  the  grant.  Shepard  v.  Carrigan,  116  U.  S.  693 
[p.  235  a7ife,  ]  and  cases  there  cited.  It  appears,  therefore,  dis- 
tinctly that  the  patentee  has  no  claim  for  a  process  of  steam- 
ing tobacco  by  means  of  steam,  or  steam  and  a  body  of  hot 
water,  nor  by  any  process  whatever.  His  invention  must 
be  limited  to  the  apparatus,  and  as  to  that  he  was  expressly 
required  to  state  that  its  structural  plan  was  old  and  not  of 
his  invention.  What  is  meant  by  the  structural  plan  of  the 
apparatus  is  the  arrangement  of  the  vessels  for  holding  the 
tobacco,  for  confining  the  steam  and  water,  and  for  supply- 
ing the  steam  ;  and  the  precise  improvement  which  is  alone 
the  subject  of  the  patent  is  the  substitution  of  a  wooden  ves- 
sel for  holding  the  tobacco,  while  being  re-sweated,  in  place 
of  a  .metallic  one.  So  that  the  ultimate  question  in  the  case 
is  reduced  to  this,  whether,  in  such  an  apparatus,  the  use 
of  the  cases,  or  boxes,  or  packages,  in  which  the  tobacco 
leaves  are  originally  packed  by  the  producer  is  equivalent 
to  the  wooden  tobacco  holder  mentioned  in  the  complain- 
ants' specification.  If  it  is  not,  there  is  no  infringement ;  if 
it  is,  as  we  have  already  seen,  it  had  been  anticipated  for 
many  years  by  the  practice  of  other  persons.  It  is  ex- 
pressly described  in  the  Huse  patent  of  1866,  where  the  in- 
ventor stat-es,  as  follows:  ''I  take  the  tobacco,  by  prefer- 
ence, after  it  has  been  desiccated  and  packed  in  the  usual 
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manner  in  hogsheads  or  cases,  and  which  it  is  well  known 
are  not  by  any  means  so  close  as  to  exclude  steam.  I  place 
these  hogsheads  or  cases,  or  both,  in  a  chamber  of  conven- 
ient size,  and  which  can  be  closed  up  steam-tight,  and  I 
then  introduce  heat  and  moisture  by  means  of  steam  appa- 
ratus, such  as  generally  employed  for  heating  buildings^ 
the  coils  or  congeries  of  pipe  being  arranged  in  any  suitable 
manner  for  a  proper  distribution  of  the  heat.  Some  of  the 
pipes,  about  one-half  of  them,  are  to  be  pierced  with  very  small 
holes  to  permit  the  escape  of  steam  into  the  chamber/ '  And 
the  same  thing  was  done  at  the  establishment  of  August 
Beck  &  Co.,  in  Chicago,  before  the  date  of  Robinson's  appli- 
cation, and  by  several  others. 

For  these  reasons  we  are  of  opinion  that  the  decree  below 
was  erroneous.  If  is,  there/ore,  reversed^  and  the  cause 
remanded^  with  iTistructions  to  dismiss  the  MIL 
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manner  in  hogsheads  or  cases,  and  which  it  is  well  known 
are  not  by  any  means  so  close  as  to  exclude  steam.  I  place 
these  hogsheads  or  cases,  or  both,  in  a  chamber  of  conven- 
ient size,  and  which  can  be  closed  up  steam-tight,  and  I 
then  introduce  heat  and  moisture  by  means  of  steam  appa- 
ratus, such  as  generally  employed  for  heating  buildings, 
the  coils  or  congeries  of  pipe  being  arranged  in  any  suitable 
manner  for  a  proper  distribution  of  the  heat.  Some  of  the 
pipes,  about  one-half  of  them,  are  to  be  pierced  with  very  small 
holes  to  permit  the  escape  of  steam  into  the  chamber.' '  And 
the  same  thing  was  done  at  the  establishment  of  August 
Beck  &  Co. ,  in  Chicago,  before  the  date  of  Robinson' s  appU- 
cation,  and  by  several  others. 

For  these  reasons  we  are  of  opinion  that  the  decree  below 
was  erroneous.  It  is^  there/ore^  renersed^  and  the  cause 
remanded^  with  instructions  to  dismiss  the  bill. 

119  U.S.  548. 

Noteti  X 

2.  Amendments  to  application  as  evidence  in  the  construction  of 

the  patent : 
Hopkins  Mnfg.  Co.  v,  Corbin,  103  U.  S.  786  [13  Ara.  & 

Eng.  147.] 
Sargent  v.  Hall  Safe  &  Lock  Co.,  1 14  U.  S.  63  [15  Am.  & 

Eng.  573.] 
Shepard  v,  Carrigan,  116  U.  S.  593  [p.  235  ante.^ 
Crawford  v,  Heysinger,  123  XJ.  S.  589. 


Patent  in  0ultx 


No.  216,293.     Robinson,  A.     June  10,  1879.     Tobacco  Re- 
sweating  Apparatus. 


600 


SUTTER  V.  ROBINSON. 


[Sup.  Ct 


602  SHARP  V.  RIESSNER  [Sup.  Ct 

Argument  of  counsel. 

air  holes  and  the  number  of  solid  i)arts  between  them  is  not 
of  the  essence  of  complainant's  patent,  and  that,  therefore, 
the  difference  is  immaterial. 

The  claim  of  the  patent  is  not  for  a  function.  It  is  for  a 
combination  of  parts. 

It  is  essential  to  the  patent  that  the  plate  A'  be  a  top  plate 
to  the  water  vessel,  so  that  no  portion  of  it  can  be  rusted 
away  by  water.  It  is  essential,  likewise,  that  that  top  plate 
have  holes  in  it  for  the  purpose  of  letting  air  pass  through 
these  holes.  It  is  essential,  likewise,  that  that  top  plate 
have  an  innermost  portion  or  annulus  for  the  support  of  the 
hot-air  drum.  And  it  is,  moreover,  essential  that  the  said 
top  plate  constitute  the  supi)ort  for  a  hinge,  back  ar  outside 
of  said  ring  or  annulus,  by  which  it  is  combined  and  con- 
nected with  the  hot-air  drum. 

These  essential  features  are  all  found  in  the  defendants 
structure,  and,  being  there,  make  it  an  infringement  of  coni- 
plainant'  s  patent. 

Mr.  B.  F.  Lee^  for  appellees : 

Each  element  of  the  patented  combination  is  old,  except, 
possibly,  the  top  plate  A'  in  the  exact  form  and  location  of 
the  patent. 

But  even  if  some  of  said  elements  had  been  new,  the  fa- 
miliar rule  of  law,  that  all  the  elements  making  up  the 
combination  must  be  used  by  the  defendants  in  order  to 
constitute  an  infringement,  is  decisive  of  this  case.  Union 
Water-Meter  Co.  v.  Desper,  101  U.  S.  332  [12  Am.  &  Enif. 
880 ;]  Railroad  Co.  v,  Mellon,  104  U.  S.  118  [18  Am.  &  Eng. 
200.] 

An  examination  of  the  claim  shows  that  it  is,  on  its  face, 
a  mere  aggregation  and  not  a  combination. 

Unless  all  the  elements  co-operate  to  produce  a  new  and 
patentable  result,  the  subject  matter  is  not  patentable. 

Reckendorfer  v.  Faber,  92  U.  S.  347  [10  Am.  &  Eng.  373 ;] 
Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.1 
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Mr.   Justice  Blatchford  delivered  the  opinion  of  tha 
i'ourt : 

TMs  is  a  suit  in  equity  brought  for  the  alleged  infringe* 
TQent  of  letters  patent,  No.  177,334,  granted  to  Abner  B.! 
Hutdiins,  May  16,  1876,  for  an  improvement  in  hydro-carJ 
bon  stoves.  The  specification  and  drawings  are  as  follows :, 
-  *  The  object  of  this  invention  is  to  produce  a  stove  which 
can  wafely  and  easily  be  heated  by  the  combustion  of  a 
hydro-carbon  or  oil  in  a  similar  manner  to  that  in  common 
use  in  illuminating  lamps. 

The  invention  consists  of  the   following  devices:    The 
vessel  or  chamber  containing  the  oil  or  hydro-carbon  is  sub- 
merged in  water,  so  as  to  always  keep  the  said  oil  vessel  or 
chamber  cool,  and  thereby  free  from  explosive  or  other  ac- 
cident.    The  water  vessel  is  covered  with  a  perforated  metal 
plate,  which  forms  the  base  of  the  hot-air  cylinder,  on  the 
top  of  which  the  culinary  or  other  vessels  to  be  heated  are 
placed.    Vertical  tubes  or  flues  are  placed  in  the  hot-air 
cylinder  in  such  positions  as  to  act  as  chimneys  for  the 
burners.    Mica  windows  are  placed  in  the  sides  of  these 
flues  or  chimneys  in  such  positions  as  to  enable  the  operator 
to  observe  the  flame  of  the  burner  and  to  regulate  the  same 
as  circumstances  may  require. 

The  invention  will  be  readily  understood  by  reference  to 
the  accompanying  drawings,  of  which  Figure  1  is  partly  an 
4^1evation  and  partly  a  vertical  section  of  the  improved  stove. 
Pig.  2  is  partly  a  plan  and  partly  a  section  of  the  same.  In 
this  view  the  half  of  the  top  plate  only  is  removed,  so  as  to 
disclose  the  construction  of  the  hot-air  cylinder  and  the 
flues  or  chimneys.  Pig.  3  is  a  sectional  plan  of  the  stove, 
taken  just  below  the  top  plate  of  the  water  chamber,  and 
showing  a  part  of  the  top  plate  of  the  oil  vessel  or  reservoir 
broken  out. 

The  base  of  the  stove  consists  of  a  vessel,  A,  resting,  for 
convenience,  on  short  legs  a.  This  vessel  is  intended  to 
contain  water,  and  has  a  top  plate,  A',  which  is  preferably 
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made  of  cast  metal,  and  strong  enough  to  support  all  the 
parts  of  the  stove  which  are  above  it.  This  plate  A'  is  an- 
nular in  form  if  the  stove  is  of  general  cylindrical  construc- 
tion (which  is  preferable  to  other  forms,)  the  central  open- 
ing in  the  said  plate  being  nearly  equal  in  area  to  the  sec- 
tional area  of  the  hot-air  cylinder  C,  which  rests  upon  it. 
Concentrically  arranged  around  this  central  opening  is  a 
series  of  perforations,  a\  through  which  atmospheric  air 
passes  down  into  the  top  part  of  the  vessel  A,  and  thence 
up  through  the  hot-air  cylinder  and  its  chimneys. 

The  reservoir  or  vessel  B,  in  which  the  oil  or  hydro-carbon 
is  put  for  use  in  this  stove,  is  placed  within  the  vessel  A, 
and  the  bottom  of  the  vessel  A  may  likewise  constitute  the 
support  for  the  bottom  of  the  vessel  B,  and  there  will  be  an 
intervening  chamber,  B',  between  the  sides  of  the  vessel  B 
and  its  inclosing  vessel  A,  and  the  sides  of  the  vessel  A 
will  extend  up  one  or  two  inches  (more  or  less)  above  the 
top  of  the  vessel  B.  While  in  use  the  annular  chamber  B' 
will  be  filled  with  water,  and  water  will  also  cover  the  top 
of  the  vessel  B,  which  said  vessel  and  its  contained  fluid 
will  thereby  be  always  kept  at  a  low  temperature,  and  ac- 
cident from  the  ignition  or  explosion  of  the  oil  or  hydro- 
carbon will  thus  be  rendered  impossible  by  this  water  cover- 
ing. A  tube,  6,  extends  from  the  vessel  B  up  through  one 
of  the  perforations  or  apertures  a\  and  serves  as  a  means 
of  filling  the  vessel  B.  A  suitable  screw-cap  closes  the  top 
end  of  this  tube.  A  pipe  or  valve  a*,  leans  from  the  cham- 
ber B'  to  the  outside  of  A.  for  the  purpose  of  drawing  off 
the  water  when  it  becomes  heated,  or  when  the  occasion  re- 
quires it.  Water  may  easily  be  poured  into  the  vessel  A 
through  the  apertures  a\ 

The  wick-tubes  D  are  attached  to  the  top  of  the  vessel  B, 
and  the  wick  used  to  conduct  the  oil  from  B  to  the  flame  is 
operated  in  the  usual  manner  of  illuminating  lamps.  The 
rollers  for  moving  the  wicks  up  and  down  are  inclosed  in 
casings  or  housings  E,  and  are  operated  by  the  thumb- 
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The  top  of  the  hot-air  cylinder  is  covered  with  a  cast 
metal  plate,  L,  that  serves  as  a  rest  for  whatever  vessel  is 
to  be  heated  on  this  stove.  The  plate  L  is  perforated  with 
apertures  over  the  chimneys,  and  also  over  the  hot- wells  of 
the  cylinder  C,  as  well  as  in  the  portions  lying  outside  of  the 
cylinder  thus  permitting  all  of  the  heat  generated  to  reach 
the  vessel  on  top  of  the  plate  L,  and  thereby  be  utilized. 
The  intense  heat  imparted  to  the  plat-es  of  the  chimneys  I 
and  plate  L,  and  reflected  thence  back  upon  the  hot  gases 
passing  through  and  about  these  parts,  will  be  quit«  suffi- 
cient to  consume  all  of  the  smoke,  and  there  will,  in  conse- 
quence, be  no  emission  of  unpleasant  odors  from  imperfect 
combustion.  The  top  surface  of  the  plate  L  is  provided 
with  ridges  ?,  that  keep  the  vessels  placed  thereon  from  ob- 
structing the  openings  in  the  said  plate." 

The  claims  are  these — 

''1.  The  water  vessel  A,  with  its  perforated  top  plate  A' 
and  hot-air  cylinder  C,  hinged  at  c  to  plate  A',  and  top  per- 
forated plate  L,  all  arranged  and  connected  together  sub- 
stantially as  and  for  the  purpose  set  forth. 

2.  The  chimneys  I,  having  one  of  their  sides  formed  by 
the  hot-air  cylinder  C,  to  which  they  are  connected  by  the 
groove-clips  k,  that  also  receive  the  mica  windows  K,  as  and 
for  the  purpose  set  forth." 

It  is  contended  that  the  defendants  infringe  the  first  claim. 
The  Circuit  Court  dismissed  the  bill  (15  Fed.  Rep.  919,) 
holding  that  there  was  no  infringement.  The  plaintiff  has 
appealed. 

One  of  the  elements  in  the  first  claim  is  the  "perforated 
top-plate  AV'  being  the  top  plate  to  the  water- vessel  A.  It 
is  described  as  annular  in  form,  if  the  stove  is  cylindrical, 
with  a  central  opening.  Tlie  specification  then  says :  "  Con- 
<*.entrically  arranged  around  this  central  opening  is  a  seri^of 
perforations,  a',  through  which  atmospheric  air  passes  down 
into  the  top  part  of  the  vessel  A,  and  thence  up  through  the 
hot-air  cylinder  and   its  chimneys."     In  the  defendant's 
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119  U.  S.  652-663.    Oct.  Term,  1886. 

[Bk.  30,  L.  ed.  544;  38  O.  G.  781.] 

Affirming  Ibid^  21  Blatch.  417. 

Argued  December  15,  1886.     Decided  January'  10,  1887. 

Particular  reissued  patent.     Reissue  with  broader  claims.     Mistcdce 

of  solicitor.    New  matter, 

1.  The  third  and  fourth  claims  of  reissued  letters  patent,  No.  9,901, 

granted  to  Davis,  October  18,  1881,  (original  No.  202,158, 
April  9,  1878,)  for  Door  Bolts,  declared  invalid  on  the  ground 
that  a  delay  of  nearly  three  years  after  the  date  of  the  origi- 
nal patent  before  applying  for  its  reissue  with  broader  claims 
was  not  excused  by  the  mistake  of  the  solicitor  who  applied 
for  and  procured  the  original  patent  with  claims  more  narrow 
than  those  which  he  was  instructed  by  the  inventor  to  make, 
(p.  624.) 

2.  Held,  further,  that  an  element  of  the  invention  (the  pitman) 

shown  in  the  original  drawings  only  as  a  connected  portion  of 
a  certain  mechanism  and  so  described  in  the  original  patent, 
but  described  in  the  reissue  as  an  independent  invention  was 
new  matler,  and  claims  based  thereon  are  invalid,     (p.  526.) 

[Citations  in  the  opinion  of  the  court :] 

Ives  V.  Sargent,  21  Blatch.  47.     p.  523. 

Wollensak  v.  Reiher.  315  U.  S.  96  [p.  162  ante.]  pp.  524,  525. 
Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  :J22.]  p.  525. 
Coon  V,  Wilaon,  113  U.  S.  268  [15  Am.  &  Eng.  504.]  p  527. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Connecticut. 

The  history  and  facts  of  the  case  fully  appear  in  the  opin- 
ion of  the  court. 

See  Explanation  of  Notes,  page  III. 
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opinion  of  the  conii. 

Mr.  John  S.  Beach,  for  appellee : 

All  the  elements,  either  of  which,  has  so  often  been  rec- 
ognized by  this  court  as  fatal  to  the  validity  of  a  reissue  are 
combined  in  this  reissue.  1.  The  reissne  was  not  applied  for 
until  more  than  two  and  a-half  years  after  the  original  patent 
wiis  granted.  2.  I^  claims  were  expanded  to  include  an 
invention  not  hinted  at  in  either  of  the  claims  of  the  origi- 
nal patent.  3,  For  months  before  the  reissne  was  applied 
for,  appellee  had  lawfully  manufactured,  and  the  public 
had  rightfully  dealt  in,  the  thing  which  is  now  presented  to 
this  court  by  the  appellant  as  an  infringement  of  his  exclu- 
sive rights  under  the  expanded  claims  of  his  reissne. 

The  same  fatality  to  the  patentee  results  whether  the 
laches  are  due  to  his  fault  in  not  taking  prompt  action  to 
protect  his  known  rights,  or  to  his  negligence  in  not  using 
the  means  and  opportunities  to  inform  himself  as  to  what 
his  rights  are. 

Hoyt  I).  Sprague,  103  U.  S.  613 ;  Amheim  o.  Pinater,  26 
Fed.  Rep.  280. 

Even  in  exceptional  cases,  where  there  has  been  no  actual 
fault  or  positive  negligence,  laches — if  that  terra  can  prop- 
erly apply  to  such  a  case — will  defeat  the  effort  of  a  pat- 
entee to  expand  the  claim  of  his  original  patent,  to  the  pre- 
judice of  the  public,  when  its  rights  have  been  intervened 
between  the  date  of  the  patent  and  the  application  for  a  re- 
issue. 

Boland  v.  Thompson,  26  Fed.  Rep.  634. 

Mr.  Justice  Matthews  delivered  the  opinion  of  the 
court: 

This  is  a  bill  in  equity  filed  by  the  appellant  to  restrain 
the  alleged  infringement  of  the  complainant's  rights,  as  the 
assignee  of  Frank  Davis,  of  reissued  letters  patent  No. 
9,9Ul,  for  an  improvement  in  door  bolts.  The  original  pat- 
ent was  No.  202,158,  dated  April  9,  1878.  The  application 
for  the  reissue  was  filed  April  1,  1881,  the  reissued  letters 
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patent  being  dated  October  18,  1881 .  The  alleged  infringe- 
ment is  of  the  third  and  fourth  claims.  As  the  case  turns 
wholly  upon  the  validity  of  the  reissued  patent  it  is  import- 
ant, for  purposes  of  comparison,  to  set  out  the  original  and 
the  reissue  in  parallel  columns.  So  much  of  the  original  as 
is  excluded  from  the  reissue  is  marked  in  brackets,  and  the 
additions  made  by  the  reissue  are  in  italics.  They  are  as 
follows : 


OripinaL 
'  'Specification  forming  part 
of  letters  patent.  No.  202,158, 
dated  April  9,  1878.    Appli- 
cation filed  January  29,  1878. 


To  all  whom  it  rnay  concern: 
Be  it  known  that  I,  Frank 
Davis,  of  North  Adams,  in 
the  County  of  Berkshire  and 
State  of  lifassachusetts,  have 
invented  certain  new  and  use- 
ful improvements  in  door 
bolts ;  [and  I  do  hereby  de- 
clare that]  the  following  is  a 
[full,  clear,  and  exactj  de- 
scription \pt  my  invention, 
which  will  enable  others 
skilled  in  the  art  to  which  it 
appertains  to  make  and  use 
the  same,  reference  being  had 
to  the  accompanying  Hraw- 
ings,  and  to  letters  of  refer- 
ence marked  thereon,  which 
form  a  part  of  this  specifica- 
tion.] 

[This  invention  is  an  im- 
provement] on  letters  patent 
I  No.  190,581,]  granted  to 
[the  undersigned]  May  8, 
1877. 

The  [nature  of  said]  inven- 
tion consists  [chiefly]  in  com- 


Reissue. 
"Specification  forming  part 
of  reissued  letters  i>aten^  No. 
9,901,  dated  October  18, 1881. 
Ori^al  No.  202,158,  dated 
April  9,  1878.  Application 
for  reissue  filed  Apnl  1, 1881. 
To  all  vihom  it  may  concern: 
.  Be  it  known  that  I,  Frank 
Davis,  of  North  Adams,  in 
the  County  of  Berkshire  and 
State  of  Massachusetts,  have 
invented  certain  new  and  use- 
ful improvements  in  door 
bolts,  Of  which  the  following 
is  a  description. 


The  improvements  are  on 
the  door  bolt,  for  which  letters 

Satent  weie  granted  to  me 
[ay  8, 1877. 

The  invention  consists  in 
combining  a  cylindrical  outer 
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constructed 
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socket,  b\  for  the  reception  of 
fastening  screw  a'. 

C  designates  tlie  door  bolt, 
having  guide  pins  c  on  its 
side,  and  near  its  rear  end  a 
recess,  <?',  in  which  works  the 
lower  end  of  crank  arm  D', 
formed  in  one  piece  with  flat 
liub  D.  Said  lower  end  of 
crank  arm  D'  is  connected  by 
pitman  E  to  the  front  part  of 
said  bolt.  Said  hub  D  when 
in  position  for  use,  extends 
up  through  said  slot  b',  so 
that  its  square  or  similarly 
shaped  central  hole  is  in  a  line 
with  transverse  groove  6*  of 
inner  casing  B,  and  opi)osite 
holes  a  a  of  outer  casing  A. 
The  prismatic  shank  of  the 
key  is  passed  through  said 
holes  and  CToove,  and  operat- 
ed as  usual  to  shoot  or  draw 
the  bolt. 

I  do  not  confine  myself  to 
the  exact  details  of  construc- 
tion shown,  as  these  may  be 
somewhat  modified  in  various 
ways  without  departing  from 
the  spirit  of  my  invention. 

The  working  parts  of  my 
mechanism  are  more  firmly 
secured  and  more  perfectly 
protected  than  in  my  former 
patent,  as  hereinbefore  recit- 
ed. I  also  deem  the  shape  of 
my  new  hub  and  crank  pre- 
ferable for  practical  working.] 

Having  [thus]  described  my 
[invention],  what  I  claim  as 
new,  and  desire  to  protect  by 
letters  patent,  is — 

119  U.  8.  OffO-057. 


ends  are  bent  at  rigJU  angles 
to  Us  length  and  pass  iiUo 
holes  in  the  bolt  and  cranJc^ 
the  spring  being  mxide  long 
enough  for  the  purpose.  The 
lug  c  on  the  boU  is  so  ar- 
ranged relative  to  the  connec- 
tions of  the  spring  as  to  give 
it  th^  required  degree  af  ten- 
sion or  ^^  set  up"^^  as  it  is 
called.  The  tension  bends 
the  spring  oT>er  the  lug  c,  a^ 
shown  in  Fig.  3.  T^he  key 
has  its  shanJk  square  to  fit 
the  hole  in  the  cranJc^  with  a 
round  part  near  the  handle 
to  turn  in  the  ca^e,  as  shown 
in  Fig.  1. 


Having  descnbed  my  f^- 
proved  bolt  and  its  mode  of 
operation^  what  I  claim  as 
new,  and  desire  to  secure  by 
letters  patent,  is — 


\, 


No.  202.158. 


F.  DAVIS. 
Door-Bolt. 


Patented  April  9,  1878, 


jng.J. 


Ti0.2. 


JTiff.O. 


Fig.  4;. 


^ttvetitoi': 
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1.  The  combination,  with  a 
door  bolt  and  operating  mech- 
anism, of  a  cylindrical  exte- 
rior [casing,]  and  a  recessed 
inner  [casing,]  said  [casings] 
oombining  to  inclose  the  ope- 
rating mechanism,  and  to 
form  a  fulcrum  and  guide 
therefor  substantially  as  set 
forth. 

2.  The  combination  of  [cas- 
ing] A,  having  opposite  holes 
a  a,  with  inner  [casing]  B, 
having  transverse  groove  5* 
and  slot  b\  [flat  hub]  D,  [hav- 
ing crank  arm  D',]  and  the 
bolt  and  pitman,  substantial- 
ly as  set  forth. 

[3.  The  combination  of  cy- 
lindrical outer  casing  A  with 
inner  casing  B,  having  annu- 
lar front  flange  b\  side  walls 
6*  6*,  transverse  partitions  5* 
and  5*,  transverse  groove  &*, 
and  slot  b\  said  casings  being 
Becurely  fastened  together 
and  adapted  to  receive  the 
bolt  and  working  mechanism, 
substantially  as  set  forth."] 


1.  The  combination,  with  a 
door  bolt  and  operating  mech- 
anism, of  a  cylindrical  exte- 
rior case  and  a  recessed  inner 
case^  said  cases  combining  to 
inclose  the  operating  mechan- 
ism, and  to  form  a  fulcrum 
and  guide  therefor,  substan- 
tially as  set  forth. 

2.  The  combination  of  case 
A,  having  opposite  holes  a  a, 
with  inner  ca^e  B,  having 
transverse  groove  b*  and  slot 
b\  cranky  D,  and  the  bolt  and 
pitman,  substantially  as  set 
forth. 


S,  The  combination  of  the 
bolt  C,  provided  with  the  lug 
c,  pitman  E^  operating  as  a 
pitman  and  spring^  and 
crank  D  to  hold  the  bolt^  svb- 
starUially  as  set  forth. 

i.  In  a  cylindrical  door 
boU^  the  pitman  JST,  arranged 
and  adapted  to  operate  as  a 
pitman  and  spring,  svbstan- 
tially  as  set  forth, '*^ 


It  will  be  observed  that  the  first  and  second  claims  of  the 
reissued  patent  are  substantially  the  same  as  the  first  and 
second  claims  of  the  original  patent ;  but  as  there  is  no  al- 
legation or  proof  of  any  infringement  by  the  appellee,  of 
either  of  these,  they  may  both  be  dismissed  from  further 
consideration.  The  third  claim  of  the  original  patent  is 
omitted  from  the  reissue,  its  place  being  taken  by  the  third 
and  fourth  claims  of  the  latter.  The  whole  question  is 
whether  the  patentee  and  his  assignee  are  entitled,  under 
the  circumstances  of  the  case,  to  claim  the  pitman  E,  ope- 
rating as  a  pitman  and  spring  in  a  door  bolt,  as  a  distinct 
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and  separate  invention,  irrespective  of  its  combination  with 
the  exterior  and  interior  cases  mentioned  in  the  tirst  and 
second  claims.  This  right  is  affirmed  by  the  appellant  and 
denied  by  the  appellee. 

The  iaviilidity  of  the  reissued  patent  is  maintained  by  the 
appellee  on  two  grounds :  (1)  that  the  reissue  embraces  a 
different  invention  in  the  third  and  fourth  claims  from  any 
described  or  contained  in  the  original  specification  ;  and  (2) 
that,  if  it  were  otherwise,  the  patentee  and  assignee  had, 
at  the  time  of  the  application  for  a  reissue,  lost  their  rights 
to  correct  the  detects  in  the  original  by  their  own  laches. 
It  was  uiK>n  the  latter  of  these  grounds  that  the  circuit 
court  proceeded  in  dismissing  the  bill.  The  undisputed 
facts  on  this  part,  of  the  case  are  stated  by  the  circuit  conn 
in  its  opinion  and  are  as  follows  : 

"The  inventor,  a  carpenter  by  trade  and  not  an  educated 
man,  invented  the  device  in  November,  18T7,  and  applies), 
in  January,  1878,  to  Mr.  Terry,  a  patent  solicitor  in  New 
Haven,  to  procure  him  a  patent,  specifying,  as  the  inven- 
tion te  be  patented,  the  pitman,  which,  in  connection  with 
the  crank,  held  the  bolt  and  answered  the  double  purpose 
of  pitman  and  spring.  Terry,  being  in  ill  health  and  there- 
fore not  then  doing  business,  sent  the  case  to  his  agent  in 
^Vashington,  with  Davis'  instructions.  In  due  time  the 
papers  were  returned  to  Terry  and  were  signed  by  Davis, 
who  read  them  and  supposed  that  the  application  '  covereil 
tile  spring  which  he  intended  to  be  patented.'  Terry  ditl 
not  read  the  application.  The  patent  was  received  by  Davis 
in  April,  1878,  It  does  not  appear  whether  it  was  then  ex- 
aminfed  or  not.  The  plaintiff  did  not  see  tbe  patent  until 
after  it  was  assigned  to  him,  on  May28,  1879,     Whetherhe 
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1878  the  plaintiff  received  from  Davis  a  license  to  use  the 
pitman  spring  upon  another  than  the  patented  bolt.  In 
September,  1880,  Sargent  &  Co.  commenced  work  upon  the 
patterns  for  the  infringing  bolt,  and  made  the  first  bolts  De- 
cember 1,  1880."     Ives  V.  Sargent,  21  Blatch.  417. 

The  application  for  the  reissue  was  not  made  until  after 
the  lapse  of  nearly  three  years  from  the  date  of  the  original 
patent ;  that  is,  from  April  9,  1878,  until  April  1,  1881.  It 
may  be  assumed,  as  the  effect  of  the  evidence,  that  Davis  in 
describing  to  his  solicitor,  Terry,  the  invention  which  he 
wished  to  have  patented,  specifically  designated  and  de- 
scribed the  pitman  spring  as  his  substantial  invention,  dis- 
tinct from  the  combination  of  which  it  formed  a  part  in  the 
first  and  second  claims  of  the  patent.  In  his  testimony  on 
this  point,  in  answer  to  the  question,  ''What  did  you  de- 
scribe to  him  a«  the  invention  which  you  wished  to  have 
patented  ?' '  Davis  states,  ' '  I  explained  to  Mr.  Terry  that 
I  had  got  the  spring  ,  answering  for  a  spring  and  also  for 
tnming  the  bolt — a  pitman  spring.  I  didn't  know  the  term 
at  that  time ;"  and  also  that  he  wished  to  have  patented 
'  •  this  pitman  spring,  and  this  guard,  lever,  and  that  pur- 
chase it  had  in  holding  the  bolt  out  or  back  ;  also,  in  mov- 
ing the  bolt  out  and  back."  Terry  also,  on  the  same  point, 
says  that  Davis  ''brought  the  invention  or  bolt  to  me  and 
stated  that  he  wanted  to  get  it  patented.  He  also  stated 
what  his  invention  was,  as  he  considered  it,  that  he  wanted 
patented,  and  the  thing  that  he  wanted  patented  jmrticu- 
larly  was  the  pitman  or  connecting  rod,  which  answered  the 
double  purpose  of  pitman  and  spring,  and  in  connection 
with  the  crank  held  the  bolt  when  it  was  shoved  out  of  the 
case  and  when  it  was  drawn  within  the  case."  Terry  also 
states  that  he  sent  ' '  a  letter  of  instructions  with  the  model, 
setting  forth  Mr.  Davis'  wishes  as  he  had  expressed  them 
to  me."  The  specification,  as  prepared  by  the  solicitor  in 
Washington,  was  returned  to  Terry  and  by  him  exhibited 
to  Davis,  who  signed  the  application,  as  he  states,  after  he 
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had  examined  it  and  supposed  it  to  be  right,  ' '  covering  the 
spring  which  I  intended  to  be  i)atented."  Mr.  Terry  states 
that  he  does  not  recollect  whether  he  himself  read  over  the 
specification  and  examined  the  claims  at  the  time  Mr.  Davis 
signed  the  papers,  or  not.  On  this  application  the  patent 
was  issued,  and  it  does  not  appear  to  have  been  read  or  ex- 
amined by  any  of  the  parties  in  interest  until  after  the  ap- 
pellee commenced  making  the  bolts  now  alleged  to  be  an 
infringement.  It  was  then  discovered  for  the  first  time  that 
the  original  patent  did  not  cover  the  claim  as  now  made, 
and  the  reissue  was  obtained  to  effect  that  purpose. 

It  is  admitted  in  argument  by  the  counsel  for  the  appel- 
lant that  there  was  negligence ;  it  is  contended,  however, 
that  it  was  not  the  negligence  which  in  law  is  imputable  to 
the  patentee  or  the  appellant,  but  the  negligence  of  the  so- 
licitor employed  by  the  patentee  to  obtain  the  patent. 
Counsel  say,  *'It  was  the  Washington  solicitor's  diso- 
bedience to  instructions  which  caused  the  mistake,  and 
Terry' s  neglect  to  revise  the  application  before  sending  for 
Davis  to  sign  it,  which  prevented  its  discovery." 

The  rule  of  diligence  required  in  such  cases,  as  the  result 
of  previous  decisions  of  this  court,  is  stated  in  WoUensak  v, 
Reiher,  115  U.  S.  96,  99  [p.  162  ante,^  in  these  words :  "It  fol- 
lows from  this,  that  if,  at  the  date  of  the  issue  of  the  original 
patent,  the  patentee  had  been  conscious  of  the  nature  and 
extent  of  his  invention,  an  inspection  of  the  i)atent,  when 
,  issued,  and  an  examination  of  its  terms,  made  with  that 
reasonable  degree  of  care  which  is  habitual  to  and  expected 
of  men  in  the  management  of  their  own  interests  in  the  or- 
dinary aflFairs  of  life,  would  have  immediately  informed  him 
that  the  patent  had  failed  fully  to  cover  the  area  of  his  in- 
vention. And  this  must  be  deemed  to  be  notice  to  him  of 
the  fact,  for  the  law  imputes  knowledge  when  opportunity 
and  interest,  combined  with  reasonable  care,  would  neces- 
sarily impart  it.  Not  to  improve  such  opportunity,  under 
the  stimulus  of  self-interest,  with  reasonable  diligence,  con- 
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stitutes  lacheSy  which  in  equity  disables  the  party  who  seeks 
to  revive  the  right  which  he  h'as  allowed  to  lie  unclaimed 
from,  enforcing  it  to  the  detriment  of  those  who  have  in  con- 
sequence been  allowed  to  act  as  though  it  were  abandoned/' 
In  Mahn  v.  Harwood,  112 U.  S.  354, 362[15  Am.  & Eng.  322,] 
it  was  stated  that ' '  If  a  patentee  has  not  claimed  as  much  as 
lie  is  entitled  to  claim,  he  is  bound  to  discover  the  fact  in  a 
reasonable  ^me  or  he  loses  all  right  to  a  reissue ;  and  if  the 
Commissioner  of  Patents,  after  the  lapse  of  such  reasonable 
time,  undertakes  to  grant  a  reissue  for  the  purpose  of  cor- 
recting the  supposed  mistake,  he  exceeds  his  power,  and 
acts  under  a  mistaken  view  of  the  law ;  the  court,  seeing 
this,  has  a  right,  and  it  is  its  duty,  to  declare  the  reissue 
pro  tanto  void  in  any  suit  founded  upon  it." 

It  is  also  settled  that  while  no  invariable  rule  can  be  laid 
down  as  to  what  is  a  reasonable  time  within  which  the  pat- 
entee should  seek  for  the  correction  of  a  claim  which  he 
considers  too  narrow,  a  delay  of  two  years,  by  analogy  to 
the  law  of  public  use,  before  an  application  for  a  patent, 
should  be  construed  equally  favorable  to  the  public,  and 
that  excuse  for  any  longer  delay  than  that  should  be  made 
manifest  by  the  special  circumstances  of  the  case.  Wollen- 
sak  V.  Reiher,  and  Mahn  v.  Harwood  [supra.] 

In  the  present  case  no  special  circumstances  in  excuse  for 
the  delay  are  alleged.  The  excuse  proffered  is  simply  an 
attempt  to  shift  the  responsibility  of  the  mistake,  as  origi- 
nally made,  from  the  patentee  to  his  solicitor ;  but  no  ex- 
cuse is  offered  why  the  patentee  did  not  discover  the  negli- 
gence and  error  of  his  solicitor  in  due  time.  On  the  con  - 
trary,  he  assumed,  without  examination,  that  the  specifica- 
.tion  and  claims  of  his  patent  were  just  what  he  had  desired 
'  and  intended  they  should  be,  and  rested  quietly  in  ignor- 

^  ance  of  the  error  and  of  his  rights  for  nearly  three  years, 

t^  and  then  did  not  discover  them  until  after  others  had  dis- 

I'  covered  that  he  had  lost  the  right  to  repair  his  error  by  his 

'^  neglect  to  assert  it  within  a  reasonable  time. 

i^  119  IT.  S.  661-662. 
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We  are  therefore  of  opinion  that  the  cireuit  court  was 
clearly  in  the  right  in  deciding  the  reissue  void  as  to  the 
thittl  and  fourth  claims,  on  the  ground  that  the  right  t« 
apply  for  it  had  been  lost  by  the  laches  of  the  patentee 
and  his  assignee. 

We  are  also  of  opinion,  however,  that  the  reissue  is  void 
on  the  other  ground  ;  viz.,  that  it  contains  new  matter  in- 
troduced into  the  specification,  and  thjit  it  is  not  for  the 
same  invention  as  that  described  in  the  original  patent.  In 
support  of  the  reissued  patent,  on  this  ground,  it  Is  con- 
tended, on  the  part  of  the  appellant,  that  the  invention  ol 
the  pitman-spring  device  is  shown  in  the  drawings,  which 
are  the  same  both  in  the  original  and  the  reissued  patents. 
All  that  can  be  said  in  respect  to  the  drawings  is  that  they 
show  the  pitman-spring  device  as  a  part  of  the  bolt  intended 
to  be  covered  by  the  patent,  and  described  as  a  combination 
of  which  that  device  forms  a  part.  There  is  nothing  what- 
ever in  the  drawings  to  show  that  the  patentee  claimed  to 
be  the  inventor  of  that  part  separate  from  the  combination, 
as  a  distinct  novelty,  useful  by  itself,  or  in  any  other  com- 
bination ;  neither  is  it  so  described  in  the  specification. 
The  operating  mechanism  of  the  bolt,  as  distinct  from  the 
casings,  which  are  described  as  forming  a  fulcrum  and 
guide  to  it,  is  described  as  "a  bolt,  pitman,  and  hub  so 
constructed  and  arranged  as  to  operate  in  the  same  (said 
casings)  without  pivot  pins  or  any  additional  devices."  It 
is  argued,  on  this  language,  that  the  only  additional  device 
usual  in  such  cases  is  a  spring,  and  that,  therefore,  the 
meaning  of  the  specification  is  that  no  sepanite  spring  was 
required,  and  from  that  the  inference  is  to  be  made  that  tlie 
pitman  shoxild  operate  both  as  a  pitman  and  a  spring :  but 
tills  inference  is  entirely  too  obscure  and  remote.  It  is  not 
obvious  that  tlie  additional  device  referred  to  was  a  spring, 
and  there  is  nothing  in  the  language  to  suggest,  what  is 
clearly  and  fully  expi-essed  in  the  amended  specification, 
that  "the  pitman  and  spring  £,  Figure  3,  is  a  straight, 
1 1»  r.  s.  e64-s«3. 
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hard-drawn  wire,  and  is  connected  to  the  bolt  and  crank  by 
suitable  pivotal  connections. ' '  So  that  in  the  original  descrip- 
tion there  is  nothing  to  show  of  what  material  the  pitman  is 
made  so  as  to  operate  as  a  spring,  and  there  is  no  assertion 
in  it  of  its  performing  the  double  function  of  pitman  and 
spring. 

In  this  view,  therefore,  the  case  comes  within  the  rule  as 
statedinCoon  v.Wilson,113U.  S.  268,277  [15  Am.&Eng.504.] 
There,  as  here,  the  lapse  of  time  and  laches  based  upon  it 
were  considered  immaterial,  because  the  reissued  patent  was 
for  a  different  invention  from  that  described  in  the  origi- 
nal. "  The  description  had  to  be  changed  in  the  reissue,  to 
warrant  the  new  claims  in  the  reissue.  The  description  in 
the  reissue  is  not  a  more  clear  and  satisfactory  statement  of 
what  is  described  in  the  original  patent,  but  is  a  description 
of  a  different  thing." 

We  are  therefore  constrained  to  the  conclusion  that  the 
addition  of  the  third  and  fourth  claims,  with  the  corres- 
ponding alterations  in  the  specification,  is  such  an  expan- 
sion of  the  invention  as  originally  described  as  to  destroy 
its  identity,  and  to  that  extent  to  avoid  the  reissued  patent. 

I^or  these  reasons^  the  decree  of  th^  Circuit  Court  is  af- 
Jlrmed. 

119  U.  S.  668. 

:Notest 

1.  Correction  by  reisstie  of  solicitor's  mistake  : 

Hartshorn  ?j.  Saginaw  Barrel  Co.,  119  U.  S.  664  [p.  630 

post.'] 
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Syllaboa. 

STEWART  HARTSHORN,  APPELLANT,  ».  SAGINAW 
BARREL  COMPANY  m  al.* 

■10  V.  8.  ee4-STe.     Oct.  Term.  1880. 

[Bk.  :»,  L.  ed.  539;  3S  O.  G.  540.] 

Argued  November  m,  1886.     Decided  Januan-  10,  1887. 

Particular  paleni/i.      Void  reissue  claim.    Absence  of  invention. 
Mechanical  equivalents. 

1.  Where,  through  a  mistake  of  the  Bolioitor,  letters  patent,  No. 

62,602,  September  3,  1867,  Curtain-Fixtures,  was  issued  with 
a  broad  claim  to  S.  Hartshorn,  the  junior  inventor,  and  letters 
patent.  No.  69,176,  September  24,  1867,  Curtain- Fixtures,  was 
issued  with  a  limited  claim  to  Wm,  Campbell,  the  prior  in- 
ventor, and  both  patents  were  reissued  within  two  years  of  the 
discovery  of  the  mistake,  with  an  exchange  of  the  claims, 
Hartshorn's  as  No.  7,370,  October  31,  1876,  and  Campbell's 
as  No.  7,367,  October  31,  1876,  held,  that  Campbell's  acquies- 
cence for  nine  or  ten  years  in  Hartshorn's  original  claim  is  re- 
garded as  an  abandonment  by  him  of  any  right  to  such  claim, 
and  he  cannot  resume  the  same.  It  is  no  answer  to  this  view 
that  the  invention  was  not  dedicated  to  the  public  by  Camp- 
bell, because  it  was  covered  in  the  interim  by  Hartshorn's 
claim,  since  Hartshorn  never  had  a  right  to  the  claim.  As 
Campbell  had  the  right  to  an  interference  with  Hartshorn, 
when  the  original  applications  were  pending,  and  did  not  avail 
himself  of  that  right,  but  acquiesced  in  the  claim  of  Harts- 
horn, he  cannot  afterward  claim  that  which  he  voluntarily 
abandoned,     {p.  548.) 

2.  Held,  further,  that  the  specification  in  Campbell's  original  pat- 

ent. No.  69,176,  having  been  so  changed  in  his  reissue,  No. 
7,367,  of  October  31,  1876,  as  to  admit  of  a  claim  which  conid 
not  have  been  made  in  the  original  specification,  that  there  ha^ 
been  a  substantial  alteration,  and  the  claim  based  thereon  is 
void.  (p.  549.) 
n.  Theclaim  of  Hartshorn's  reissue,  No.  7,370,  of  October31,  1876, 

•Wee  Kxplmmtioii  of  Noles,  page  III. 
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to  its  extension  a\  and  the  spring  is  wound  up  by  pulling 
down  the  shade  B  ;  consequently,  when  the  shade  is  fully 
down  the  spring  will  have  a  tendency  to  wind  it  up.  The 
pawl  or  detent  F  engages  itself  with,  and  disengages  itself 
from,  the  notched  hub  D  automatically. 

In  the  construction  shown  in  the  drawing,  in  order  to  in- 
sure the  pawl  engaging  with  the  hub,  the  motion  of  the 
shade  is  simply  checked ;  for,  by  having  the  roller  A  and 
its  disk  e  rotate  slowly,  the  pawl  will  drop  into  the  notch  b ; 
but  when  such  roller  and  disk  are  allowed  to  rotate  rather 
quickly  the  pawl  or  detent  will  not  drop  into  such  notch, 
as  its  loose  end  will  be  carried,  by  the  revolution  of  the 
roller,  toward  the  periphery,  or  away  from  the  notohed 
hub ;  but,  by  changing  or  checking  the  revolution  of  the 
roller,  the  pawl  will  at  once  automatically  drop  into  the 
not/ch  and  arrest  the  roller  and  shade.  Hence  the  shade 
may  be  retained  at  any  desired  height  without  any  diffi- 
culty whatever,  as  in  the  roller  described  in  the  previous 
patent,  by  merely  varying  or  changing,  through  the  simple 
manipulation  of  the  shade,  the  speed  of  the  rotation  of  the 
roller,  and  the  consequent  movement  of  the  shade. 

The  pawl  or  detent  F  is  a  hinged  or  pivoted  pawl,  as  dis- 
tinguished from  a  loose  pawl  moving  in  a  chamber  or  guide 
of  some  form  to  keep  it  in  position. 

I  do  not  claim,  generally,  the  arrangement  of  both  the 
pawl  and  ratchet  upon  or  in  cx)nnection  with  the  roller,  so 
that  the  roller  can  be  removed  from  its  brackets  without 
permitting  the  spring  to  unwind,  as  I  believe  such  an  ar- 
ra.ngement  of  pawl  or  detent  and  ratchet,  as  shown  in  the 
patent  of  William  Campbell,  granted  to  him  September  24, 
1867,  had  been  known  previous  to  being  made  by  myself. 

What  is  claimed  as  new  is — 

In  a  spring  shade-roller  having  a  pawl  or  detent  and 
ratchet,  or  their  equivalent,  constructed  and  arranged  so 
as  to  engage  automatically  for  holding  the  shade  at  any  de- 
sired point  or  height,  the  combination,  with  a  ratchet,  or 
its  equivalent,  upon  the  stationary  spindle  or  stationary 
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part  of  the  flxture,  of  a  hinged  or  pivoted  pawl,  placed 
upon  the  end  of  the  roller,  and  acting  substantially  at  right 
angles  to  the  ratchet  or  notched  hub. 

STEWART  HARTSHORN. 
Witnesses : 

S.  D.   Law, 

A.    S.    GURLITZ. 

Messrs.  James  T.  Law  and  S.  D.  Law ^  for  appellant : 

The  statute  only  requires  that  the  reissue  shall  be  "for 
the  same  invention,"  and  does  not,  directly  or  by  implica- 
tion, impose  any  condition  that  the  description  or  claims 
should  be  the  same  in  the  reissue  as  in  the  original. 

''The  specification  may  be  amended  so  as  to  make  it  more 
clear  and  distinct ;  the  claim  may  be  modified  so  as  to  make 
it  more  conformable  to  the  exact  rights  of  the  patentee,  but 
the  invention  must  be  the  same.  *  *  *  The  danger 
to  be  provided  against  was  the  temptation  to  amend  a  pat- 
ent so  as  to  cover  improvements  which  might  have  come 
into  use,  or  might  have  been  invented  by  others,  after  its 
issue." 

Powder  Co.  ij.  Powder  Works,  98  U.  S.  126  [12  Am.  & 
Eng.  201 ;]  Siebert  Oil  Cup  Co.  t>.  Harper  Steam  Lubricator 
Co.,  4  Fed.  Rep.  328. 

The  specification  may  be  amended. 

Powder  Co.  u.  Powder  Works,  supra. 

Both  sj)ecification  and  claim  may  be  corrected. 

Wilson  t?.  Coon,  18  Blatch.  632 ;  Smith  a.  Merriam,  6 
Fed.  Rep.  713. 

New  claims  may  be  added. 

Miller  v.  Brass  Co.,  1()4  U.  S.  350  [13  Am.  &  Eng.  303  ;1 
James  n.  Campbell,  Id.  366  [13  Am.  &  Eng.  341 ;]  Combined 
Pat.  Can  Co.  n.  Lloyd,  11  Fed.  Rep.  149. 

A  claim  may  be  enlarged  in  a  reissue,  at  least  when  an 
actual  mistake  has  occurred. 

Miller  u.  Brass  Co.  and  James  t.  Campbell,  supra  ;  Yale 
Lock  Mnfg.  Co.  n.  Scoville  Mnfg.  Co.,  3  Fed.  Rep.  288. 
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When  an  actual  mistake  has  occurred  no  presumption  of 
abandonment  would  seem  to  exist. 

Miller  v.  Brass  Co.,  supra;  Giaat  Powder  Co.  ».  Cal.  Pow- 
der Co.,  4  Fed.  Rep.  720. 

Mr.  Charles  J.  Hunt,  for  appellees: 

Merely  bringing  old  devices  into  jaxtaposition,  and  then 
allowing  each  to  work  out  its  own  effect  without  the  pro- 
duction of  something  novel,  is  not  invention. 

Hailes  ».  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  340.] 

A  combination  to  be  patentable  must  produce  a  different 
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or  point  within  the  scope  of  its  movement  by  a  single  ma- 
nipulation of  the  shade,  the  usual  cord  for  operating  or 
turning  the  shade  roller  being  dispensed  with  entirely,  as 
well  as  counterpoises,  which  had  m  some  instances  been 
employed,  in  connection  with  spring  rollers,  for  holding  the 
shade  at  the  desired  point.  He  made  a  ratchet  with  two 
notches,  one  on  each  side  in  the  periphery  of  the  ratchet 
wheel,  and  constructed  a  pawl  to  engage  with  such  notches. 
The  pawl  waa  on  the  bracket,  and  the  ratchet  was  on  the 
roller.  When  the  curtain  was  drawn  down  the  spring  in 
the  roller  was  wound  up,  and  when  the  curtain  was  re- 
leased, while  the  pawl  rested  on  the  perimeter  of  the  ratchet 
wheel,  the  curtain  would  roll  up,  and  continue  so  to  do  as 
long  as  the  velocity  of  the  curtain  was  sufficient  to  cany 
the  notches  in  the  ratchet  past  the  pawl  before  it  could  fall 
into  them. 

Such  was  the  condition  of  the  art  when  Campbell  obtained 
his  original  patent  dated  September  24,  1867.  He  described 
his  invention  as  having  "for  its  object  to  furnish  an  im- 
proved device,  by  means  of  which  the  spring  roller  of  ii 
window  shade  may  be  made  to  hold  the  shade  stationary  at 
any  desired  elevation,  and  yet  allow  the  same  to  be  drawn 
down  or  run  up,  without  obstruction  or  stoppage,  as  far  as 
may  be  desired,  and  it  consists  in  the  combination  of  the 
loose  or  sliding  pins  or  bolts,  having  heads  formed  upon 
tliem,  with  the  flattened  shaft  of  the  roller,  as  hereinafter 
more  fully  described."  The  description,  as  contained  in 
the  specifications,  is  as  follows,  having  reference  to  the  an- 
nexed drawings :  "  A  is  the  window  shade.  B  is  the  hol- 
low roller,  one  end  of  which  is  pivoted  to  the  bracket  C. 
and  the  other  end  of  which  revolves  upon  the  shaft  D,  that 
carries  the  roiled  spring,  and  the  projecting  end  of  which 
is  secured  in  the  jaws  of  the  bracket  E,  so  that,  by  drawing 
down  the  shade  A,  and  thus  revolving  the  roller  B,  the 
colled  spring  may  be  wound  closer  around  the  shaft  D.  In 
the  block,  or  part  of  the  roller  B  that  closes  or  forms  the 

11»  V.  8.  «• 
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shade  fixtures  in  which  the  shade  roller  is  provided  with  a 
spiral  spring  for  aatomaticiiUy  winding  up  the  shade.  The 
present  invention  is  aa  improvement  on  a  shade  fixture  of 
this  class,  for  which  letters  patent  were  granted  to  me,  bear- 
ing date  October  11,  1864,  and  is  designed  to  obviate  an  ob- 
jection attending  the  original  device,  which  consists  in  the 
nnwiDding  of  the  spring  whenever  the  shade  roUer  is  re- 
moved from  its  brackets  or  bearings,  a  contingency  which 
involves  the  necessity  of  winding  up  the  spring  previous  to 
the  replacing  of  the  roller  in  its  bearings,  and  which  cannot 
be  done  by  an  unskilled  person  without  considerable  diffi- 
culty." He  then  proceeds  to  describe  in  the  specification, 
by  reference  to  the  illustrations,  the  device  which  embodies 
this  invention,  and  adds  as  follows :  ' '  The  diflference.  how- 
ever, between  the  within  described  arrangement  and  that  of 
the  original  invention  is  essential.  In  the  original  plan,  the 
spring  unwinds  immediately  as  soon  as  the  roUeris  removed 
from  its  bracket  or  bearings,  as  the  pawl,  instead  of  being 
attached  to  the  roller  or  any  part  connected  therewith,  is 
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ture  in  use.  It  was  al^o  inherent  in  the  arrangement  of  the 
pawl  and  ratchet  used  in  this  roller — the  pawl  being  sta- 
tionary and  resting  on  the  upper  side  of  the  revolving 
notched  hub  or  ratchet  as  the  roller  and  its  notched  liub  or 
ratchet  revolved  under  the  stationary  pawl — that  there 
would  be  more  or  less  noise  in  its  operation,  caused  by  the 
notched  hub  striking  against  and  throwing  up  the  pawl. 

It  will,  therefore,  be  perceived  that  the  Hartshorn  patent 
of  September  3,  1867,  and  the  Campbell  patent  of  Septem- 
ber 24,  1867,  are  for  improvements  upon  the  invention  de- 
scribed in  the  Hartshorn  patent  of  1864,  and  in  any  com- 
parison between  the  two  former  the  invention  embodied  in 
the  original  Hartshorn  patent  of  1864  must  be  eliminated  as 
common  to  both.  The  circumstances  relied  upon  to  justify 
and  make  valid  the  reissues  in  1876  of  the  Hartshorn  jmtent 
of  1867,  and  the  CampbeU  patent  of  the  same  year,  are  con- 
ceded to  be  as  follows  : 

In  1873  a  suit  was  brought  in  the  District  of  Massachusetts 
upon  the  David  patent  by  the  Salem  Shade  Roller  Co.,  then 
the  owner  of  it,  against  one  Williapi  G.  Harris,  who  was 
selling  rollers  made  by  Hartshorn,  the  present  api)ellant, 
who  assumed  the  defence  of  that  suit.  The  I'oUers  sold  by 
Harris  had  the  pawl  arranged  so  as  to  move  towards  and 
away  from  the  axis  of  the  roller,  as  described  and  claimed 
in  the  David  patent,  but  this  pawl  was  different  in  form 
from  that  shown  in  the  David  patent,  and  engaged  with  the 
spindle  instead  of  with  the  bracket.  The  transcript  of  the 
record  in  that  suit  is  in  evidence  in  this,  and  shows  that  it 
w^as  made  to  appear,  in  the  effort  to  fix  the  dates  of  the  in- 
ventions described  in  the  three  patents  of  David,  of  Camp- 
bell, and  of  Hartshorn,  that  Campbell  made  his  invention 
on  the  first  of  May,  1867,  while  Hartshorn  was  not  able  to 
fix  the  date  of  his  invention  as  earlier  than  about  the  first  of 
August,  1867.  It  was  thus  shown  that  while  Hartshorn  had 
the  elder  patent  he  was  the  junior  inventor,  and  as  the  claim 
in  the  Hartshorn  patent  of  1867  covered  the  invention  de- 
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pawl  or  detent,  moving  in  a  chamber  or  guide,  and  adapted 
to  engage  with  the  spindle. 

' '  3.  The  combination  of  the  loose  or  sliding  pins  or  de- 
tents P,  constructed  as  described,  with  the  flattened  or 
notched  shaft  or  spindle  substantially  as  herein  shown  and 
described." 

It  thus  appears  that  the  third  claim  of  the  reissued  Camp- 
bell patent  of  1876  is  identical  with  the  entire  claim  of  the 
original  Campbell  patent  of  1867,  the  first  and  second  claims 
in  the  reissued  patent  being  entirely  new. 

In  the  original  Hartshorn  patent  of  September  3,  1 867,  he 
characterizes  the  invention  as  an  improvement  upon  that 
contained  in  his  patent  of  1864,  in  this,  that  the  paw^l  and 
notched  hub,  being  both  connected  with  the  roller,  the 
spring  is  retained  or  prevented  from  unwinding  equally  as 
well  when  the  roller  is  removed  from  its  brackets  or  bear- 
ings as  when  adjusted  in  them  ;  and  he  states  his  claim  as 
follows :  '*The  attaching  of  a  pawl  and  a  ratchet  or  notched 
hub  to  a  window -shade  roller  provided  with  a  spring,  or  to 
parts  connected  with  said  roller,  in  such  a  manner  that  the 
tension  of  the  spring  will,  without  any  manipulation  or  ad- 
justment of  parts  whatever,  always  be  preserved,  whether 
the  roller  be  fitted  in  the  brackets  or  bearings  or  removed 
therefrom,  substantially  as  set  forth."     Tliis  claim  in  the 
reissued  patent  of  October  31,  1876,  is  changed  so  as  to  read 
as  follows:     "  In  a  spring  shade  roller  having  a  pawl  or  de- 
tent and  ratchet,  or  their  equivalent,  constructed  and  ar- 
ranged so  as  to  engage  automatically  for  holding  the  shade 
at  any  desired  point  or  height,  the  combination  with  a 
ratchet,  or  its  equivalent  upon  the  stationary  spindle  or 
stationary  part  of  the  fixture,  of  a  hinged  or  pivoted  pawl 
placed  upon  the  end  of  the  roller  and  acting  substantially 
at  right  angles  to  the  ratchet  or  notched  hub. 

In  the  case  of  Hartshorn  v.  Eagle  Shade  Roller  Co.  et  al., 
18  Fed.  Rep.  90,  decided  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  the  validity  of  the 
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ent  of  1867,  it  waa  inferred  and  held  by  the  learned  Circuit 
Court  of  the  Massachnsetts  District  that  there  was  no  laches 
in  the  delay,  and  no  evidence  of  an  abandonment  to  the 
public  of  the  invention.  In  the  opinion  of  that  court  it  is 
said  (18  Fed.  Rep.  92) :  "  Campbell,  misunderstanding  per- 
haps his  rights,  or  the  true  state  of  things,  acquiesced 
through  his  solicitors,  who  were  common  to  both  parties,  in 
the  broad  claim  of  Hartshorn.  When  the  mistake  was  dis- 
covered, it  was  corrected  by  a  simple  exchange  of  claims. 
We  are  of  opinion  that,  under  these  unusual  circumstances, 
the  lateness  of  the  application  is  explained  and  shown  to 
liave  been  brought  about  by  an  actual  mistake  without 
fraud,  and  to  have  been  one  from  which  no  innocent  person 
(X)uld  have  suffered." 

We  are  not  satisfied,  however,  with  either  this  reasoning 
or  the  conclusion.  Campbell's  acquiescence  in  Hartshorn's 
<4aim  must  be  regarded,  so  far  as  he  is  concerned,  as  an 
abandonment  of  any  right  on  his  part  to  a  patent  for  the 
same  invention,  and  having  deliberately  rested  in  that  ac- 
quiescence for  a  period  of  between  nine  and  ten  years,  it  is 
too  late,  according  to  tlie  settled  coui'se  of  decisions  in  this 
court,  to  resume  his  rights.  It  is,  accordingly,  no  answer 
to  this  view  to  say  that,  in  the  meantime,  the  invention  was 
not  dedicated  to  the  public  by  CampbeU's  abandonment, 
because  it  was  covered  by  Hartshorn's  claim  ;  for,  accord- 
ing to  the  supposition.  Hartshorn's  was  a  false  claim,  and 
though  it  may  not  be  i-egarded  as  fraudulent,  but  founded 
upon  an  honest  mistake,  nevertheless  the  validity  of  Ms 
patent  must  have  failed  whenever  called  in  question  and 
the  facts  were  made  known,  as  they  did  become  known,  in 
the  suit  against  Harris.  The  mutual  mistakes  of  the  twn 
j)artie3  cannot  be  considered  as  correcting  each  other.  Harts- 
liom  claimed  an  invention  to  which  he  now  confesses  he 
was  not  entitled,  and  for  that  i-eason  his  original  patent  was 
invalid.  Campbell  contented  himself  with  the  narrow  claim 
originally  contained  in  his  patent  of  18fl7,  and  thereby  ac- 
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knowledged  that  he  was  not  entitled  to  the  broader  claim 
which  he  now  asserts  under  his  reissue.  He  had  the  means 
and  the  opportunity  at  the  time  the  application  for  his 
original  patent  was  pending  to  have  asserted  his  claim  to 
priority  of  invention ;  he  chose  not  to  do  so.  He  acquiesced 
in  the  claim  of  his  adversary ;  he  cannot  now  claim  what  he 
then  abandoned. 

The  question  of  laches  is  perhaps  immaterial,  for  the  re- 
issue of  the  Campbell  patent  was  not  for  the  same  inven- 
tion described  and  claimed  in  the  original.  This  does  not 
rest  merely  on  the  enlargement  and  change  in  the  nature  of 
the  claim.  The  specification  itself  was  substantially  altered. 
The  alterations,  it  is  said  in  argument,  had  the  effect  only 
of  giving  a  more  full,  complete,  and  accurate  description  of 
the  same  mechanism  ;  but,  in  i)oint  of  fact,  the  alterations 
changed  the  shape  of  the  specification  in  such  a  way  as  to 
admit  the  new  and  enlarged  claim  in  a  manner  in  which  it 
could  not  have  been  made  upon  the  original  description. 
A  comparison  between  the  original  and  reissued  i)atents 
shows  that  the  specification  of  the  latter  has  been  materially 
changed  so  as  to  cover,  as  the  invention  of  the  patentee, 
that  function  of  the  structure  by  which  the  spring  will  be 
locked  when  the  roller  as  a  whole  is  removed  from  the  brack- 

« 

ets,  in  respect  to  which  the  original  patent  is  entirely  silent. 
We  are,  thei'efore,  of  the  opinion  that  the  first  claim  of  the 
Campbell  reissue,  the  only  one  alleged  to  be  infringed  in 
this  case,  is  void. 

We  are  also  of  opinion  that  the  Hartshorn  reissued  pat- 
ent. No.  7,370,  of  October  31,  1876,  is  void  on  a  different 
ground.  That  reissue  disclaims  what  was  claimed  in  the 
original  patent,  viz. :  the  arrangement  of  both  the  pawl  and 
the  ratchet  upon  or  in  connection  with  the  roller,  so  that 
the  roller  can  be  removed  from  its  brackets  without  per- 
mitting the  spring  to  unwind,  for  the  reason  that  such  an 
arrangement  had  been  previously  invented  by  Campbell ; 
and,  instead  of  that  claim,  the  reissued  patent  is  confined 
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would  do  away  with  the  noise."  He  gave  a  new  form  to 
the  pawl  and  ratchet  used,  and  also  shifted  the  ratchet  from 
the  roller  and  made  it  a  part  of  the  bracket,  which  was  a 
stationary  part  of  the  fixture,  and  applied  the  pawl  or  en- 
gaging part  to  the  revolving  roller.  His  pawl  was  ''  an  arm 
or  detent,"  hinged  or  pivoted  in  a  radial  slot  in,  and  ar- 
ranged in  the  plane  of  the  axis  of,  the  roller ;  the  free  end 
of  the  arm  projecting  beyond  the  end  of  the  roller,  so  that, 
as  the  latter  revolved  rapidly,  the  fl'ee  end  of  the  pawl  or 
arm  would  be  carried  away  from  the  axis  of  the  roller  by 
the  motion  of  the  roller  itself.  By  this  movement,  when 
the  roller  was  rapidly  turned,  sending  the  detent  outward, 
it  would  pass  over  the  elevated  side  of  the  journal  box, 
which  constituted  the  ratchet.  When  the  roller  moved 
slowly  or  was  in  a  state  of  rest,  the  action  of  gravity  brought 
the  detent  toward  the  center  of  the  roller  when  the  detent 
was  above  the  center,  and  at  such  time  the  detent  engaged  the 
elevated  side  of  the  journal  box  or  ratchet,  and  the  revolu- 
tion of  the  roller  was  arrested.  His  roller  was  also  made  of 
wood  bored  out  at  one  end  to  receive  the  spring,  and  he 
placed  at  one  and  the  same  end  of  the  roller  the  spring 
which  caused  the  shade  to  rise,  the  stationary  spindle  to 
which  one  end  of  the  spring  was  attached,  and  the  arm  or 
pawl,  whereby  he  was  able  to  saw  off  the  other  end  of  the 
roller  to  fit  any  width  of  window.  As  the  pawl  was  on  the 
revolving  roller  and  the  ratchet  on  the  bracket,  when  the 
roller  was  removed  from  its  brackets  the  pawl  and  the  rat- 
chet became  disconnected,  so  that  the  spring  would  uncoil 
instead  of  holding  the  parts  in  place.  The  claims  of  the 
David  patent  are  as  follows : 

*'l.  The  arm  or  detent  A:,  arranged  upon  the  roller  in 
such  a  manner  that  it  moves  toward  and  away  from  the 
center  or  axis  of  the  roller  a  by  the  action  of  gravity  and 
centrifugal  force,  substantially  as  described. 

"2.  The  combination  and  arrangement,  at  the  same  end 
of  a  shade  roller,  of  a  spring,  e,  rod  d,  and  arm  or  detent  A, 
or  their  mechanical  equivalents,  substantially  as  described." 
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The  device  is  illustrated  by  drawings  accompanying  the 
specification  of  the  patent,  as  follows  : 

It  is  to  be  observed  that  in  these  claims  nothing  is  said 
abont  the  combination  of  the  arm  or  detent  k  with  the  ele- 
vated side  of  the  journal  box,  which  is  a  distinct  and  sepa- 
rate part  of  the  mechanism  ;  and  yet  it  is  perfectly  obvious 
that  it  is  only  in  combination  with  that  separate  ratchet 
that  the  arm  or  detent  k  performs  any  useful  function  at 
all.  The  fact  that  the  arm  or  detent  k,  arranged  on  the 
roller  in  the  manner  described,  moves  toward  and  away 
from  the  center  or  axis  of  the  roller  in  consequence  of  the 
motion  of  the  roller  itself,  is  not  patentable  independently 
of  any  useful  combination  in  which  it  performs  a  necessary 
part.  Any  arm  or  detent,  pivoted  at  one  end  and  loose  at 
the  other,  would  necessarily  follow  the  motion  of  the  roller, 
the  loose  end  flying  outwardly.  The  same  remarks  apply 
to  the  second  claim  of  the  combination  and  arrangement  of 
the  roller  and  spring,  the  rod,  and  the  arm  or  detent  at  the 
same  end  of  the  roller.  They  perf  oftn  no  function  by  reason 
of  the  circumstance  of  their  being  at  the  same  end  of  the 
roller,  except  in  conjunction  with  the  ratchet  on  the  bracket, 
and  there  is  no  novelty  in  such  a  combination  and  arrange- 
ment, as  the  same  thing  was  found  in  tlie  original  Harts- 
horn patent.  It  follows,  therefore,  that  in  the  construction 
of  the  David  patent  the  claims  must  be  confined,  by  refer- 
ence to  the  specification,  to  the  use  of  the  devices  named, 
in  a  shade  roller,  where  the  pawl  or  detent  is  upon  the 
roller,  moving  with  it,  and  the  ratchet  or  engaging  part  i» 
separated  by  being  placed  upon  a  journal  box  or  bracket, 
or  other  fixed  part  of  the  mechanism,  and  that  it  mast  also 
be  limited  to  the  particular  form  of  the  arm  or  detent  de- 
scribed. It  follows  from  this  that  the  shade  roller  manu- 
factured and  used  by  the  defendanta  is  not  an  infringement 
of  the  David  patent.  In  the  defendants'  roller,  the  pawl 
and  the  ratchet  are  both  upon  one  end  of  the  roller,  the 
pawl  being  upon  the  revolving  part  and  tlie  ratchet  upon 
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Revereing  Wilt  »,  Griur,  5  Fed,  Rep.  450. 

Submitted  January  24.  1887.     Decided  March  T,  1887. 

Particular  patent  not  in/ringtd.     Mechanical comMtvUiottia  not  a 
process.      Construction  of  claims.     State  of  the  art.     Evidence. 

1.  Claim  4  of  letters  patent,  \o.  190,368,A.  Q.Reynolds,  May  1, 187T, 

Fruit  Drier,  for  "  In  combination  with  a  fruit  drier,  the  outer 
wall  of  which  is  made  of  the  frames  of  the  several  trays,  as  ei- 
plained,  a  suspending  device,  operating  substantiatly  as  de- 
scribed, and  supporting  said  drier  from  a  point  in  or  on  the 
lowermost  tray  thereof,  for  the  objects  named  "  construed  to 
be  for  a  mechanism  and  not  a  process,  limited  in  view  of  the 
state  of  the  art  to  the  mechanism  described  and  shown  and 
held,  not  infringed  by  the  machine  described  in  letters  patent, 
No.  221,056,  granted  October  28,  1879,  to  George  S.  Grier, 
Fruit  Drier,  withont  a  "  suspending  device  "  and  in  which  each 
tray  can  be  lifted  independently  of  the  others,  so  that  the 
weight  of  the  aeries  of  trays  need  not  rest  entirely  on  the  low- 
ermost one.     (p.  582.) 

2.  A  claim  for  a  combination  of  mechanical  elements  cannot  be 

construed  to  cover  a  process  or  mode  of  operation,  but  ranst 
be  limited  to  the  mechanical  features  claimed  and  their  equiva- 
lents,    (p.  582.) 

3.  Claims  must  be  construed  with  reference  to  the  prior  state  of 

the  art.     (p.  583.) 

4.  Prior  patents  not  set  up  in  the  answer  maybe  introduced  in  evi- 

dence to  show  the  state  of  the  art  and  aid  in  the  construction 
of  the  plaintiff's  claim,  though  not  to  invalidate  that  claim  on 
the  ground  of  want  of  novelty  when  property  constrned.  Doc- 
trine in  Vance  v.  Campbell,  1  Black  427, 430  [7  Am.  &  Eng. 
117,]  and  similar  cases,  affirmed,     (p.  583.) 

•See  ExplnnHtloti  «f  Xotes,  pmfe  III, 
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[Citations  in  the  opinion  of  the  court :] 

Vanoe  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117.  J    p.  583. 
Railroad  Co.  v.  DaBois,  12  Wall.  47  [8  Am.  <&  Eng.  443.]    p.  583. 
Brown  r.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272.]    p.  58;j. 
Eachos  V.  Broomall,  115  U.  S.  429  [p.  176  anU,"]    p.  583. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Delaware.     Reported  below,  5  Fed.  Rep.  450. 

The  history  and  facts  of  the  case  appear  in  the  opinion  of 
the  court. 


Mr.  F.  O.  McCleary^  for  appellant  : 

Claims  must  be  construed  in  view  of  the  state  of  the  art 
at  the  date  of  the  invention. 

Washing  Machine  Co.  v.  Tool  Co.,  20  Wall.  342  [9  Am.  & 
Eng.  305 ;]  Pitts  v.  Wemple,  1  Biss.  87. 

A  patentee's  invention  cannot  be  given  a  broad  construc- 
tion so  as  to  cover  later  inventions,  when  it  appears  from 
the  state  of  the  art  that  there  was  no  opportunity  for  a  great 
original  discovery ;  and  the  claim  is  properly  limited  to  the 
specific  improvement. 

Root  V.  Lamb,  7  Feci.  Rep.  222.  See  also  Jones  ©.  Bar- 
ker, 11  Fed.  Rep.  597 ;  Washbura  &  Moen  Mnfg.  Co.  v. 
Haish,  10  Biss.  65. 

An  equivalent  is  such  an  element  or  ingredient  as  wll 
perform  the  same  function  as  one  described  in  the  patent, 
and  which  was  well  known  at  the  date  of  the  patent  as  a 
proper  substitute  for  the  one  described  in  the  patent. 

Storrs  V,  Howe,  4  Cliflf.  388  ;  Smith  v.  Downing,  1  Fish. 
Pat.  Cas.  64;  Welling  v.  Rubber  Harness  Trimming  Co.,  7 
O.  Gt.  606 ;  Webster  t?.  New  Brunswick  Carpet  Co.,  5  O.  G. 
522 ;  Om  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471;]  Fuller  v. 
Yentzer,  94  U.  S.  299  [11  Am.  &  Eng.  176  ;]  Stimpson  v.  Bal- 
timore &  S.  R.  R.  Co.,  10  How.  329  [5  Am.  &  Eng.  129;] 
Schmidt  v.  Freese,  12  Fed.  Rep.  563. 

The  so-called  ''doctrine  of  equivalents"  is  based  upon 
the  equitable  theory  that  a  patentee  should  be  guarded 
against  mere  colorable  evasions  of  his  claims  and  trifling 
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mechanical  variatioDs  in  the  details  of  his  devices.  It  was 
never  intended  as  a  bar  to  the  progress  of  invention ;  and 
the  patentee  of  an  improvement  on  a  prior  invention  cannot 
invoke  the  doctrine  of  equivalents  to  suppress  other  inven- 
tions which  are  not  mere  colorable  evasions  of  the  first. 

Burden  v.  Coming,  2  Pish.  Pat.  Cas.  477;  Seymour  n. 
Osborne,  3  Pish.  Pat.  Cas.  565. 

Where  a  patentee  is  not  a  pioneer  in  his  line,  but  simply 
an  improver,  he  cannot    broadly   invoke    the  doctrine  of 
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The  appellant' s  apparatus  may  be  an  improvement  upon 
that  of  the  patent  by  reason  of  his  peculiar  form  of  lifting 
device  affording  a  more  convenient  means  of  breaking  the 
stack,  and  inspecting  or  shifting  intermediate  trays,  when 
desired,  but  it  is  none  the  less  an  infringement  for  that 
reason. 

It  is  too  elementary  a  principle  of  law  to  require  argument 
here  that  the  grant  of  a  patent  does  not  confer  upon  the 
patentee  any  right  to  use  inventions  previously  patented  by 
others  which  may  be  included  in,  or  form  elements  of,  the 
apparatus  he  has  patented. 

Mr.  Justice  Blatciipord  delivered  the  opinion  of  the 
court : 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Delaware,  by  John  F. 
Wilt  against  George  S.  Grier,  for  the  infringement  of  letters 
patent,  No.  190,368,  granted  to  Asa  Quincy  Reynolds,  May 
1,  1877,  for  an  ''improvement  in  automatic  fruit  driers. " 
The  si)ecification,  drawings  and  claims,  of  the  patent  are  as 
follows : 

''Figure  1  is  a  partial  section  and  elevation  of  my  im- 
proved fruit  drier,  showing  the  same  as  being  located  over 
an  ordinary  stove,  and  illustrating  a  simple  means  of  ele- 
vating the  machine.  Fig.  2  is  a  similar  view,  showing  the 
drier  as  located  over  a  large  furnace,  as  in  the  most  exten- 
sive dry  houses.  Fig.  3  is  a  perspective  view,  illustrating 
the  improved  drier  in  a  position  removed  from  over  an  ordi- 
nary cooking  stove.  Fig.  4  is  a  perspective  view  of  a  frag- 
ment of  a  square  tray  or  section,  showing  more  plainly  the 
metallic  lining  and  the  sockets  and  pins,  which  may  be  con- 
veniently used  in  this  form  of  tray.  Fig.  5  is  a  similar  view 
of  a  fragment  of  a  round  tray  or  section,  showing  also  the 
tin  or  metallic  lining.  Like  letters  of  reference  in  all  the 
figures  indicate  corresponding  parts. 

The  object  of  my  invention  is  to  simplify  the  construction 

120  U.  S.  413. 


568  (itClliK  V.  WILT.  [Sup.  Ul. 

Opiulon  or  the  c«urL 

of  the  fruit  driers  in  common  use,  both  for  domestic  and 
factory  purposes,  reducing  the  cost,  increasing  the  efficiency, 
and  rendering  them  easier  to  be  manipulated,  and  at  the 
same  time  fire  proof,  and  capable  of  being  enlarged  or  con- 
tracted at  the  pleasure  of  the  operator ;  to  accomplish  all  of 
which  it  (the  invention)  consists  ia  certain  details  of  con- 
struction and  combination  of  parts,  as  will  be  hereinafter 
fully  described,  and  then  pointed  out  in  the  claims. 

In  Fig.  1  N  is  an  ordinary  stove  or  heating  drum,  over 
which  ia  located  the  drier,  consisting  of  a  number  of  trays 
so  constructed  as  that  any  one  will  receive  a  similar  one 
above  and  also  fit  overa  similar  one  below.  For  the  lighter 
forms  of  driers  I  propose  to  make  these  trays  of  the  ordi- 
nary sieves,  or  build  them  in  the  same  manner,  with  per- 
haps two  or  more  braces  beneath  the  foraminated  bottom, 
to  give  it  sufficient  strength  to  support  the  weight  of  fruit. 

K  is  the  main  body  of  the  tray,  having  a  surrounding 
hoop,  li.  The  several  trays  being  of  one  size  (save  the  up- 
permost, to  be  hereinafter  described, )  it  will  be  observed 
that  each  one  will  form  a  section  of  the  wall  of  the  drier,  no 
matter  what  its  position,  and  that  this  wall  may  be  in- 
creased in  height  as  much  as  desired  or  found  necessary. 

A  is  a  crane  and  B  a  rope  or  chain  running  over  it  and 
controlled  by  the  windlass  O.  From  the  cross  bars  C  the 
ropes  or  chains  G  depend,  and  these  are  made  to  suspend 
the  drier,  through  the  medium  of  the  handles  H  H,  etc., 
upon  each  tray.  In  order  to  prevent  the  drier  from  tipping 
when  elevated,  three  or  more  handles  should  be  employed 
in  connection  witli  a  corresponding  number  of  chains- or 
ropes,  G. 

At  M  is  shown  an  iron  ring,  supported  slightly  above  the 
top  of  the  stove  N,  and  npon  which  the  lower  tray  rests. 
The  drier  is  built  up  as  follows  :  Fruit  having  been  suita- 
bly disposed  in  a  tray,  the  books  upon  the  lower  ends  of 
the  ropes  G  are  placed  under  two  or  more  of  the  handles 
H  H,  on  the  lowermost  tray  of  the  drier  already  over  the 
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stove,  and  the  whole  is  elevated,  by  means  of  the  windlass 
O,  a  trifle  more  than  the  depth  of  one  tray.  The  fresh  tray 
is  then  placed  upon  the  ring  M,  and  those  above  lowered 
upon  it,  being  so  guided  by  the  hands  that  the  hoop  of  the 
one  to  which  the  ropes  are  attached  vnll  fit  over  the  top  of 
the  one  placed  thereunder.  In  this  way  the  drier  may  be 
built  as  high  as  desired  by  the  successive  introduction  of 
trays  below.  The  swinging  crane  and  windlass  combined 
is  regarded,  as  the  simplest  means  likely  to  be  employed  for 
elevating  the  drier. 

As  the  drying  progresses  and  the  trays  are  elevated,  the 
fruit  therein  becomes  more  and  more  compact  or  shriveled 
up,  leaving  a  comparatively  free  passage  for  the  heated  air 
through  the  body  of  the  drier,  in  consequence  of  which 
very  much  of  said  air  would  pass  off  without  accomplish- 
ing the  work  intended ;  and,  the  partially  cured  fruit  occu- 
pying considerably  less  space  than  the  fresh,  it  is  desirable 
that  one  or  more  smaller  sized  trays  be  provided  for  its  re- 
ception. Upon  the  top  of  the  uppermost  of  the  main  series 
of  trays  I  place  a  flange,  F,  having  a  circular  opening,  with 
upwardly  projecting  collar,  over  which  flange  is  located  the 
tray  E,  made  in  aU  respects  similar  to  those  below  save  as 
to  its  size.  This  flange  serves  to' contract  the  flue  formed 
by  the  series  of  trays  below,  and  if  the  partially  dried  fruit 
be  placed  in  the  tray  E,  it  will  partially  retard  the  flow  of 
the  air,  and  thus  utilize  so  much  thereof  as  would  otherwise 
be  wasted  in  the  completion  of  the  drying  process.  Above 
the  flange  F  any  number  of  small  trays,  E,  may  be  placed; 
being  matched  one  upon  the  other  in  a  manner  similar  to 
those  below. 

Within  each  tray  I  propose  to  place  a  metallic  lining,  1 1 
(preferably  of  bright  tin,)  the  object  of  which  is  to  protect 
the  wood  of  the  tmys  from  heat  and  prevent  moisture  from 
penetrating  the  same. 

In  Fig.  2  the  series  of  trays  forming  the  dry  house  is 
shown  as  located  over  a  large  furnace  placed  below  the 
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to  do  away  with  all  these  objections.  This  I  accomplish  by 
the  introduction  of  a  fan  wheel  calculated  to  retaxd  the  as- 
cending currents  of  heated  air,  and  to  distribute  them  uni- 
formly across  the  whole  area  of  the  fruit-containing  tray. 
In  Fig.  1,  the  wheel  W,  composed  of  a  series  of  inclined 
blades,  is  pivoted  betw.een  the  two  bars  g  g^  which  are  at- 
tached to  the  metallic  lining  t^  before  alluded  to.  It  is  suf- 
ficiently elevated  above  the  foraminated  bottom  I  as  not  to 
interfere  with  the  placing  of  fruit  upon  said  bottom,  if  de- 
sired. The  inclined  blades  cause  the  wheel  to  be  rapidly 
revolved  by  the  ascending  currents  of  air,  and  these,  meet- 
ing with  a  resistance,  are  compelled  to  pass  by  the  blades 
in  a  uniform  manner,  said  blades  being  so  cut  or  separated 
as  that  they  shall  permit  the  passage  of  an  equal  quantity 
of  air  at  every  point  below  the  bottom  of  the  tray  placed 
next  above.  Any  number  of  these  fans  may  be  placed  in 
the  series  of  trays,  as  is  apparent  from  the  construction 
above  described.  They  ai'e  automatically  operated,  not 
liable  to  get  out  of  repair,  and  they  are  found  to  be  very 
efficient  for  the  purposes  intended.  If  the  currents  of  air 
be  very  rapid  and  strong  the  revolutions  of  the  wheels  are 
correspondingly  rapid,  and  thus,  under  all  circumstances, 
the  currents  are  automatically  regulated  and  always  evenly 
distributed.  For  the  larger  sized  driers  the  wheel  W  may 
advantageously  be  placed  immediately  over  the  funnel 
mouth  S,  conducting  the  heated  air  from  the  furnace  below, 
as  in  Fig.  2.  It  may  be  pivoted  in  any  desirable  way,  and 
other  fans  may  be  distributed  throughout  the  series  of  trays. 
When  the  trays  are  made  in  square  form  one  fan,  occupy- 
ing as  much  space  therein  as  possible,  will  be  found  to  work 
satisfactorily.  If  the  trays  be  made  oblong,  then  two  fans 
might  be  introduced,  the  better  to  occupy  the  necessary 
space.  They  should,  of  course,  be  made  to  work  upon  the 
same  level.  These  wheels  have  now  come  to  be  denomi- 
nated ^  flutter  wheels,'  and  I  desire  to  be  understood  as 
not  limiting  my  invention  to  any  particular  number  to  be 
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employed,  to  any  si)ecified  location  of  said  wheels  in  the 
drier,  or  to  any  particular  method  of  suspending  the  same, 
so  long  as  they  are  made  to  revolve  independently  of  the 
trays,  and  to  accomplish  the  results  intended. 

Having  thus  fully  described  my  invention,  what  I  claim 
as  new  and  desire  to  secure  by  letters  patent  is — 

1.  In  combination  with  a  series  of  fruit-drying  trays,  lo- 
cated one  above  the  other,  a  second  or  supplementary  series 
smaller  than  the  tirst  and  adapted  to  operate  as  and  for  the 
purposes  explained. 

2.  The  plate  P,  adapted  to  cover  the  flue  formed  by  the 
lower  series  of  trays,  and  to  receive  and  hold  the  upper 
series,  the  w^hole  being  arranged  and  combined  substan- 
tially as  set  forth. 

3.  In  combination  with  a  fniit-drying  tray,  a  fan  wheel 
operated  by  the  ascending  currents  of  heated  air,  movable 
independently  of  said  tray,  and  adapted  to  equalize  the 
(currents  of  air,  in  the  manner  set  forth. 

4.  In  combination  with  a  fruit  drier,  the  outer  waU  of 
which  is  made  up  of  the  frames  of  the  several  trays,  as  ex- 
plained, a  suspending  device,  operating  substantially  as  de- 
scribed, and  supporting  said  drier  from  a  point  in  or  on  the 
lowermost  tray  thereof,  for  the  objects  named. 

5.  In  combination  with  a  fruit  drier  adapted  to  be  ele- 
vated, in  the  manner  described,  and  suspended  above  a 
stove  or  furnace,  a  susi>ending  device,  substantiaUy  as 
sliown,  provided  with  a  swivel  connection,  as  and  for  the 
purposes  set  forth.'' 

Infringement  of  the  fourth  claim  only  is  alleged,  the  de- 
fendant' s  apparatus  being  that  described  in  letters  patent. 
No.  221,056,  granted  to  him  October  28,  1879,  for  an  "im- 
])rovement  in  fruit  driers.''  The  description  and  drawings 
of  that  apparatus,  in  the  specification  of  that  patent,  are  as 
follows: 

''The  nature  of  my  invention  consists  in  the  construction 
and  arningement  of  a  fruit  evaponitor,  as  will  be  hereinafter 
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more  fully  set  forth.  In  order  to  enable  others  skilled  in 
the  art  to  which  my  invention  appertains  to  make  and  use 
the  same,  I  will  now  proceed  to  describe  its  construction 
and  operation,  referring  to  the  annexed  drawings,  in  which 
Figure  1  is  a  side  elevation  of  my  improved  fruit  evaporator. 
Pig.  2  is  a  sectional  view  of  the  same.  Fig.  3  shows  the 
bottom  of  the  drier.  Fig.  4  is  a  vertical  section  of  the  roof. 
Fig.  5  shows  one  of  the  boxes  with  removable  trays. 

A  represents  a  bed  frame,  of  suitable  dimensions,  pro- 
vided with  four  upright  posts,  B  B,  between  which  the 
boxes  are  placed  for  forming  the  walls  of  the  evaporator  and 
holding  the  trays.  In  the  bottom  frame,  A,  are  two  straight 
bars,  C  C,  crossing  each  other  at  right  angles,  in  the  center, 
and  dividing  the  bottom  of  the  evaporator  into  four  equal  di- 
visions. In  each  division  is  amxnged  a  series  of  inclined 
slats,  a  a,  and  the  four  series  of  said  slats  are  inclined  out- 
ward in  the  four  different  directions,  whereby,  when  the 
evax>orator  is  set  over  the  furnace,  the  current  of  hot  air,  as 
it  ascends,  is  directed  to  the  sides  of  the  machine.  D  D 
represent  the  boxes  which  go  to  form  the  walls  of  the  evap- 
orator, and  which  are  open  at  the  top  and  bottom.  Each 
box  contains  one  or  more  removable  trays,  6,  which  rest 
upon  cleats  d  on  the  inside  of  the  box.  The  upper  edges  of 
the  side  bars  of  each  box  D  are  made  V-shaped,  whDe  in 
their  under  edges  are  made  corresponding  grooves,  so  that 
the  boxes  will  lit  close  together  and  can  easily  be  moved 
back  and  forth.  The  outer  sides  of  these  side  bars  of  tlie 
boxes  have  two  or  more  horizontal  notches,  xx^  at  each 
end,  into  which  take  pivoted  pawls  h  h.  These  pawls  are 
pivotred  to  vertically  movable  posts  or  uprights  1 1,  which 
are  connected  to  the  stationary  comer  posts  B  B  by  means 
of  rods  or  bars,  m,  att^ached  to  each  post  I,  and  passing  Ver- 
tically through  eyes  /  in  a  groove  on  the  stationary  post  B. 
Each  movable  upright  I  is  provided  with  a  rack  bar,  ti,  and 
the  two  rack  bars  on  the  same  side  of  the  evajxjrator  are 
operated  by  pinions,  p^  on  a  horizontal  shaft,  H.     The  two 
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shafts  H  H,  on  opposite  sides  of  the  evaporator,  are  ope- 
rated by  worms  J  J  on  a  shaft,  K,  at  one  end  of  the  evapo- 
rator, said  worms  taking  into  gear  wheels  L  L  on  the  ends 
of  the  shafts  H  H.  The  shaft  K  is  provided  with  hand 
wheels  M  M  for  turning  the  same. 

In  operation,  the  first  box,  having  its  tray  or  trays  filled 
with  fruit,  is  pushed  in  over  the  heater  or  furnace,  and  after 
being  there,  say  about  ten  minutes,  more  or  less,  as  desired, 
it  is  raised  up  by  the  gearing  and  the  pawls  7^,  attached  to 
the  movable  uprights  I,  and  another  or  second  box  simi- 
larl}'^  filled  with  fruit  pushed  in  under  the  first,  and  the  first 
lowered  down  on  the  second,  and  so  on  until  twenty  or 
more  boxes  with  trays  have  been  airanged  to  form  the  evap- 
orator. It  will  be  noticed  that  with  my  mechanism  I  lift 
each  box  independently  of  the  others,  so  that  I  can  lift  a 
portion  above,  leaving  the  boxes  of  the  lower  part  station- 
ary, by  disengaging  the  pawls  below.  This  enables  the 
operator  to  examine  any  one  or  more  of  the  boxes  by  slid- 
ing them  out  while  those  above  are  suspended. 

N  represents  the  cover  with  central  stack  O.  This  cover 
is  put  on  the  first  box  to  cause  a  draft,  and  it  is  i*aised  by 
resting  on  the  top  or  first  box,  so  that  the  evajxjrator  is 
complete  at  aU  times,  whether  one  or  twenty,  or  more  boxes 
are  inserted. 

In  the  cover  N  is  a  bottom,  P,  which  does  not  extend  to 
the  outer  edges  of  the  cover,  thereby  causing  the  vapor  and 
heated  air  to  be  drawn  from  the  middle  to  the  sides  to  dry 
evenly ;  and  it  also  aids  in  carrying  off  the  fumes  of  the 
sulphur,  when  such  i6  used  to  bleach  the  fruit. 

I  am  aware  that  a  fruit  evaporator  has  been  made  with 
upright  sliding  bars  or  posts  provided  with  spring  pawls, 
which  i)ass  under  the  trays  to  support  the  same,  but  in  such 
case  the  pawls  are  inaccessible,  and  none  of  them  run  be 
thrown  out  of  the  way ;  whereas  in  my  case  the  operator 
can  easily  disengage  any  one  or  more  pawls  on  each  post, 
,so  as  to  lift  any  one  or  more  boxes,  or  all  the  boxes  together, 
as  may  be  desired/' 

190  U.  S.  494-485. 


580  ORIER  V.  WILT.  [Sup.  Ot. 

Opinion  of  the  court 

successively,  by  any  mecHanism  whatever,  adapted  to  ac- 
complish that  purpose,  and  which  is  a  mechanical  equiva- 
lent to  the  means  employed  by  the  complainant  is  an  in- 
fringement of  his  patent.    *    *    * 

" '  The  two  machines,  as  will  be  manifest  ui>on  reference  to 
the  specifications  and  drawings  in  the  respective  patents,  are 
alike  in  principle,  having  a  stack  in  each  case  compost  of 
sections  of  trays,  fitting  upon  and  into  each  other,  the  outer 
wall  of  which  makes  up  and  forms  the  exterior  of  said  stack 
or  drying  house  ;  and  they  are  also  alike  in  their  purpose 
and  capacity  of  being  moved  upward  from  a  point  in  or  on 
the  lowermost  tray,  and  of  being  suspended  in  that  position, 
so  as  to  admit  the  insertion  of  fresh  ti'ays  in  succession. 
They  are  unlike  in  their  respective  appliances  and  devices 
by  which  these  objects  are  accomplished,  and  also  in  the 
facility  by  which  intermediate  trays  between  the  top  and 
bottom  can  be  removed.  The  devices  by  which  the  trays 
in  the  complainant' s  patent  are  elevated  in  the  manner  de- 
scribed, for  the  purposes  mentioned,  are  the  cord  and  pulley 
passing  over  an  upright  crane,  regulated  by  a  windlass,  or 
wheel  and  axle,  with  its  ratchet  and  pawls,  *  *  *  the 
point  of  susj)ension  *  *  *  being  directly  over  the  center 
of  the  stack ;  and  from  the  ends  of  the  cross  bars  to  which 
the  rope  passing  through  the  pulley  is  attached,  depend 
ropes  or  chains,  which  are  attached  by  hooks  to  handles 
upon  the  lowermost  tray  to  be  removed,  thus  contributing 
both  a  lifting  and  suspending  device.  *  *  *  Tlie  ma- 
chine embodying  the  defendant's  invention  *  *  *  ex- 
hibits the  following  means  for  effecting  the  elevation  of  the 
stack  of  trays,  and  their  suspension,  for  the  purpose  of  al- 
lowing new  trays  to  be  inserted  at  the  bottom  ;  to  wit,  four 
movable  uprights,  each  having  a  series  of  pivoted  pawls, 
and  arranged  to  slide  in  four  stationary  posts,  secured  in  a 
frame,  in  combination  with  a  series  of  boxes,  or  trays,  hav- 
ing notches  in  their  sides,  whereby  the  boxes  may  be  lifted 
independently  of  each  other,  or  all  together.    The  power  is 
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applied  through  the  medium  of  two  worms,  situated  at  each 
end  of  a  drum,  or  shaft,  extending  along  the  side  of,  and  at 
least  the  width  of  the  stack  to  be  lifted.  These  worms  en- 
gage into  appropriate  cog  wheels,  affixed  to  two  other 
drums,  or  shafts,  running  at  right  angles  to  the  first  named 
shaft,  on  opposite  sides  of  the  stack,  and  extend  horizon- 
tally the  length  of  the  same.  Upon  each  of  these  last  men- 
tioned shafts  are  geared,  at  the  ends  of  the  same,  small  cog 
wheels,  which,  in  turn,  gear  into  vertical  rack  bars  on  the 
four  sliding  posts  of  the  ma<5hine.  The  power  is  applied  by 
means  of  a  crank  at  the  end  of  the  first-named  drum  or 
shaft. 

''  Now,  here  is  undoubtedly  a  contrivance  and  device  by 
which  the  novel  and  useful  invention,  first  patented  in  the 
Reynolds  patent,  *  *  *  of  elevating  the  stack  of  trays 
from  a  point  in  or  on  the  lowermost  tray  thereof,  so  as  to 
permit  the  insertion  of  a  fresh  tray  at  the  bottom,  is  accom- 
plished. It  matters  not  whether  this  device  has  the  capac- 
ity of  lifting  the  upper  trays  in  the  series,  so  as  to  open  the 
same  for  inspection  or  for  any  other  purposes.  So  long  as 
it  accomplishes  the  purpose,  or  possesses  the  capacity,  of 
moving  up  the  whole  series  of  trays  from  a  jxjint  on  the 
lowermost  tray  of  the  same,  so  as  to  permit  the  introduc- 
tion of  a  fresh  tray,  it  is,  in  that  respect,  an  infringe- 
ment of  the  complainant's  patent ;  nor  is  this  conclusion 
altered  because  of  any  supposed  advantages  gained  by  the 
greater  facility  afforded  by  the  Grier  patent  in  opening 
the  stack  at  any  point  above  the  lowermost  tray,  for  pur- 
I)Osesof  inspection,  or  otherwise.  *  *  *  The  court,  upon 
the  best  consideration  it  can  give  to  this  subject,  has  come 
to  the  conclusion  that  the  defendant  in  this  cause  has  used, 
in  the  elevation  and  suspension  of  the  stack  of  trays  in  this 
drier,  mechanical  appliances  and  contrivances  which,  while 
they  differ  somewhat  in  form  from  those  used  by  the  com- 
plainant, are  mechanical  substitutes  and  equivalents  for  the 
same ;  and  in  the  use  of  the  same  for  the  accomplishment 
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of  the  same  results  as  those  produced  by  the  complainant's 
invention,  the  defendant  has  infringed  upon  the  exclusive 
rights  secured  to  the  complainant." 

The  specification  of  the  plaintiff's  patent  states  that  the 
invention  ''consists  in  certain  details  of  construction  and 
combinations  of  parts."  The  existence  in  a  fruit  drier  of 
movable  trays,  the  outer  walls  of  which  constitute  the  dry- 
ing house,  being  old,  the  subject  of  the  fourth  claim  is  the 
aiTangement,  in  a  fruit  drier  with  such  trays,  of  a  susi)end- 
ing  device  connected  with  the  drier  in  or  on  the  lowermost 
tray,  so  as  to  raise  that  tray,  with  all  the  trays  above  it, 
and  allow  the  insertion,  underneath  all,  of  a  fresh  tray,  and 
then  lower  the  trays  above  it,  and  couple  the  suspending 
device  again  to  the  lowermost  tray  and  so  on.  This  is  the 
effect  or  result  of  the  mode  of  operation  of  the  devices. 
The  claim,  however,  is  not  for  a  process,  but  is  only  foi 
mechanism.  The  decision  of  the  Circuit  Court  seems  to  be 
based  on  the  view,  that  the  claim  covers  all  methods  of 
raising  the  lowermost  tray  ^dth  those  above  it,  if  opportu- 
nity is  given  to  insert  a  fresh  tray  underneath  ;  and  that, 
while  the  appliances  and  devices  of  the  plaintiff  and  defend- 
dant  are  unlike  each  other,  the  defendant  infringes  because 
he  attains  the  same  result,  of  inserting  a  fresh  tray  under- 
neath, while  the  trays  before  inserted  are  moved  up  and 
held  up  by  a  force  imparted  to  the  lowermost  one  of  them. 
The  decision  describes  the  invention  as  consisting  in  ' '  ele- 
vating the  stack  of  trays  from  a  point  in  or  on  the  lower- 
most tray  thereof,  so  as  to  permit  the  insertion  of  a  fresh 
tniy  at  the  bottom  ;"  and  it,  in*eflect,  regards  all  mechan- 
ism for  causing  such  elevation  in  such  manner  as  a  mechan- 
ical equivalent  for  the  patented  mechanism,  because  the  re- 
sult is  to  allow  a  fresh  tray  to  be  inserted  underneath. 
And  this  is  the  view  urged  here  by  the  appellee. 

The  defendant  introduced  in  evidence  three  United  States 
patents — one  to  Adam  Snyder,  No.  48,733,  July  11,  1866, 
for  a  ^'  fruit  drier  ;"  one  to  Joseph  B.  Okey  and  Ferdinand 
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A.  Lehr,  No.  108,289,  October  11,  1870,  for  an  "improve- 
ment in  fruit  driers ;''  and  one  to  Joel  Orlando  Button,  No. 
155,286,  September  22,  1874,  for  an  ''improvement  in  fruit 
driers."  Their  introduction  was  objected  to  by  the  plain- 
tiff, because  they  were  not  set  up  in  the  answer.  But  they 
were  receivable  in  evidence  to  show  the  state  of  the  art,  and 
to  aid  in  the  construction  of  the  plaintiff's  claim,  though 
not  to  invalidate  that  claim  on  the  ground  of  want  of  nov- 
elty, when  properly  construed.  Vance  v.  Campbell,  1 
Black,  427  [7  Am.  &  Eng.  117 ;]  Railroad  Co.  v.  Dubois,  12 
Wall.  47  [8  Am.  &  Eng.  443 ;]  Brown  v.  Piper,  91  U.  S.  37 
[to  Am.  &  Eng.  272  ;]  Eachus  v.  Broomall,  115  U.  S.  429, 
434  [p.  176  a7it€.] 

The  Snyder  patent  and  the  Okey  and  Lehr  patent  show, 
each  of  them,  in  a  fruit  drier,  a  series  of  trays,  arranged  one 
above  another  so  that  the  frames  of  the  trays  form  the  wall 
of  the  drier.  The  Button  patent  shows  a  fruit  drier,  within 
which  is  a  movable  frame,  which  carries  racks  that  rest  u]x>n 
each  other.  The  racks  are  inserted  through  a  door  imme- 
diately above  the  frame,  one  by  one,  and  each  one  is  sepa- 
I'ately  elevated  on  the  frame  by  cam  levers  till  it  is  held  by 
spring  cat<;hes,  which  move  back  while  a  rack  is  being  ele- 
vated, and  as  soon  as  it  passes  spring  out  and  support  it, 
while  the  frame  is  being  lowered  for  another  rack.  Each 
Rick  goes  up  with  the  frame,  and,  having  been  inserted  at 
the  extreme  bottom,  it  carries  up  the  racks  above  it,  when 
it  reaches  them,  and  so  on  until  they  can  be  successively 
taken  out  at  the  top.  The  frames  of  the  trays,  which  thus 
rest  on  each  other,  constitute,  in  a  measure  and  to  a  degree, 
the  walls  of  a  chamber  in  which  the  drjing  takes  place. 

Movable  trays,  the  outer  walls  of  which  constituted  the 
drying  chambers,  being  old,  and  apparatus  having  existed 
before  to  raise  a  tray  or  rack,  and  a  column  of  racks  above 
it  and  insert  a  fresh  one  at  the  bottom,  and  the  two  having 
been  used  in  connection,  the  fourth  claim  of  the  plaintiff*' s 
X)atent  must  be  limited  to  the  mechanism  described  and 
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shown.  The  circuit  court  made  no  reference  to  the  Button 
patent. 

The  plaintiff's  patent  describes  and  claims  ''a  suspending 
device,  operating  substantially  as  described."  The  defend- 
ant has  no  such  suspending  device.  The  plaintiff  has  a 
crane,  with  suspended  roi)es,  and  his  lowermost  tray,  while 
being  raised,  necessarily  carries  on  it  the  weight  of  all  the 
trays  and  fruit  above  it.  In  the  defendant's  apparatus  each 
tray  can  be  lifted  independently  of  the  others,  and  each 
tray  is  supported  independently,  so  that  the  weight  of  the 
series  of  trays,  and  of  the  fruit  on  them,  need  not  rest  en- 
tirely on  the  lowermost  tray.  Tliis  result  being  different 
from  that  in  the  plaintiff's  device,  the  mechanism  is  differ- 
ent and  is  not  an  equivalent  of  that  of  the  plaintiff,  any 
more  than  the  plaintiff's  is  the  equivalent  of  Button's.  The 
fourth  claim  of  the  patent,  if  valid,  cannot  be  construed  so 
iis  to  cover  the  defendant's  apparatus. 

The  decree  of  the  Circuit  Court  is  reversed^  and  the  case 
is  remanded  to  that  Courts  with  a  direction  to  dismiss  tlie 
bill  of  complaint^  with  costs. 

ISO  U.  S.  4S9-430. 

Notes  t 

2.  Mechanical  combination  claims  cannot  be  construed  to  be  for  a 
process : 
LeRoy  v.  Tatham,  14  How.  156  [5  Am.  &  Eng.  313.] 
Corning  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69.] 
Railroad  Co.  v.  Dubois,  12  Wall.  47  [8  Am.  &  Eng.  433.] 
Dryfoos  v.  Wiese,  124  U.  S.  32.  ^ 

Crescent  Brewing  Co.  v.  Gottfried,  128  U.  S.  168. 
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DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 

STATES  IN  PATENT  CASES  REPORTED  IN 

THIS  VOLUME. 


Abcuidoned  Bxperiment. 

I.  Where  an  allied  prior  proreaa  continned  to  be  nsed  for 
maay  years,  thongh  somewhat  imperfectlj  applied, 
held,  that  it  conM  not  be  regarded  aa  an  abandoned  ei- 
periment.    Miller  e.  Foree 1B3 

A  bandoimMQt. 

1.  An  invention  may  be  abandoDed  as  well  nfter  rqection  or 

withdranal  of  application,  aa  before  flling  it.  Soch 
abandonment  mbLj  be  proved  either  by  express  decla- 
rations or  by  conduct  inconsistent  with  any  other  con- 
clusion. Pioning-Mnchine  C«.  r.  Keith,  101  U.  S.  47» 
[12  Am.  &  Eng.  404]  reaffirmed.  Rifle  and  CartrirtitB 
Co.  r.  \Vhitney  Arms  Co 337 

2.  An  inventor  whose  application  has  been  rejected,  and  wlio 

without  aobstantinl  reason  or  eicoae,  takes  no  steps 
for  years  to  reinstate  or  renew  it.  must  be  held  to  have 
acquiewed  in  the  rejection,  and  to  hat's  ubnndoned 
any  intention  of  further  prosecution.  Planing-Ma- 
chioe  Co.  v.  Keith,  101  U.  S.  479  [12  Am.  &  Eng.  404] 
reaffirmed.     Bifle  and  Cartridge  Co.  r.  Whitney  Anus 

Co 337 

See  Commissioner's  Decisions,  1 ;  Particular  Patents,  8,  23, 
32,  38. 

Aoooont  of  Damaffes. 
See  ProQls,  1. 


See  Abnndoument,  2  ;  Particular  Patents,  3. 
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Aggregation. 

See  Particniftr  Patents,  18,  39. 

Amendments  to  Application. 

1.  When  an  applicant  for  a  patent  to  cover  a  new  combina- 

tion is  compelled  by  the  rejection  of  his  application  by 
the  Patent  Office  to  narrow  his  claim  by  the  introduc- 
tion of  a  new  element,  he  cannot,  after  the  iasne  of  the 
patent,  broaden  his  claim  by  dropping  the  element 
which  he  was  compelled  to  include  in  order  to  secnre 
his  patent.    Shepard  v.  Carrigan 235 

2.  A  patentee  having,  in  compliance  with  the  requirements 

of  the  Patent  Office,  excluded  by  amendment  oertain 
matter  from  his  original  specification,  is  not  at  liberty 
to  insist  upon  a  construction  of  his  patent  which  will 
include  what  he  was  expressly  required  to  abandon 
and  disavow  in  it.     Sutter  v.  Robinson 481 

AnaloffOOB  Use. 

See  Particular  Patents,  29,  35. 

Applioation. 

Amendments. 

See  Amendments  to  Application. 

Withdraioal  of  Application. 
See  Abandonment,  1. 

Artiole  of  Manufacture. 

See  Particular  Patents,  42. 

Assignments. 

See  Employer  and  Employis  1, 

Bill  in  Bquity. 

BUI  in  Equity  to  obtain  Patent. 

1.  A  bill  in  equity  implies  a  suit  in  equity  with  process  and 

parties,  and  a  bill  brought  under  section  4915,  He- 
vised  Statutes,  is  no  exception  to  this  rule.  Butter- 
worth  I'.  Hill 51 

2.  The  Commissioner  of  Patents,  by  accepting  services  of  a 

process  issne<l  under  a  bill  brought  under  section  4915, 
Revised  Statutes,  in  the  District  of  Vermont,  and  ac- 
companying such  acceptance  with  a  letter  declining 
to  appear  in  defence  of  the  suit,  does  not  consent  to 
the  jurisdiction  of  the  court,  and,  therefor^,  the  court 
were  without  authority  to  proceed  and  enter  the  decree 
which  ha»  l)eeu  appealed  from.  Butterworth  r.  Hill  51 
See  Construction  of  Statutes,  1.  , 
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Ohanffe  in  Degree. 

See  Particalar  Patents,  30. 

Claim. 

1  If  an  applicant,  in  order  to  get  his  patent,  accepts  one  with 
a  narrower  claim  than  that  contained  in  his  original 
application  he  is  boand  by  it.    Shepard  v.  Carrigan  .    235 

2.  The  scope  of  letters  patent  must  be  limited  to  the  inven- 

tion covered  by  the  claim,  and  while  the  claim  may 
be  illostrated  it  cannot  be  enlarged  by  language  nsed 
in  other  parts  of  the  specification.  Vale  Lock  Mnfg. 
Co.  V.  Greenleaf 30:> 

3.  The  validity  of  a  claim  in  a  patent  is  not  affected  where 

its  separate  elements  have  been  anticipated,  unless  the 
entire  combination  of  such  elements  has  also  been  an- 
ticipated.    Cantrell  r.  Wallick 322 

4.  While  the  specification  may  be  resorted  to  for  a  better  un- 

derstanding of  the  claim,  it  cannot  be  used  for  the  pur- 
pose of  changing  it.     White  v.  Dunbar :i97 

5.  The  claim  is  a  statutory  requirement  calling  for  precision 

on  the  part  of  the  patentee,  and  must  be  construed  in 
accordance  with  the  plain  import  of  its  terms.  White 
tJ.  Dunbar 397 

6.  Claims  must  be  construed  with  reference  to  the  prior  state 

of  the  art.     Grier  r.  Wilt 558 

See  Amendments  to  Application,  1  ;  Combination,  3 ;  Costs, 
1 ;  "Substantially  as  described,''  1. 

Combination. 

1.  A  combination  is  patentable  only  when  the  several  ele- 

ments of  which  it  is  composed  produce  by  their  joint 
action  a  new  and  iiseful  result,  or  an  old  result  in  a 
cheaper  or  otherwise  more  advantageous  way.  Steph- 
enson V.  Brooklyn  Cross-Town  R.  K.  Co 63 

2.  A  new  combination  of  known  devices,  whereby  the  effect- 

iveness of  a  machine  is  increased,  may  be  the  subject 
of  a  patent.     Cantrell  r.  W^lick 322 

3.  A  claim  fur  a  combination  of  mechanical  elements  can- 

not be  construed  to  cover  a  process  or  mode  of  opera- 
tion, but  must  be  limited  to  the  mechanical  features 
claimed  and  their  equivalents.     Grier  r.  Wilt  ....    558 
See  Claim,  3 ;  Particular  Patents,  2,  7,  10,  13,  20,  21,  22,  25, 
40,  43. 

Commissioner'B  Decision 

1.  The  decision    of  the  Commissioner  upon  the  question  of 
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Page. 
abandonment  is  not  oondnsive,  bat  may  be  reviewed 
in  a  snit  for  infringement      Planing-Machine  Co.  v. 
Keith,  101  U.  S.  479  [12  Am.  &  Eng.  404]  reaffinned. 

Rifle  &  Cartridge  Co.  v.  Whitney  Arms  Co 337 

See  Defences,  1. 

Oommissioiier  of  Patents. 

1.  In  his  official  capacity  the  Commissioner  of  Patents  is  an 
inhabitant  of  Washington,  in  the  District  of  Columbia. 
Butterworth  r.  Hill 51 

See  Bill  in  Equity,  2. 

Oonstruction  of  Patents. 

See  Amendments  to  Application,  1,  2. 

Oonstruotion  of  Statutes. 

1.  Section  739,  Revised  Statutes,  which  provides  (with  cer- 

tain exceptions)  that  no  civil  suit  shall  be  brought  be- 
fore either  the  circuit  or  district  courts  of  the  United 
States  against  an  inhabitant  of  the  United  States,  by 
any  original  process,  in  any  other  district  than  that  of 
which  he  is  an  inhabitant,  or  in  which  he  may  be 
found  at  the  time  of  8er>'ing  the  writ,  applies  to  suits 
brought  under  sec.  4915  R.  S.  relating  to  a  bill  in 
equity  to  obtain  a  patent  on  the  refusal  of  the  applica- 
tion either  by  the  Commissioner  of  Patents  or  by  the 
Supreme  Court  of  the  District  of  Columbia,  on  appeal 
from  the  Commissioner.     Butterworth  v.  Hill ....      51 

2.  The  word    *'new''   in   section  4886,  Revised    Statutes, 

means  new  to  the  extent  of  requiring  the  exercise  of 
the  inventive  faculty.     Gardner  r.  Herz 368- 

Act  1870,  see  Particular  Patents,  9. 

R.  S.  {  4915,  see  Bill  in  Equity,  1,  2. 

R.  S.  {  4920,  see  Defences,  1. 

OostS. 

1.  One  of  the  claims  of  the  reissue  being  invalid,  the  com- 
plainant cannot  recover  costs  in  the  court  below,  and 
in  this  court  each  party  pays  his  own  costs,  and  the 
expense  of  printing  the  record  is  shared  equally.  Yale 
Lock  Mnfg.  Co.  t.  Sargent 275 

Damaffes. 

1.  Where  patentee  granted  no  licenses,  had  no  established 
royalty,  but  manufactured  his  own  locks  in  sufficient 
numbers  to  supply  the  demand,  a  reduction  in*  the  price 
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of  his  own  locks,  forced  by  the  competition  of  the  de- 
fendant, is  a  fair  measure  of  damages.     Yale   Lock 
Mnfg.  Co.  V.  Sargent 275 

2.  Estjiblished  license-fees  are  the  best  measure  of  damages 
for  infringement  of  patents,  and  special  damages  be- 
yond these  are  more  properly  the  subjects  of  allowance 
by  the  Court  under  the  provisions  of  the  statute. 
Clark  t^  Wooster 426 


Decree  pro  confesao, 

1.  The  appellee,  complainant  below,  filed  his  bill  alleging  in- 

fringement of  certain  letters  patent,  reissued,  for  an 
Improved  Folding  Guide  for  Sewing  Machines.  The 
defendants  appeared  by  their  solicitor,  but  filed  no 
answer  and  made  no  defence,  and  a  rule  that  the  bill 
be  taken  pro  eonfesao  was  entered,  and  a  decree  duly 
made  to  the  effect  that  the  letters  patent  were  valid, 
that  defendants  had  infringed  them,  and  that  com- 
plainant recover  the  profit  and  damages.  Under  this 
decree  the  parties  went  before  the  master,  whose  report 
found  certain  damages  and  profits,  and,  on  exceptions, 
the  court  made  a  decree  allowing  the  profits,  but  dis- 
allowing the  damages.  On  the  appeal  therefrom,  as- 
signing reasons  for  reversal  relating  to  the  account  be- 
fore the  master  and  his  report  thereon,  and  relating  to 
the  invalidity  of  the  reissue  for  want  of  identity  with 
the  original  and  delay  in  procuring  the  reissue,  the  de- 
cree was  affirmed,  that  the  defendants  were  concluded 
by  the  decree  from  attempting  to  show  the  invalidity 
of  the  reissue  for  the  rea.sons  alleged,  and  because  the 
exceptions  to  the  master's  report  were  overruled. 
Thomson  r.  Wooster 28 

2.  Under  the  equity  rules  prescribed  by  the  Supreme  Court 

the  defendants  are  concluded  by  the  decree  pro  cnnfeaao^ 
so  far  at  least  as  it  is  supported  by  the  allegations  of 
the  bill,  taking  the  same  to  be  true.  They  are  barred 
and  precluded  from  questioning  its  correctness  on  ap- 
peal, unless  on  the  face  of  the  bill  it  appears  manifest 
that  it  was  erroneous  and. improperly  granted.  Thom- 
son V.  Wooster 28 

3.  The  decree  having  declared  the  reissued  patent  to  be  valid, 

the  attempt  to  show  before  the  master  that  it  was  for 
a  different  invention  from  that  described  in  the  origi- 
nal patent,  or  that  it  was  void  for  unreasonable  delay, 
was  inadmissible.     Nor  can  facts  (the  original  patex^) 
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not  embraced  in  the  allegations  of  the  hill  be  intro- 
duced on  appeal  for  the  purpose  of  countervailing  the 
decree.    Thomson  r.  Wooster 28 

Defences. 

1.  Defences  of  suits  for  infrinsement  are  not  limited  to  those 
enumerated  in  section  4920«  Revised  Statutes,  but  em- 
brace all  violations  of  statute  in  the  granting  of  a  pat- 
ent, such  violations  raising  questions  of  law,  the  deci- 
sion of  the  Commissioner  upon  them  is  not  binding 
upon  the  courts.    Gardner  v,  Herz 368 

Delay. 

Delay  in  Filing  Disclaimer. 

See  Disclaimer,  2. 
Delay  in  Reissuing, 

See  Particular  Patents,  36,40,  42,  44,  49;  Reissue,  1.  3,  4,  5. 

Disclaimer. 

1.  No  disclaimer  can  be  filed  af^er  the  expiration  of  a  patent. 

Yale  Lock  Mnfg.  Co.  r.  Saiigent   .  • 275 

2.  Where  the  validity  of  a  reissue  claim  had  been  sanctioned 

by  the  Commissioner  of  Patents  in  granting  it,  and  the 
claim  was  not  held  invalid  by  the  Circuit  Court,  hdd^ 
that  there  was  no  unreasonable  delay  in  filing  a  dis- 
claimer to  it.     Yale  Lock  Mnfg.  Co.  v.  Sargent    .   .   .    275 
See  Particular  Patents,  38. 

Bmployer  and  Bznploye. 

Employer  and  Employ^ — Inventor. 

1.  An  employ^  of  a  corporation  made  an  invention  in  the  di- 

rect line  of  its  business  while  in  its  pay,  and  used  ma- 
terial and  labor  wholly  paid  for  by  it,  but  was  under 
no  special  contract  to  invent  for  it,  and  there  being  no 
circumstances  from  which  it  might  fairly  be  inferred 
that  he  was  required  or  expected  to  invent  for  it,  held, 
that  he  did  not  thereby  give  such  corporation  a  right 
to  an  assignment  of  the  patent  granted  for  such  inven- 
tion.    Hapgood  r.  Hewitt 412 

2.  Under  such  circumstances  the  corporation    had  only  a 

naked  license  to  uinke  and  sell  the  patented  improve- 
ment asa  part  of  its  business.     Hapgood  r.  Hewitt .    .    412 

3.  The  right  was  a  mere  personal  one,  was  not  transferable, 

and  was  extinguished  with  the  dissolution  of  the  cor- 
poration.    Hapgood  c.  Hewitt 412 

See  Injunction,  1. 


1.  While  an  iiDproTement  apon  nn  earlier  patent  majanp- 
port  B  valid  claim,  and  is  not  inconsiateDt  with  sach 
earlier  patent,  one  nfao  infriDges  both  the  earlier  pat- 
ent and  the  improvemeDt  npon  it  ia  not  permitted  to 
set  np  the  earlier  patent  as  an  anticipation  of  the  im- 
provement patent.    Cantielt  t.  Wallick 3 

See  Amendments  to  Application,  S  ;  Claim,  1, 2  ;  Decree,  1,3, 
3  ;  Particnlar  Patents,  32,  49. 


Bvldenoe. 

See  Identity,  -2  ;  Jury,  1 ;  Reissue.  7  ;  State  of  the  Art,  1. 

Expanded  Reissue  Olaima. 

See  Reissue,  1. 

Bxpired  Patent. 

See  Disclaimer,  1  ;  Jurisdiction,  1,  2,  3. 

PU»-Wrai>par  and  Contents. 

See  Particnlar  Patents,  23. 

Identity. 

1.  A  comparison  of  the  orif^nal  patenia,  for  the  purpaae  of 
determining  the  qnestion  as  t«  the  identity  of  inven- 
tions described  in  them,  requires  an  interpretation  of 
the  original  patent  ifa  the  light  of  the  state  of  the  art 
at  the  date  vrhen  the  application  for  it  was  &iid. 
Eaehus  c.  Broomall 176 

Q.  As  matter  of  taw  where  the  differences  in  construction  arc 
obvious  Qpon  inspection,  and  where  it  is  not  within 
Jndidal  knowledge  that  the  diO'ereDCea  are  immaterial 
or  did  not  reqaiie  the  exercise  of  invention,  the  legal 
identity  of  two  structures  is  not  maoifeet. 

Where  as  matter  of  fact  there  is  evidence  that  these 
diff'ereDcea  between  two  structures  are  material,  the 
case  should  be  submitted  to  the  jury. .   Keyes  r.  Grant  34B 

See  Partictilar  Patents,  8.  10. 
Idariilg  ofOriffiiud  and  Seisaue. 

See  Particnlar  Patents,  20,  78.  33,  43,  46 ;  Reissne,  7. 


Impromnent. 

See  Estoppel,  I  ;  Patents.  I 
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Inadvertence,  Aooident  or  Mistake. 

See  Particular  Patents,  40,  41. 

MiMake  of  Solicitor. 

See  Particular  Patents,  44. 

InfHnffement. 

See  Particular  Patents,  1,  2,  3,  4,  5,  7.  10,  14,  15,  17,  19,  20, 
22,  23,  24,  27,  36,  43, 

latriDgefr, 

See  Estoppel,  1. 

Ii^unotion. 

1.  The  bill  asked  to  have  the  patentee— employ^  of  an  ex- 
tinct corporation— ergoined  fh)m  bringing  any  action 
for  infringement  at  law  or  in  equity  against  the  corpo- 
ration. As  the  patentee  could  only  bring  a  suit  at  law 
against  the  trustees  or  stockholders  of  said  corporation 
for  infringements  by  it  while  it  existed,  and  the  theory 
of  the  bill  discloses  a  perfect  defence  to  such  suit  (a 
personal  license  from  the  patentee,)  no  equity  court, 
certainly  no  Circuit  Court,  of  the  United  States,  will 
interfere  to  enjoin  a  pending  suit  at  law,  much  less 
the  bringing  of  one  in  the  future.     Hapgood  v.  Hewitt  412 

Invention. 

1.  Changes  in  the  construction  of  an  old  machine  which  in- 

crease its  usefulness  are  patentable.     Cantrell  r.  Wal- 
lick .322 

2.  The  statement  of  the  object  of  the  invention  in  the  speci- 

fication is  a  difierent  thing  from  the  invention  itself. 

White  V.  Dunbar ', • 397 

See  Combination,  1,  2  ;  Particular  Patents,  13,  IH,  21,  25,  29, 
30,  35,  39,  42,  47. 

Complete  Invention. 

3.  Where  an  inventor  put  his  device  *^  onto  two,  or  maybe 

three  drills,''  and  they  worked  perfectly,  held,  that  it 
was  a  complete  invention.     Brown  v.  Davis     ....    212 
See  Abandoned  Experiment,  1. 

Substitution  of  EquivaleifU. 

See  Particular  Patents,  34. 

Joint  Owners. 

See  Partnership,  1 
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J'urisdiotion. 

1.  Where  a  bill  in  eqaity  for  the  infriogement  of  a  patent 

and  praying  for  an  iiguQC^ioii  ^^  ^^^^  fifteen  days  be- 
fore the  expiration  of  the  patent,  and  in  season,  by 
the  rnles  of  the  proper  court,  to  have  obtained  a  pre- 
liminary injunction,  the  court  had  jurisdiction  of  the 
case,  and  cunld  retain  the  bill  if  in  its  discretion  it  saw 
fit  to  do  so.     Clark  v.  Wooster A2 

2.  If,  however,  by  the  course  of  the  court  where  the  suit  was 

brought,  no  preliminary  injunction  could  be  obtained, 
the  bill  should  be  dismissed  for  want  of  jurisdiction. 
Clark  r.  Wooster 45& 

3.  The  jurisdiction  of  the  court  having  attached,  although 

the  principal  grounds  of  relief  expired  with  the  patent, 
if  the  general  allegations  of  the  bill  covered  other 
grounds  of  relief,  the  jurisdiction  remained.  Even  if 
the  bill  had  no  such  general  allegations,  if  it  was  for 
equitable  relief  when  the  suit  was  commenced,  the 
mere  fact  that  the  ground  fur  such  relief  expired  with 
the  patent  would  not  take  away  the  jurisdiction  and 
preclude  the  court  from  the  incidental  relief  which  be- 
longs to  cases  of  that  sort.  Root  v.  Railway  Company, 
105  U.  S.  189  [13  Am.  &.Eng.  556,]  is  not  inoonsist- 
ent  with  the  views  expressed  in  this  case.  Clark  v. 
Wooster 42( 

4.  Where  the  bill  alleges  equitable  grounds  for  relief— as,  for 

instance,  fraud — and  the  allegations  are  not  sustained 
by  the  proofs,  the  bill  will  be  dismissed  iti  ioto,  both  as 
to  the  principal  relief  sought  as  well  as  to  the  relief 
incidental  thereto.     Clark  v.  Wooster 42( 

5.  Where  the  court  below  had  jurisdiction  at  the  commence- 

ment  of  the  suit,  even  upon  a  narrow  ground,  if  the 
defendant  did  not  ask  for  a  dismissal  for  want  of  juris- 
diction, this  Court  will  be  reluctant,  if  it  had  the 
power,  after  the  case  had  been  tried  and  determined 
on  the  merits,  to  reverse  the  decree  upon  appeal  on  the 
g^round  of  lack  of  jurisdiction  in  the  lower  court. 

Clark  r.  Wooster 426 

See  Bill  in  Equity,  2. 

Jury. 

1,  Where  there  is  evidence  on  both  sideB  of  an  issue,  it  ought 
to  be  submitted  to  the  jury  to  weigh  and  consider  if 
the  verdict  would  not  be  set  aside  by  the  court  for 
want  of  sufficient  evidence.     K eyes  r.  Grant    ....    346 

See  Identity,  2. 
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See  Employer  and  Employ^,  2,  3 
Uoenee-Fee. 

See  Damages,  3. 

Uaohanloal  SklU. 

See  Particular  Pate—   '"    " 

Mew  Matter. 

See  Particalar  l>Htc 

Hotloe. 

See  Prior  Use,  1  ;  S 
Horelty. 

See  Claim,  3 ;  Parti 
the  Art,  1. 
Commercial  and  Paimtab 
See  Particalar  Pate 

PartlctulBj-  Pateota. 

1.  The  claima  of  l< 

I860,  and  No 
granted  to  G 
Btmed  as  li 
Oo.  0.  Croeby 
[15  Am.  &  E 
a  hnddling-c 
hnddliog-chii 
fringed  by  a 
and  no  strict' 
tbe  open  air. 
kle  .  .   .  . 

2.  Tbe  first  claim  o 

F.  S.  Davenp 
combination  ' 
the  rod  Q,  a 
prior  state  of 
that  the  frict 
of  plaint! Fa 
tbe  hinged^b 
rently  the  pn 
were  sobstar 
r.  Fnret  A  Bi 

3.  Letters  patent,  ) 


INDEX  DIGEST. 


nre  of  Blanks  for  Cairiiige  Tbill  Shackles,"  are  not  in- 
fringed by  the  manobvtiire  of  blanks  for  sliarkles  in 
accoTdani»  with  letters  patent.  No.  106,325,  granted 
to  Willis  B.- Smith,  Augnst  9,  1970.  Clark  c.  Beecher 
Mnfg.  Co. :    .    .    130 

4.  Tbefeaturesof  theClarkpatentare:  that,  by  dies  the  arms 

of  the  blank  are  bent  into  an  obliqoe  direction  and  the 
body  into  a  carved  form,  so  that  the  parts  where  the 
arms  join  the  body  are  rounded  on  the  outside  as  well 
as  the  inside  ;  and  that  when  sabeeqnently  the  curved 
body  is  straightened  there  will  be  in  it  snfficifMit  metal 
to  form  sharp  ontside  corners,  by  being  pushed  out 
into  them.    Clark  v.  Beecher  Mn%.  Co 130 

5.  The  arms  of  the  Smith  blank  are  not  bent  in  an  oblique 

direction,  its  body  is  not  curved,  the  parts  where  the 
anus  join  the  body  are  not  rounded,  either  on  the  in- 
side or  on  the  outaiile,  and,  in  anerward  straightening 
the  back,  xurplns  metal  is  not  pushed  toward  or  into 
the  comets  to  form  them,  bat  the  existing  comers,  al- 
ready formed,  are  forced  farther  apart,  by  driving  snr- 
plDS  metal  into  the  back,  between  the  cumere.  Claik 
r.  Beecher  Mnfg.  Co 130 

6.  In  view  of  the  state  of  the  art,  and  the  terms  of  the  CUrk 

patent,  it  must  be  confined  at  least  to  a  shape  which, 
fur  practical  use,  in  subaequent  manipulation,  has  a 
disposition  of  metal  which  Pauses  a  sharp  corner  to  be 
formed  in  substantially  the  same  way  as  by  the  use  of 
his  blank.    Clark  i.  Beecher  Mnfg.  Co 130 

7.  Gaim  1  of  letters  patent,  No.  98,622,  J.  Sar^nt.  January 

4,  1870,  Fermntation  Lock,  for  "The  arrangement  of 
two  or  more  rollers,  H,  H',  of  varying  ecceutricily, 
when  combined  with  the  cam  in  the  manner  and  for 
the  purpose  specified,"  construed  and  held  that  a  varia- 
tion of  eccentricity  is  made  by  the  description  and 
claim  OB  essential  to  the  invention,  although  an  equally 
good  or  even  the  name  result  might  be  obtained  with- 
out it  ;  and  is  not  infringed  in  view  of  the  fact  that 
the  defendant  does  not  use  the  same  combination,  and 
employs  nodevice  as  an  equivalent  and  an  bstitate  for  the 
omitted  element.    Yale  lock  Mnfg.  Co.  c.  Sargent .    264 

8.  Where  plaintifls  put  in  evidence  their  letters  patent,  No. 

121,383,  for  Smel ting-Furnaces,  granted  November  Stt, 
1871,  to  Winfield  8.  Keyes  and  .\1bert  Arents,  and 
proof  of  infringement,  and  the  defendants  put  in  evi- 
dence certain  old  pnblicaliona  and  illnstrations  of 
smelting-fumuces,  and  testimony  that  tbeae  were  au- 
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ticipatioDs  of  the  patent  furnace,  and  the  plaintifis  in 

rebuttal  put  in  testimony  that  the  furnace  of  the  old 
publications  differed  materially  from  the  patent  fur- 
nace in  construction,  mode  of  operation,  and  result ; 
and  the  court  instructed  the  jury  to  return  a  verdict 
for  the  defendants,  which  was  done,  and  to  this  in- 
struction exception  was  taken  and  assigned  for  error, 
heid,  that  this  instruction  was  erroneous,  because  the 
identity  of  the  furnaces  in  the  publication  with  that  of 
the  patent  was  neither  manifest  as  matter  of  law,  nor 
established  so  conclusively  as  matter  of  fact,  that  a 
vertlict  for  the  plaintiff  could  not  be  supported.  Keyes 
r.  Grant 346 

9.  Cochran  originally   filed    his  application  Januar>%  18o9, 

which  was  rejected  in  February,  1859,  withdrawn  in 
February,  1860,  and  twenty  dollars  refunded.  Coch- 
ran filed  a  new  application  for  the  same  invention  in 
1868,  which  was  rejected  by  the  Commissioner  in  1869, 
upon  the  ground  of  abandonment,  but  upon  appeal  the 
decision  of  the  Commissioner  was  reversed  by  the  Su- 
preme Court  of  the  District  of  Columbia.  On  July  7, 
1870,  the  Commissioner  again  rejected  the  application, 
and  on  December  5,  1870,  Cochran  renewed  his  appli- 
cation of  1868  under  the  Act  of  July  8,  1870,  which  re- 
sulted in  the  patent  in  suit.  In  the  interim  between 
the  applications  of  1859  and  of  1868,  Cochran  ob- 
tained numerous  patents,  sold  some  of  them  to  ad- 
vantage, but  remained  poor  and  in  debt,  and  stilt  it 
was  evident  that  his  delay  did  not  arise  from  poverty, 
but  from  a  small  estimate  of  the  value  of  the  particu- 
lar invention.  Held,  that  under  these  circumstances 
the  invention  had  been  abandoned  before  the  renewed 
application  of  1868,  and  letters  patent,  No.  126,446, 
granted  to  John  W.  Cochran,  May  7,  1872,  for  an  Im- 
provement in  Breech-loading  Firearms,  declared  in- 
valid.    Rifle  <&  Cartridge  Co.  v.  Whitney  Arms  Co.    .    337 

10.  Letters  patent,  No.  140,536,  issued  July  1, 1873,  to  F.  L. 

Pope,  for  an  Improvement  in  Circuits  for  Electric  Gail- 
road  Signals,  construed  to  be  a  patent  for  a  combina- 
tion in  which  all  the  elements  were  known  and  open  to 
public  use.  Its  object  was  the  accomplishment  of  a 
particular  result — namely,  to  work  electric  signals  on 
the  block  system.  But  the  thing  patented  was  the  par- 
ticular means  devised  by  the  inventor  to  accomplish 
that  result,  and  to  constitute  in  this  case  identity  of  in- 
vention, and  therefore  infringement,  the  result,  the 
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elements  or  their   equivalents,  and  the  combination 
must  be  the  same,  so  that  each  element  shall  perform 
the  same  function.     Electric    Railroad  Signal  Co.  r. 
Hall  Ry.  Signal  Co 1 

11.  In  complainants'  patent  insulated  sections  of  the  rails  as 

cireuit-cloeers  constitute  an  essential  element  in  the 
combinations,  the  wheels  and  axles  of  the  train  form- 
ing an  electrical  connection  between  the  opposite  in- 
sulated rails  at  appropriate  places,  and  so  actuating 
the  signal.  The  defendants  dispense  with  insulated 
sections  of  the  track  and  employ  a  separate  instrument 
placed  near  the  track  from  which  a  lever  connects 
with  the  track,  and  is  operated  by  the  passing  wheels 
of  the  train.  Electric  Railroad  Signal  Co.  v.  Hall  Hy. 
Signal  Co 1 

12.  In  complainants'  patent  n  single  battery  is  used  to  op- 

erate an  electric  circuit  of  considerable  length  by 
means  of  two  wires  or  other  metallic  conductors  at- 
tached to  the  positive  and  negative  poles  of  the  battery 
and  suitably  insulated  from  each  other  and  from  the 
earth.  The  defendant's  plan  does  not  include  such  a 
metallic  circuit,  but  uses  a  circuit  composed  in  part  of 
the  earth.  In  this  case  the  evidence  shows  the  differ- 
ence is  more  than  a  mere  substitution  of  the  earth  for 
one  of  the  conducting-wires.  It  consists  in  the  use  of 
new  elements,  a  new  combination,  and  a  new  result. 
On  the  ground  therefore  of  the  two  points  mentioned 
the  defendants  do  not  infringe.  Electric  Railroad  Sig- 
nal Co.  V.  Hall  Ry.  Signal  Co 1 

13.  Utters  patent,  No.  142,810,  J.  A.  O'Haire,  September  16, 

187t{,  Street-Car,  for  the  combination  of  a  rod,  crank, 
or  lever,  and  guiding-frame  secured  to  the  front  door  of 
a  street-car,  and  combined  with  an  operating-lever 
which  enables  the  driver  to  open  the  rear  door,  con- 
strued and  heldy  that  there  was  no  evidence  that 
O'Haire  made  his  invention  prior  to  date  of  the  appli- 
cation, and  as  the  state  of  the  art  at  that  time  showed 
that  neither  the  separate  elements  of  the  devices  nor 
the  combination  were  new,  that  there  was  no  patenta- 
ble invention  in  the  contrivance  described  in  the  pat- 
ent, and  hence  no  infringement.  Stephenson  v.  Brook- 
lyn Cross- Town  R.  R.  Co 63 

14.  Letters  patent,  No.  155,077.  granted  to  J.  F.  Field,  Sep- 

tember 15,  1874,  for  Improvement  in  Glove-Fasten- 
ings, construed  not  to  cover,  broadly,  the  use  of  springs 
to  close  the  wrists  of  gloves,  but  only  his  style  of  spring 
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oombine<l  with  the  wriHts  of  gloves  for  that  purpoee, 
and,  held,  not  infringed  by  a  device  oonaisting  of  two 
Ktitf  arms  with  a  spring  on  one  operating  on  the  cam- 
shaped  end  of  the  other  to  hold  them  tight  when  closed 
A  certain  distance.     Field  r.  De  Comeau '*tH 

15.  Letters  patent,  No.  155,534,  granted  September  29,  1874, 

to  Helen  M.  Macdonald,  for  an  Improvement  in  Dresi- 
Protectors,  construed  and  limited  in  vie w  of  disclaimer, 
contained  in  file- wrapper  and  contents,  and  heldy  to  in- 
clude a  fluted  or  plaited  band  or  border  as  one  of  the 
essential  elements  of  the  invention,  and  is  not  infringed 
by  a  skirt -protector  manufactured  under  letters  patent. 
No.  161,012,  granted  March  23,  1875,  to  Theodore  D. 
Day,  having  neither  plaited  nor  fluted  Imnds  or  bor- 
ders.    Shepard  r.  Carrigan    .    .    .    .  • 2:i5 

16.  Letters  patent,  No.  161,568,  J.  Stephenson,  March  30, 

1875,  signaling  Drivers  on  Street-Cars  for  two  bell- 
cords,  provided  with  a  system  of  pull-straps,  passing 
along  the  sides  of  a  street-car,  within  convenient  reach 
of  the  seated  passengers  for  signaling  purpo^ses,  con- 
strued and  heid,  that  as  the  evidence  shows  that  long 
prior  to  the  application  such  signaling  appliances  had 
been  attached  to  the  middle  of  street-car  ceilings,  there 
was  no  invention  in  changing  them  to  the  sides  of  the 
car,  and  hence  the  patent  was  void.  Stephenson  r. 
Brooklyn  Cross-Town  R.  R.  Co 63 

17.  letters  patent,  No.  163,825,  granted  to  W.  Wallick,  May 

25, 1875,  for  an  Improvement  in  Apparatus  for  enamel- 
ing Moldings,  sustained  as  a  valid  and  patentable  im- 
provement consisting  of  a  combination  ;  held,  infringed 
by  defendant's  machine,  which  performs  substantially 
the  same  function  in  substantially  the  same  way  to 
obtain  the  same  result,  and  that  in  the  absence  of  pre- 
ponderance of  proof,  prior  use  is  not  made  out  Can- 
trell  V.  Wallick * 322 

18.  Letters  patent,  No.  167,585,  J.  Stephenson,  September  3, 

1875,  Street-Cars,  for  a  combination  for  a  bonnet  in 
which  was  fixed  a  mirror,  and  an  opening  in  the  front 
door  of  a  street-car,  by  means  of  which  the  driver  can 
see  what  is  transpiring  within  the  car  without  tnming 
his  head,  construed  and  held,  that  as  each  element  was 
old,  and  as  neither  element  performed  any  new  office 
or  imparted  any  new  power  to  the  other,  and  as  all 
combined  did  not  produce  any  new  result  nor  any  old 
result  more  cheaply  or  otherwise  more  advantageously, 
this  was  a  mere  aggregation,  and  not  a  patentable  com- 
bination.   Stephenson  r.  Brooklyn  Cross-Town  R.  R,  Co.     63 
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19.  Letters  ixitent,  No.  169,189,  J.  David,  September  24.  1867, 
Cortain-Fixture,  as  construed  and  limited  in  view  of 
a  prior  patent,  upon  which  it  is  an  improvement,  h&s 
a  pawl  upon  the  end  of  a  revolving  roller  and  a  ratchet 
upon  a  stationary  bracket,  and  is  not  infringed  by  a 
structure  where  the  pawl  and  ratchet  are  upon  the  same 
end  of  the  roller,  and  differ  from  those  described  in 
David's  patent.     Hartshorn  r.  Saginaw  Barrel  Co.  .    .    53" 

90.  Claim  1  of  letters  patent,  No.  ir7,:«4,  A.  B.  Hutchins, 
May  16,  1876,  Hydro-carbon  Stove  for  "The  water  ves- 
sel A,  with  its  perforated  top  plate  A^  and  hot-air  cyl- 
inder C,  hinged  at  r  to  plate  A^,  tmd  top  perforate<l 
plate  L,  all  arranged  and  constructed  together,  8ul>- 
stantiall3\  &c./'  construed  and  limited  to  the  pse  of  u 
perforated  top  plate  to  the  cylinder  having  the  func- 
tions and  mode  of  operation  set  forth,  and  hetd,  not  in- 
fringed by  defendants,  who  do  not  have  such  perfor- 
ated top  plate  in  their  combination,  or  any  equivalent 
for  it.     Sharp  r.  Riessner 501 

21.  Letters  patent,  No.  187,100,  granted  to  John  Clark,  Feb- 

ruary 6,  1877,  for  *'  Improvements  in  Cheese-Formers 
for  Cider-Presses,"  construed  and  kfld,  in  view  of  the 
fact  that  the  rack  lor  the  pomace  was  old,  a  cloth  to 
envelope  the  pomace  on  the  rack  was  old,  and,  in  com- 
bination with  these  parts,  an  inclosure  to  confine  the 
pomace  with  a  uniform  depth  was  old,  it  did  not  in- 
volve invention  but  only  ordinary  mechanical  skill  and 
judgment  io  employ  a  ^mide-frame  smaller  than  the 
rack  to  confine  the  pomace.  Clark  Pomace  Holder 
Co.  r.  Ferguson 441 

22.  Claim  4  of  letters  patent,  No.  190,368,  A.  Q.   Reynolds, 

May  1,  1877,  Fruit-Drier,  for  **In  combination  with  a 
fruit-drier,  the  outer  wall  of  which  is  made  of  the 
frames  of  the  several  trays,  as  explained,  a  snsp-nding 
device,  operating  substantially  as  described,  and  sup- 
porting said  drier  from  a  point  in  or  on  the  lowermost 
tray  thereof,  for  the  objects  named,"  construed  to  be 
for  u  mechanism  and  not  a  process,  limited  in  view  of 
the  state  of  the  art  to  the  mechanism  described  and 
shown  and  held^  not  infringed  by  the  machine  described 
in  letters  patent,  No.  221,056,  granted  October  28, 
1879,  to  George  S.  Grier,  Fruit-Drier,  without  a  "sus- 
pending device  "  and  in  which  each  tray  can  be  lifted 
independently  of  the  others,  so  that  the  weight  of  the 
aeries  of  trays  need  not  rest  entirely  on  the  lowermost 
one.    Grier  v.  Wilt 558 
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23.  letters  patent.   No.  216,293,  granted  Jane  10,  1879,  to 

Abraham  Robinson,  for  Improved  Apparatus  for  steam- 
ing Leaf-Tobacco,  construed  and  limited,  in  view  of 
express  abandonment  and  disavowal  in  the  application, 
file-wrapper  and  contents,  to  the  substitution  of  a 
wooden  vessel  for  holding  tobacco  while  being  re- 
sweated,  in  place  of  a  metallic  one,  and  hdd^  that  if 
this  construction  in  patentee's  apparatus,  is  equivalent 
to  the  cases,  boxes,  or  packages  in  which  tobacco- 
leaves  are  originally  packed  by  the  prodveer,  it  has 
been  anticipated  by  various  persons  and  is  wanting  in 
novelty.  If  not,  it  is  not  infringed  by  respondents, 
who  use  as  a  tobacco-holder  the  ordinary  tobacco  cases 
in  which  the  leaf  comes  packed.     Sutter  r.  Robinson  .    481 

24.  The  claims  of  reissued  letters  patent,  No.  4,364.  granted 

to  Schillinger,  May  2, 1871,  (original  No.  105,599,  July 
19,  1870,)  for  Concrete  Pavements,  held,  not  iufringe<l 
by  a  concrete  pavement  laid  in  strips  in  one  mass  from 
the  curb  inwardly,  and  then  marked  crosswise  into 
blocks  with  a  blunt  marker  to  the  depth  of  about  one- 
sixteenth  of  an  inch  where  such  marking  was  for  orna- 
mentation, and  produced  no  free  joints  between  the 
blocks,  the  free  joints  being  an  essential  element  of  the 
jiatented  invention.  California  Artificial  Stone  Paving 
Co.  V.  Schaiicke 469 

■  25.  Claim  1  of  reissued  letters  patent,  No.  4,488,'G.  Rosner, 
July  25,  1871,  (original  No.  30,092,  September  18, 
I860,)  Permutation  Lock,  "  In  a  permutation  lock,  in 
combination  with  a  set  of  wheels  consisting  each  of  an 
outer  ring  or  rim  and  a  central  disc  or  hub,  a  set  of  fas- 
tening devices  or  bolts,  r,  r,  which  is  made  to  fasten  or 
nnfiisten  said  parts  composing  the  wheels  by  the  inser- 
tion of  a  key  through  each  or  all  of  the  wheels,  where- 
by the  combination  of  the  lock  may  be  changed,  sub- 
stantially," &c.,  construed. 

In  complainant's  lock  the  key  fitted  closely  in  each  of 
the  wheels  through  which  it  passed,  so  that  they  were 
held  in  position  by  the  key,  while  in  the  anticipating^ 
lock  the  key  passed  through  irregular  apertures  in  the 
wheels,  permitting  them  some  freedom  of  movement, 
and,  therefore,  the  key  of  complainant's  lock  performed 
an  office  not  performed  by  the  key  in  the  anticipating 
lock.  Heldy  first,  that  the  difference  between  the  two 
structures  did  not  avoid  anticipating  the  patent,  be- 
cause the  shape  and  size  of  the  keyholes  were  not  men- 
tioned in   the  claim  of  complainant's  patent  as  one  of 
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the  elements  of  his  conibinaiion,  althoagh  information 
in  this  respect  was  given  in  the  specification. 

HeUl^  secondly,  it  required  no  invention  but  only  me- 
chanical skill  to  make  the  anticipating  lock  correspond 
precisely  in  the  fitting  of  the  key  in  the  wheels  with 
complainant's  Itick,  and  therefore  the  anticipation  of 
complainant's  claim  was  complete.  Yale  Lock  Mnfg. 
Co.  r.  Greenleaf 303 

26.  Claim  1  of  letters  patent,  No.  57,574,  J.  Sargent,  August 

28,  1866,  Lock,  was  for  "The  rotating  tumbler,  I, 
when  separated  and  isolated  in  action  from  the  per- 
mutation wheels,  and  so  arranged  that  any  inward 
pressure  upon  the  bolt  will  be  exerted  on  the  bearing 
of  said  tumbler,  and  have  no  action  or  effect  upon  thesaid 
permutation  wheels,  *  substantially,' ''  &c.;  field,  that 
claim  1  of  its  reissue,  No.  4,696,  January  2,  1872,  for 
**  In  a  combination  lock  in  safe  or  vault  doors,  a  bolt, 
I,  which  turns  on  a  pivot  or  bearing,  when  said  bolt,  I, 
is  ufled  in  a  lock  having  no  ordinary  sliding  lock  bolt, 
and  in  connection  with  the  separate  bolt  work  of  the 
door,  and  so  arranged  as  to  receive  the  pressure  of  the 
said  bolt  without  transmitting  it  to  the  wheels  or 
other  equivalent  works  of  the  lock,''  was  for  the  same 
invention,  a  substantial  reproduction  of  the  original 
claim,  and  not  an  unlawful  expansion,  and  therefore 
not  affected  by  the  delay  in  reissuing.  The  4th  claim 
invalid  for  unlawful  expansion  atlter  5  years  delay. 
Yale  Lock  Mnfg.  Co.  r.  Sargent 275 

27.  The  reissue  claim  held,  novel  and  infringed  by  a  lock 

which  had  the  pivoted  bolt  of  the  first  claim  of  the 
patent,  and  although  the  bolt  of  the  infringing  lock 
served  as  a  stop  to  two  sets  of  bolt-works  instead  of 
one,  as  in  the  patent,  and  was  pivoted  diflTerently  and 
connected  differently  from  that  in  the  pntent,  3^et, 
that  such  changes  in  construction  and  arrangement 
came  fairly  within  the  terms  of  said  claim,  and  the  op- 
eration of  the  two  locks  were  the  same  in  respect  to 
the  combination  of  said  claim.  Yale  Lock  Mnfg.  Co. 
r.  Sargent *    •    • 275 

28.  Where  the  original  patent,  No.  142,154,  J.  EachuM,  Aug- 

ust 26,  1873,  Machine  for  cutting  Paper  Boards,  was 
for  a  particular  organization  of  a  machine  for  cutting 
paper  boards,  whereby  the  various  parts  were  com- 
bined and  adjusted  so  as  to  fit  it  to  accomplish  the 
specific  result  of  cutting  heavy  paper  in  large  sheets, 
and  in  a  wet  condition,  as  received  from  a  paper-mak- 


604  INDEX  DIGEST. 

Page 

ing  machine,  and  the  reissue  patent,  No.  6,315,  March 
2,  1875,  was  for  the  process  of  sawing  paper-boards  in 
the  wet  state  in  which  it  was  taken  from  the  paper- 
making  machine,  held^  that  the  reissaed  patent  was 
not  for  the  same  invention  as  the  original,  and  was 
therefore  void  even  when  restrained  by  construction  to 
include  only  the  process  described  when  performed  by 
means  of  the  particular  devices  described,  as  it  would 
still  be  broad  enough  to  cover  every  arrangement,  comi 
hi  nation,  and  adjustment  in  which  these  devices  may 
lie  found,  and  that  is  not  the  same  invention  which 
wasdescribed  in  the  original  patent.  £^hus  r.  Broom- 
all     176 

29.  Reissued  letters  patent,  No.  6,954,  J.  Olmstead,  Febru- 

ary 29,  1876,  Process  (original  No.  129,858,  July  13, 
1872,)  Insulating  Telegraph  Wires,  heldy  to  consist  in 
compressing  the  wax  or  other  suitable  material  into 
the  pores  of  the  fibrous  covering  of  the  wire  without 
scraping  off  any  part  of  it.  This  process  was  antici- 
pated by  letters  patent  to  Dundonald  and  to  Baudouin 
in  Great  Britain,  which  describes  the  compressing  of 
the  wax,  etc.,  to  attain  the  same  result,  namely,  the 
insulation  of  the  wire.  The  patent,  therefore,  covers 
an  old  process  applied  to  the  same  subject,  with  no 
change  in  the  manner  of  applying  it,  and  with  no  re- 
sult substantially  distinct  in  its  nature.  It  cannot, 
therefore,  be  a  valid  patent.  Western  Electric  Mnfg. 
Go.  r.  Ansonia  Brass  &  Copper  Go 94 

30.  The  difference  between  complainant's  reissue.  No.  6.954. 

and  the  Baudouin  process  consists  merely  in  the  use 
of  a  greater  quantity  of  wax.  This  may  be  an  im- 
provement on  the  latter  process,  but  it  does  not  in- 
volve invention.  Western  Electric  Mnfg.  Co.  r.  Anso- 
nia Brass  &  Copper  Co 94 

31.  Reissued  letters  patent.  No.  6,955,  J.  Olmstead,  Febru- 

ary 24,  1876,  Product  (original  No.  129,858,  July  13, 
1872,)  Insulating  Telegraph  Wire,  held,  void  in  view 
of  the  void  process  ])atent.  Western  Electric  Mnfg. 
Co.  V.  Ansonia  Brass  &  Copper  Go 94 

32.  Where,  through  a  mistake  of  the  solicitor,  letters  patent. 

No.  62,502.  September  3,  1867,  Curtain-Fixtures,  was 
issued  with  a  bniad  claim  to  B.  Hartshorn,  the  junior 
inventor,  and  letters  patent,  No.  69,176,  September  24, 
1867,  Curtain-Fixtures,  wbs  issued  with  a  limited 
claim  to  Wm.  Campbell,  the  prior  inventor,  and  both 
patents  were  reissued  within  two  years  of  the  disoov- 
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erj  of  the  mistake,  with  an  exchange  of  the  claims. 
Hartshorn's  as  No.  7,370,  October  31,  1876,  and  Camp- 
bell's as  No.  7,367,  October  31,  1876,  held,  that  Camp- 
bell's acquiescence  for  nine  or  ten  years  in  Hartshorn's 
original  claim  is  regarded  as  an  abandonment  by  him 
of  any  right  to  sach  claim,  and  he  cannot  resnme  the 
same.  It  is  no  answer  to  this  view  that  the  invention 
was  not  dedicated  to  the  public  by  Campbell,  becau.«e 
it  was  covered  in  the  interim  by  Hartshorn's  claim, 
since  Hartshorn  never  had  a  right  to  the  claim.  As 
Campbell  had  the  rij^ht  to  on  interference  with  Harts- 
horn, when  the  original  applications  were  pending, 
and  did  not  avail  himself  of  that  right,  but  acquiesced 
in  the  claim  of  Hartshorn,  he  cannot  afterward  claim 
that  which  he  voluntarily  abandoned.  Hartshorn  t\ 
Saginaw  Barrel  Co 530 

33.  Heldy  further,  that  the  specification  in  Campbell's  origi- 
nal patent,  No.  69,176,  having  been  so  changed  in  his 
reissue,  No.  7,367,  of  October  31,  1876,  as  to  admit  of 
a  claim  which  could  not  have  been  made  in  the  origi- 
nal specification,  that  there  has  been  a  substantial  al- 
teration, and  the  claim  based  thereon  is  void.  Harts- 
horn r.  Saginaw  Barrel  Co 530 

M.  The  claim  of  Hartshorn's  reissue.  No.  7,370,  of  October 
31,  1876,  declared  invalid,  for  the  reason  that  it  in- 
volved no  invention  in  view  of  Campbell's  prior  inven- 
tion being  in  fact  a  mere  mechanical  equivalent  for 
that  which  was  already  covered  by  the  Campbell  pat- 
ent.    Hartshorn  v,  Saginaw  Barrel  Co 530 

35.  Claim  1  of  reissued  letters  patent,  No.  8,060,  Miller  & 

Worley,  January  29,  1878,  Finishing  Plug  Tobacco, 
held^  broader  than  the  claim  in  the  original,  No.  185,- 
119,  December  5,  1876  ;  if  limited.in  conformity  with 
the  original  to  the  described  process  of  impressing  let- 
ters or  marks  directly  into  the  side  of  the  plug  during 
the  finishing  process,  h4^Id,  in  view  of  the  state  of  the 
art  to  be  for  applying  a  process  of  stamping  tobacco, 
which  was  already  well  known,  to  the  same  tobacco, 
at  a  later  stage  in  the  process  of  manufacture,  and  is 
void  for  analogous  use  not  involving  invention,  heldj 
further  anticipated  by  the  Smith  process.  Miller  v. 
Force 193 

36.  Held,  that  claims  1  and  3  of  the  reissue  (No.  8,589,  C.  F. 

Davis,  February  18,  1868,)  if  construed  broadly,  could 
not  lawfully  have  been  granted  on  the  original  and 
would  be  invalid,  in  view  of  the  delay  of  eleven  years 
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tion-brake  to  the  periphery  of  the  whed,  and  that  he 
believed  the  patent  was  entitled  to  cover  different  fric- 
tion-clutch devices,  so  as  to  be  a  better  protection 
against  infringers. ' '  This  v^as  not  regarded  as  proof  of 
inadvertence  or  mistake  in  the  original  patent.  New- 
ton V.  Furst  &  Bradley  Mnfg.  Co 450 

42.  Claim  2  of  reissued  letters  patent,  No.  9,094,  Cr.  Gardner, 

February  24,  1880,  (original  No.  127,045,  May  21, 
1872,)  Chair  Seat  for  *'  A  chair  seat  made  of  laminae  of 
wood  glued  together  with  the  grains  in  one  layer  cross- 
ing those  of  the  next,  concave  on  the  upper  surface, 
convex  on  the  lower  surface  and  perforated,  as  a  new 
article  of  manufacture  substantially,  &c,-^  construed 
and  held,  in  view  of  the  fact  that  the  mode  of  construc- 
tion of  the  article  claimed,  the  material  employed,  the 
form  aft«r  construction,  and  the  purpose  for  which  it 
was  to  be  used  had  been  described  separately  in  earlier 
patents,  although  the  article  itself  had  never  been  de- 
scribed in  any  single  patent,  and  to  that  extent  was 
novel  and  was  of  great  utility,  that  it  did  not  require 
invention  to  produce  it. 

The  statement  of  a  new  use  that  the  chair  seat  was 
an  independent  article,  formed  and  shaped  as  de- 
scribed, not  found  in  the  original  patent,  butimporiod 
into  the  reissue  obtained  after  unreasonable  delay, 
field,  not  to  confer  validity  to  the  claim  whose  patenta- 
bility rested  upon  such  new  use.     Granlner  r.  Herz    .    [i68 

43.  Keissued  letters  patent,  No.  9,307,  John  F.  Wollensak, 

July  20,  1880,  (original  No.  136,801,  March  11,  1873,) 
tor  an  Improvement  in  Transom-Lifters,  which  de- 
scribed broadly,  ''any  construction,  combination,  or 
arrangement  of  parts  which  shall  support  the  long  or 
operating  rod  "  for  the  purpose  specified  ;  held,  that  in 
view  of  the  state  of  the  art  the  claim  must  be  regarded 
as  a  narrow  one,  and  limited  to  the  particular  combi- 
nation descTibed,  and  not  infringed  by  the  defendant's, 
F.  B.  Reiher's  device,  secured  to  him  by  letters  pat- 
ent, No.  226,353,  April  6,  1880,  Transom-Lifter,  satis- 
factorily shown  by  expert  testimony  to  differ  from 
Wollensak 's  device  in  that,  proceeding  from  a  differ- 
ent point  in  the  state  of  the  art  it  presents  a  different 
structure  operating  upon  a  totally  different  principle. 
Wollensak  t>.  Reiher 145 

44.  The  third  and  fourth  claims  of  reis.sued  letters  patent. 

No.  9,901,  granted  to  Davis.  October  18, 1881,  (original 
No.  202,158,  April  9,  1878,)  for  Door  Bolts,  declared 
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iovsliil  nn  the  i^und  that  a  delay  of  nearly  tbrM' 
years  BA«r  the  date  of  the  original  pateDtbeforeappl>- 
ing  Tor  its  reissue  with  broader  claims  was  not  ex- 
cosed  by  the  mistake  of  the  soHcitur  who  applied  for 
and  procured  the  original  patent  with  claims  more 
Darroir  than  those  which  he  nas  instructed  by  the  in- 
TCQtor  to  make.     Ives  v.  Sargent Sl'2 

45.  Held,  further,  tliat  an  element  of  the  invention  (the  pii- 
man)  abown  in  the  origioal  dran-iags  only  as  a  con- 
nected portion  of  a  certain  mechanism  and  bo  de- 
Bcribed  in  the  original  patent,  bat  described  in  the  re- 
issne  as  an  independent  invention  iras  new  matlpr. 
and  claims  based  thereon  are  invalid.  Ives  r.  Sar- 
gent      M-2 

4«.  Where  the  original  letters  patent.  No.  178,916,  G.  W. 
Dunbar,  June  20,  1876.  Piexerving  Shrimp,  covered 
tlw  use  of  a  textile  fabric  between  (be  can  and  itscoo- 
lents.  while  the  re i sane,  No.  9,057  of  December  6,  I**!, 
covered  the  use  of  an  enveloping  material  for  the 
nhrimps  between  the  can  and  the  ahrimpe.  MM,  that 
this  was  a  material  expansinn  and  enlargement,  nnd 
the  reissue  was  adjudged  to  be  inrnlid.  White  c.  Dnn- 

47.  Keissued  letters  patent,  Ko.  10.(M7,  I.  W.  McGaffey. 
Febraary  28,  1R82,  Fountain  Hose  Carriage,  in  which 
the  specification  was  exactly  like  that  in  the  original, 
So.  Ifi3,188,  Octol)er  10,  lB76,  bnt  with  different 
claims,  the  only  material  one  of  which  was  in  these 
words:  "1.  The  combined  hose-carriage,  and  foun- 
ts! ti-xtandard,  cniisisllng  in  the  combination  of  the 
following  elements,  i-iz  :  a  wheeled  carriage  pnivided 
with  a  foot  or  brace  by  means  of  which  it  may  be  au* 
lained  in  an  upright  verticnl  position,  n  nozzle-hold- 
ing device,  and  a  reel  of  large  diameter  In  allow  the 
water  to  flow  through  the  hose  whan  partinlly  ivonnd 
thereon,  snhstantially  a.s  specified,''  constnied  and 
held,  that  the  hose-reel,  the  standard,  the  brace,   the 

nnzi^1i^linlH4>r    nnit  llifir  nw  In    mmhinnrinr.    h..in.,   oil 
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but  only  what  everyone  has  a  right  to  use  without  his 
assistance.     Preston  v.  Manard 249 

48.  To  sustain  this  patent  would  be  to  deprive  the  public  of 

the  right  to  arrange  and  use  a  well-known  apparatus 
in  the  only  way  in  which  its  purpose  can  be  beneficially 
accomplished.     Preston  r.  Manard 249 

49.  Where  original  letters  patent,  No.  148,538,  J.  P.  Wollen- 

sak,  March  10,  1874,  Transom-Lifter,  which  contained 
but  two  claims,  was  reissued  aifter  a  delay  of  more  than 
five  years  as  No.  10,264,  December  26,  1882,  with 
seven  additional  claims,  and  it  was  of  these  that  in- 
fringement was  alleged,  held,  that  admitting  that  the 
added  claims  were  embraced  by  the  original  specifica- 
tion, nevertheless  an  inspection  of  the  patent  when  is- 
sued would  have  informed  the  patentee  that  it  failed 
to  cover  the  area  of  his  invention  ;  and  his  failure  to 
improve  this  opportunity  with  reasonable  diligence, 
constitutes  laches,  and  disables  him  in  equity  from  en- 
forcing his  right  to  the  detriment  of  those  who  have 
thereby  been  led  to  act  as  though  it  were  abandoned. 

Wollensak  v.  Reiher 162 

Partnership. 

1.  The  plaintiflf,  as  owner  of  the  patent,  is  entitled  to  recover 
the  damages  in  this  case.'  He  may  be  accountable  to 
his  co-partner  for  a  part  of  them,  but  the  co-partner 
could  not  sue  on  the  patent,  for  such  damages,  or  any 
part  of  them.  Yale  Lock  Mnfg.  Go.  r.  Sargent  .  .  .  275 
Patents. 

Interrelation  of  Patents, 

1.  Two  patents  may  both  be  valid  when  the  second  is  an  im- 
provement on  the  first,  but  neither  patentee  can  law- 
fully use  the  other's  invention  without  his  consent. 
Cantrell  r.  Wallick 322 

See  Particular  Patents,  19,  32. 

Personal  Lioense. 

See  Employer  and  Employe,  2,  3. 

Equity  Rule  Eighteen. 

1.  Qu€ere,  whether  the  existing  eighteenth  rule  in  equity  pro- 
viding that  after  a  decree  pro  confesao  "  the  cause  shall 
be  proceeded  in  ex  parte,'''  intended  a  different  practice 
in  respect  to  the  right  of  the  defendant  to  appear  be- 
fore the  master  from  that  contemplated  by  the  former 
rnles.  which  did  not  contain  this  ex  parte  clause. 
Thomson  r.  Wooster 28 
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Affidavit. 

1.  Affidavits  presented  to  the  master  or  to  the  oooit  below  as 
groands  of  the  respective  applications  to  reopen,  the 
proofs  cannot  be  looked  into  on  this  bearing  on  appeal. 
Thomson  v.  Wooster 28 

Prior  InventioxL 

1.  Prior  invention  made  out  where  a  sample  of  the  prior  de- 
vice is  produced  and  identified  by  several  witnesses 
whose  characters  for  truth  and  veracity  complainants 
have  failed  to  substantially  affect.     Miller  t-.  Foree    .    19^4 
Prior  Use. 

1.  Although  the  prior  use  or  knowledge  of   the  invention 

claimed  in  a  reissued  patent  is  not  specifically  set  up 
in  the  answer  as  a  defence,  it  is  nevertheless  admissible 
to  consult  the  evidence  on  that  point  contained  in  the 
record,  for  the  purpose  of  defining  the  limits  of  the 
grant  in  the  original  patent  and  the  scope  of  the  in- 
vention described  in  the  specification.  Eachus  v.  Broom- 
all     176 

2.  To  make  out  the  defence  of  prior  use  and  consequent  want 

of  novelty,  the  party  setting  it  up  must  present  not 
only  a  preponderance  of  proof,  but  proof  beyond  a  rea- 
sonable doubt.     Cantrell  r.  Wallick 322 

See  Particular  Patents,  17. 


See  Abandoned  Experiment,  1  ;  Combination,  3 ;  Particular 
Patents,  28,  29  ;  Process  and  Product,  1  ;  Specification,  1. 

ProoeBS  and  Produot. 

Inierrelalion  of  Procem  and  Product. 

1.  If  the  patent  for  the  process  is  invalid,  that  for  the  pro- 
duct of  the  process  is  also.  Western  Electric  Mnfg. 
Co.  r.  Ausonia  Brass  &  Copper  Co 94 

See  Particular  Patents,  31,  35  ;  Specification,  1. 


Produot. 


Profits. 


See  Process  and  Product,  1  ;  Specification,  1. 


1.  Where  on  an  accounting  before  n  master  it  was  objected 
that  he  allowed  complainants  the  profits  made  by  their 
]>atented  machine  for  folding  cloth  as  compared  with 
folding  by  hand  and  there  wxls  no  evidence  produced 
of  a  folder  open  to  the  public  adapted  to  the  work  doDip 
by  defendants,  the  exception  was  overruled. 
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On  objection  that  in  estimating  profits,  the  master 
did  not  take  into  account  the  fact  that  articles  folded 
by  others  at  a  much  lower  rate  than  he  had  allowed, 
were  articles  of  merchandise,  hetdj  that  the  evidence 
before  the  master  did  not  show  by  what  process  snch 
folded  strips  were  made,  nor  whether  they  were  not 
really  made  by  infringing  complainant's  patent,  and 
the  exception  was  overruled.     Thomson  v.  Wooster  .   .      28 

Keissue. 

1.  The  fact  that  the  reissue  was  applied  for  fourteen  years 
uf\er  the  date  of  the  patent,  if  urged  on  defence  against 
its  validity,  would  have  been  strongly  presumptive  of 
unreasonable  delay  ;  but  it  might  possibly  have  been 
explained,  and  the  court,  which  did  not  have  the  orig- 
inal patent  before  it,  could  not  say,  as  a  matter  of 
law,  that  it  was  insusceptible  of  explanation.  Thom- 
son V.  Wooster 28 

3.  To  the  argument  that  the  bill  avers  that  the  validity  of 
the  original  patent  was  established  in  numerous  suits 
during  the  fourteen  years  prior  to  reissue,  thereby  aver- 
ring, substantially,  that  it  was  valid  and  operative, 
and  that  therefore  the  reissue,  which  is  dependent  on 
the  invalidity  or  inoperativeness  of  the  original  pat- 
ent,  is  void,  the  answer  is  that  these  suits  may  have 
pertained  to  parts  of  the  invention  as  to  which  the 
specification  was  clear,  full,  and  sufficient  and  the  court 
cannot  say  as  mere  matter  of  law,  that  there  was  not 
defectiveness  or  insufficiency  in  the  specification  relat- 
ing to  other  parts  of  the  invention,  or  modes  of  using  it 
and  putting  it  into  operation,  which  were  not  noticed 
nntil  the  application  for  reissue  was  made.  Thontson 
r.  Wooster 28 

3.  The  averment  in  the  bill  that  complainant  had  presented 

to  the  Patent  Office  a  full  statement  of  the  facts  con- 
nected with  the  delay  in  secuiing  their  reissue,  and 
that  the  £xaminer-in-Chiei  had  decided  that  he  had 
satisfactorily  explained  the  delay  and  was  entitled  to 
reissue,  is  not  enough.  The  Patent  Office  expressly  or 
implicitly  decides  the  question  of  diligence  in  every 
case  of  reissue  ;  but  the  very  question  for  judicial  re- 
view is  whether  the  Patent  Office  has  decided  rightly, 
and  the  special  circumstances  held  to  have  excused 
the  delay  should  have  been  set  out.  Wollensak  v. 
Reiher 102 

4.  The  settled  rule  is,  where  the  claim  is  merely  expanded. 
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that  a  delay  for  more  than  two  years  in  applying  fur 
reissue,  invalidates  the  reissue,  unless  snch  delay  is  ac- 
counted tor  and  excused  by  special  circumstances. 
Wollensak  v.  Iteiher 162 

5.  When  the  injunction  bill  set  out  both  the  original  and  the 

reissued  patent,  and  it  appears  from  inspection  that  the 
sole  object  of  the  reissue  was  to  enlarge  or  expand  the 
claims  of  the  original,  and  that  a  delay  of  two  or  more 
years  has  taken  place  in  applying  ior  the  reissue,  not 
explained  by  special  circumstances  showing  it  to  be 
reasonable,  the  question  of  laches  is  a  question  of  law 
arising  on  the  faceoi  the  bill,  which  avails  as  a  defencf* 
upon  a  general  demurrer  for  want  of  equity.  Wollen- 
sak V.  Reiher 162 

6.  While  rights  ol  other  parties  intervening  between  the 

original  patent  and  its  reissue  may  illustrate  the  evil 
consequences  of  improper  reissues,  they  add  nothing 
to  its  illegality,  which  is  determined  from  general 
principles  of  law  applied  to  the  statutes.  White  r. 
Dunbar :i97 

7.  In  a  suit  upon  a  reiasned  patent  the  allegations  of  in  va- 

lidity of  the  reissue  must  be  proved,  and  the  original 
patent  is  material  evidence  for  the  purpose  of  compari- 
son with  the  reissue.     Clark  r.  Wooster 4'2(> 

See  Costs,  1  ;  Particubir  Patents,  24-47  ;  Prior  Use,  1. 

Reversal. 

See  Jurisdiction,  5, 

Right  to  Use. 

See  Patents,  1. 

Soope  of  Patent. 

See  Claim,  2  ;  Particular  Patents,  47,  48  ;  Prior  Use,  1. 

Service  of  Process. 

See  Bill  in  Equity,  2. 

Specification. 

1.  Where  instead  of  describing  in  his  process  specification  the 
cooling  of  the  paraffine  or  wax  before  compressing,  he 
mentioned  as  a  quality  of  the  product,  the  polished  ap- 
pearance of  the  surface,  and  asked  the  court  to  infer 
the  process  from  that  quality,  and  it  was  not  even  re- 
ferred to  in  the  claim  ;  held,  that  snch  a  vague  and  in- 
verted method  of  description  was  not  a  compliance  with 
the  statute,  and  could  not  therefore  be  held  to  be  cov- 
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ered  by  the  patent.     Western  Electric  Mnfg.  Co.  v.  An- 

sonia  Brass  and  Copper  Co 94 

See  Claim,  4  ;  Invention,  '2. 

Stateof  the  Art. 

1.  Prior  patents  not  set  np  in  the  answer  may  be  introduced 
in  evidence  to  show  the  state  of  the  art  and  aid  in  the 
construction  of  the  plaintiffs  claim,  though  not  to  in- 
validate that  claim  on  the  ground  of  want  of  novelty 
when  properly  construed.  Doctrine  in  Vance  v.  Camp- 
bell, 1  Black,  427,  430  [7  Am.  &  Eng.  117,]  and  similar 
cases,  affirmed.     Grier  v.  Wilt 558 

See  Claim,  6  ;  Identity,  1  ;  Particular  Patents,  6. 

"  Substantially  as  Described." 

1.  The  words  ^^substantially  as  described  "  in  certain  claims, 
held,  properly  to  limit  them  to  the  mechanism  de- 
scribed.   Brown  t*.  Davis 212 

Substitution. 

Suhstitution  of  EquivaletU  Invention, 

See  Particular  Pa^^nts,  34. 

Void  Patent. 

See  Particular  Pitents,  9,  13,  16, 18,  25,  26,  28,  29.  31,  32,  33, 
34,  35,  38,  39,  40,  44,  45,  40  ;  Process  and  Product,  1. 
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Abandonment. 

Acquiescence  in  abandonment 5S5 

"  Accident,  Inadvertence,  or  Mistake." 

**  Accident,  inadvertence,  or  mistake." 466 

Of  solicitors 467 

Adverse  Biffhts. 

Reissue  where  adverse  rights  have  accrued 233 

AesrBga,tion. 

Aggregation 90,  117 

Amendments  to  Application. 

Amendments  to  application  as  evidence  in  the  construction  of 

the  patent 496 

Analogous  Use. 

Process  void  for  analogous  use 201 

Ohange  in  Size. 

Change  in  size  does  not  involve  invention 448 

Claim. 

Patentee  is  bound  by  his  claim 24<> 

Specification  cannot  expand  claim 400 

Statutory  requirement  of  a  claim 409 

Combination. 

Want  of  novelty  must  be  addressed  to  the  combination,  not 

to  the  separate  parts 333 

Construction  of  Claim. 

Mechanical  combination  claims  cannot  be  construed  to  be  for 

a  process 190 

"Substantially    as  described."     Effect    on  construction   of 

claim 232 


INDEX  TO  NOTES.  615 

PAGE. 

Oonstruotion  of  Patent. 

Amendments  to  application  as  evidence  in  the  construction  of 

the  patent 498" 

€k>ntraot. 

Limitation  of  empLojer'a  right  to  the  invention  under  con- 
tract with  inventor 423 

€k>ntraotor. 

Employer's  liability  for  profits  where  his  contractor  infringes  424 


License  fee  as  measure  of  damages 438 

Delay. 

Delay  in  reissuing 172 

Description. 

Sufficient  description  of  process 103 

Devioe  Improved  Upon. 

Improvement  gives  no  title  to  use  device  improved  upon  .    .    334 

Dilliirenoe. 

Diligence  in  filing  disclaimer 300 

Disclaimer. 

Diligence  in  filing  disclaimer 300 

Keissue  for  matter  disclaimed  or  rejected  vrith  patentee's  ac- 
quiescence, invalid 117 

Employer 

Employer's  liability  for  profits  where  his  contractor  infringes  424 

Employer  and  Employe. 

Relations  of  employer  and  employ^  with  regard  to  origin  of 

the  invention 423 

Limitation  of  employer's  right  to  the  invention  under  con- 
tract with  inventor 423 

Implied  license  from  employ^  to  employer 423 

Evidence. 

Original  patent  in  evidence  on  the  question  of  identity  with 

reissue 48.  437 

Amendments  to  application  as  evidence  in  the  construction  of 

the  patent 498 

Evidence  of  the  state  of  the  art  admissible  without  notice  .    189 

The  court  cannot  instruct  the  jury  that  evidence  of  the  fact 

disputed  proves  it 366 
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Bxpiration  of  Patent. 

Expiration  of  patent  cannot  defeat  jurisdiction — If  alive  when 

bill  was  filed 4:rT 

Bxpired  Patent. 

Expired  patent — Want  of  jurisdiction 437 

Form. 

Where  form  is  of  the  essence  of  the  invention,  change  of  form 

is  no  infringement 142 

Form — When  infringed 143 

Identity  of  Original  and  Reissue. . 

Original  patent  in  evidence  on  the  question  of  identity  with 

reissue 48, 437 

Improvement. 

Patentability  of  an  improvement 334 

Improvement  gives  no  title  to  use  device  improved  upon  .    .    334 

Infirinfirement. 

Where  form  is  of  the  essence  of  the  invention,  change  of  form 

is  no  infringement 142 

Form — When  infringed 143 

Instructions  to  Jury. 

The  couri:  cannot  instruct  the  jury  that  evidence  of  the  fact 

disputed  proves  it 366 

Invention. 

"  Complete  invention  " 232 

Change  in  size  does  not  involve  invention 448 

Inventc^'s  Ck>nsent. 

Use  by  employer  with  inventor's  consent  defeats  the  patent  423 

Jurisdiotion. 

Expiration  of  patent  cannot  defeat  jurisdiction — if  alive  when 

bill  was  filed 437 

Expired  patent — ^want  of  jurisdiction 437 

Liability  of  Bmployer. 

Employer's  liability  for  profits  where  his  contractor  infringes  424 

License. 

Implied  license  from  employiS  to  employer 423 
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UoenBe-Fee. 

License-fee  as  measure  of  damages 438 

Absence  of  license  fees,  royalty,  &c 300 

Maohine. 

Reissue  of  a  machine  patent  to  cover  process 190 

Meofaanioal  Ck>mbination  Olalxn. 

Mechanical  combination  claims  cannot  be  construed  to  be  for 

a  process 190,  584 

Mistake  of  SoUoitor. 

Correction  by  reissue  of  solicitor's  mistake 527.  555 

Notioe. 

Evidence  of  the  state  of  the  art  admissible  without  notice    .    189 


« 


Novelty. 

Unpatentable  novelty 387 

Want  of  novelty  must  be  addressed  to  the  combination,  not 

to  the  separate  parts 333 

Object  of  Invention. 

Statement  of  object  of  in  vent  ion  effect  on  reissue  claims     .    409 

Oriffii^  of  Invention. . 

Relations  of  employer  and  employ6  with  regard  to  origin  of 

the  invention 423 

Patentability. 

Patentability  of  an  improvement     .       334 

Patentee. 

Patentee  is  bound  by  his  claim 246 

Partnership. 

Partnership  accountability 300 


Sufficient  description  of  process 103 

If  process  is  Yoid,  product  is  also  void 103 

Process  void  for  analogous  use 201 

Mechanical  combination  claims  cannot  be  construed  to  be  for 

a  process        190,  584 

Reissue  of  a  machine  patent  to  cover  process 190 

Product. 

If  process  is  void,  product  is  also  void 103 
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Profits. 

Employer's  liability  for  profits  where  his  contractor  infringes     .    42*1 

Reissue. 

Original  patent  in  evidence  on  the  question  of  identity  with 

reissue 48 

Statement  of  object  of  invention—effect  on  reissue  claims     .    409 
Reissne  for  matter  disclaimed  or  rejected  with  patentee's  ac- 
quiescence, invalid 117 

Delay  in  reissuing 172 

Reissue  of  a  machine  patent  to  cover  process 190 

Reissue  where  adverse  rights  have  accrued 23S 

Correction  by  reissue  of  solicitor's  mistake 527,  oo& 

Riffht  to  Use. 

Improvement  gives  no  title  to  use  device  improved  upon  .    .    33*1 

Royalty. 

Absence  of  license  fee,  royalty,  &c 300 

Special  Defences. 

Special  defences  that  may  be  made  to  a  patent  considered.  .    387 

ft 

Specification. 

Specification  cannot  expand  claim 40f> 

State  of  the  Art. 

Evidence  of  the  state  of  the  art  admissible  without  notice   .    181> 

Statutory  Requirement. 

Statutory  requirement  of  a  claim 400 

"Substantially  as  Described." 

*' Substantially    as  described."     Effect  on  construction    of 

claim 232 

Use  by  Employer. 

Use  by  employer  with  inventor's  consent  defeats  the  patent .    423 


3  bios  Qb5  HU  am 


i 


3  bias  QliS  H66  AMI 


I 


i 


1  blD5  ObS  MAA  Am 


J 


